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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: July 10, 2024
Petition to Correct Claim of Priority/Certificate of Correction

the Examiner issued a Notice of Allowance on June 06, 2022. The Notice of Allowance lacked
any remarks addressing Atty. McHugh’s arguments respective to the status of the subject

Application under AIA.

11. Following Notice of Allowance, Applicant filed a Request for Continued Examination to
enter additional prior art on December 19, 2022. Atty. McHugh reiterated what he believed was
an “error” in the status of the Application under AIA while previously drafting the response to
the Non-Final Office Action dated September 10, 2021. Atty. McHugh on behalf of the
Applicant presented remarks supporting this belief that the Application is Pre-AIA (First to
Invent), as shown in page 2 of the discussion in the Request for Continued Examination (Quoted
below). This further supports Mr. McHugh’s understanding of how the Claim of Priority is
established on a Pre-AIA Application.

“Additionally, the applicant requests that the examiner correct the basis for the
examination of the Instant Application. Specifically, the applicant asserts that the Instant
Application should be examined under Pre-AIA and NOT under AIA. Thus far been the Instant
Application appears to have been examined under the America Invents Act (AIA), whereas the
Instant Application should have been examined under Pre-AIA. The applicant supports this
assertion by bringing to the examiner's attention that the Instant Application is a Continuation
application of U.S. Patent Application Serial No. 16/412,585, which was a Continuation
application of U.S. Patent Application Serial No. 15/175,599, which was a Continuation
application of U.S. Patent Application Serial No. 13/567,337 which was filed on August 06, 2012
and which claimed benefit to benefit of priority of the filing dates of U.S. Provisional Patent
Application Serial No. 61/622,175 filed on April 10, 2012, U.S. Provisional Patent Application
Serial No. 61/539,587 filed on September 27, 2011 and U.S. Provisional Patent Application
Serial No. 61/515,728 filed on August 05, 2011, all of which are Pre-AlA.

Accordingly, the applicant respectfully requests that the Instant Application be examined
under Pre-AlA rules.”

12. In response to the discussion filed by the Applicant in the Request for Continued

Page 13 of 22
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: July 10, 2024
Petition to Correct Claim of Priority/Certificate of Correction

Examination (RCE) on December 19, 2022, the Examiner issued a Notice of Allowance on
January 23, 2023. The Notice of Allowance lacked any remarks addressing Atty. McHugh’s

arguments respective to the status of the subject Application under AIA.

Second Period: Approx. April 01, 2023 to May 28, 2024
(Representative: Steven War (Reg. No. 48,024) Acting under 27 CFR 1.34)

13. Atty. War (US Pat. Reg. No. 48,024) filed the Issue Fee as Atty. McHugh merged his
practice with a larger firm in early April, 2023, and the Applicant preferred to continue with a
solo Practitioner. Since the only task at hand for the subject Application was to file the Issue Fee,
Atty. War did not review the file wrapper for any discrepancies and believed everything was in
order. Atty. War electronically filed the Issue Fee. To ensure that the Issue Fee was timely filed,
the Applicant also filed the Issue Fee via USPS; mailed on April 24, 2023 with a certificate of
mailing and received and entered by the USPTO on April 27, 2023.

Third Period: May 28, 2024 through Present
Obtaining Powers of Attorney / Preparing and Filing the Subject Petition
(Representative: Allen D. Hertz)

14.  The Applicant (Sean McKirdy) contacted Patent Agent Allen D. Hertz (Reg. No. 50942)
asked Mr. Hertz if he were interested in taking over representation of Child Application (U.S.
Application Serial Number 18/320,937, filed on May 19, 2023) and review the overall portfolio

associated with the subject invention.

15. A revocation and appointment of Power of Attorney was prepared, forwarded to the
Applicant, executed by the sole Applicant (Sean McKirdy), and subsequently filed on May 28,
2024; the Power of Attorney revoking representation from all previously established Powers of

Attorney (including Atty War and/or Atty. McHugh where applicable) and appointed the current

Page 14 of 22
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: July 10, 2024
Petition to Correct Claim of Priority/Certificate of Correction

practitioner of record (all associates under Customer Number 31877, which includes Allen D.
Hertz / Reg. No. 50,942). The appointment of the new Power of Attorney to Mr. Hertz were
issued on June 18, 2024.

16. Mr. Hertz inspected the file wrappers for the complete family of Patents related to (U.S.
Application Serial Number 18/320,937, filed on May 19, 2023). Mr. Hertz identified that the
Claim of Priority for the Parent Application (this subject application) and other Parent
Applications were incorrectly filed and therefore incomplete in the records at the USPTO. Mr.
Hertz discussed the situation with the Applicant and immediately started preparing this Petition
and an associated Certificate of Correction to correct the Claim of Priority of the Subject

Application.

17.  The subject Petition was completed on June 10, 2024, less than 2 weeks of being retained
for the work. A copy of the Petition was forwarded to Atty. McHugh for a statement of support
on June 17, 2024 (delayed one week due to medical issues Mr. Hertz was experiencing). The
Subject Petition to Correct the Claim of Priority is being filed, one day after receiving the
requested statement from Atty. McHugh (received on July 09, 2024). It is earnestly believed that

the filing of the Petition by Mr. Hertz was considered to be timely.

Summary

18. Applicant earnestly believes the entire time from the date of filing of the Subject
Application to the time of filing the subject Petition and this Request for Reconsideration was
unintentional. The mistaken understanding of the process for establishing a Claim of Priority led
the Patent Owner to earnestly believe that all appropriate actions were taken to resolve the Claim
of Priority of the Subject Application (by requesting the Pre-AIA status be instituted several
times) Atty. McHugh earnestly believed referencing the pending Parent Application in the ADS
automatically included the Claim of Priority of all prior Non-Provisional Applications that were

issued or Provisional Applications that were expired. The Claim of Priority, as presented in the

Page 15 of 22
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: July 10, 2024
Petition to Correct Claim of Priority/Certificate of Correction

first paragraph of the Specification includes U.S. Provisional Patent Application Serial No.:
61/515,728, filed on August 5, 2011, and all intervening Applications and no additional action
with respect to claiming domestic benefit was needed. The issue was only presented when Mr.
Hertz reviewed the file wrapper near the end of May, 2024, at which time, the Patent Owner
requested that Mr. Hertz immediately act to correct the domestic Claim of Priority. A number of
events throughout the prosecution of the Subject Application supported this misunderstanding as
previously presented. Applicant notes that an unintentional error in a Practitioner’s honest
misunderstanding of the procedure to properly claim priority of a Child Application which is
subsequently supported by correspondences and actions does not equate to an intentional delay to
correct the Claim of Priority. The following timeline summarizes the three (3) time periods

described above in a graphical format.

Page 16 of 22
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: July 10, 2024
Petition to Correct Claim of Priority/Certificate of Correction

Steven
McHugh

Reg. 477843

Steven
War

Allen D

Hertz
{Re
(Period 3)

g. 48024)

“Feb 2021 —
Apr 2021 —
Jun 2021 —
Aug 2021 =

Ot 20241

US Appl. Ser. No. 17/181,423

{Claimed Priority (Continuation) to

“eb 22, 21 Apol Fil . e
Feb 22, 21 Appl Filed Copending Application)
——Sep 10, 21 NFOA {No Reference to Any

Parent Appls)

Dec 2021
Feh 2022 —
Apr 2022 —4
Jun 2022 —
Aug 2022 —
Oet 2022 —
Dec 2022

Feb 2023~

o -Sep 19, 22 Notice of Allowance

Dec 19, 22 RCE (IDS)

—\'J an 23, 23 Notice of A

Hlowance

BN ATA

SApr 2023
Jun 2023
Aug 2023 i
Ot 2023 —
Dec 2024 —

Feb 2024w

LU Apr 2024

Apr 24, 23 Issue Fee Paid Flectronically (Atty. War)
Apr 27, 23 Issue Fee Paid USPS (McKirdy - Applicant)
May 31, 23 Grant of Patent as US 11,664,123

May 28, 24 POA Filed

g. 5(}942){ hun 2024 i

Jul 10, 24 Petition Filed
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: July 10, 2024
Petition to Correct Claim of Priority/Certificate of Correction

Details of Timeline Pertaining to the Petition under 37 CFR 1.78(e)

Date(s)

Event

Remarks

Feb 22, 2021

Application Filed

Filed by Steven HcHugh (Reg. No. 47784)

Filed with Priority to 16/412,585

Power of Attorney to Steven McHugh was not filed
Correspondence Address was to Customer Number 42638 (The Law
Offices of Steven McHugh, LLC)

Mar 04, 2021

Filing Receipt

Filing Receipt claimed Priority to 16/412,585

Sep 10, 2021

NFOA

Claim(s) 1-5, 7-9, 11-15 and 17-19 is/are rejected under 35 U.S.C.
102(a)(2) as being anticipated by Karkanias et al. US 2008/0300109
Al.

Claims 6 and 16 is/are rejected under 35 U.S.C. 103 as being
unpatentable over Karkanias et al. US 2008/0300109 A1l in view of
Arguello US 2011/0210170 A.

Claims 10 and 20 is/are rejected under 35 U.S.C. 103 as being
unpatentable over Karkanias et al. US 2008/0300109 A1l in view of
Hakki US 2008/0032864 Al.

Mar 10, 2022

Response to NFOA

Applicant earnestly believed the proper and complete claim of
priority back to first Provisonal Patent Application (PPA) 61/515,728
dated August 05, 2011 and all intervening Applications was correctly
established. See page 8 of the response, where the Applicant
presents the belief that the Application is Pre-AlA (First to Invent).

Jun 06, 2022

Notice of Allowance

Notice of Allowance. The Examiner does not address the AlA status in
the NOA. (Notice of Allowability Summary Form Indicates AlA FITF -
Yes)

Sep 06, 2022

RCE w/ Amendment

Applicant amended the Claims and submitted an RCE prior to filing
the Issue Fee

Sep 19, 2022

Notice of Allowance

Notice of Allowance. The Examiner does not address the AlA status in
the NOA. (Notice of Allowability Summary Form Indicates AlA FITF -
Yes)

Dec 19, 2022

RCE w/ IDS

Applicant filed an IDS and submitted an RCE prior to filing the Issue
Fee. Applicant again, reiterated the belief that the Application is Pre-
AlA and included reference to the chain of the Claim of Priority that
was submitted in the first paragraph of the Specification.
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: July 10, 2024
Petition to Correct Claim of Priority/Certificate of Correction

Jan 23, 2023

Notice of Allowance

Notice of Allowance. The Examiner does not address the AlA status in
the NOA. (Notice of Allowability Summary Form Indicates AlA FITF -
Yes)

Apr 24, 2023

Issue Fee Payment

Electronically Filed (Steven War under 1.43a)(USPTO Reg. No. 48,024)
(Cert of Transmission by Christine Kenedy)

Apr 27, 2023

Issue Fee Payment

USPS Mailing on April 24, 2023 (Sean McKirdy)
(Applicant/Inventor)(Cert of Mailing by Sean McKirdy)

May 31, 2023 Grant Patent Issued as US 11,664,123
May 28, 2024 | POA to Hertz Power of Attorney to Allen D Hertz (50942) filed
(50942) filed
Jun 18, 2024 POA Accepted
July 10, 2024 Petition Filed Petition to Correct Claim of Priority under 37 CFR 1.78(e) in

conjunction with Certificate of Correction Filed
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: July 10, 2024
Petition to Correct Claim of Priority/Certificate of Correction

Affect On Patentability Resulting From a Change From FITF to FTI (or from FTI to FITF)

The following provides Applicants remarks pertaining to the affect on patentability
resulting from a change from FITF to FTI (or from FTI to FITF):

Applicant has checked the Transition Statement box on page 4 of the Supplemental ADS.

The current status of the Parent Application (US Application Serial No. 16/412,585) of
AlA is indicated as “YES”. Therefore, the AIA status of the current Application should also

remain as “YES”.

AT S RS s B RGO

PRATRSBHEG | BUH-DOIR-Cork-2: BARCHDE GENERATION AND BAPL FMENTATION METHOR AMD SYSTEV FOR PROLESSING INFORMATION

Conenadnt &
WS

Apspbioatinn data

Reploation Hnn Errantpricnon ¥ ol cegiviootion ¥ Glagual
G .

Ebast pirsientin date e st st dane

ASS0RIOcpiiti o

Canrmaton £

W

SHEEAT 0N B

Sucrespmaiancs aciress Wortere Sppheacts

SERIY CANTE TELIURI LY T Moty

Request for Updated Official Filing Receipt

Upon completion of the correction to the claim of priority, Applicant is requesting

issuance of an updated Official Filing Receipt (OFR).
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US Patent No.: 11,664,123 - Application Ser, No.:o 17/181.423
Reguest daied: &1;!3: 10, 2624
Petition o Cogect Clair of Paority/Certificate of Correction

Conclusions

Applicant earnestly believes alf of the requirements to grant a Pettfion under 37 CFR

1.78¢e) have been met.

{1) the reference required by 35 LLS.C. § 120 and 37 CFR § LTE(AH2) of the
prioe-filed application, undess previously submitted (Applicant has submitted a Supplemental

Application Data Shest herewith);

{2y the petition fee set forth ind L17(m} (Applicant has submitted a Petition Fee of

$846 (Small Entity) herewith); and

33 a statement that the entire delay between the date the claim was due under 37 CFR
§ L78(0(3) and the date the claim wag filed was unintentional. The Director may require

additional information where thew is a guestion whether the delay was unintentional. {Applicant
provided a detailed timeline supporting the claim that the entire timeframe between filing of the

Application and identification that the Claim of Priority was incorrect was unintentional herein,}

Applicant respectiully requests the Petitions Office Grant this subject Petition and issue

the associated Certificate of Correction accordingly.

Upon granting of the subject Petition, Applicant respectfully requests the Office issue an
Updated Official Filing Receipt.
Respectfully subwmitied,

Allen D. Herz""
{Customer Mo, \)}%‘77}

Af‘ir: 11 }z’?"f{Her{‘z

Rel. No.50,942

12784 Talipweod Cicle
Boca Raton, FL 32428
Tel: (361) 8830115
Cell: (561) 716-3815
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: July 10, 2024
Petition to Correct Claim of Priority/Certificate of Correction

Attachments:
USPTO Form PTO/SB/445 (09/22) - Petition to Accept an Unintentionally Delayed Claim
under 35 U.S.C. 120, 121, 365(c), or 386(c) (37 CFR 1.78(e)) for the Benefit of a Prior-Filed
Application
Supplemental Application Data Sheet (ADS)
Statement Provided by Steven McHugh on July 09, 2024
Petition Fee of $840 (Fee Code 2454)(Small Entity)
Certificate of Correction (2 Sheets) with Cover Sheet
Certificate of Correction Fee of $160 (37 CFR § 1.20(a))(Fee Code 2811)(Small Entity)
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWwWWw.uspto.gov

| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO.
17/181,423 02/22/2021 Sean McKirdy MCK-21-101 7904
31877 7590 07/18/2024 | EXAMINER
ALLEN D. HERTZ
ALLEN D HERTZ, P.A. HAUPT, KRISTY A
12784 TULIPWOOD CIRCLE
BOCA RATON, FL 33428 | ART UNIT | paperNUMBER
2876
| MAIL DATE | DELIVERY MODE
07/18/2024 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Patent No.: 11664123

Issue Date:  05/30/2023
Appl. No.:  17/181,423
Filed: 02/22/2021

PART (A) RESPONSE FOR CERTIFICATES OF CORRECTION

This is a decision on the Certificate of Correction request filed 10 July 2024.

The request for issuance of Certificate of Correction for the above-identified correction(s) under the
provisions of 37 CFR 1.322 and/or 1.323 is hereby:

(Check one)
Approved O Approved in Part (J Denied

Comments: Acknowledgement is that this Certificates of Correction is to correct the related U.S.
Application data that which does not change the scope of the Claims.
PART (B) PETITION UNDER 37 CFR 1.324 OR 37 CFR 1.48

0J This is a decision on the petition filed to correct inventorship under 37 CFR 1.324.

(3 This is a decision on the request under 37 CFR 1.48, petition filed . In view of the fact
that the patent has already issued, the request under 37 CFR 1.48 has been treated as a petition to
correct inventorship under 37 CFR 1.324.

The petition is hereby: ) Granted 0) Dismissed

Comment:

The patented filed is being forwarded to Certificate of Corrections Branch for issuance of a certificate
naming only the actual inventor or inventors.

/MICHAEL G LEE/
Supervisory Patent Examiner, Art Unit 2876
Technology Center 2800

Phone: (5§71)272-2398

Certificates of Correction Branch email: CustomerServiceCoC@uspto.gov CoC Central Phone Number: (703) 756-1814
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UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT NO. 111,664,123 B2 Page 1 of 2
APPLICATION NO. 1 17/181423

DATED : May 30, 2023

INVENTOR(S) : Sean McKirdy

It is certified that error appears in the above-identified patent and that said Letters Patent is hereby corrected as shown below:

On the Title Page

Item (63) under “Related U.S. Application Data” delete the paragraph and insert the following:

-- Continuation of application No. 16/412,585, filed on May 15, 2019, now Pat. No. 10,926,135,
which is a continuation of application No. 15/175,599, filed on Jun. 6, 2016, now Pat. No. 10,322,313,
which is a continuation of application No. 13/567,337, filed on Aug. 6, 2012, now Pat. No. 9,367,860.

Under Related U.S. Application Data, beneath the above inserted paragraph, insert the following:
-- (60) Provisional application No. 61/515,728, filed on Aug. 5, 2011,

Provisional application No. 61/539,587, filed on Sept. 27, 2011, and

Provisional application No. 61/622,175, filed on Apr. 10, 2012. --

In the Specification

Column 1, Line 8, (Paragraph under the section titled: “CROSS-REFERENCE TO RELATED
PATENT APPLICATIONS) cancel the text beginning with “The present application ...” and ending
“... by reference in their entireties” in Column 1, Line 23, and insert the following replacement
Paragraph:

-- The present application is a continuation application of copending U.S. Non-Provisional Patent
Application Ser. No. 16/412,585, filed May 15, 2019 (now U.S. Patent 10,926,135, issued on February
23, 2021),

wherein U.S. Non-Provisional Patent Application Ser. No. 16/412,585 claims the benefit of copending
U.S. Non-Provisional Patent Application Ser. No. 15/175,599, filed Jun. 6, 2016 (now U.S. Patent
10,322,313, issued on Jun. 19, 2019),

wherein U.S. Non-Provisional patent application Ser. No. 15/175,599 claims the benefit of copending
U.S. Non-Provisional Patent Application Ser. No. 13/567,337, filed Aug. 6, 2012 (now U.S. Patent
9,367,860, issued on Jun. 14, 2016),

wherein U.S. Non-Provisional Patent Application Ser. No. 13/567,337 claims the benefit of each of:
copending U.S. Provisional Patent Application Ser. No. 61/515,728, filed on Aug. 5, 2011,

Signed and Sealed this
Thirteenth Day of August, 2024
Kodneviae i@...a %;fé}? Vidad
{\\M

Katherine Kelly Vidal
Director of the United States Patent and Trademark Office
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CERTIFICATE OF CORRECTION (continued) Page 2 of 2
U.S. Pat. No. 11,664,123 B2

copending U.S. Provisional Patent Application Ser. No. 61/539,587, filed on Sep. 27, 2011, and

copending U.S. Provisional Patent Application Ser. No. 61/622,175, filed on Apr. 10, 2012,
the contents of all of which are incorporated herein by reference in their entireties. --
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWwWWw.uspto.gov

| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO.
17/181,423 02/22/2021 Sean McKirdy MCK-21-101 7904
31877 7590 08/14/2024 | EXAMINER
ALLEN D. HERTZ
ALLEN D HERTZ, P.A. HAUPT, KRISTY A
12784 TULIPWOOD CIRCLE
BOCA RATON, FL 33428 | ART UNIT | paperNUMBER
2876
| MAIL DATE | DELIVERY MODE
08/14/2024 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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APPLICATION NO.

ISSUE DATE

PATENT NO.

17/181,423

ALLEN D. HERTZ

ALLEN D HERTZ, P.A.
12784 TULIPWOOD CIRCLE
BOCA RATON, FL 33428

13-Aug-2024

11664123

ELECTRONIC CERTIFICATE OF CORRECTION NOTIFICATION

Your electronic certificate of correction is now available, and can be accessed via Patent Center at https://

patentcenter.uspto.gov.

The electronic certificate of correction is the official certificate of correction under 35 U.S.C. 254 or 255. For more
information, please visit https:/www.uspto.gov/electronicgrants.

page 1 of 1
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWwWWw.uspto.gov

| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO.
17/181,423 02/22/2021 Sean McKirdy MCK-21-101 7904
31877 7590 09/06/2024 | EXAMINER
ALLEN D. HERTZ
ALLEN D HERTZ, P.A. HAUPT, KRISTY A
12784 TULIPWOOD CIRCLE
BOCA RATON, FL 33428 | ART UNIT | paperNUMBER
2876
| MAIL DATE | DELIVERY MODE
09/06/2024 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

In re Patent No. 11,664,123 :
Issue Date: May 30, 2023 : DECISION ON PETITION

Application No. 17/181,423 : UNDER 37 CFR 1.78(c) and (e)
Filed: February 22, 2021 :
Attorney Docket No: MCK-21-101

This is a decision on the “Petition to Correct Claim under 37 CFR 1.78(e)--Submission of
Corrected/Supplemental Application Data Sheet (ADS)--Request for Updated Official Filing
Receipt” filed on July 10, 2024, that is being treated as a petition under 37 CFR 1.78(c) and (e).

The petition under 37 CFR 1.78(c) and (e) is DISMISSED.

Effective with patent applications filed under 35 U.S.C. 111(a) or 363 on or after September 16,
2012, claims for foreign priority under § 1.55 and claims for benefit under § 1.78 must be set
forth in an application data sheet. Changes to Implement the Inventor’s Oath or Declaration
Provisions of the Leahy-Smith America Invents Act: Final Rule, 77 Fed. Reg. 48776 (August 14,
2012).

A petition for acceptance of an unintentionally delayed claim for the benefit under 37 CFR
1.78(c) and (e) is only applicable to those applications filed on, or after, November 29, 2000.
Further, the petition is appropriate only after the expiration of the period specified in 37 CFR
1.78(a) and (d). In addition, the petition under 37 CFR 1.78(c) and (e) must be accompanied by:

1. the references required by 35 U.S.C. § 119 and 35 U.S.C § 120 and paragraph (a)
and (d)(2) to the prior-filed application, unless previously submitted;

2. the petition fee set forth in § 1.17(m), and

3. a statement that the entire delay between the date the claims were due under 37
CFR 1.78(a)(4) and (d)(3) and the date the benefit claim was filed was
unintentional. The Director may require additional information where there is a
question whether the delay was unintentional.

The instant nonprovisional application was filed after November 29, 2000, and the claim herein

for benefit to the prior-filed applications is submitted after the expiration of the period specified
in 37 CFR 1.78(a) and (d).
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In re Patent No. 11,664,123 Application No. 17/181,423

A review of the application as filed reveals that the domestic benefit claims to the applications
set forth in the corrected application data sheet (ADS) filed on July 10, 2024, were not properly
set forth in an application data sheet on filing. The four and sixteen-month periods specified in

37 CFR § 1.78(d)(3) and (a)(4) have expired. Thus, the instant petition is appropriate.

The First-Inventor-To-File (FITF) provisions of the Leahy-Smith America Invents Act (AIA)
took effect on March 16, 2013, 35 U.S.C. 102 and 103 in cffect before March 16, 2013(pre-AlA
{(FT1)) apply to applications filed before March 16, 2013, and continuations and divisionals of
such applications. 35 U.S.C. 102 and 103 in effect on March 16, 2013, apply to any application
that ever contains a claim that has an effective filing date on or after March 16, 2013. 35 11.5.C.
102{g) in effect betore March 16, 2013, will apply if the application ever contains a claim that
has an effective filing date before March 16, 2013,

The above-identified patent issued from an application which was filed after March 16,

2013. During the pendency of the application, the application did not contain, nor was it
amended to contain, a domestic benefit claim to an application with a filing date prior to March
16, 2013. Accordingly, the application was examined under the FITF provisions of the AIA.

If patentee seeks to add a late claim for benefit to a pre-AIA (FT1) application/patent with an
effective filing date before March 16, 2013 in this AIA (FITF) patent, a reissue application must
be filed. The Office has generally permitted/granted petitions under 37 CFR 1.55 and 1.78 with
a Certificate of Correction (and without the need for a reissue) in issued patents because an
earlier filing/priority date did not negatively affect patentability. However, under current law, the
grant of the petition under 37 CFR 1.78(c) and (e) with a certificate of correction may result in
the patent being a pre-AIA (FTI) patent. Since patentability can be negatively affected by a
change from FITF to FTI (or from FTI to FTIF), the petition under 37 CFR 1.78 (c) and (e) with
issuance of a certificate of correction cannot be granted.

The filing of a reissue application may be appropriate to pursue the desired correction to the
domestic benefit claims of the patent.

It is noted that the Office issued a “Certificate of Correction” on August 13, 2024, responsive to
the “Request for Certificate of Correction under 35 U.S.C. 255 Certificate of Correction of
Applicant’s Mistake” filed on July 10, 2024. For applications filed after September 16, 2012,
perfection of the domestic benefit claim must be made setting forth the domestic benefit claims
in an Application Data Sheet in compliance with 37 CFR 1.76. After the expiration of the period
prescribed by 37 CFR 1.78(a)(4) and (d)(3), the domestic benefit claim set forth in a corrected
ADS may only be entered by way of a granted petition under 37 CFR 1.78(c) and/or (e). The
corrected ADS filed on July 10, 2024, is not entered. The issuance of the “Certificate of
Correction” on August 13, 2024, does not perfect the domestic benefit claims.

Further correspondence with respect to this matter should be addressed as follows:

0315



In re Patent No. 11,664,123 Application No. 17/181,423

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By fax: (571) 273-8300
ATTN: Office of Petitions

By Internet: Patent Center

Questions specific to this decision may be directed to the undersigned at (571) 272-3222.

/KENYA A THORNTON MCLAUGHLIN/
Attorney Advisor, OPET
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UNITED STATES . P.0.Box 1450
PATENT AND TRADEMARK OFFICE Alexandria, Vo 2 ey

ELECTRONIC ACKNOWLEDGEMENT RECEIPT

APPLICATION # RECEIPT DATE / TIME ATTORNEY DOCKET #
17/181,423 09/09/2024 11:23:05 PM Z ET MCK-21-101

Title of Invention

BARCODE GENERATION AND IMPLEMENTATION METHOD AND SYSTEM FOR PROCESSING
INFORMATION

Application Information

APPLICATION TYPE  Utility - Nonprovisional Application PATENT # 11664123
under 35 USC 111(a)

CONFIRMATION # 7904 FILED BY Allen Hertz
PATENT CENTER # 67107278 FILING DATE 02/22/2021
CUSTOMER # 31877 FIRST NAMED Sew1McKde
INVENTOR
CORRESPONDENCE - AUTHORIZED BY
ADDRESS
Documents TOTAL DOCUMENTS: 1
SIZE
DOCUMENT PAGES DESCRIPTION (KB)
4 _MCK-21-
101_McKirdy_17181423- .
7904_11664123_Fee_Addre 1 g"ﬁgega”ce Fee Address 476 KB
ss_Form_sb0047 Executed. 9
pdf
Digest
DOCUMENT MESSAGE DIGEST(SHA-512)
4 MCK-21-

32C0575FE6F0698A88C0C5B30CB962B9A649088939CC91FC2
7A98CCE19C80AFB81EC6C3669FB01880C40089BE4BD42382
DOFDB8380F139209174F4E68F08DEB4

101_McKirdy_17181423-
7904 11664123 Fee Address
_Form_sb0047_Executed.pdf

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents, characterized

0317



Page 2 of 2

by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a Post Card, as
described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for filing date (see 37 CFR 1.53(b)-(d)
and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this Acknowledgement
Receipt will establish the filing date of the application

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35 U.S.C.
371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a national stage
submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for an
international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number and of the
International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning national security,
and the date shown on this Acknowledgement Receipt will establish the international filing date of the application.
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PTO/SBI4T (03-09)

Approved for use through 05/31/2015. OMB 0651-0018

U.8. Patent and Trademark Office; U, S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1895, no persons are required to respond fo a collection of information unless it displays a valid OMB control number.

“FEE ADDRESS” INDICATION FORM

Address to: Fax to:

Mail Stop M Correspondence 571-273-6500
Commissioner for Patents -OR -

P.O. Box 1450

Alexandria, VA 223131450

INSTRUCTIONS: The issue fee must have been paid for application(s) listed on this form. In addition,

only an address represented by a Customer Number can be established as the fee address for maintenance
fee purposes (hereafter, fee address). A fee address should be established when correspondence related to
maintenance fees should be mailed to a different address than the correspondence address for the application.

When to check the first box below: If you have a Customer Number to represent the fee address. When
to check the second box below: If you have no Customer Number representing the desired fee address,
in which case'a completed Request for Customer Number (PTO/SB/125) must be aftached to this form. For
more information on Customer Numbers, see the Manual of Patent Examining Procedure (MPEP) § 403.

For the following listed application(s), please recognize as the “Fee Address” under the provisions of 37 CFR

1.363 the address associated with:

Customer Number:

OR

D The attached Request for Customer Number (PTO/SB/125) form.

PATENT NUMBER APPLICATION NUMBER
(if known)
11,664,123 17/181,423
e
Completed by (check one): )
D Applicant/inventor
/ ( Sjgnature
Attorney or Agent of record 50,942 Allen D. Hertz

(Reg. No.)

D Assignee of record of the entire interest. See 37 CFR 3.71.
Statement under 37 CFR 3.73(b) is enclosed.

Typed or printed name

561-716-3915

Requester’s telephone number

(Form PTO/SB/96)

September 09, 2024
Date

D Assignee recorded at Reel Frame

NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required. Submit multiple forms if more that one
signature is required, see below®,

* Total of 1

forms are submitted.

This collection of information is required by 37 CFR 1.363. The information is required to obtain or retain a benefit by the public which is to file {and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR1.11 and 1.14. This colle ction is estimated 1o take 5 minutes to-complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon. the individual case; Any comments on
the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S, Depar fment of Commerce, P.O. Box 1450, Alexandria, VA 22313- 1450, DO NOT SEND COMPLETE D FORMS TO THIS A DDRESS.
SEND TO: Mail Stop M Correspond Commi for Patents, P.O. Box 1450, Alexandria, VA 223131450,

If you need assistance in-completing the form, call 1-800-PT0-9199 and select option 2.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWwWWw.uspto.gov

| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO.
17/181,423 02/22/2021 Sean McKirdy MCK-21-101 7904
31877 7590 11/05/2024 | EXAMINER
ALLEN D. HERTZ
ALLEN D HERTZ, P.A. HAUPT, KRISTY A
12784 TULIPWOOD CIRCLE
BOCA RATON, FL 33428 | ART UNIT | paperNUMBER
2876
| MAIL DATE | DELIVERY MODE
11/05/2024 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

In re Patent No. 11,664,123 .

Issue Date: 30 May 2023 : DECISION ON PETITION
Application No. 17/181,423 :

Filing or 371(c) Date: 22 Feb 2021

Attorney Docket No. MCK-21-101

This is a corrected decision on the petition under 37 CFR 1.78(c) & (e), filed July 10, 2024, to
accept an unintentionally delayed claim under 35 U.S.C. 119(e) and 120 for the benefit of
priority to the prior-filed provisional and nonprovisional applications listed in the concurrently-
filed Application Data Sheet (ADS), by way of a certificate of correction.

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(c) and 1.78(e) is only
applicable to those applications filed on or after November 29, 2000, and after the expiration of
the period specified in 37 CFR 1.78(a)(4) and 1.78(d)(3). In addition, the petition under 37 CFR
1.78(c) and 1.78(e) must be accompanied by:

4)) the reference required by 35 U.S.C. 120 and 119(e) and 37 CFR 1.78(d)(2) and 1.78(a)(3)
of the prior-filed application, which must be filed in an Application Data Sheet, unless
previously submitted;

2) the petition fee set forth in § 1.17(m); and

3) a statement that the entire delay between the date the claim was due under 37 CFR
1.78(d)(3) and 1.78(a)(4) and the date the claim was filed was unintentional. The Director may
require additional information where there is a question whether the delay was unintentional.
Further, the nonprovisional application claiming the benefit of the prior-filed provisional
application must have been filed within twelve months of the filing date of the prior-filed

provisional application.

Upon further review, the petition lacks item (3).
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Petitioner has submitted the required statement of unintentional delay. However, the Director
may require additional information where there is a question whether the delay was
unintentional.

The USPTO requires additional information concerning whether a delay in seeking acceptance of
a delayed benefit claim was unintentional where the petition to accept such benefit claim was
filed more than two years after the date the benefit claim was due. See Clarification of the
Practice for Requiring Additional Information in Petitions Filed in Patent Applications and
Patents Based on Unintentional Delay, 85 FR 12222 (March 2, 2020).

In this instance, a petition under 37 CFR 1.78 was filed more than two years after the date the
benefit claim was due. Therefore, petitioner must provide sufficient information of the facts and
circumstances surrounding the entire delay to support a conclusion that the entire delay was
unintentional. Id. at 12223. Details regarding the cause of petitioner’s failure to timely file the
benefit claim, when the failure to timely file the benefit claim was discovered, and the delay
between discovery of the failure to timely file the benefit claim and filing of the petition under
37 CFR 1.78 are of particular relevance. Petitioner should provide relevant dates and identify
responsible parties where appropriate.

See MPEP § 711.03(c)(II)(C)-(H) for additional guidance on the information required to
establish that the entire delay was unintentional.

Petitioner asserts that registered patent practitioner Steven McHugh (hereinafter “McHugh” was
the practitioner of record at the time the subject application was filed, and that McHugh believed,
albeit mistakenly, that, despite the only benefit claim of record in the ADS filed with the
application papers on February 22, 2021, being that this application is a continuation of
Application No. 16/412,585, the claim of domestic benefit to the prior-filed nonprovisional and
provisional applications listed in the ADS filed with the petition was “automatically included.”
Petitioner further notes that the examiner did not issue any rejections in the subject application
under 35 U.S.C. 102 over any of the parent applications, and that therefore there was no
indication from the prosecution that the domestic benefit claims had not been accepted.

Petitioner further states that the applicant (Sean McKirdy) contacted patent practitioner Allen D.
Hertz (hereinafter “Hertz”) regarding representation of child Application No. 18/320,937
(hereinafter “the ‘937 application”). Petitioner further states that a power of attorney executed by
applicant to Hertz was filed May 28, 2024. Petitioner further avers that Hertz subsequently
reviewed the file wrappers for the complete family of patents related to the ‘937 application and
“identified that the Claim of Priority for the Parent Application (this subject application) and
other Parent Applications were incorrectly filed and therefore incomplete in the records at the
USPTO. Mr. Hertz discussed the situation with the Applicant and immediately started preparing
this Petition...” Petitioner asserts the subject petition was filed less than two weeks after Hertz
was retained by McKirdy.
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A question is raised, however, as to when patentee McKirdy and attorney Hertz became aware
that the benefit claim(s) were omitted from the subject application, and whether there was an
additional period of delay between when petitioner discovered that the benefit claims had been
delayed and the filing of the subject petition. In this regard, Reexamination Control No.
90/015,241 was filed on May 31, 2023, for reexamination of U.S. Patent No. 11,185,738, which
issued from Application No. 15/809,174, of which McKirdy is an inventor and which is one of
the applications in the subject patent family. The transmittal letter for the above-referenced
reexamination proceeding indicates that service was made on McHugh on May 31, 2023.
Furthermore, the showing of record indicates that Hertz filed petitions under 37 CFR 1.78 in
multiple applications in this patent family (including Application Nos. 15/809,174, 16/570,424,
16/570,496, 17/536,334, and 17/542,644) in June and July, 2023. As such, the showing of record
indicates that McKirdy was aware as early as May 31, 2023, and that both Hertz and McKirdy
were aware by July, 2023, that the benefit claims in the subject patent family, and/or benefit
claims in McKirdy’s patent applications that were previously prepared by McHugh, needed
correction. However, the subject petition was not filed until July 10, 2024, over 12 months after
McKirdy and McHugh were made aware of the omission of the benefit claims in at least some
applications in the patent family and 12 months after Hertz first filed petitions in the related
applications. Petitioner must provide an adequate explanation that the entire delay was
unintentional.

A renewed petition must be filed, accompanied by the item(s) described above, if reconsideration
is desired.

Further correspondence with respect to this matter should be delivered through one of the
following mediums:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Knox Building, Room 1D80
501 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

By internet: Patent Electronic System’
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Any questions concerning this matter may be directed to the undersigned at (571) 272-3231.

/DOUGLAS 1 WOOD/
Attorney Advisor, OPET
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In The United States Patent and Trademark Office

Applicant : Sean McKirdy Confirmation No. 7904

Patent No. 1 11,664,123 Issued : May 30, 2023

Application No. : 17/181,423 Filed : February 22, 2021

Title : BARCODE GENERATION AND IMPLEMENTATION METHOD
AND SYSTEM FOR PROCESSING INFORMATION

TC/A.U. : 2876

Examiner : Kristy A HAUPT Tel: 571-272-8545

Docket No. : MCK-21-101

Customer No. : 31877

Mail Stop: PETITIONS
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Request for Reconsideration of Decision by Office of Petitions
Petition to Correct Claim of Priority under 37 CFR 1.78(e)
Submission of Corrected / Supplemental Application Data Sheet (ADS)
Request for Updated Official Filing Receipt

Sir:

Patent Owner submitted a Petition to Correct Claim of Priority under 37 CFR 1.78(¢e) on
July 10, 2024.

The Petitions was DISMISSED on September 06, 2024 based upon the following:
Affect On Patentability Resulting From a Change From FITF to FTI (or from FTI to FITF)

“The First-Inventor-To-File (FITF) provisions of the Leahy-Smith America Invents Act
(AIA 35 U.S.C. 102 and 103) took effect on March 16, 2013. AIA 35 U.S.C. 102 and 103 apply
to any application that ever contains a claim that has an effective filing date on or after March 16,

2013. The changes to 35 U.S.C. 102 and 103 in the AIA do not apply to any application filed

Page 1 of 31
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

before March 16, 2013. Any application filed before March 16, 2013, including continuations
and divisionals of such applications, is governed by pre-AIA 35 U.S.C. 102 and 103 (i.e., the
application is a pre-AlA first to invent application). Pre-AIA 35 U.S.C. 102(g), in effect before
March 16, 2013, will apply if the application ever contains a claim that has an effective filing
date before March 16, 2013.

The above-identified patent issued from an application which was filed after March 16,
2013. During the pendency of the application, the application did not contain, nor was it
amended to contain, a domestic benefit claim to an application with a filing date prior to March

16, 2013. Accordingly, the application was examined under the FITF provisions of the AIA.

If patentee seeks to add a late claim for benefit to a pre-AIA (FTI) application/patent with
an effective filing date before March 16, 2013 in this AIA (FITF) patent, a reissue application
must be filed. The Office has generally permitted/granted petitions under 37 CPR 1.55 and 1.78
with a Certificate of Correction (and without the need for a reissue) in issued patents because an
earlier filing/priority date did not negatively affect patentability. However, under current law, the
grant of the petition under 37 CPR 1.78(c) and (e) with a certificate of correction may result in
the patent being a pre-AIA (FTI) patent. Since patentability can be negatively affected by a
change from FITF to FTI (or from FTI to FTIF), the petition under 37 CPR 1.78 (c) and (e) with

issuance of a certificate of correction cannot be granted.

Patent Owner contacted the respective Attorney Advisor believing the Decision was
incorrect, as the Patent Owner checked the box affirming a statement under 37 CFR 1.55 or 1.78
for AIA (First Inventor to File) Transition Applications. This was in accordance with previously
filed and subsequently GRANTED Petitions for US Patent 11,185,738 Issued on November 30,
2021; US Patent 11,252,235 Issued on February 15, 2022; and US Patent 11,252,236 Issued on
February 15, 2022.

The Office of Petitions reconsidered the decision of the Petitions for each of US Patent

10,322,313, US Patent 10,926,135, and US Patent 11,664,123 (the subject of this Petition).

The Office of Petitions issued a Corrected Decision on November 05, 2024. The

Page 2 of 31
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

Corrected Decision agreed with the Patent Owner’s position that the Patent Owner was not
requesting to change the status of the Patent from FITF to FTI (or from FTI to FTIF) and
therefore the decision based upon the following: “Since patentability can be negatively affected
by a change from FITF to FTI (or from FTT to FTIF), the petition under 37 CPR 1.78 (c) and (e)

with issuance of a certificate of correction cannot be granted.” is not applicable.

In turn, the Office of Petitions Dismissed the Petition in the Corrected Decision stating:

“In this instance, a petition under 37 CPR 1.78 was filed more than two years after the
date the benefit claim was due. Therefore, petitioner must provide sufficient information of the
facts and circumstances surrounding the entire delay to support a conclusion that the entire delay
was unintentional. Id. at 12223. Details regarding the cause of petitioner’s failure to timely file
the benefit claim, when the failure to timely file the benefit claim was discovered, and the delay
between discovery of the failure to timely file the benefit claim and filing of the petition under 37
CPR 1.78 are of particular relevance. Petitioner should provide relevant dates and identify

responsible parties where appropriate.” ...

“A question is raised, however, as to when patentee McKirdy and attorney Hertz became
aware that the benefit claim(s) were omitted from the subject application, and whether there was
an additional period of delay between when petitioner discovered that the benefit claims had been
delayed and the filing of the subject petition. In this regard, Reexamination Control No.
90/015,241 was filed on May 31, 2023, for reexamination of U.S. Patent No. 11,185,738, which
issued from Application No. 15/809,174, of which McKirdy is an inventor and which is one of
the applications in the subject patent family. The transmittal letter for the above-referenced
reexamination proceeding indicates that service was made on McHugh on May 31, 2023.
Furthermore, the showing of record indicates that Hertz filed petitions under 37 CPR 1.78 in
multiple applications in this patent family (including Application Nos. 15/809,174, 16/570,424,
16/570,496, 17/536,334, and 17/542,644) in June and July, 2023. As such, the showing ofrecord
indicates that McKirdy was aware as early as May 31, 2023, and that both Hertz and McKirdy
were aware by July, 2023, that the benefit claims in the subject patent family, and/or benefit

claims in McKirdy's patent applications that were previously prepared by McHugh, needed

Page 3 of 31
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

correction. However, the subject petition was not filed until July 10, 2024, over 12 months after
McKirdy and McHugh were made aware of the omission of the benefit claims in at least some
applications in the patent family and 12 months after Hertz first filed petitions in the related
applications. Petitioner must provide an adequate explanation that the entire delay was

unintentional.

A renewed petition must be filed, accompanied by the item(s) described above, if

reconsideration is desired.”

Applicant is submitting this renewed petition in response to the Corrected Decision Dated

November 05, 2024.

Page 4 of 31
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

Applicant is submitting a petition under 37 CFR 1.78(e) to accept an unintentionally
delayed claim of priority under 35 U.S.C 120 and 35 U.S.C 119 for the prior filed applications
listed in the Application Data Sheet (“ADS”), filed herewith.

The above-identified application matured into U.S. Patent No. 11,664,123 on May 30,
2023.

1. Under certain conditions as specified below, a Certificate of Correction can be used to

correct:

(A)  the failure to make reference to a prior application; or

(B)  anincorrect reference to a prior application.

2. In order to obtain a granted Petition, the following conditions must be satisfied:

(A)  all requirements set forth in 37 CFR 1.78(a)(1) must have been met in the application

which became the patent to be corrected;

(B) it must be clear from the record of the patent and the parent application(s) that priority is

appropriate (see MPEP § 21 let seq.); and

(C)  agrantable petition to accept an unintentionally delayed claim for the benefit of a prior

application must be filed, including a surcharge.

3. If all the above-stated conditions are satisfied, a Certificate of Correction can be used to
amend the patent to make reference to a prior application, or to correct an incorrect reference to

the prior application.

A petition for acceptance of a claim for late priority under 37 CFR § 1.78(e) must be

accompanied by:

Page 5 of 31
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

(D) the reference required by 35 U.S.C. § 120 and 37 CFR § 1.78(d)(2) of the prior-filed

application, unless previously submitted;
2) the petition fee set forth in§ 1.17(m); and

3 a statement that the entire delay between the date the claim was due under 37 CFR §
1.78(d)(3) and the date the claim was filed was unintentional. The Director may require additional

information where there is a question whether the delay was unintentional.

Page 6 of 31
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

Applicant’s Remarks
Regarding section 1 above, Applicant provides the following statement:

Applicant unintentionally failed to make reference to a prior application.

Regarding section 2 above, Applicant provides the following remarks:

(A)  all requirements set forth in 37 CFR 1.78(a)(I1) must have been met in the application

which became the patent to be corrected;

Applicant earnestly believes all requirements set forth in 37 CFR 1.78(a)(l) have

been met in the application which became the patent to be corrected.

(B) it must be clear from the record of the patent and the parent application(s) that priority is

appropriate (see MPEP § 21 let seq.); and

Applicant earnestly believes it is clear from the record of the patent and the parent

application(s) that priority is appropriate.

Applicant respectfully notes: The following is the claim of priority, as presented in

the first paragraph of the subject Application, as originally filed on June 07, 2016 states:

“10001] The present application is a continuation application of U.S. Patent
Application Serial No: 13/567,337, entitled A Barcode Generation and Implementation
Method and System for Processing Information, filed August 06, 2012 which claims benefit
of U.S. Provisional Patent Application Serial Number 61/515,728, entitled System and
Method for Processing Information, filed August 05, 2011, U.S. Provisional Patent
Application Serial Number 61/539,587, entitled System and Method for Processing
Information, filed September 27, 2011 and U.S. Provisional Patent Application Serial

Page 7 of 31
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

Number 61/622,175, entitled System and Method for Processing Information, filed April 10,

2012, the contents of all of which are incorporated herein by reference in their entireties.”

and in the subject Patent, as issued on June 18, 2019 states:

“The present application is a continuation application of U.S. patent application
Ser. No. 13/567,337, entitled A Barcode Generation and Implementation Method and
System for Processing Information, filed Aug. 6, 2012 which claims benefit of U.S.
Provisional Patent Application Ser. No. 61/515,728, entitled System and Method for
Processing Information, filed Aug. 5, 2011, U.S. Provisional Patent Application Ser. No.
61/539,587, entitled System and Method for Processing Information, filed Sep. 27, 2011 and
U.S. Provisional Patent Application Ser. No. 61/622,175, entitled System and Method for
Processing Information, filed Apr. 10, 2012, the contents of all of which are incorporated

herein by reference in their entireties.”

Applicant respectfully presents the above as support that the Applicants intentions
have been to claim priority back to U.S. Provisional Patent Application Serial No.
61/515,728, filed on August 05, 2011, including all intervening Applications. Atty. McHugh
earnestly believed the Application Data Sheet (ADS) was to reference only pending Parent
Applications and that the claim of priority of each Parent Application was automatically
included in the claim of priority. Atty. McHugh earnestly believed the complete claim of

priority was established by the first paragraph in the Application as originally filed.

The subject Application is established by the USPTO as being a continuation of U.S.
Neon-Provisional Patent Application Serial No. 13/567,337.

In the Application Data Sheet (ADS) for U.S. Application Ser. No. 15/175,599 (the
subject Application), the ADS included the following Claim of Domestic Priority:

U.S. Application Ser. No. 15/175,599 (the subject Application) is a continuation
claiming the benefit of U.S. Application Ser. No. 13/567,337, filed Aug. 6, 2012 (Only
Parent Application that was Pending at the time of filing).

Page 8 of 31
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

Atty. McHugh (US. Pat. Reg. No. 47,784) was the Practitioner representing the
Applicant at the time of filing, but lacked filing/acceptance of a Power of Attorney).

In the Application Data Sheet (ADS) for U.S. Application Ser. No. 13/567,337, the

ADS included the following correct Claim of Domestic Priority:

U.S. Application Ser. No. 13/567,337 is a non-provisional Patent Application

claiming the benefit of each of:

U.S. Provisional Applications Ser. No. 61/515,728, filed Aug., 11, 2011 (Pending at
the time of filing),

U.S. Provisional Applications Ser. No. 61/539,587, filed Sep., 27, 2011 (Pending at
the time of filing), and

U.S. Provisional Applications Ser. No. 61/622,175, filed Apr., 10, 2012 (Pending at
the time of filing).

Atty. McHugh (US. Pat. Reg. No. 47,784) was the Practitioner representing the
Applicant at the time of filing, but lacked filing/acceptance of a Power of Attorney).

(C)  agrantable petition to accept an unintentionally delayed claim for the benefit of a prior

application must be filed, including a surcharge.

Applicant earnestly believed the priority was correct based upon the first paragraph
(presented above) of the Application. Applicant earnestly believes the entire delayed claim

for the benefit of a prior application was unintentional.

Regarding section 3 above, Applicant provides the following remarks:
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A petition for acceptance of a claim for late priority under 37 CFR § 1.78(e) must be

accompanied by:

1) the reference required by 35 U.S.C. § 120 and 37 CFR § 1.78(d)(2) of the prior-filed

application, unless previously submitted;

Applicant is submitting a Supplemental Application Data Sheet indicating the

changes:

Applicant is submitting a Supplemental Application Data Sheet (ADS) herewith

wherein the subject Application maintains the following claim of priority:

“The present application is a continuation claiming the benefit of U.S. Application Ser.

No. 13/567,337, filed Aug. 6, 2012.”

Applicant is submitting a Supplemental Application Data Sheet (ADS) herewith to

introduce the following additional claims of priority:

- - U.S. Application Ser. No. 13/567,337 is a non-provisional Patent Application

claiming the benefit of each of: - -

- - U.S. Provisional Applications Ser. No. 61/515,728, filed Aug., 11, 2011 (Pending at
the time of filing), - -

- - U.S. Provisional Applications Ser. No. 61/539,587, filed Sep., 27, 2011 (Pending at
the time of filing), and - -

- - U.S. Provisional Applications Ser. No. 61/622,175, filed Apr., 10, 2012 (Pending at
the time of filing). - -

The Supplemental Application Data Sheet is annotated indicating additions by
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Underlining and Deletions by Strikethrough. Applicant earnestly believes the
Supplemental ADS is complete.

Applicant respectfully requests the Office enter the Supplemental ADS.

Applicant respectfully requests the Office issue a corrected Official Filing Receipt

(OFR) reflecting that the data is now considered consistent.

2) the petition fee set forth in§ 1.17(m); and

Applicant is submitting the Petition fee set forth in§ 1.17(m) ($840)(Small Entity)

herewith.

3) a statement that the entire delay between the date the claim was due under 37 CFR §
1.78(d)(3) and the date the claim was filed was unintentional. The Director may require additional

where there is a question whether the delay was unintentional.

Applicant earnestly believed the priority was correct based upon the first paragraph
(presented above) of the Application. Applicant earnestly believes the entire delayed claim
for the benefit of a prior application was unintentional. Applicant is providing support for
the claim where the entire delayed claim for the benefit of a prior application was

unintentional below.

Additional Information for Consideration with this Petition
Length of Claim of Priority

The request does not shorten the claim of priority. This Petition is to lengthen the

claim of priority.

Page 11 of 31

0335



US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

Facts and Circumstances Surrounding the Extended Delay

Background

1. Patent Owner is submitting detailed information supporting that the entire delay in
claiming Domestic Benefit from US Patent Application Serial No. 17/181,423 and all of its
predecessors to U.S. Provisional Patent Application Serial No.: 61/515,728, filed on Aug. 5,

2011 was unintentional.

2. Atty. Steven McHugh (US. Pat. Reg. No. 47,784) was the Practitioner representing the
Applicant at the time of filing of US Application Serial No. 17/181,423 (the “Subject
Application”). Atty. McHugh earnestly believed the Application Data Sheet (ADS) was to
reference only pending Parent Applications and that the claim of priority of each Parent
Application was automatically included in the claim of priority. Atty. McHugh earnestly believed
in Pre-AIA Applications, that the complete claim of priority was established by the first
paragraph in the Application as originally filed in accordance with the practice prior to the
effective date (March 16, 2013) of the Leahy-Smith America Invents Act (AIA). The following
prosecution history supported Atty. McHugh’s beliefs without any reason to change his

understanding.

3. The Parent Application, US Application Serial No. 16/412,585, was co-pending when the
Subject Application was filed.

4, The Office of Petitions is requesting information pertaining to a delay between June and
July, 2023 for the filing of Petitions for Application Nos. 15/809,174, 16/570,424, 16/570,496,
17/536,334, and 17/542,644 and the filing of the subject Petition on July 10, 2024.

Period In Question: Approx. June 2023 to July 10, 2024

5. The following information provides details on the delay of filing of the subject Petition
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between June 2023 and July 10, 2024.

6. Application Nos. 15/809,174, 16/570,424, 16/570,496, 17/536,334, and 17/542,644 are
all owned by Fitistics, LLC. Fitistics, LLC engaged with a licensing/litigation team to pursuing
licensing agreements and/or identify any potential infringing parties. The Petition Decision
states: “A Request for reexamination of U.S. Patent No. 11,185,738 was filed on May 31, 2023.
Both Hertz and McKirdy were aware by July, 2023, that the benefit claims in the subject patent
family, and/or benefit claims in McKirdy's patent applications that were previously prepared by

McHugh, needed correction.”

7. The subject Patent is in a separate family of Patents, all owned by iScan2d Technologies,
LLC. Mr. Hertz was only aware of the Patent Family owned by Fitistics, LLC, as that family was
involved in Patent Infringement litigation. Mr. Hertz was not aware of any additional
Applications filed by Mr. McKirdy until approximately May 28, 2024. Mr. Hertz was undergoing

major medical issues from December 3, 2021 through present which will be outlined below.

8. Mr. Hertz is a sole practitioner and does vend out any work to ensure high quality of the

work product and maintain high levels of confidence with his clients.

9. Mr. Hertz was initially contacted the licensing/litigation team representing Fitistics, LLC
pertaining to Application Nos. 15/809,174, 16/570,424, 16/570,496, 17/536,334, and 17/542,644
to determine expertise in this area, interest, an availability. Mr. Hertz then conferred with Mr.
McKirdy and obtained Power of Attorney from Fitistics, LLC / Mr. McKirdy regarding the work.
Mr. Hertz was unaware of the existence of iScan2d Technologies, LLC, much less any

Patents/Applications owned by iScan2d Technologies, LLC until approximately May 28, 2024.

10. As mentioned above, Mr. Hertz was undergoing major medical issues from December 3,
2021 through the present day (currently ongoing). On December 3, 2021, Mr. Hertz was
diagnosed with Cancer with emergency surgery on December 21, 2021 and subsequent
treatments for the following 18 months and ongoing monitoring to ensure that the cancer has not
returned. In July 2022, Mr. Hertz began experiencing lower right flank discomfort and pursued a

diagnosis, including multiple radiology imaging. A misdiagnosis was given to Mr. Hertz in
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November 2022 which resulted in unnecessary surgery on December 15, 2022. Following the
surgery on December 15, 2022, Mr. Hertz was treated approximately 18 times between
December 18, 2022 and March 23, 2023 for significant pain either in the Emergency Room or
admission to the hospital. On March 24, 2023 Mr. Hertz was attended to by a Pain Management
Dr. On March 25, 2023 the Pain Management Dr. treated Mr. Hertz with a nerve block, which
alleviated the severe pain for approximately 3 weeks. This treatment enabled Mr. Hertz to return
to a reasonably normal workload. The nerve blocks and finally a nerve ablation addressed the
severe pain until late August, 2023. In late August, 2023, the pain started recurring. Mr. Hertz
was able to complete work from March 26, 2023 until early September, 2023 where Mr. Hertz’s
capability to complete work began to diminish due to the returning pain. This was the timeframe
when the Petitions for Application Nos. 15/809,174, 16/570,424, 16/570,496, 17/536,334, and
17/542,644 were filed. Mr. McKirdy and the licensing/litigation team were aware of Mr. Hertz’s
ongoing medical issues. The severity of the pain continued to increase and under the direction of
the Pain Management Dr., Mr. Hertz pursued a diagnosis with the correct diagnosis being
determined in November 2023. This resulted in numerous hospitalizations and surgeries from
December 2023 through June 26, 2024. Mr. Hertz encountered a significant medical event on

December 12, 2023 which severely limited Mr. Hertz’s capability to take on any new work.

11.  Mr. Hertz underwent emergency surgery on January 19", 2024 to address the medical
condition. Complications aroused and Mr. Hertz was admitted to the hospital multiple times for a
total of approximately 59 days. After numerous appointments with different doctors and multiple
hospitalizations, the root cause of the complication from surgery was finally diagnosed in late
May 2024 by a group of three (3) specialists referred by the Pain Management Dr. Mr. Hertz
received an injection in late May 2024 to aided in affirming the diagnosis and also consequently

alleviated the extreme pain, where Mr. Hertz was able to return to a reasonable workload.
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12.  In parallel, Mr. McKirdy was involved in a contentious divorce from April 2023 through
April 05, 2024. The divorce involved two child. Mr. McKirdy’s focus was on the welfare of his

children while dealing with a combative spouse. To further aggravate the situation Mr. McKirdy
was forced to change jobs due to a tax code change which eliminated any benefit of the services
of Mr. McKirdy’s former employer in June 2023 to their clients. Mr. McKirdy started a new job

in a different profession in June 2023 which required a learning curve.

13.  This situation minimized any focus pertaining to iScan2d Technologies, LLC and the
owned Patent Portfolio. The only task associated with the iScan2d Technologies, LLC during this
time was the filing of US Patent Application Serial No. 18/320,937 on May 19, 2023 to maintain
copendency with an issuing Patent 11,664,123 (US Appl. No. 17/181,423).

14. Mr. McKirdy engaged Practitioner Mr. Steve War regarding the iScan2d Technologies,
LLC portfolio including a request to prepare and file US Patent Application Serial No.
18/320,937. Mr. McKirdy believed the iScan2d Technologies, LLC portfolio was being
reviewed and managed by Mr. War. Mr. War completed the task of preparing and filing of US
Patent Application Serial No. 18/320,937 on May 19, 2023 and in doing so, filed an Application
Data Sheet including a complete and correct Claim of Priority. Because of the correct
Application Data Sheet, it is obvious that Mr. War did at least some review of the claim of
priority of the iScan2d Technologies, LLC portfolio. Mr. War did not identify any issues
pertaining to the claims of priority of any of the Parent Applications. With the change in
representation, Mr. McKirdy believed the iScan2d Technologies, LLC portfolio was
reviewed and would have been notified of any potential issues. Prosecution of US Patent
Application Serial No. 18/320,937 would not have identified any potential issues with the claim
of priority, as the claim of priority, as filed by Mr. War, and as recorded at the USPTO was

complete and correct.

15. During this time period, Mr. McHugh transitioned from his boutique law firm in 2023 to
working for a larger law firm. Mr. McKirdy was uncertain as to any handling of his cases during
the April — May 2023 timeframe. An Issue Fee was due on April 24, 2023 for US Appl. No.

17/181,423. Mr. McKirdy was transitioning from Mr. McHugh to Mr. War for representation of
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the iScan2d Technologies, LLC portfolio. Mr. McKirdy requested Mr. War prepare and file the
Issue Fee. Unsure of the status of the submission of the Issue Fee, Mr. McKirdy also filed the

same Issue Fee by First Class Mail on April 24, 2023. Both fee submissions are of record.
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16. Patent Owner filed Petitions for Application Nos. 15/809,174, 16/570,424, 16/570,496,
17/536,334, and 17/542,644 as a result of the filing of the reexamination.

17. In summary, Mr. McKirdy was preoccupied with his personal situation during the one
year in question and relying upon appropriate professionals to address any Intellectual Property
matters. The licensing/litigation team was the primary interface to Mr. Hertz (with copy to Mr.
McKirdy) regarding the status and reviews of the Petitions for Application Nos. 15/809,174,
16/570,424, 16/570,496, 17/536,334, and 17/542,644. Mr. McKirdy provided background details
during a conference call. Mr. Hertz was unaware of the existence of iScan2d Technologies, LLC
and the respective Patent portfolio. Upon conclusion of Mr. McKirdy’s divorce, Mr. McKirdy
asked if Mr. Hertz was interested in taking over prosecution of pending US Application
18/320,937 from Mr. War. Mr. Hertz’s medical conditions appeared to be improving and
following treatment in late May, 2023, Mr Hertz filed the POA’s for appointment for

representation of the iScan2d Technologies, LLC portfolio.

18. The following information is retained herein as a convenience providing a timeline

outside of the above described timeline between June 2023 and July 10, 2024.

First Period: Filing (February 22, 2021) through Approx. April 01, 2023
(Representative: Atty. Steven McHugh)

19. Atty. McHugh prepared and filed the Subject Application completing an Application
Data Sheet (ADS). As the evidence supports, Atty. McHugh was of the understanding that the
Subject Application was a Pre-AIA (FTI) Application and a mistaken impression that, in Pre-
AIA (FTI) Applications, the Application Data Sheet was only to include all currently co-pending
Applications and that any Issued Parent Patents and/or expired Provisional Patent Applications
claimed by any Prior Application associated with the pending Application would automatically
be included in the Claim of Priority. Atty. McHugh provided the complete Claim of Priority in
the first paragraph of the Subject Application (as required practice prior to March 16, 2013, the
implementation dated of the Leahy-Smith America Invents Act (AIA)) claiming priority back to
U.S. Provisional Patent Application Serial No.: 61/515,728, filed on Aug. 5, 201 1. Additional

Page 19 of 31

0343



US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

actions supporting Atty. McHugh’s (and the Patent Owner’s) beliefs that the Claim of Priority
was established in the first paragraph and that only co-pending Applications needed to be
identified in the Application Data Sheet (ADS) will be discussed later. The ADS was filed
claiming the benefit to US Patent Application Serial No. 16/412,585, whereby Atty. McHugh
earnestly believed that the entire Claim of Priority established in US Patent Application Serial

No. 16/412,585 would automatically pass through to the Subject Application.

20.  Prior to the affectivity date of the Leahy-Smith America Invents Act (AIA), the Claim of
Priority was governed by the first paragraph in any Application. Atty. McHugh believed that the
Claim of Priority was governed by stating the entire Claim of Priority in the first Paragraph of the
Subject Application, as is the case of Pre-AlA filed Applications. Atty. McHugh earnestly
believed that the Application was Pre-AIA and therefore governed by the rules under Pre-AIA
Applications. The first Paragraph of the Application provided a reference to related applications
claiming a chain of priority back to U.S. Provisional Patent Application Serial No.: 61/515,728,

filed on August 5, 2011. The first paragraph of the Subject Application, as originally filed, states:

“10001] The present application is a continuation application of U.S. Non-Provisional
Patent Application Serial No: 16/412,585, entitled ''Barcode Generation and
Implementation Method and System for Processing Information,” filed May 15, 2019 and
claims the benefit of priority of U.S. Non-Provisional Patent Application Serial No:
16/412,585 which claims the benefit of U.S. Non-Provisional Patent Application Serial No:
15/175,599, entitled '"'Barcode Generation and Implementation Method and System for
Processing Information," filed June 06, 2016 which claims the benefit of priority of U.S.
Patent Application Serial No: 13/567,337, entitled ""Barcode Generation and
Implementation Method and System for Processing Information," filed August 06, 2012
which claims benefit of U.S. Provisional Patent Application Serial Number 61/515,728,
entitled ''System and Method for Processing Information," filed August 05, 2011, U.S.
Provisional Patent Application Serial Number 61/539,587, entitled ''System and Method for
Processing Information," filed September 27, 2011 and U.S. Provisional Patent Application
Serial Number 61/622,175, entitled ''System and Method for Processing Information,' filed
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April 10, 2012, the contents of all of which are incorporated herein by reference in their

entireties.”

21. Reiterating, the Subject Application was filed claiming the benefit to co-pending Parent
Application (US Patent Application Serial No. 16/412,585).

22, Reiterating, Atty. McHugh earnestly believed that the Claim of Priority of a Parent
Application passes through to each Child Application and thus the priority claim of the Subject
Application, the Parent Application (US Patent Application Serial No. 16/412,585), and all other
Pre-AIA Applications was ultimately governed by the first paragraph of the respective
Application. These understandings were key contributors to believing that the claims of priority
of the Subject Application and Prior Patent Applications were correct, which contributed to the
unintentional delay of the Claim of Priority of the Subject Application over the entire first period
of time. Since Atty. McHugh and the Sole Inventor/Applicant earnestly believed that the Claim
of Priority was correct, Atty. McHugh and the Sole Inventor/Applicant believed no action to

correct the Claim of Priority was required.

23. All Non-Provisional Patent Applications in the family of Applications were Continuing
Applications. Therefore, if there was an issue with a claim of priority, it would have been
assumed that the Examiner would have rejected the subject Application under U.S.C. 102 over
any of the prior Applications. During prosecution of the subject Application (and the respective
Parent Applications), the claims were not rejected under 102 over any of the Parent Applications.
Therefore, there was no indication from the prosecution that there was any issued respective to

the Claim of Priority.

24, Atty. McHugh did identify what he believed was an “error” in the status of the
Application under AIA while drafting a response to a Non-Final Office Action dated September
10, 2021. Atty. McHugh on behalf of the Applicant presented remarks supporting this belief that
the Application is Pre-AIA (First to Invent), as shown in page 8 of the response (Quoted below).
This further supports Mr. McHugh’s understanding of how the Claim of Priority is established on
a Pre-AIA Application.
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“The applicant's note that the instant application should not be examined under the first
inventor to file provisions of the AIA as the instant application claims valid priority to U.S. Non-
Provisional Patent Application Serial No: 16/412,585, entitled "Barcode Generation and
Implementation Method and System for Processing Information,” filed May 15, 2019 which
claims the benefit of priority of U.S. Non-Provisional Patent Application Serial No: 15/175,599,
entitled "Barcode Generation and Implementation Method and System for Processing
Information,” filed June 06, 2016 which claims further benefit of priority of U.S. Patent
Application Serial No: 13/567,337, entitled "Barcode Generation and Implementation Method
and System for Processing Information,” filed August 06, 2012 which claims further benefit of
priority of U.S. Provisional Patent Application Serial Number 61/515,728, entitled "System and
Method for Processing Information,” filed August 05, 2011, U.S. Provisional Patent Application
Serial Number 61/539,587, entitled "System and Method for Processing Information,” filed
September 27, 2011 and U.S. Provisional Patent Application Serial Number 61/622,175, entitled
"System and Method for Processing Information,” filed April 10, 2012. Accordingly, the priority
dates of the instant application are August 05, 2011, September 27, 2011 and April 10, 2012 and
therefore should be examined under Pre-AlIA provisions. The applicant hereby requests that the

examiner correct this examination approach and priority on the filing receipt.”

25.  Inresponse to the amendments and remarks filed by the Applicant on March 10, 2022,
the Examiner issued a Notice of Allowance on June 06, 2022. The Notice of Allowance lacked
any remarks addressing Atty. McHugh’s arguments respective to the status of the subject

Application under AIA.

26.  Following Notice of Allowance, Applicant filed a Request for Continued Examination to
enter additional prior art on December 19, 2022. Atty. McHugh reiterated what he believed was
an “error” in the status of the Application under AIA while previously drafting the response to
the Non-Final Office Action dated September 10, 2021. Atty. McHugh on behalf of the
Applicant presented remarks supporting this belief that the Application is Pre-AIA (First to
Invent), as shown in page 2 of the discussion in the Request for Continued Examination (Quoted

below). This further supports Mr. McHugh’s understanding of how the Claim of Priority is
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established on a Pre-AIA Application.

“Additionally, the applicant requests that the examiner correct the basis for the
examination of the Instant Application. Specifically, the applicant asserts that the Instant
Application should be examined under Pre-AIA and NOT under AIA. Thus far been the Instant
Application appears to have been examined under the America Invents Act (AIA), whereas the
Instant Application should have been examined under Pre-AIA. The applicant supports this
assertion by bringing to the examiner's attention that the Instant Application is a Continuation
application of U.S. Patent Application Serial No. 16/412,585, which was a Continuation
application of U.S. Patent Application Serial No. 15/175,599, which was a Continuation
application of U.S. Patent Application Serial No. 13/567,337 which was filed on August 06, 2012
and which claimed benefit to benefit of priority of the filing dates of U.S. Provisional Patent
Application Serial No. 61/622,175 filed on April 10, 2012, U.S. Provisional Patent Application
Serial No. 61/539,587 filed on September 27, 2011 and U.S. Provisional Patent Application
Serial No. 61/515,728 filed on August 05, 2011, all of which are Pre-AlA.

Accordingly, the applicant respectfully requests that the Instant Application be examined
under Pre-AlIA rules.”

27. In response to the discussion filed by the Applicant in the Request for Continued
Examination (RCE) on December 19, 2022, the Examiner issued a Notice of Allowance on
January 23, 2023. The Notice of Allowance lacked any remarks addressing Atty. McHugh’s

arguments respective to the status of the subject Application under AIA.

Second Period: Approx. April 01, 2023 to May 28, 2024
(Representative: Steven War (Reg. No. 48,024) Acting under 27 CFR 1.34)

28.  Atty. War (US Pat. Reg. No. 48,024) filed the Issue Fee as Atty. McHugh merged his
practice with a larger firm in early April, 2023, and the Applicant preferred to continue with a

solo Practitioner. Since the only task at hand for the subject Application was to file the Issue Fee,

Page 23 of 31

0347



US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

Atty. War did not review the file wrapper for any discrepancies and believed everything was in
order. Atty. War electronically filed the Issue Fee. To ensure that the Issue Fee was timely filed,
the Applicant also filed the Issue Fee via USPS; mailed on April 24, 2023 with a certificate of
mailing and received and entered by the USPTO on April 27, 2023.

Third Period: May 28, 2024 through Present
Obtaining Powers of Attorney / Preparing and Filing the Subject Petition
(Representative: Allen D. Hertz)

29. The Applicant (Sean McKirdy) contacted Patent Agent Allen D. Hertz (Reg. No. 50942)
asked Mr. Hertz if he were interested in taking over representation of Child Application (U.S.
Application Serial Number 18/320,937, filed on May 19, 2023) and review the overall portfolio

associated with the subject invention.

30. A revocation and appointment of Power of Attorney was prepared, forwarded to the
Applicant, executed by the sole Applicant (Sean McKirdy), and subsequently filed on May 28,
2024; the Power of Attorney revoking representation from all previously established Powers of
Attorney (including Atty War and/or Atty. McHugh where applicable) and appointed the current
practitioner of record (all associates under Customer Number 31877, which includes Allen D.
Hertz / Reg. No. 50,942). The appointment of the new Power of Attorney to Mr. Hertz were
issued on June 18, 2024.

31. Mr. Hertz inspected the file wrappers for the complete family of Patents related to (U.S.
Application Serial Number 18/320,937, filed on May 19, 2023). Mr. Hertz identified that the
Claim of Priority for the Parent Application (this subject application) and other Parent
Applications were incorrectly filed and therefore incomplete in the records at the USPTO. Mr.
Hertz discussed the situation with the Applicant and immediately started preparing this Petition
and an associated Certificate of Correction to correct the Claim of Priority of the Subject

Application.
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32, The subject Petition was completed on June 10, 2024, less than 2 weeks of being retained
for the work. A copy of the Petition was forwarded to Atty. McHugh for a statement of support
on June 17, 2024 (delayed one week due to medical issues Mr. Hertz was experiencing). The
Subject Petition to Correct the Claim of Priority is being filed, one day after receiving the
requested statement from Atty. McHugh (received on July 09, 2024). It is earnestly believed that

the filing of the Petition by Mr. Hertz was considered to be timely.

Summary

33. Applicant earnestly believes the entire time from the date of filing of the Subject
Application to the time of filing the subject Petition and this Request for Reconsideration was
unintentional. The mistaken understanding of the process for establishing a Claim of Priority led
the Patent Owner to earnestly believe that all appropriate actions were taken to resolve the Claim
of Priority of the Subject Application (by requesting the Pre-AIA status be instituted several
times) Atty. McHugh earnestly believed referencing the pending Parent Application in the ADS
automatically included the Claim of Priority of all prior Non-Provisional Applications that were
issued or Provisional Applications that were expired. The Claim of Priority, as presented in the
first paragraph of the Specification includes U.S. Provisional Patent Application Serial No.:
61/515,728, filed onr August 5, 2011, and all intervening Applications and no additional action
with respect to claiming domestic benefit was needed. The issue was only presented when Mr.
Hertz reviewed the file wrapper near the end of May, 2024, at which time, the Patent Owner
requested that Mr. Hertz immediately act to correct the domestic Claim of Priority. A number of
events throughout the prosecution of the Subject Application supported this misunderstanding as
previously presented. Applicant notes that an unintentional error in a Practitioner’s honest
misunderstanding of the procedure to properly claim priority of a Child Application which is
subsequently supported by correspondences and actions does not equate to an intentional delay to
correct the Claim of Priority. The following timeline summarizes the three (3) time periods

described above in a graphical format.
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

Steven
McHugh

Reg. 477843

Steven
War

Allen D

Hertz
{Re
(Period 3)

g. 48024)

“Feb 2021 —
Apr 2021 —
Jun 2021 —
Aug 2021 =

Ot 20241

US Appl. Ser. No. 17/181,423

{Claimed Priority (Continuation) to

“eb 22, 21 Apol Fil . e
Feb 22, 21 Appl Filed Copending Application)
——Sep 10, 21 NFOA {No Reference to Any

Parent Appls)

Dec 2021
Feh 2022 —
Apr 2022 —4
Jun 2022 —
Aug 2022 —
Oet 2022 —
Dec 2022

Feb 2023~

o -Sep 19, 22 Notice of Allowance

Dec 19, 22 RCE (IDS)

—\'J an 23, 23 Notice of A

Hlowance

BN ATA

SApr 2023
Jun 2023
Aug 2023 i
Ot 2023 —
Dec 2024 —

Feb 2024w

LU Apr 2024

Apr 24, 23 Issue Fee Paid Flectronically (Atty. War)
Apr 27, 23 Issue Fee Paid USPS (McKirdy - Applicant)
May 31, 23 Grant of Patent as US 11,664,123

May 28, 24 POA Filed

g. 5(}942){ hun 2024 i

Jul 10, 24 Petition Filed
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

Details of Timeline Pertaining to the Petition under 37 CFR 1.78(e)

Date(s)

Event

Remarks

Feb 22, 2021

Application Filed

Filed by Steven HcHugh (Reg. No. 47784)

Filed with Priority to 16/412,585

Power of Attorney to Steven McHugh was not filed
Correspondence Address was to Customer Number 42638 (The Law
Offices of Steven McHugh, LLC)

Mar 04, 2021

Filing Receipt

Filing Receipt claimed Priority to 16/412,585

Sep 10, 2021

NFOA

Claim(s) 1-5, 7-9, 11-15 and 17-19 is/are rejected under 35 U.S.C.
102(a)(2) as being anticipated by Karkanias et al. US 2008/0300109
Al.

Claims 6 and 16 is/are rejected under 35 U.S.C. 103 as being
unpatentable over Karkanias et al. US 2008/0300109 A1l in view of
Arguello US 2011/0210170 A.

Claims 10 and 20 is/are rejected under 35 U.S.C. 103 as being
unpatentable over Karkanias et al. US 2008/0300109 A1l in view of
Hakki US 2008/0032864 Al.

Mar 10, 2022

Response to NFOA

Applicant earnestly believed the proper and complete claim of
priority back to first Provisonal Patent Application (PPA) 61/515,728
dated August 05, 2011 and all intervening Applications was correctly
established. See page 8 of the response, where the Applicant
presents the belief that the Application is Pre-AlA (First to Invent).

Jun 06, 2022

Notice of Allowance

Notice of Allowance. The Examiner does not address the AlA status in
the NOA. (Notice of Allowability Summary Form Indicates AlA FITF -
Yes)

Sep 06, 2022

RCE w/ Amendment

Applicant amended the Claims and submitted an RCE prior to filing
the Issue Fee

Sep 19, 2022

Notice of Allowance

Notice of Allowance. The Examiner does not address the AlA status in
the NOA. (Notice of Allowability Summary Form Indicates AlA FITF -
Yes)

Dec 19, 2022

RCE w/ IDS

Applicant filed an IDS and submitted an RCE prior to filing the Issue
Fee. Applicant again, reiterated the belief that the Application is Pre-
AlA and included reference to the chain of the Claim of Priority that
was submitted in the first paragraph of the Specification.
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

Jan 23, 2023

Notice of Allowance

Notice of Allowance. The Examiner does not address the AlA status in
the NOA. (Notice of Allowability Summary Form Indicates AlA FITF -
Yes)

Apr 24, 2023

Issue Fee Payment

Electronically Filed (Steven War under 1.43a)(USPTO Reg. No. 48,024)
(Cert of Transmission by Christine Kenedy)

Apr 27, 2023

Issue Fee Payment

USPS Mailing on April 24, 2023 (Sean McKirdy)
(Applicant/Inventor)(Cert of Mailing by Sean McKirdy)

May 31, 2023 Grant Patent Issued as US 11,664,123
May 28, 2024 | POA to Hertz Power of Attorney to Allen D Hertz (50942) filed
(50942) filed
Jun 18, 2024 POA Accepted
July 10, 2024 Petition Filed Petition to Correct Claim of Priority under 37 CFR 1.78(e) in

conjunction with Certificate of Correction Filed
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

Affect On Patentability Resulting From a Change From FITF to FTI (or from FTI to FITF)

The following provides Applicants remarks pertaining to the affect on patentability
resulting from a change from FITF to FTI (or from FTI to FITF):

Applicant has checked the Transition Statement box on page 4 of the Supplemental ADS.

The current status of the Parent Application (US Application Serial No. 16/412,585) of
AlA is indicated as “YES”. Therefore, the AIA status of the current Application should also

remain as “YES”.

AT S RS s B RGO

PRATRSBHEG | BUH-DOIR-Cork-2: BARCHDE GENERATION AND BAPL FMENTATION METHOR AMD SYSTEV FOR PROLESSING INFORMATION

Conenadnt &
WS

Apspbioatinn data

Reploation Hnn Errantpricnon ¥ ol cegiviootion ¥ Glagual
G .

Ebast pirsientin date e st st dane

ASS0RIOcpiiti o

Canrmaton £

W

SHEEAT 0N B

Sucrespmaiancs aciress Wortere Sppheacts

SERIY CANTE TELIURI LY T Moty

Request for Updated Official Filing Receipt

Upon completion of the correction to the claim of priority, Applicant is requesting

issuance of an updated Official Filing Receipt (OFR).
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US Patent Noo 11,664,123 - Application Ser. No. 177181 423
Reguest dated: i&aa\,nﬁwr 4, 2624
Renewed Petition to Coreect Clilm of PrivrityCertificate of Correction

Conclustons

Appitcant earnestly believes all of the requivernenis to grant a Petition under 37 CFR

1.7&(e} have been met.

A

i1} the reference required by 23 US.CL § 120 and 37 CFR § L78(dM 2y of the

s

-

urior-filed application, unless previously submitted {Applicant has sebmitted & Sunnlemental
¥ PP v \ \ L

Application Data Sheet hergwith):

{2) the petition fee set forth in§ L17{m) {(Applicant has subnutted & Petition Fee of

5840 (Small Entity) herewith); and

€3) a statement that the entive delay betwesn the date the claim was due under 37 CFR
§ L78(d¥3) and the date the claim was filed was unintentional. The Divector may require
additional information where there is z question whether the delay was unintentional. (Applicant
provided a detailed timeline supporting the claim that the entive Gimeframe between filing of the

Appieation and identification that the Claim of Priority was incorrect was snintentional hersin)

Applicant respectfully requests the Petitons Office Grant this subject Petition and issue

the associated Certificate of Correction accordingly.

Upon granting of the subject Petition, Applicant respectfully requests the Office issue an
Updated Official Filing Receipt.
Respectfully submitted,

Allen Iv. Hextz
{Customer No. 31871

‘s‘{gggfﬁ Hertz
i\u; No.50,94

2784 Tulipweod Circle
é’soca Raton, FL 33428
Tel: (561) 883-0115
Cell: (561 716-3815
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US Patent No.: 11,664,123 - Application Ser. No.: 17/181,423
Request dated: December 04, 2024
Renewed Petition to Correct Claim of Priority/Certificate of Correction

Attachments:
USPTO Form PTO/SB/445 (09/22) — Renewed Petition to Accept an Unintentionally
Delayed Claim under 35 U.S.C. 120, 121, 365(c), or 386(c) (37 CFR 1.78(e)) for the Benefit
of a Prior-Filed Application
Supplemental Application Data Sheet (ADS)
Certificate of Correction (2 Sheets) with Cover Sheet
Statement Provided by Steven McHugh on July 09, 2024 (Previously Submitted)
Petition Fee of $840 (Fee Code 2454)(Small Entity)(Previously Paid)
Certificate of Correction Fee of $160 (37 CFR § 1.20(a))(Fee Code 2811)(Small Entity)
(Previously Paid)
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3 ij p p L E M E N TAL A ﬁ S Approved for use through 05/31/202?%3@%5(%_02322)

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

.. Attorney Docket Number | MEK=06842-Cont=3 MCK-21-101
Application Data Sheet 37 CFR 1.76

Application Number 170181423

# BARCODE GENERATION AND IMPLEMENTATION METHOD AND SYSTEM FOR PROCESSING

Title of Invention INFORMATION

The application data sheet is part of the provisional or nonprovisional application for which it is being submitted. The following form contains the
bibliographic data arranged in a format specified by the United States Patent and Trademark Office as outlined in 37 CFR 1.76.

This document may be completed electronically and submitted the Office in electronic format using the Electronic Filing Stgsn (EFS) or the
document may be printed and included in a paper filed application.

Secrecy Order 37 CFR 5.2:

[ Portions or all of the application associated with this Application Data Sheet may fall under a Secrecy Order pursuant to
37 CFR 5.2 (Paper filers only. Applications that fall under Secrecy Order may not be filed electronically.)

Inventor Information:

Inventor 1

Legal Name

Prefix| Given Name Middle Name Family Name Suffix
Sean McKirdy

Residence Information (Select One) (® US Residency () Non US Residency (O Active US Military Service

City Newington | State/Province | CT | Country of Residencé us

Mailing Address of Inventor:

Address 1 83 Northwood Road

Address 2

City | Newington | State/Province | CT
Postal Code | 06111 | Countryi us

All Inventors Must Be Listed - Additional Inventor Information blocks may be
generated within this form by selecting the Add button.

Correspondence Information:

Enter either Customer Number or complete the Correspondence Information section below.
For further information see 37 CFR 1.33(a).

[ ] An Address is being provided for the correspondence Information of this application.

Customer Number 42638 31877
Email Address smehugh@mehugh-taw-com Patents@AllenHertz.com

Application Information:

Title of the Invention ﬁ\l'B:gI;%/la?IEO(NBENERATION AND IMPLEMENTATION METHOD AND SYSTEM FOR PROCESSING
Attorney Docket Number| MEK-6842-Cont=3 MCK-21-101 Small Entity Status Claimed [X]

Application Type Nonprovisional

Subject Matter Utility

Total Number of Drawing Sheets (if any) 11 Suggested Figure for Publication (if any)
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PTO/AIA/14 (01-22)

S ij P p LE M E N TAL Aﬁ S Approved for use through 05/31/2024. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Attorney Docket Number - = =3 MCK-21-101
Application Number 171181,423

Application Data Sheet 37 CFR 1.76

A BARCODE GENERATION AND IMPLEMENTATION METHOD AND SYSTEM FOR PROCESSING

Title of Invention INFORMATION

Filing By Reference:

Only complete this section when filing an application by reference under 35 U.S.C. 111(c) and 37 CFR 1.57(a). Do not complete this section if
application papers including a specification and any drawings are being filed. Any domestic benefit or foreign priority information must be
provided in the appropriate section(s) below (i.e., “Domestic Benefit/National Stage Information” and “Foreign Priority Information”).

For the purposes of a filing date under 37 CFR 1.53(b), the description and any drawings of the present application are replaced by this
reference to the previously filed application, subject to conditions and requirements of 37 CFR 1.57(a).

Application number of the previously Filing date(YYYY-MM-DD) Intellectual Property Authority or Country
filed application

Publication Information:
[] Request Early Publication (Fee required at time of Request 37 CFR 1.219)

Request Not to Publish. | hereby request that the attached application not be published under

] 35 U.S.C. 122(b) and certify that the invention disclosed in the attached application has not and will not be the
subject of an application filed in another country, or under a multilateral international agreement, that requires
publication at eighteen months after filing.

Representative Information:

Representative information should be provided for all prapgiies having a power of attorney in the application. Providing
this information in the Application Data Sheet does not constitute a power of attorney in the application (see 37 CFR 1.32).

Either enter Customer Number or complete the Representative Nam section below. If both sections are completed the customer
Number will be used for the Representative Information during processing.

Please Select One: (® Customer Number | (O Us Patent Practitioner | (O Limited Recognition (37 CFR 11.9)

Customer Number 42638 31877

Domestic Benefit/National Stage Information:

This section allows for the applicant to either claim benefit under 35 U.S.C. 119(e), 120, 121, 365(c), or 386(c) or indicate
National Stage entry from a PCT application. Providing benefit claim information in the Application Data Sheet constitutes
the specific reference required by 35 U.S.C. 119(e) or 120, and 37 CFR 1.78.

When referring to the current application, please leave the “Application Number” field blank.

Prior Application Status | Pending

Filing or 371(c) Date
Application Number Continuity Type Prior Application Number (YYYY-MM-DD)
17181423 Continuation of 16412585 2019-05-15

EFS Web 2.2.13
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SUPPLEMENTAL ADS

PTO/AIA/14 (01-22)

Approved for use through 05/31/2024. OMB 0651-0032
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Application Data Sheet 37 CFR 1.76

Attorney Docket Number

MCK-21-101

Application Number

17{181.423

Title of Invention

INFORMATION

A BARCODE GENERATION AND IMPLEMENTATION METHOD AND SYSTEM FOR PROCESSING

Prior Application Status | Patented

Application - Prior Application Filing Date Issue Date
Number Continuity Type Number (YYYY-MM-DD) Patent Number (YYYY-MM-DD)
16412585 Continuation of 15175599 2016-06-07 10322313 2019-06-19
Prior Application Status | Patented |
Application L Prior Application Filing Date Issue Date
Number Continuity Type Number (YYYY-MM-DD) Patent Number (YYYY-MM-DD)
15175599 Continuation of 13567337 2012-08-06 9367860 2016-06-14
Prior Application Status | Pending
Filing or 371(c) Date
Application Number Continuity Type Prior Application Number (YYYY-MM-DD)
13567337 Claims benefit of provisional 61515728 2011-08-05

Prior Application Status

Application Number

Continuity Type

Prior Application Number

Filing or 371(c) Date
(YYYY-MM-DD)

13567337

Claims benefit of provisional

61539587

2011-09-27

Prior Application Status | Pending
Filing or 371(c) Date
Application Number Continuity Type Prior Application Number (YYYY-MM-DD)
13567337 Claims benefit of provisional 61622175 2012-04-10

by selecting the Add button.

Additional Domestic Benefit/National Stage Data may be generated within this form

Foreign Priority Information:

This section allows for the applicant to claim priority to a foreign application. Providing this information in the application data sheet
constitutes the claim for priority as required by 35 U.S.C. 119(b) and 37 CFR 1.55. When priority is claimed to a foreign application
that is eligible for retrieval under the priority document exchange program (PDX)E the information will be used by the Office to
automatically attempt retrieval pursuant to 37 CFR 1.55(i)(1) and (2). Under the PDX program, applicant bears the ultimate
responsibility for ensuring that a copy of the foreign application is received by the Office from the participating foreign intellectual
property office, or a certified copy of the foreign priority application is filed, within the time period specified in 37 CFR 1.55(g)(1).

Application Number

Countryi

Filing Date (YYYY-MM-DD)

Access Codei(if applicable)

Add button.

Additional Foreign Priority Data may be generated within thisofm by selecting the
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SUPPLENENTAL ADS PTO/AIA/4 (01-22)

Approved for use through 05/31/2024. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Attorney Docket Number

= = =3 MCK-21-101
Application Number 171181,423

Application Data Sheet 37 CFR 1.76

Title of Invention A BARCODE GENERATION AND IMPLEMENTATION METHOD AND SYSTEM FOR PROCESSING
INFORMATION

Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition
Applications

This application (1) claims priority to or the benefit of an application filed before March 16, 2013 and (2) also
contains, or contained at any time, a claim to a claimed invention that has an effective filing date on or after March
16, 2013.
~ NOTE: By providing this statement under 37 CFR 1.55 or 1.78, this application, with a filing date on or after March
16, 2013, will be examined under the first inventor to file provisions of the AlA.
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S ij p p L E M E N TAL A ﬁ S Approved for use through 05/31/2023T%Q|§/325($_2)'02§2)

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Attorney Docket Number - = =3 MCK-21-101

Application Data Sheet 37 CFR 1.76

Application Number 171181,423

A BARCODE GENERATION AND IMPLEMENTATION METHOD AND SYSTEM FOR PROCESSING

Title of Invention INFORMATION

Authorization or Opt-Out of Authorization to Permit Access:

When this Application Data Sheet is properly signed and filed with the application, applicant has provided written
authority to permit a participating foreign intellectual property (IP) office access to the instant application-as-filed (see
paragraph A in subsection 1 below) and the European Patent Office (EPO) access to any search results from the instant
application (see paragraph B in subsection 1 below).

Should applicant choose not to provide an authorization identified in subsection 1 below, applicant must opt-out of the
authorization by checking the corresponding box A or B or both in subsection 2 below.

NOTE: This section of the Application Data Sheet is ONLY reviewed and processed with the INITIAL filing of an
application. After the initial filing of an application, an Application Data Sheet cannot be used to provide or rescind
authorization for access by a foreign IP office(s). Instead, Form PTO/SB/39 or PTO/SB/69 must be used as appropriate.

1. Authorization to Permit Access by a Foreign Intellectual Property Office(s)

A. Priority Document Exchange (PDX) - Unless box A in subsection 2 (opt-out of authorization) is checked, the
undersigned hereby grants the USPTO authority to provide the European Patent Office (EPO), the Japan Patent Office
(JPO), the Korean Intellectual Property Office (KIPO), the State Intellectual Property Office of the People’s Republic of
China (SIPO), the World Intellectual Property Organization (WIPO), and any other foreign intellectual property office
participating with the USPTO in a bilateral or multilateral priority document exchange agreement in which a foreign
application claiming priority to the instant patent application is filed, access to: (1) the instant patent application-as-filed
and its related bibliographic data, (2) any foreign or domestic application to which priority or benefit is claimed by the
instant application and its related bibliographic data, and (3) the date of filing of this Authorization. See 37 CFR 1.14(h)

(1).

B. Search Results from U.S. Application to EPO - Unless box B in subsection 2 (opt-out of authorization) is checked,
the undersigned hereby grants the USPTO authority to provide the EPO access to the bibliographic data and search
results from the instant patent application when a European patent application claiming priority to the instant patent
application is filed. See 37 CFR 1.14(h)(2).

The applicant is reminded that the EPO’s Rule 141(1) EPC (European Patent Convention) requires applicants to submit a
copy of search results from the instant application without delay in a European patent application that claims priority to
the instant application.

2. Opt-Out of Authorizations to Permit Access by a Foreign Intellectual Property Office(s)

A. Applicant DOES NOT authorize the USPTO to permit a participating foreign IP office access to the instant
[ ] application-as-filed. If this box is checked, the USPTO will not be providing a participating foreign IP office with
any documents and information identified in subsection 1A above.

B. Applicant DOES NOT authorize the USPTO to transmit to the EPO any search results from the instant patent
[] application. If this box is checked, the USPTO will not be providing the EPO with search results from the instant
application.

NOTE: Once the application has published or is otherwise publicly available, the USPTO may provide access to the
application in accordance with 37 CFR 1.14.
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SUPPLEMENTAL ADS

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

. . Attorney Docket Number - - =3 MCK-21-101
Application Data Sheet 37 CFR 1.76

Application Number 171181,423

A BARCODE GENERATION AND IMPLEMENTATION METHOD AND SYSTEM FOR PROCESSING

Title of Invention INFORMATION

Applicant Information:

Providing assignment information in this section does not substitute for compliance with any requirement of part 3 of Title 37 of CFR
to have an assignment recorded by the Office.

Applicant 1

If the applicant is the inventor (or the remaining joint inventor or inventors under 37 CFR 1.45), this section should not be completed.
The information to be provided in this section is the name and address of the legal representative who is the applicant under 37 CFR
1.43; or the name and address of the assignee, person to whom the inventor is under an obligation to assign the invention, or person
who otherwise shows sufficient proprietary interest in the matter who is the applicant under 37 CFR 1.46. If the applicant is an
applicant under 37 CFR 1.46 (assignee, person to whom the inventor is obligated to assign, or person who otherwise shows sufficient
proprietary interest) together with one or more joint inventors, then the joint inventor or inventors who are also the applicant should be
identified in this section.

QO Assignee (O Legal Representative under 35 U.S.C. 117 O Joint Inventor

O Person to whom the inventor is obligated to assign. O Person who shows sufficient proprietary interest

If applicant is the legal representative, indicate the authority to file the patent application, the inventor is:

Name of the Deceased or Legally Incapacitated Inventor:

If the Applicant is an Organization check here. ]

Prefix Given Name Middle Name Family Name Suffix

Mailing Address Information For Applicant:

Address 1

Address 2

City State/Province
CountryE | Postal Code
Phone Number Fax Number
Email Address

Additional Applicant Data may be generated within this form by selecting the Add button.

Assignee Information including Non-Applicant Assignee Information:

Providing assignment information in this section does not substitute for compliance with any requirement of part 3 of Title
37 of CFR to have an assignment recorded by the Office.

EFS Web 2.2.13
0361



: ? gm E m E NYA%«« ﬁ ﬁ S Approved for use through LS!S*'QQEZT?)Q{;‘Q:&?;&?&E
SUP

311LS. Palent and Trademark Office; U.3. DEPARTMENT OF COMMERCE
Undear the Paperwark Reduction Act of 1985, ne persuns ane required 1o respond o a collectinn of informetion unlass it contains & valid OMB control numbss.

o . Attorney Dockel Number | MGK-D848-Cors3 MOK-21-101
Application Data Sheet 37 OFR 1.76 ad —
Application Number 171181423

* BARCODE GENERATION AND IMPLEMENTATION METHOD AND SYSTEM FOR PROCESSING

4 oF 3 ;*'
Tile of Invention INFORMATION

Sesignes 1

Compiste this saction if assignes information, Insluding ner-applicant assignes information, is desiver to be included an the patent
appiication publication. An assigree-applicant identified in the "Applicant Information” sectiorowill appesr on the patent application
publivation as an applicant. Foran assignee-applicant, complete this section only i identification ag an assignes is also desired on the
natent application publication.

if the Assignee or Non-Agplicant Assignes is an Organization check here. i

Prafix Given Name Middie Name Family Nams Suffix

Malling Address Information For Assignes including Non-Applicant Assignes;

Address §

Address 7

City g State/Province
Conntry | Fostal Cotdle
Phone Numbser Fax Mumber
Email Address ' v

Additional Assignes or Mon-Applicant Assignes Data may be generated within this form by
selecting the Add bution.

Signature:

HOTE: This Application Data Shest must be signad in sccordance with 37 CFR 1.33(b). Howsver, i this Application
Data Sheet is submitied with the INITIAL filing of the application and either box & or B is not chacked in
subsection 3 of the “Authorization or Opt-Out of Suthorization to Permilt Accsss™ section, than this form must
also e signed in accordances with 37 CFR 1.14{cL.

This Apglication Dala Sheet must be signed by a palent practitionsr if one or more of the applicants is a juristic
sty (e.g., corporation or association). If the appiicant is wo or more joint inventors, this form must be signed by a
patent practitioner; all joint inventors who are the applicant, or one or more joint inventor-applicants who have been given
power of allorney {&.4., see USPTO Form PTUTAIA/BT) on behalf of all joint inventor-appiicants.

See 37 OFR 1.4(d} for the manner of making signatures and cerlifications.

Signature & Date (YYYY-MM-DD)| 2024-12.04
First Name Ai%aii Dg’ | Last Name | Hertz Regisiration Number | 50942
| aish

Additional Signature may be generated within this form by sslecting the Add bution.
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SUPPLEMENTAL ADS

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

. Attorney Docket Number - -Cont=3 MCK-21-101
Application Data Sheet 37 CFR 1.76

Application Number 171181,423

A BARCODE GENERATION AND IMPLEMENTATION METHOD AND SYSTEM FOR PROCESSING

Title of Invention INFORMATION

This collection of information is required by 37 CFR 1.76. The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This
collection is estimated to take 23 minutes to complete, including gathering, preparing, and submitting the completed application data
sheet form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to
complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

EFS Web 2.2.13
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PTO/SB/44 (09-07)

Approved for use through 08/31/2010. OMB 0651-0033

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.
(Also Form PTO-1050)

UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

Page _ 1 of _ 2
PATENT NO. : 11,664,123
APPLICATION NO.: 17/181,423

ISSUE DATE * May 30, 2023

INVENTOR(S) Sean McKirdy

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

In the title page:

ltem (63) under "Related U.S. Application Data" delete the paragraph and insert the following:

- - Continuation of application No. 16/412,585, filed on May 15, 2019, now Pat. No. 10,926,135, which is a
continuation of application No. 15/175,599, filed on Jun. 6, 2016, now Pat. No. 10,322,313, which is a
continuation of application No. 13/567,337, filed on Aug. 6, 2012, now Pat. No. 9,367,860. - -

Under Related U.S. Application Data, beneath the above inserted paragraph, insert the following:

- - (60) Provisional application No. 61/515,728, filed on Aug. 5, 2011,

Provisional application No. 61/539,587, filed on Sept. 27, 2011, and
Provisional application No. 61/622,175, filed on Apr. 10, 2012. - -

MAILING ADDRESS OF SENDER (Please do not use customer number below):

Allen D Hertz, P.A., 12784 Tulipwood Circle, Boca Raton, Florida 33428

This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain or retain a benefit by the public which is to file
(and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND TO: Aftention Certificate of Corrections Branch, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.
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PTO/SB/44 (09-07)

Approved for use through 08/31/2010. OMB 0651-0033

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.
(Also Form PTO-1050)

UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

Page _ 2 of__2
PATENT NO. : 11,664,123

APPLICATIONNO.: 17/181,423

ISSUE DATE * May 30, 2023

INVENTOR(S) Sean McKirdy

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

Column 1, line 8, (Paragraph under the section titled: "CROSS-REFERENCE TO RELATED PATENT
APPLICATIONS) cancel the text begininning with "The present application ..." and ending “... by reference in
their entireties” in column 1, line 23, and insert the following replacement Paragraph:

-- The present application is a continuation application of copending U.S. Non-Provisional Patent Application
Ser. No. 16/412,585, filed May 15, 2019 (now U.S. Patent 10,926,135, issued on February 23, 2021),

wherein U.S. Non-Provisional Patent Application Ser. No. 16/412,585 claims the benefit of copending U.S.
Non-Provisional Patent Application Ser. No. 15/175,599, filed Jun. 6, 2016 (now U.S. Patent 10,322,313, issued
on Jun. 19, 2019),

wherein U.S. Non-Provisional patent application Ser. No. 15/175,599 claims the benefit of copending U.S.
Non-Provisional Patent Application Ser. No. 13/567,337, filed Aug. 6, 2012 (now U.S. Patent 9,367,860, issued
on Jun. 14, 2016),

wherein U.S. Non-Provisional Patent Application Ser. No. 13/567,337 claims the benefit of each of:

copending U.S. Provisional Patent Application Ser. No. 61/515,728, filed on Aug. 5, 2011,

copending U.S. Provisional Patent Application Ser. No. 61/539,587, filed on Sep. 27, 2011, and

copending U.S. Provisional Patent Application Ser. No. 61/622,175, filed on Apr. 10, 2012,

the contents of all of which are incorporated herein by reference in their entireties. --

MAILING ADDRESS OF SENDER (Please do not use customer number below):

Allen D Hertz, P.A., 12784 Tulipwood Circle, Boca Raton, Florida 33428

This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain or retain a benefit by the public which is to file
(and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND TO: Aftention Certificate of Corrections Branch, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.
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Doc Code: PET.OP
Document Description: Petition for Review by the Office of Petitions

PTO/SE/4as (09-22)

Approved for use through 05/31/2024. OMB 0651-0032

U.S, Patent and Trademark Oifice; U.5. DEPARTMENT OF COMMERCE

Under the Paperwoerk Reduction Act of 1925, no persons are required t¢ respend to a caollection of information unless it displays a valid OMB cantrol number.

PETITION TO ACCEPT AN UNINTENTIONALLY DELAYED CLAIM UNDER 35 U.5.C. 115{e}
{37 CFR 1.78{c}} AND/OR TO ACCEPT AN UNINTENTIONALLY DELAYED CLAIM UNDER 35 U.S.C.
120, 121, 365(c}, or 386(c} {37 CFR 1.78{e}} FOR THE BENEFIT OF A PRIOR-FILED APPLICATION

Page Lof 5

First named inventor: Sean MCKErdy
17/181,423 oo, 2876
Kristy A, HAUPT

Application No.:

February 22, 2021

Filed: Examiner:

Title: BARCODE GENERATION AND IMPLEMENTATION METHOD AND SYSTEM FOR PROCESSING INFORMATION
Attention: Office of Petitions When filing via USPTO s patent electronic filing systems, use Doc Code
RMail Stop Petition PET.PCT {Petition for review by the PCT Legal Office} for applications
Commissioner for Patents filed under 35 U.5.C. 371 and/or if the reference to the prior-filed

P.0. Box 1450 application{s) includes an international application or an international
Alexandria, VA 22313-1450 design application. in aff other instances, use Doc Code PET.OP (Petition
FAX 571-273-8300 for review by the Office of Petitions).

NOTE: if information or assistance is needed in completing this form, please contact the Office of Petitions at 571-272-3282.

APPLICANT HEREBY PETITIONS FOR ACCEPTANCE OF AN UNINTENTIONALLY DELAVED SENEFIT CLAIM TO A PRIOR-FILED APPLICATION
UNDER 37 CFR 1.78({c} AND/OR 37 CFR 1.78{e}.

NOTE: For a petition under 37 CFR 1.78(e}, the above-identifiad application must have been filed during the pandency of the
prior application or during the pendency of an intermediate appilication similarly entitled to the benefit of the filing date of the
prior application. For a petition under 37 CFR 1.78{c}, the sbove-identified spplication must have been filed within 12 months of
the filing date of the provisiona! application or be entitied to claim the benefit under 35 U.5.C. 120, 121, or 365{c} of an

application that was filed within 12 months of the filing date of the provisional application, except as provided in 37 CFR 1.78(b).

NOTE: A grantable petition requires the following items:

{1} the reference required by 35 U.5.C. 113{e} and 37 CFR 1.78(3){3) to the prior-fiied provisional application and/or the
reference reguired by 35 U.S.C. 120 and 37 CFR 1.78{d}{2} to the prior-filed nonprovisional application, internationat
application designating the United States, or internations! design application designating the United States, unless
previously submitted;
the petition fee set forth in 37 CFR 1.17{m); and
a statement that the entire delay between the date the benefit claim was due under 37 CFR 1.78{d}(3) and/or 37 CFR
1.78{a}{4) and the date the benefit claim was filed was unintentional. The Director may require additional information
wherea there is 3 guastion as to whether the defay was unintentional,

1. The required reference to the prior-filed application:

The ahove-identified application was filed on or after September 16, 2012, and the reference is either set forth in the attached
carrected application data sheet {ADS) or in a corrected ADS that was previously submitted.

application was filed prior to September 16, 2012, and the reference is either (1) sat forth in a supplemental ADS,
ittached amendmant to the first sentence(s} of the specification, or {3} set forth in a supplemental ADS or
tion that was previously submitted. See 37 CFR 1.78{h}.

The above-identifi
{2} set forth in the
amendrment to the first sentence(s) of the spec

Reminder: Any ADS which corrects or updates the information of record must comply with 37 CFR 1.76{c}{2} {or for applications filed
prior to September 16, 2012, pre-A3A 37 CFR 1.76{c}}.

A Federal agency may not conduct or sponsor, and a person is not required to respond to, nor shall a person be subject to a penalty for failure to comply with an
information collection subject to the requirements of the Paperwork Reduction Act of 1995, unless the information collection has a currently valid OMB Control
Number. The OMB Control Number for this information collection is 0651-0032. Public burden for this form is estimated to average 1 hour per response, including
the time for reviewing instructions, searching existing data sources, gathering and maintaining the data needed, and completing and reviewing the information
collection. Send comments regarding this burden estimate or any other aspect of this information collection, including suggestions for reducing this burden to the
Chief Administrative Officer, United States Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450 or email InformationCollection@ uspto.gov. DO
NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

if you need assistance in completing the form, call 1-800-£T0-8199 and select eption 2.

0366



PTO/SB/AaS (39-22)

Approved for use through 05/31/2024. OMB 0651-0032

U.S, Patent and Trademark Oifice; U.5. DEPARTMENT OF COMMERCE

Under the Paperwoerk Reduction Act of 1925, no persons are required t¢ respend to a catlection of information unless it displays a valid OMB control number.

PFETITION TO ACCEPT AN UNINTENTIONALLY DELAYED CLAIRM UNDER 35 U.5.C. 119{e}
{37 CFR 1.78{c}} AND/OR TO ACCEPT AN UNINTENTIONALLY DELAVED CLAIM UNDER 35 U.S.C.
120, 121, 365{c], or 386{c} {37 CFR 1.78{e]} FOR THE BENEFIT OF A PRIOR-FILED APPUCATION
Page 2 of 5

2. Patition fee {37 CFR 1.17(m}}:

_{Fee Code 1454},

ZJ Smail entity fee $_§4i}____ {Fee Cade 2454). Applicant asserts smali entity status. See 37 CFR 1.27.
Micro entity fee S {Fee Code 3454}, Applicant has established or is establishing micro entity status. See 37 CFR 1.25.

Form PTO/SE/15A or B or equivalent must either be enclosed or have been submitted previousiy.

3. Statement: The entire delay between the date the benefit claim was due under 37 CFR 1.78{d}{3) and/or 37 CFR 1.78{a}{4) and the date
the: benefit claim was filed was unintentional.

Petitioner is reminded that a change in circumstance or a delay resulting from a deliberately chosen course of action does not become sn
“unintentional” delay because, for example:

@ the applicant does not consider any patent to be of sufficient value to justify the financial expense of obtaining the patent; or

® the applicant remains interestad in eventually abtaining a patent, but simply seeks to defer patent fees and patent prosecution

SRpEnses.

NOTE: Where the petition under 37 CFR 1.78(c) and/for 37 CFR 1.78(e} is filed more than two vears after the date the priority or benefit
claim was due, the United States Patent and Trademark Office requires an additional explanation of the circumstances surrounding the
delay that establishes the entive delay was unintentional. This requirement is in addition to the requirement to provide a statement that the
entire defay was unintentional. See Clorification of the Practice for Requiring Additional information in Petitions Filed in Patent Applications
and Patents Bused on Unintentionagl Delay, 85 FR 12222 {(March 2, 2020). See MPEP 711.03(c){ID{C}-{F) for additional guidance on the
information required to establish that the entire delay was unintentional.

ecause this petition under 37 CFR 1.78{(c} and/or 37 CFR 1.78{=} is being filed more than two years after the date the priority or
ounding the delsy that estzblishes the entire delay was

m was due, additional explanation of the circumstances suy
unintentional is enclosad herewith.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant : Sean McKirdy Confirmation No. 7904

Patent No. : 11,664,123 Issued : May 30, 2023
Application No. : 17/181,423 Filed :February 22, 2021
Title : BARCODE GENERATION AND IMPLEMENTATION METHOD

AND SYSTEM FOR PROCESSING INFORMATION
TC/A.U. : 2876
Examiner : Kristy A HAUPT Tel: 571-272-8545
Docket No. : MCK-21-101
Customer No. : 31877

Request for Certificate of Correction
Under 35 U.S.C. 255 Certificate of Correction of Applicant’s Mistake

Commissioner for Patents

Office of Data Management Attention: Certificates of Correction Branch
P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

1. The above patent contains at least one mistake of minor character, as indicated on the
attached Certificate of Correction forms. These errors arose at the respective places in the

application file indicated below.

2. Applicant has previously submitted a fee as set forth in § 1.20(a) (Fee Code 2811) of
($160.00).

MPEP 1481 Certificates of Correction - Applicant’s Mistake [R-11.2013]

35 U.S.C. 255 Certificate of Correction of Applicant’s Mistake

Page 1 of 6
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US Patent 11,664,123
Issued: May 30, 2023
Renewed Request for Certificate of Correction Submitted December 04, 2024

Whenever a mistake of a clerical or typographical nature, or of minor character, which
was not the fault of the Patent and Trademark Office, appears in a patent and a showing has been
made that such mistake occurred in good faith, the Director may, upon payment of the required
fee, issue a certificate of correction, if the correction does not involve such changes in the patent
as would constitute new matter or would require reexamination. Such patent, together with the
certificate, shall have the same effect and operation in law on the trial of actions for causes

thereafter arising as if the same had been originally issued in such corrected form.

37 CFR 1.323 Certificate of Correction of Applicant’s Mistake

The Office may issue a certificate of correction under the conditions specified in 35
U.S.C. 255 at the request of the patentee or the patentee’s assignee, upon payment of the fee set
forth in § 1.20(a). If the request relates to a patent involved in an interference or trial before the
Patent Trial and Appeal Board, the request must comply with the requirements of this section and

be accompanied by a motion under § 41.121(a)(2), § 41.121(a)(3) or § 42.20 of this title.

37 CFR 1.323 relates to the issuance of certificates of correction for the correction of
errors which were not the fault of the Office. Mistakes in a patent which are not correctable by
certificate of correction may be correctable via filing a reissue application (see MPEP § 1401 - §
1460). See Novo Industries, L.P. v. Micro Molds Corporation, 350 F.3d 1348, 69 USPQ2d 1128
(Fed. Cir. 2003) (The Federal Circuit stated that when Congress in 1952 defined USPTO
authority to make corrections with prospective effect, it did not deny correction authority to the
district courts. A court, however, can correct only if "(1) the correction is not subject to
reasonable debate based on consideration of the claim language and the specification and (2) the

prosecution history does not suggest a different interpretation..." ).

In re Arnott, 19 USPQ2d 1049, 1052 (Comm’r Pat. 1991) specifies the criteria of 35

U.S.C. 255 (for a certificate of correction) as follows:

Two separate statutory requirements must be met before a Certificate of Correction for an

Page 2 of 6
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US Patent 11,664,123
Issued: May 30, 2023
Renewed Request for Certificate of Correction Submitted December 04, 2024

applicant’s mistake may issue. The first statutory requirement concerns the nature, i.e., type, of

the mistake for which a correction is sought. The mistake must be:
(1) of a clerical nature,
(2) of a typographical nature, or
(3) a mistake of minor character.

The second statutory requirement concerns the nature of the proposed correction. The

correction must not involve changes which would:

(1) constitute new matter or

(2) require reexamination.

3. Applicant earnestly believes the mistakes are at least one of:

(1) of a clerical nature,
(2) of a typographical nature, or
(3) a mistake of minor character.

Each of the mistakes is outlined below. Details presenting that the mistakes are one of the

following are presented following each amended section as presented below.

4. Applicant respectfully requests a Certificate of Correction be issued for correction of the
following paragraph as indicated below (underlined identifies added text; strikethrough or text

contained between facing pairs of double brackets identifies deleted text):

4(a)  “Itis certified that error appears in the above-identified patent and that said Letters Patent

is hereby corrected as shown below: On the Title Page

Page 3 of 6
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US Patent 11,664,123
Issued: May 30, 2023
Renewed Request for Certificate of Correction Submitted December 04, 2024

Item (63) under Related U.S. Application Data, delete the paragraph and insert the

following:

-- (63) Continuation of application No. 16/412,5835, filed on May 15, 2019, now Pat. No.
10,926,135, which is a continuation of application No. 15/175,599, filed on Jun. 6, 2016, now
Pat. No. 10,322,313, which is a continuation of application No. 13/567,337, filed on Aug. 6,
2012, now Pat. No. 9,367,860.--

4(b)  Applicant requests to add the following “Under Related U.S. Application Data” to the

title page of the Patent:
- - (60) Provisional application No. 61/515,728, filed on Aug. 5, 2011,
Provisional application No. 61/539,587, filed on Sept. 27, 2011, and

Provisional application No. 61/622,175, filed on Apr. 10, 2012. - -

4(c) Paragraph immediately following the section Title: “CROSS-REFERENCE TO
RELATED PATENT APPLICATIONS” (Col. 1, Lines 8-20) should be amended as follows:

“The present application is a continuation application of copending U.S. Non-Provisional

[[pl]Patent [[a]]Application Ser. No. 16/412,585, entitled—Barcode-Generation-and

ation-Method-and-System-for Processing Information;= filed May 15, 2019 (now U.S.
Patent 10.926.135, issued on February 23, 2021). and

wherein elaims-the-benefitefprierity-of U.S. Non-Provisional [[p]]Patent
[[a]]Application Ser. No. 16/412,585 which claims the benefit of copending U.S. Non-

Provisional [[p]]Patent [[a]]Application Ser. No. 15/175,599, entiled—Barcode-Generation-and
mplementation Method-and-Systemfor Processing Informations” filed Jun. 6, 2016 (now U.S.
Patent 10,322,313, issued on Jun. 19, 2019),

Page 4 of 6
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US Patent 11,664,123
Issued: May 30, 2023
Renewed Request for Certificate of Correction Submitted December 04, 2024

wherein U.S. Non-Provisional patent application Ser. No. 15/175.599 which claims the
benefit of prierity-of copending U.S. Non-Provisional [[p]]Patent [[a]] Application Ser. No.
13/567,337, entitled“‘Barcode-Generation-and Implementation Method-and-Systemfo
ProcessingInformationy filed Aug. 6, 2012 (now U.S. Patent 9,367,860, issued on Jun. 14,
2016), which

wherein U.S. Non-Provisional Patent Application Ser. No. 13/567,337 claims the benefit

of each of:

copending U.S. Provisional Patent Application Ser. No. 61/515,728, entitled-System—=and
Method-forProcessing nformation; filed on Aug. 5, 2011,

copending U.S. Provisional Patent Application Ser. No. 61/539,587, entitled-Systermand
MethodforProcessingInformation; filed on Sep. 27, 2011, and

copending U.S. Provisional Patent Application Ser. No. 61/622,175, eatiled-System-and
Method-forProcessing nformation; filed on Apr. 10, 2012,

the contents of all of which are incorporated herein by reference in their entireties.”

5. Applicant is submitting a Petition to Correct Claim of Priority under 37 CFR 1.78 in

parallel with this request to Issue a Certificate of Correction.

6. Each of the Applications is a continuation of the respective child. All Specifications and

Drawings are the same. Therefore, the amendment has not introduced any new matter.

7. Applicant earnestly believes the submission is complete. Applicant earnestly believes the

corrections are all to maintain consistency with the correct claims of priority. Applicant earnestly

Page 5 of 6
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US Patent 11,664,123
Issuad: Mav 34, 2423
Henewed Reguest for Certificate of Correction Saubmitted December (4, 2024

believes the corrections do got involve changes that would constitute any new matter or require
reexanination. Applicant kindly selicits a telephoune call to resolve any questions or other matters

that arise as a result of this request in order 1o help facilitate this request.

Respectfully submitted,
Allen D, Hertz
{Member of Customer No. 31877)

r’&i?a@‘i [v. Hentz
Rffﬁ N SG,842

Allen T Hertz, PAL
Customer No, 31877
Representatives for the Applicant
12784 Tulipwood Circle
Bm‘& Raton, FL 33428
C{361) 8830115
E (361} 7T16-3913

Astachinents:
Centificate of T arl‘ectior‘ ( 2 Sh?etq}
$160 fee as set forth in § 1.200a)Previously Submitted)
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UNITED STATES PO, Box1450
PATENT AND TRADEMARK OFFICE Aexandra, Y o g0

ELECTRONIC ACKNOWLEDGEMENT RECEIPT

APPLICATION # RECEIPT DATE / TIME ATTORNEY DOCKET #
17/181,423 12/04/2024 09:05:50 PM Z ET MCK-21-101

Title of Invention

BARCODE GENERATION AND IMPLEMENTATION METHOD AND SYSTEM FOR PROCESSING
INFORMATION

Application Information

APPLICATION TYPE  Utility - Nonprovisional Application PATENT # 11664123
under 35 USC 111(a)

CONFIRMATION # 7904 FILEDBY Allen Hertz
PATENT CENTER # 68231659 FILING DATE  02/22/2021
CUSTOMER # 31877 FIRST NAMED  Sean McKirdy
INVENTOR
CORRESPONDENCE - AUTHORIZED BY
ADDRESS
Documents TOTAL DOCUMENTS: 6
SIZE
DOCUMENT PAGES DESCRIPTION (KB)
1_MCK-21- . . .
101_McKirdy_17181423_sb0 3 Efegt;’l[:;ﬁ; review by the Office 445 kg
445 120424.pdf
2 MCK-21-
101_McKirdy_17181423_Mc 31 Petition for review by the Office 4691 KB
Kirdy_Petition_OFR_120424. of Petitions
pdf
3 MCK-21-
101_McKirdy_17181423_AD 8 Application Data Sheet 517 KB

S_Supplemental_120424.pdf

Warning: This is not a USPTO supplied ADS fillable form. Data in the form cannot be
automatically loaded to other USPTO systems.

4 MCK-21- 6 Request for Certificate of 213 KB

0375



101_McKirdy_17181423_Co
C_Request_120424.pdf

5 _MCK-21-
101_McKirdy_17181423_Co
C_SB44_120424_P1_Native.
pdf

6_MCK-21-
101_McKirdy_17181423_Co
C_SB44_120424_P2_Native.
pdf

Digest

DOCUMENT

1_MCK-21-
101_McKirdy_17181423_sb044
5_120424.pdf

2_MCK-21-
101_McKirdy_17181423_McKir
dy_Petition_ OFR_120424.pdf

3_MCK-21-
101_McKirdy_17181423_ADS _
Supplemental_120424.pdf

4 MCK-21-
101_McKirdy_17181423_CoC_
Request_120424.pdf

5 MCK-21-
101_McKirdy_17181423_CoC_
SB44_ 120424 P1_Native.pdf

6_MCK-21-
101_McKirdy_17181423_CoC_
SB44 120424 _P2_Native.pdf
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Correction

Request for Certificate of

Correction 131 KB

Request for Certificate of

Correction 215KB

MESSAGE DIGEST(SHA-512)

E64AFC25647943DF666A97F6EC4BBA7806BB4D8SEBB9884B
4AA78D8A08108C98BB802CB92DBE34299DF680F2F4C82FE4
D2024C2C3A3D19C4E71DDB2DA1C6A1A7
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents, characterized
by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a Post Card, as

described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for filing date (see 37 CFR 1.53(b)-(d)
and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this Acknowledgement
Receipt will establish the filing date of the application

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35 U.S.C.
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371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a national stage
submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for an
international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number and of the
International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning national security,
and the date shown on this Acknowledgement Receipt will establish the international filing date of the application.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450
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| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO.
17/181,423 02/22/2021 Sean McKirdy MCK-21-101 7904
31877 7590 01/14/2025 | EXAMINER
ALLEN D. HERTZ
ALLEN D HERTZ, P.A. HAUPT, KRISTY A
12784 TULIPWOOD CIRCLE
BOCA RATON, FL 33428 | ART UNIT | paperNUMBER
2876
| MAIL DATE | DELIVERY MODE
01/14/2025 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

In re Patent No. 11,664,123 :

Issue Date: 30 May 2023 : DECISION ON PETITION
Application No. 17/181,423 :

Filing or 371(c) Date: 22 Feb 2021

Attorney Docket No. MCK-21-101

This is a decision on the renewed petition under 37 CFR 1.78(c) & (e) filed December 4, 2024 to
accept an unintentionally delayed claim under 35 U.S.C. 119(e) and 120 for the benefit of
priority to the prior-filed provisional and nonprovisional applications listed in the concurrently-
filed Application Data Sheet (ADS), by way of a Certificate of Correction.

The petition is GRANTED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(c) and 1.78(e) is only
applicable to those applications filed on or after November 29, 2000 and after the expiration of
the period specified in 37 CFR 1.78(a)(4) and 1.78(d)(3). In addition, the petition under 37 CFR
1.78(c) and 1.78(e) must be accompanied by:

1) the reference required by 35 U.S.C. 120 and 119(e) and 37 CFR 1.78(d)(2) and 1.78(a)(3)
of the prior-filed application, which must be filed in an Application Data Sheet, unless
previously submitted;

2) the petition fee set forth in § 1.17(m); and

3) a statement that the entire delay between the date the claim was due under 37 CFR
1.78(d)(3) and 1.78(a)(4) and the date the claim was filed was unintentional. The Director
may require additional information where there is a question whether the delay was
unintentional.

Further, the nonprovisional application claiming the benefit of the prior-filed provisional
application must have been filed within twelve months of the filing date of the prior-filed
provisional application. All the above requirements having been satisfied, the late claims for
benefit of priority under 35 U.S.C. 119(e) and 120 are accepted as being unintentionally delayed.
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Petitioner has provided an adequate explanation that the delay was unintentional in that current
counsel, Allan D. Hertz (hereinafter “Hertz”) was not aware of the existence of the subject
patent family until May, 2024, when the inventor, Sean McKirdy, asked Hertz to take over
prosecution from prior counsel. The attorney who originally prosecuted the application, Steven
McHugh, had mistakenly assumed that only the immediately prior benefit claim needed to be
listed on the ADS in order for the application to claim benefit of all prior-filed applications in the
benefit chain. Additionally, the inventor assumed that the practitioner who paid the issue fee,
Steven War, had verified that the domestic benefit information was correct when War reviewed
the application. The inventor was not aware of the omission in the benefit claim until informed
by Hertz of such in May, 2024. The initial petition under 37 CFR 1.78 was filed July 10, 2024.

Petitioner is advised that this decision grants the petition to accept the unintentionally delayed
domestic benefit claim to the prior filed application(s) because the petition requirements of 37
CFR 1.78(c) & (e) and the formal requirements for claiming domestic benefit (see MPEP §
211.01 et. seq.) have been met. This acceptance should not be construed as meaning that this
application is entitled to the benefit of the prior-filed application(s). Whether a claimed
invention in a nonprovisional application _is entitled to the benefit of the filing date of a prior-
filed application on the basis of the disclosure thereof is determined during examination if it
becomes necessary to do so (e.g., intervening reference and interference proceeding). See
MPEP § 211.05.

A corrected Filing Receipt, which includes the benefit claims to the prior-filed applications, is
being mailed under separate cover.

This application is being forwarded to the Certificates of Correction Branch for issuance of the
requested Certificate of Correction. Receipt of the certificate of correction fee on July 10, 2024 is
acknowledged.

Any questions concerning this matter may be directed to the undersigned at 571-272-3231.

/DOUGLAS 1 WOOD/
Attorney Advisor, OPET
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UNITED STATES PATENT AND TRADEMARK OFFIGE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

‘www.uspto.gov

APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE REC'D ATTY.DOCKET.NO TOT CLAIMS | IND CLAIMS |
17/181,423 02/22/2021 2876 830 MCK-21-101 20 2
CONFIRMATION NO. 7904
31877 CORRECTED FILING RECEIPT

o ez I R

12784 TULIPWOOD CIRCLE
BOCA RATON, FL 33428

Date Mailed: 01/16/2025

Receipt is acknowledged of this non-provisional utility patent application. The application will be taken up for
examination in due course. Applicant will be notified as to the results of the examination. Any correspondence
concerning the application must include the following identification information: the U.S. APPLICATION NUMBER,
FILING DATE, NAME OF FIRST INVENTOR, and TITLE OF INVENTION. Fees transmitted by check or draft are
subject to collection.

Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a corrected Filing Receipt, including a properly marked-up ADS showing the changes
with strike-through for deletions and underlining for additions. If you received a "Notice to File Missing Parts" or
other Notice requiring a response for this application, please submit any request for correction to this Filing Receipt
with your reply to the Notice. When the USPTO processes the reply to the Notice, the USPTO will generate another
Filing Receipt incorporating the requested corrections provided that the request is grantable.

Inventor(s)

Sean McKirdy, Newington, CT;
Applicant(s)

Sean McKirdy, Newington, CT;

Power of Attorney: The patent practitioners associated with Customer Number 31877

Domestic Applications for which benefit is claimed
This application is a CON of 16/412,585 05/15/2019 PAT 10,926,135
which is a CON of 15/175,599 06/07/2016 PAT 10,322,313
which is a CON of 13/567,337 08/06/2012 PAT 9,367,860
which claims benefit of 61/515,728 08/05/2011
and claims benefit of 61/539,587 09/27/2011
and claims benefit of 61/622,175 04/10/2012

Foreign Applications for which priority is claimed (You may be eligible to benefit from the Patent
Prosecution Highway program at the USPTO. Please see http://www.uspto.gov for more information.) - None.
Foreign application information must be provided in an Application Data Sheet in order to constitute a claim to
foreign priority. See 37 CFR 1.55 and 1.76.

Permission to Access Application via Priority Document Exchange: Yes

Permission to Access Search Results: Yes

page 1 of 4
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Applicant may provide or rescind an authorization for access using Form PTO/SB/39 or Form PTO/SB/69 as
appropriate.

If Required, Foreign Filing License Granted: 03/02/2021

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 17/181,423

Projected Publication Date: 11/11/2021

Non-Publication Request: No

Early Publication Request: No

** SMALL ENTITY **

Title
BARCODE GENERATION AND IMPLEMENTATION METHOD AND SYSTEM FOR PROCESSING
INFORMATION

Preliminary Class
235

Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition Applications: No
PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,

this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
page 2 of 4
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countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4258).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location for
business investment, innovation, and commercialization of new technologies. The U.S. offers tremendous resources
and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation works to
promote and facilitate business investment. SelectUSA provides information assistance to the international investor
community; serves as an ombudsman for existing and potential investors; advocates on behalf of U.S. cities, states,
and regions competing for global investment; and counsels U.S. economic development organizations on investment
attraction best practices. To learn more about why the United States is the best country in the world to develop
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technology, manufacture products, deliver services, and grow your business, visit http:/www.SelectUSA.gov or call
+1-202-482-6800.
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