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CLAIM LISTING1 

1[pre]  1.  A method enabling mobile check deposit auto-capture functionality via 

video frame processing, the method comprising: 

 1[a]  providing an app for download to a mobile device of a user, the user’s 

mobile device including a camera and a memory storing a software abstraction 

layer for controlling the camera, the app associated with a bank to control check 

deposit by controlling the camera through the software abstraction layer, wherein 

the app, when downloaded to the user’s mobile device and executed by the user's 

mobile device, is configured to cause the user’s mobile device to perform 

operations comprising:   

 1[b]  providing instructions to the user for capturing an image of a check; 

 1[c]  generating a live video of the check in a field of view of the camera, 

the downloaded app causing the live video to be generated by controlling the 

camera through the software abstraction layer; 

 1[d]  overlaying an alignment guide on the live video of the check in the 

field of view of the camera; 

 
1 The numbering of the limitations is consistent with that presented in the 

Petition.  
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 1[e]  monitoring the live video of the check in the field of view of the 

camera with respect to at least one monitoring criterion; 

 1[f]  determining that a video frame of the live video of the check satisfies 

the at least one monitoring criterion and then automatically capturing the video 

frame; 

 1[g]  when the video frame of the live video of the check in the field of view 

of the camera is determined to satisfy the at least one monitoring criterion, 

providing feedback advising the user that the check has been captured; 

 1[h]  using a wireless network, transmitting a digital image of the check 

from the user’s mobile device and submitting the check for mobile check deposit in 

the bank after automatically capturing the video frame, wherein the digital image is 

the captured video frame or is based on the captured video frame; and 

1[i]  before the submitting, confirming that the mobile check deposit can go 

forward after optical character recognition is performed on the check in the digital 

image, a magnetic ink character recognition (MICR) line on the check in the digital 

image is recognized, and an amount payable on the check in the digital image is 

validated; 

 1[j]  receiving the digital image of the check transmitted by the user’s 

mobile device; 
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 1[k]  processing the digital image of the check including performing optical 

character recognition on the check in the digital image and verifying that the digital 

image of the check is acceptable for mobile check deposit, wherein the app, when 

downloaded and executed by the user’s mobile device, is configured to cause the 

user’s mobile device to perform additional operations including receiving an 

indication of a result of the processing before confirming that the mobile check 

deposit can go forward; and 

 1[l]  updating, by a computer, a balance of an account at a financial 

institution of the user to reflect an amount of funds associated with the check 

submitted for mobile check deposit by the user’s mobile device, after the 

submitting the check for mobile check deposit in the bank, the confirming that the 

mobile check deposit can go forward, and the verifying that the digital image of the 

check is acceptable for mobile check deposit, 

 1[m]  wherein the app, when downloaded and executed by the user’s mobile 

device, is configured to cause the user’s mobile device to perform additional 

operations comprising: 

 1[n]  before determining that the video frame of the live video of the check 

satisfies the at least one monitoring criterion, determining that a different video 

frame of the live video of the check does not satisfy the at least one monitoring 

criterion; and 
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 1[o]  after determining that the different video frame of the live video of the 

check does not satisfy the at least one monitoring criterion, providing feedback to 

the user. 

2[pre] 2.  A method enabling mobile check deposit auto-capture functionality via 

video frame processing, the method comprising: 

 2[a]  providing an app for download to a mobile device of a user, the user’s 

mobile device including a camera and a memory storing a software abstraction 

layer for controlling the camera, the app associated with a bank to control check 

deposit by controlling the camera through the software abstraction layer, wherein 

the app, when downloaded to the user's mobile device and executed by the user’s 

mobile device, is configured to cause the user's mobile device to perform 

operations comprising: 

 2[b]  providing instructions to the user for capturing an image of a check; 

 2[c]  generating a live video of the check in a field of view of the camera, 

the downloaded app causing the live video to be generated by controlling the 

camera through the software abstraction layer; 

 2[d]  overlaying an alignment guide on the live video of the check in the 

field of view of the camera; 

 2[e]  monitoring the live video of the check in the field of view of the 

camera with respect to at least one monitoring criterion; 
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 2[f]  determining that a video frame of the live video of the check satisfies 

the at least one monitoring criterion and then automatically capturing the video 

frame; 

 2[g]  when the video frame of the live video of the check in the field of view 

of the camera is determined to satisfy the at least one monitoring criterion, 

providing feedback advising the user that the check has been captured; 

 2[h]  using a wireless network, transmitting a digital image of the check 

from the user’s mobile device and submitting the check for mobile check deposit in 

the bank after automatically capturing the video frame, wherein the digital image is 

the captured video frame or is based on the captured video frame; and 

2[i]  before the submitting, confirming that the mobile check deposit can go 

forward after optical character recognition is performed on the check in the digital 

image, a magnetic ink character recognition (MICR) line on the check in the digital 

image is recognized, and an amount payable on the check in the digital image is 

validated; 

 2[j]  receiving the digital image of the check transmitted by the user’s 

mobile device; 

 2[k]  processing the digital image of the check including performing optical 

character recognition on the check in the digital image and verifying that the digital 

image of the check is acceptable for mobile check deposit, wherein the app, when 
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downloaded and executed by the user’s mobile device, is configured to cause the 

user’s mobile device to perform additional operations including receiving an 

indication of a result of the processing before confirming that the mobile check 

deposit can go forward; and 

 2[l]  updating, by a computer, a balance of an account at a financial 

institution of the user to reflect an amount of funds associated with the check 

submitted for mobile check deposit by the user’s mobile device, after the 

submitting the check for mobile check deposit in the bank, the confirming that the 

mobile check deposit can go forward, and the verifying that the digital image of the 

check is acceptable for mobile check deposit, 

 2[m]  wherein the at least one monitoring criterion is a plurality of 

monitoring criteria based on two or more selected from a group consisting of light 

contrast, light brightness, check positioning, check dimensions, character spacing, 

skewing, warping, corner detection, edge detection, and magnetic ink character 

recognition (MICR) line detection. 

 3.  The method of claim 2, wherein the plurality of monitoring criteria 

includes a criterion based on magnetitic character recognition (MICR) line 

detection. 

 4.  The method of claim 2, wherein the plurality of monitoring criteria 

includes criteria based on light brightness, skewing, and warping. 
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5[pre]  5.  A method enabling mobile check deposit auto-capture functionality via 

video frame processing, the method comprising: 

 5[a]  monitoring a live video of a check in a field of view of a camera with 

respect to at least one monitoring criterion, wherein the live video is generated by a 

mobile device of a user, the user’s mobile device including the camera and a 

downloaded app, the downloaded app associated with a bank to control check 

deposit by controlling the camera, the downloaded app, when executed by the 

user’s mobile device, being configured to cause the user's mobile device to perform 

operations comprising: 

 5[b]  providing instructions to the user for capturing an image of the check; 

 5[c]  generating the live video of the check in the field of view of the 

camera, the downloaded app causing the live video to be generated by controlling 

the camera; 

 5[d]  overlaying an alignment guide on the live video of the check in the 

field of view of the camera; and 

 5[e]  using a wireless network, submitting the check for mobile check 

deposit in the bank after a frame of the live video of the check in the field of view 

of the camera is automatically captured; 
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 5[f]  determining that a video frame of the live video of the check satisfies 

the at least one monitoring criterion and then automatically capturing the video 

frame; 

 5[g]  when the video frame of the live video of the check in the field of view 

of the camera is determined to satisfy the at least one monitoring criterion, 

providing feedback advising the user that the check has been captured; 

 5[h]  processing a digital image of the check including performing optical 

character recognition and verifying that the digital image of the check is acceptable 

for mobile check deposit, the digital image of the check being the captured video 

frame or being based on the captured video frame; 

 5[i]  confirming that the mobile check deposit can go forward after optical 

character recognition is performed on the check in the digital image, a magnetic 

ink character recognition (MICR) line on the check in the digital image is 

recognized, and an amount payable on the check in the digital image is validated; 

 5[j]  updating, by a bank computer, a balance of an account at a financial 

institution of the user to reflect an amount of funds associated with the check 

submitted for mobile check deposit by the user’s mobile device, after the check is 

submitted for mobile check deposit in the bank, confirming that the mobile check 

deposit can go forward, and verifying that the digital image of the check is 

acceptable for mobile check deposit; 
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 5[k]  before determining that the video frame of the live video of the check 

satisfies the at least one monitoring criterion, determining that a different video 

frame of the live video of the check does not satisfy the at least one monitoring 

criterion; and 

 5[l]  after determining that the different video frame of the live video of the 

check does not satisfy the at least one monitoring criterion, providing feedback to 

the user. 

6[pre]  6.  A method enabling mobile check deposit auto-capture functionality via 

video frame processing, the method comprising: 

 6[a]  monitoring a live video of a check in a field of view of a camera with 

respect to at least one monitoring criterion, wherein the live video is generated by a 

mobile device of a user, the user's mobile device including the camera and a 

downloaded app, the downloaded app associated with a bank to control check 

deposit by controlling the camera, the downloaded app, when executed by the 

user’s mobile device, being configured to cause the 5 user's mobile device to 

perform operations comprising: 

 6[b]  providing instructions to the user for capturing an image of the check; 

 6[c]  generating the live video of the check in the field of view of the 

camera, the downloaded app causing the live video to be generated by controlling 

the camera; 
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 6[d]  overlaying an alignment guide on the live video of the check in the 

field of view of the camera; and 

 6[e]  using a wireless network. submitting the check for mobile check 

deposit in the bank after a frame of the live video of the check in the field of view 

of the camera is automatically captured; 

 6[f]  determining that a video frame of the live video of the check satisfies 

the at least one monitoring criterion and then automatically capturing the video 

frame; 

 6[g]  when the video frame of the live video of the check in the field of view 

of the camera is determined to satisfy the at least one monitoring criterion, 

providing feedback advising the user that the check has been captured; 

 6[h]  processing a digital image of the check including performing optical 

character recognition and verifying that the digital image of the check is acceptable 

for mobile check deposit, the digital image of the check being the captured video 

frame or being based on the captured video frame; 

 6[i]  confirming that the mobile check deposit can go forward after optical 

character recognition is performed on the check in the digital image, a magnetic 

ink character recognition (MICR) line on the check in the digital image is 

recognized, and an amount payable on the check in the digital image is validated; 

and 
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 6[j]  updating, by a bank computer, a balance of an account at a financial 

institution of the user to reflect an amount of funds associated with the check 

submitted for mobile check deposit by the user’s mobile device, after the check is 

submitted for mobile check deposit in the bank, confirming that the mobile check 

deposit can go forward, and verifying that the digital image of the check is 

acceptable for mobile check deposit, 

 6[k]  wherein the at least one monitoring criterion is a plurality of 

monitoring criteria based on two or more selected from a group consisting of light 

contrast, light brightness, check positioning, check dimensions, character spacing, 

skewing, warping, corner detection, edge detection, and magnetic ink character 

recognition (MICR) line detection. 

 7.  The method of claim 6. wherein the plurality of monitoring criteria 

includes criteria based on light brightness, skewing, and warping. 

8[pre]  8.  A method enabling mobile check deposit auto-capture functionality via 

video frame processing, the method comprising: 

 8[a]  monitoring a live video of a check in a field of view of a camera with 

respect to at least one monitoring criterion, wherein the live video is generated by a 

mobile device of a user. the user’s mobile device including the camera and a 

downloaded app, the downloaded app associated with a bank to control check 

deposit by controlling the camera, the downloaded app, when executed by the 
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user’s mobile device, being configured to cause the user’s mobile device to 

perform operations comprising: 

 8[b]  providing instructions to the user for capturing an image of the check; 

 8[c]  generating the live video of the check in the field of view of the 

camera, the downloaded app causing the live video to be generated by controlling 

the camera; 

 8[d]  overlaying an alignment guide on the live video of the check in the 

field of view of the camera; and 

 8[e]  using a wireless network, submitting the check for mobile check 

deposit to the bank after a frame of the live video of the check in the field of view 

of the camera is automatically captured; 

 8[f]  determining that a video frame of the live video of the check satisfies 

the at least one monitoring criterion and then automatically capturing the video 

frame; 

 8[g]  when the video frame of the live video of the check in the field of view 

of the camera is determined to satisfy the at least one monitoring criterion, 

providing feedback advising the user that the check has been captured; 

 8[h]  processing a digital image of the check including performing optical 

character recognition and verifying that the digital image of the check is acceptable 



 

Case IPR2026-00279 

     U.S. Pat. No. 12,159,310 

 

                                                         -xxii- 

for mobile check deposit, the digital image of the check being the captured video 

frame or being based on the captured video frame; 

 8[i]  confirming that the mobile check deposit can go forward after optical 

character recognition is performed on the check in the digital image, a magnetic 

ink character recognition (MICR) line on the check in the digital image is 

recognized, and an amount payable on the check in the digital image is validated; 

and 

 8[j]  updating, by a bank computer. a balance of an account at a financial 

institution of the user to reflect an amount of funds associated with the check 

submitted for mobile check deposit by the user’s mobile device, after the 

check is submitted for mobile check deposit in the bank, confirming that the 

mobile check deposit can go forward, and verifying that the digital image of the 

check is acceptable for mobile check deposit, 

 8[k]  wherein the downloaded app, when executed by the user’s mobile 

device, is configured to cause the user’s mobile device to perform additional 

operations comprising the monitoring, the determining, the providing, and the 

confirming. 

9[pre]  9.  A method enabling mobile check deposit auto-capture functionality via 

video frame processing, the method comprising: 
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 9[a] monitoring a live video of a check in a field of view of a camera with 

respect to at least one monitoring criterion, wherein the live video is generated by a 

mobile device of a user, the user's mobile device including the camera and a 

downloaded app, the downloaded app associated with a bank to control check 

deposit by controlling the camera, the downloaded app, when executed by the 

user's mobile device, being configured to cause the user’s mobile device to perform 

operations comprising: 

 9[b]  providing instructions to the user for capturing an image of the check; 

 9[c]  generating the live video of the check in tl1e field of view of the 

camera, the downloaded app causing the live video to be get1erated by controlling 

the camera; 

 9[d]  overlaying an alignment guide on the live video of the check in the 

field of view of the camera; and 

 9[e]  using a wireless network, submitting the check for mobile check 

deposit in the bank after a frame of the live video of the check in the field of view 

of the camera is automatically captured; 

 9[f]  determining that a video frame of the live video of the check satisfies 

the at least one monitoring criterion and then automatically capturing the video 

frame; 
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 9[g]  when the video frame of the live video of the check in the field of view 

of the camera is determined to satisfy the at least one monitoring criterion, 

providing feedback advising the user that the check has been captured; 

 9[h]  processing a digital image of the check including performing optical 

character recognition and verifying that the digital image of the check is acceptable 

for mobile check deposit, the digital image of the check being the captured video 

frame or being based on the captured video frame; 

 9[i]  confirming that the mobile check deposit can go forward after optical 

character recognition is performed on the check in the digital image, a magnetic 

ink character recognition (MICR) line on the check in the digital image is 

recognized, and an amount payable on the check in the digital image is validated; 

and 

 9[j]  updating. by a bank computer, a balance of an account at a financial 

institution of the user to reflect an amount of funds associated with the check 

submitted for mobile check deposit by the user's mobile device, after the check is 

submitted for mobile check deposit in the bank, confirming that the mobile check 

deposit can go forward, and verifying that the digital image of the check is 

acceptable for mobile check deposit, 
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 9[k]  wherein the confirming step is performed before the submitting step 

and the user’s mobile device receives an indication of a result of the processing the 

digital  image of the check before the confirming step. 

10[pre]  10.  A method enabling mobile check deposit auto-capture functionality 

via video frame processing. the method comprising: 

 10[a]  providing an app for download to a mobile device of a user, the user’s 

mobile device including a camera and a memory storing a software abstraction 

layer, the app associated with a bank to control check deposit by controlling the 

camera through the software abstraction layer, wherein the app, when downloaded 

to the user’s mobile device and executed by the user's mobile device, is configured 

to cause the user's mobile device to perform operations comprising: 

 10[b]  providing instructions to the user for capturing an image of a check; 

 10[c]  generating a live video of the check in a field of view of the camera, 

the downloaded app causing the live video to be generated by controlling the 

camera through the software abstraction layer; 

 10[d]  monitoring the live video of the check in the field of view of the 

camera with respect to at least one monitoring criterion; 

 10[e]  determining that a video frame of the live video of the check satisfies 

the at least one monitoring criterion and the automatically capturing the video 

frame; 
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 10[f]  when the video frame of the live video of the check in the field of 

view of the camera is determined to satisfy the at least one monitoring criterion, 

providing feedback advising the user that the check has been captured; 

 10[g]  using a wireless network, transmitting a digital image of the check 

from the user’s mobile device and submitting the check for mobile check deposit in 

the bank after automatically capturing the video frame, wherein the digital image is 

the captured video frame or is based on the captured video frame; and 

 10[h]  before the submitting, confirming that the mobile check deposit can 

go forward after optical character recognition is performed on the check, a 

magnetic ink character recognition (MICR) line on the check is recognized, and an 

amount payable on the check is validated; and 

 10[i]  updating, by a computer, a balance of an account at a financial 

institution of the user to reflect an amount of funds associated with the check 

submitted for mobile check deposit by the user’s mobile device, after the 

submitting the check for mobile check deposit and the confirming that the mobile 

check deposit can go forward, 

 10[j]  wherein the app, when downloaded and executed by the user’s mobile 

device, is configured to cause the user’s mobile device to perform additional 

operations comprising: 
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 10[k]  before determining that the video frame of the live video of the check 

satisfies the at least one monitoring criterion, determining that a different video 

frame of the live video of the check does not satisfy the at least one monitoring 

criterion; and 

 10[l]  after determining that the different video frame of the live video of the 

check does not satisfy the at least one monitoring criterion, providing feedback to 

the user. 

11[pre]  11.  A method enabling mobile check deposit auto-capture functionality 

via video frame processing, the method comprising:  

 11[a]  providing an app for download to a mobile device of a user, the user’s 

mobile device including a camera and a memory storing a software abstraction 

layer, the app associated with a bank to control check deposit by controlling the 

camera through the software abstraction layer, wherein the app, when downloaded 

to the user’s mobile device and executed by the user’s mobile device, is configured 

to cause the user's mobile device to perform operations comprising: 

 11[b]  providing instructions to the user for capturing an image of a check; 

 11[c]  generating a live video of the check in a field of view of the camera, 

the downloaded app causing the live video to be generated by controlling the 

camera through the software abstraction layer; 
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 11[d]  monitoring the live video of the check in the field of view of the 

camera with respect to at least one monitoring criterion; 

 11[e]  determining that a video frame of the live video of the check satisfies 

the at least one monitoring criterion and then automatically capturing the video 

frame; 

 11[f]  when the video frame of the live video of the check in the field of 

view of the camera is determined to satisfy the at least one monitoring criterion, 

providing feedback advising the user that the check bas been captured; 

 11[g]  using a wireless network, transmitting a digital image of the check 

from the user’s mobile device and submitting the check for mobile check deposit in 

the bank after automatically capturing the video frame, wherein the digital image is 

the captured video frame or is based on the captured video frame, and 

 11[h]  before the submitting, confirming that the mobile check deposit can 

go forward after optical character recognition is performed on the check, a 

magnetic ink character recognition (MICR) line on the check is recognized, and an 

amount payable on the check is validated, and 

 11[i]  updating, by a computer, a balance of an account at a financial 

institution of the user to reflect an amount of funds associated with the check 

submitted for mobile check deposit by the user's mobile device, after the 
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submitting the check for mobile check deposit and the confirming that the mobile 

check deposit can go forward, 

 11[j]  wherein the at least one monitoring criterion is a plurality of 

monitoring criteria based on two or more selected from a group consisting of light 

contrast, light brightness. check positioning, check dimensions, character spacing, 

skewing, warping, corner detection, edge detection, and magnetic ink character 

recognition (MICR) line detection. 

 12.  The method of claim 11. wherein the plurality of monitoring criteria 

being based on magnetic ink character recognition (MICR) line detection and one 

or both of corner detection and edge detection. 

 13.  The method of claim 11, wherein the plurality of monitoring criteria 

includes criteria based on light brightness, skewing, and warping. 

14[pre]  14.  A method enabling mobile check deposit auto-capture functionality 

via video frame processing, the method comprising:   

 14[a]  receiving an image of a check, wherein the image of the check is 

provided for mobile check deposit in a bank by a mobile device of a user, the 

user’s mobile device including a camera and a memory storing a software 

abstraction layer and a downloaded app, the downloaded app associated with the 

bank to control check deposit by controlling the camera through the software 

abstraction layer, and the downloaded app, when executed by the user’s mobile 



 

Case IPR2026-00279 

     U.S. Pat. No. 12,159,310 

 

                                                         -xxx- 

device, being configured to cause the user’s mobile device to perform operations 

comprising: 

 14[b]  providing instructions to the user for capturing the check; 

 14[c]  generating a live video of the check in a field of view of the camera, 

the downloaded app causing the live video to be generated by controlling the 

camera through the software abstraction layer; 

 14[d]  monitoring the live video of the check in the field of view of the 

camera with respect to at least one monitoring criterion; 

 14[e]  determining that a video frame of the live video of the check satisfies 

the at least one monitoring criterion and then automatically capturing the video 

frame; 

 14[f]  when the video frame of the live video of the check in the field of 

view of the camera is determined to satisfy the at least one monitoring criterion, 

providing feedback advising the user that the check has  been captured; 

 14[g]  using a wireless network, transmitting a digital image of the check 

from the user’s mobile device and submitting the check for mobile check deposit in 

the bank after automatically capturing the video frame, wherein the digital image is 

the captured video frame or is based on the captured video frame; and 

 14[h]  before the submitting, confirming that the mobile check deposit can 

go forward after optical character recognition is performed on the check, a 
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magnetic ink character recognition (MICR) line on the check is recognized, and an 

amount payable on the check is validated; 

 14[i]  performing image processing operations on the image of the check, the 

image processing operations including performing optical character recognition 

and verifying that the image of the check is acceptable for mobile check deposit, 

wherein the image of the check is the digital image transmitted by the user’s 

mobile device or is based on the digital image transmitted by the user’s mobile 

device; and 

 14[j]  updating, by a computer, a balance of an account at a financial 

institution of the user to reflect an amount of funds associated with the check 

submitted for mobile check deposit by the user’s mobile device. after the 

submitting the check for mobile check deposit in the bank, the confirming that the 

mobile check deposit can go forward, and the verifying that the image of the check 

is acceptable for mobile check deposit, 

 14[k]  wherein the downloaded app, when executed by the user’s mobile 

device, is configured to cause the user’s mobile device to perform additional 

operations comprising: 

 14[l]  before determining that the video frame of the live video of the check 

satisfies the at least one monitoring criterion, determining that a different  video 
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frame of the live video of the check does not satisfy the at least one monitoring 

criterion; and 

 14[m]  after determining that the different video frame of the live video of 

the check does not satisfy the at least one monitoring criterion, providing feedback 

to the user. 

15[pre]  15.  A method enabling mobile check deposit auto-capture functionality 

via video frame processing, the method comprising:   

 15[a]  receiving an image of a check, wherein the image of the check is 

provided for mobile check deposit in a bank by a mobile device of a user, the 

user’s mobile device including a camera and a memory storing a software 

abstraction layer and a downloaded app, the downloaded app associated with the 

bank control check deposit by controlling the camera through the software 

abstraction layer, and the downloaded app, when executed by the user's mobile 

device, being configured to cause the user’s mobile device to perform operations 

comprising: 

 15[b]  providing instructions to the user for capturing the check; 

 15[c]  generating a live video of the check in a field of view of the camera, 

the downloaded app causing the live video to be generated by controlling the 

camera through the software abstraction layer; 
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 15[d]  monitoring the live video of the check in the field of view of the 

camera with respect to at least one monitoring criterion; 

 15[e]  determining that a video frame of the live video of the check satisfies 

the at least one monitoring criterion and then automatically capturing the video 

frame; 

 15[f]  when the video frame of the live video of the check in the field of 

view of the camera is determined to satisfy the at least one monitoring criterion, 

providing feedback advising the user that the check has been captured; 

 15[g]  using a wireless network, transmitting a digital image of the check 

from the user’s mobile device and submitting the check for mobile check deposit in 

the bank after automatically capturing the video frame, wherein the digital image is 

the captured video frame or is based on the captured video frame; and 

 15[h]  before the submitting, confirming that the mobile check deposit can 

go forward after optical character recognition is performed on the check, a 

magnetic ink character recognition (MICR) line on the check is recognized, and an 

amount payable on the check is validated; 

 15[i]  performing image processing operations on the image of the check, the 

image processing operations including performing optical character recognition 

and verifying that the image of the check is acceptable for mobile check deposit, 

wherein the image of the check is the digital image transmitted by the user’s 
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mobile device or is based on the digital image transmitted by the user’s mobile 

device; and 

 15[j]  updating. by a computer, a balance of an account at a financial 

institution of the user to reflect an amount of funds associated with the check 

submitted for mobile check deposit by the user’s mobile device, after the 

submitting the check for mobile check deposit in the bank, the confirming that the 

mobile check deposit can go forward, and the verifying that the image of the check 

is acceptable for mobile check deposit, 

 15[k]  wherein the at least one monitoring criterion is a plurality of 

monitoring criteria based on two or more selected from a group consisting of light 

contrast, light brightness, check positioning, check dimensions, character spacing, 

skewing, warping, corner detection. Edge detection, and magnetic ink character 

recognition (MICR) line detection. 

16.  The method of claim 15, wherein the plurality of monitoring criteria 

includes a criterion based on magnetic ink character recognition (MICR) line 

detection. 
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I. INTRODUCTION      

U.S. Pat. No. 12,159,310 (“the ’310 Patent”) is assigned to United Services 

Automobile Association (“USAA” or “Patent Owner”). The ’310 Patent is directed to 

remote mobile check deposit with auto-capture functionality for banking systems. 

Petitioner Fifth Third Bank, N.A. (“Fifth Third” or “Petitioner”) filed a Petition 

asserting four grounds of unpatentability against Claims 1-16 (“Challenged Claims”). 

Pet., Paper 1, 7. The independent claims are Claims 1-2, 5-6, 8-11, and 14-15. 

The Petition should be denied for multiple reasons. First, Petitioner names 

Fifth Third Bank N.A. as real party in interest (“RPI”) but fails to name as RPI its 

parent, Fifth Third Financial Corporation, which is the 100% owner of Petitioner. 

Second, the Petition is founded on the expert declarations of June Ann 

Munford (Ex. 1062) and Dr. Daniel Lopresti (Ex. 1002), both of whom were engaged 

by third party Regions Bank and who submitted their declarations on behalf of 

Regions Bank in IPR2025-01326. Those declarations were not submitted on behalf 

of Petitioner Fifth Third in this IPR, and they should not be considered in this IPR.  

Third, Grounds 1-2 are based on the Meier reference (Ex. 1005), which is 

purportedly printed publication prior art. The ’310 Patent has a priority date of August 

21, 2009. ’310 Patent, (field 63), 1-2. The librarian science expert, Ms. June Munford, 

provides MARC 008 field data indicating that the MARC electronic record for Meier 
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was created on June 25, 2008. However, the 008 field merely indicates when the library 

started creating the electronic record for the Meier book. It does not reflect the date the 

Meier book was physically shelved and made publicly available. Indeed, the 

undisputed evidence establishes that Meier was not published until after June 25, 2008, 

so it could not have been publicly accessible at the library on June 25, 2008. Because 

Meier was not publicly accessible before the priority date, it is disqualified as a 

reference and Grounds 1-2 fail. 

Fourth, Grounds 3-4 are based on the Goyal reference (Ex. 1008), which is 

purportedly printed publication prior art. As with Meier, library science expert Ms. 

Munford relies on a MARC record that was created June 14, 2006. However, as with 

Meier, the MARC record creation date does not establish when Goyal was shelved and 

publicly accessible. Goyal should be disqualified as a reference, and thus Grounds 3-

4 fail. 

Finally, each of Petitioner’s Grounds 1-4 fails to meet multiple limitations of 

the Challenged Claims. Patent Owner demonstrates herein that the combination of 

references in each ground fails to teach or suggest multiple limitations of the claims. 

The Petition should be denied for that independent reason. 
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II. BACKGROUND 

A. Procedural History 

USAA asserted the ’310 Patent against Regions Bank in United Services 

Automobile Association v. Regions Bank, No. 2:25-cv-00082-JRG (E.D. Tex.), which 

was filed on January 28, 2025. 

Regions Bank filed a petition in IPR2025-01326 on July 30, 2025. After 

institution, Fifth Third filed the instant Petition on February 27, 2026. Shortly 

thereafter, USAA and Regions entered into a settlement agreement, which resulted in 

IPR2025-01326 being terminated. See IPR2025-01326, Paper 23 (Mar. 25, 2026). 

B. The Genesis of the Revolutionary Deposit@Mobile® App With 

Autonomous Monitoring/Auto-Capture that Practices the ’310 

Patent. 

USAA has been proudly serving members of the military across the globe 

since 1922. Ex. 2004, ¶¶ 8-11. In serving the military community, USAA has worked 

to innovate to serve the needs of its members, who often cannot get to a bank branch, 

particularly if they are out at sea or deployed outside the country. USAA employs 

more than 38,000 people focusing on helping over 14 million members of these 

military families achieve financial security. Id. 

In about 2004, USAA invested substantial research and development resources 

into developing systems and methods that would provide USAA’s members with a 
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real-time capability to deposit a check from just about anywhere. Id., ¶ 11. This effort 

resulted in a prototype developed by 2005 and the launch in 2006 of a consumer 

remote check deposit system known as Deposit@Home®, enabling the remote 

deposit of checks from a member’s home. 

In 2009, USAA continued its innovation with the development and launch of 

an application known as Deposit@Mobile®, which today is available and used 

worldwide on devices such as iPhones, iPads, and Android-based mobile devices. 

For the first time in banking history, USAA’s patented systems allowed customers to 

deposit checks anytime, anywhere by capturing images using a mobile phone. 

USAA’s inventors then further innovated the Deposit@Mobile® application to 

provide for the “auto-capture” of check images based on performing autonomous 

analysis of video frames based on monitoring criteria, which resulted in a significant 

reduction in the percentage of rejected check deposits (a.k.a. “non-confirming 

images”). Id. See Ex. 2010, 97:2-10 (pdf page 9). The autonomous monitoring/auto-

capture innovation is recited in each of the independent claims of the ’310 Patent. 

All told, USAA invested many millions of dollars and thousands of employee-

hours in the development and implementation of these mobile remote deposit 

technologies. Ex. 2004, ¶ 12. The ’310 Patent emerged from the technical innovation 

USAA achieved with its revolutionary Deposit@Mobile® product with autonomous 
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monitoring/auto-capture. USAA’s conception of the patented invention overcoming 

the problems with conventional remote deposit is discussed in further detail below. 

Prior to USAA’s invention, it was known that a check image could, in theory, 

be captured by a mobile device and sent to a bank for deposit. ’310 Patent, 1:27-34. 

The problem was that humans could not reliably take pictures of sufficient quality for 

automated processing by the back-end banking system. ’310 Patent, 1:34-39. The 

challenge that conventional technology faced in being able to reliably “detect[] and 

extract[] information” from a user-captured check image (id.) became even more 

significant after Congress enacted the Check 21 Act in 2003, which required a 

substitute check to “accurately represent[] all of the information on the front and 

back of the original check.” 12 U.S.C. § 5003(2)(A); 12 C.F.R. § 229.51(a)(1). 

These problems with prior approaches were well documented in the art. For 

example, in 2004 the Financial Services Technology Consortium (FSTC) published a 

report entitled “Image Quality and Usability Assurance- Phase I” that identified 

sixteen different types of check image defects that caused check deposit failures 

when processed by the backend banking system. Ex. 2007, 11. The wide range of 

failure mechanisms presented a significant challenge as to how a mobile device at the 

front-end could capture images of sufficient quality to survive processing at the 

backend. As explained in the ’310 Patent, the problem was that human users of 
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mobile devices could not reliably take pictures of checks of sufficient quality for 

digital image processing by the backend banking system. ’310 Patent, 1:34-39. 

Indeed, white papers published in this timeframe indicated that the human eye did 

not have the ability to distinguish between a check image that would meet digital 

processing criteria in the banking system and one that would not. Ex. 2006 

(Controlling Image Quality), 4 (Fig. 3); Ex. 2007, 6 (Fig. 2). This was a major 

impediment to viable remote mobile check deposit processing. 

The ’310 Patent provided a solution. The banking industry was initially 

skeptical, and industry observers predicted that “many banks might pass on the idea.” 

Ex. 2004 (Second Amended Complaint, 7 (¶ 22)). However, USAA’s 

Deposit@Mobile® product successfully implemented the invention and went on to 

receive widespread industry recognition and praise. Id., 7-8 (¶¶ 22-24). 

For example, Mr. Michael Bueche, Jr., one of the inventors of the ’310 Patent, 

testified in district court on the great improvement provided by USAA’s patented 

auto-capture technology: 

Q. Did USAA -- did USAA implement the patented auto capture 

system? 

A. Yes. USAA implemented the ideas in this patent in our 

Deposit@Mobile application, which opens a video stream. It obtains 

individual frames from the video stream. It monitors those. And then 
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upon successful monitoring, captures those and submits them for 

deposit. 

Q. Could a user tell when you had switched from a manual capture 

system to an auto capture system, in your experience? 

A. Absolutely. It’s palpable. You really just have to hold the phone over 

the check. It’s almost like magic. It does it all by itself. 

Ex. 2010 (Trial transcript), 10 (102:5-17). 

In USAA’s district court case, defendant Wells Fargo’s own expert testified 

that the patented auto-capture techniques are “widely acknowledged as the 

foundation for a successful mobile check deposit”:  

Q. You agree that the patents in suit introduce autonomous monitoring 

and corrective feedback techniques, fair? 

A. Yes. 

Q. You agree that those are referred to in the industry as auto capture, 

fair? 

A. Yes. 

Q. You don’t dispute that auto capture is widely acknowledged as the 

foundation for a successful mobile check deposit, fair? 

A. I would agree with that. 

Ex. 2016, 7 (92:23-93:8) 

Indeed, the ’310 Patent’s feature that the check image must meet specified 

image quality parameters via autonomous processing before it is automatically 

captured by the mobile device has been shown to reduce the number of failed check 
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deposits by 50% or more.2 This is a profound improvement in remote check deposit 

technology. 

C. The ’310 Patent 

1. The Specification of the ’310 Patent 

System Overview 

It was known that a holder of a check (payee) could submit a digital image of a 

check to a banking institution to be processed for the deposit of funds into the payee’s 

bank account. ’310 Patent, 1:27-34. However, there was a major challenge insofar a 

mobile device could not be reliably used to capture a check image of sufficient quality 

to enable the banking system to extract the necessary information to process the check 

for remote deposit. ’310 Patent, 1:34-39. Additionally, the passage of the Check 

Clearing for the 21st Century Act (“Check 21 Act”) in 2003 created new technical 

challenges because imaged checks had to meet very particular standards and 

requirements to avoid being rejected. ’310 Patent, 12:39-47 (e.g., Check 21 

 
2 For example, the check deposit failure rate for USAA in November 2014 

was reduced by more than 50% when the invention was implemented. See Ex. 2010 

(Trial Transcript, inventor Michael Beuche, Jr.), 9 (97:2-10). 
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requirements for substitute checks, X9.37 file format), 14:57-61; Ex. 2004 (Second 

Amended Complaint), ¶¶ 19-20. 

The ’310 Patent highlights the problem associated with remotely depositing 

checks from a mobile device: 

However, such a technique requires the efficient and accurate detection 

and extraction of the information pertaining to a check in the digital 

image. Capturing a digital image at a mobile device that allows for 

subsequent detection and extraction of the information from the digital 

image is difficult. 

’310 Patent, 1:34-39. 

The ’310 Patent is generally directed to remote mobile check deposit with 

autonomous monitoring and auto-capture using “video frame processing.” In general, 

the invention provides for an application downloaded onto a mobile device that 

controls a camera through an abstraction layer stored in the memory of the mobile 

device. The downloaded app generates “live video” of a check in a field of view of the 

camera that is processed to detect a “video frame” that meets monitoring criteria 

designed to ensure the capture of a high quality video frame. Upon determining that a 

video frame meets the monitoring criteria, the video frame from the live video is 

“automatically captur[ed]” and a digital image of the captured video frame (or based 
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thereon) is transmitted from the user’s mobile device to the banking system for back-

end check deposit processing. 

As set forth in Claim 1, prior to submitting the check for mobile deposit at the 

bank, certain additional parameters are checked to “confirm[] that the mobile check 

deposit can go forward after [1] optical character recognition is performed on the check 

in the digital image, [2] a magnetic ink character recognition (MICR) line on the check 

in the digital image is recognized, and [3] an amount payable on the check in the digital 

image is validated.” See Cl. 1, limitation 1(i) (brackets added). Among other 

operations, Claim 1 provides that the “digital image of the check” is processed by the 

banking system and a balance in the user’s account is updated. See Cl. 1, limitations 

1(j)-1(l).  

Figure 1 of the ’310 Patent depicts a system for remote mobile check deposit 

with autonomous monitoring analysis and auto-capture functionality: 



 

Case IPR2026-00279 

     U.S. Pat. No. 12,159,310 

 

11 

 

 

’310 Patent, Fig. 1 (annotated), 2:52-3:64. 

Processing of Video Frames of Live Video 

The ’310 Patent describes that the camera on a mobile phone (or connected 

thereto) can provide video frames in a stream of live video that are monitored by the 

mobile phone and/or the banking institution: 

A frame of the video may be obtained and monitored with respect to 

monitoring criteria, as described further herein. The mobile device 

106 and/or the institution may obtain the frame and monitor the 

frame, depending on an implementation. … [I]t is contemplated that 

any device that is capable of generating a live video may be used to 

make a video of the check 108 which may be monitored in real-time 

with respect to monitoring criteria. 
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’310 Patent, 5:58-6:7 (emph. added). 

At 940, an image in the field of view of the camera may be obtained 

and provided, via the communication pathway, to the institution. A still 

image may be provided or a video may be provided, such as a video 

stream generated by the camera. 

’310 Patent, 17:63-67 (emph. added). A POSITA reading the specification would 

understand that a video stream provided by the mobile device’s camera is a series of 

video frames.  

The ’310 Patent describes that a video frame in a video stream (e.g., live 

video) can be evaluated against monitoring criteria, and if they are satisfied, the 

video frame can be captured for use as the check image: 

    At 950, the institution may receive the image or video stream and 

may analyze the image or a frame of the video stream with respect to 

one or more monitoring criteria, such as those described above.     

’310 Patent, 18:1-4 (emph. added). 

  Application of Monitoring Criteria to Capture a Video Frame 

The ’310 Patent describes that video frames can be evaluated against one or 

more monitoring criteria (discussed further below) to ensure the image is of sufficient 

quality to be subjected to backend processing at the banking institution and to avoid 

failed check deposits (non-conforming images). See ’310 Patent, 3:65-4:23. Once a 
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video frame meets the monitoring criteria, it can be captured for further mobile deposit 

processing: 

When the image 230 passes the monitoring criteria (e.g., is positioned 

properly with respect to an alignment guide, is not warped, is not 

skewed. has adequate light brightness and/or light contrast, etc.), the 

image 230 may be captured either automatically (e.g., by the camera or 

the mobile device under direction of an application running on the 

camera 207 or the mobile device 106 or the financial institution) or 

manually … The digital image thus captured may be provided from the 

mobile device 106 to a financial institution. The check 108 may be 

deposited in a user’s bank account based on the digital image. 

’310 Patent, 10:42-56; 13:56-60 (“The check processing module 454 may be 

configured, in one example, to cause the image monitoring and capture module 456 

to monitor an image of at least one side of a check provided in a field of view of the 

camera 207 and then capture the image after it passes monitoring criteria.”). 

The ’310 Patent discloses that before it is captured, a video frame is processed 

to monitor it for “compliance with one or more monitoring criteria” so that the captured 

image has sufficient quality that it can be processed for mobile remote check deposit: 

To increase the likelihood of capturing a digital image of the check 108 

that may be readable and processed such that the check 108 can be 

cleared, the image is monitored for compliance with one or more 

monitoring criteria, prior to the image of the check 108 being captured. 
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The monitoring criteria may be directed to proper lighting and/or 

framing of the check 108 in an image of the check 108 that will be 

captured and processed for clearing of the check 108. An application 

may monitor whether the check 108 is sufficiently within the frame 

of the camera and has a high enough quality for subsequent 

processing. The monitoring is performed with respect to the image as 

it appears in the field of view of the camera of the mobile device 106. 

… The monitoring criteria may be based on one or more of [1] light 

contrast on the image, [2] light brightness of the image, [3] positioning 

of the image, [4] dimensions, [5] tolerances, [6] character spacing, [7] 

skewing, [8] warping, [9] corner detection, and [10] MICR (magnetic 

ink character recognition) line detection, as described further herein. In 

an implementation, one or more [11] histograms may be determined 

using the image being monitored. The histograms may be used in 

conjunction with monitoring criteria, as described further herein. 

’310 Patent, 3:65-4:23 (emph. and brackets added).  

Compliance with the monitoring criteria is intended to ensure that the 

image of the check is suitable for one or more processing tasks. For 

instance, if the check is rotated 45 degrees clockwise when captured, 

the check processing module 454 or a software object operated on the 

server 322 described above may be unable to optically detect 

information on the check. 

’310 Patent, 13:60-67. 
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The ’310 Patent discloses that, once monitoring criteria are met, the digital video 

frame of the check can be captured automatically. ’310 Patent, 4:39-47, 10:42-51. 

The ’310 Patent also describes how monitoring criteria can be applied to address 

distortions of the check image in the camera, such as skewing and warping. Generally, 

skewing refers to a distortion of the image where the plane of the check is substantially 

parallel to the plane of the camera lens (i.e., the document is flat relative to the camera 

lens), but the check image is not properly oriented because it is rotated or otherwise 

misaligned (e.g., it is not horizontal). ’310 Patent, 8:24-36. Warping generally refers 

to a distortion of the image where the plane of the check is not parallel to the plane of 

the camera lens such that one portion of the check appears closer or farther (e.g., larger 

or smaller) than another portion of the check. ’310 Patent, 8:37-51. The ’310 Patent 

describes how skewing and warping can be identified and used as monitoring criteria. 

See ’310 Patent, 8:20-51. 

The ’310 Patent also describes that light brightness can be a monitoring criteria 

such that the video frame of the check must have a sufficiently high brightness value 

before it is captured for further processing. See, e.g., ’310 Patent, 9:20-22, 10:25-32, 

Fig. 5. 

Figure 3 illustrates an exemplary field of view of a camera providing an image 

230 (e.g., video frame) that includes a check image 247 on background image 250. 
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There is an edge 245 defined by the transition from the edge of the check to the 

background image. There is a feedback indicator 235 that provides feedback to the 

user on whether image 230 is meeting the monitoring criteria or not meeting the 

monitoring criteria. ’310 Patent, 7:11-52. 

 

’310 Patent, Fig. 3 (annotated). 

The ’310 Patent describes various exemplary monitoring and feedback 

operations occurring for a check image on a background image. For example, 

monitoring criteria can include edge detection, light contrast, and positioning of the 

check including comparison to predetermined dimensions, MICR line detection, light 

brightness, light contrast, etc. Feedback on proper positioning of the check and/or the 
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camera may be provided by visual (e.g., text or arrows) indicia. See ’310 Patent, 7:11-

52, Fig. 3. 

Architecture 

The ’310 Patent describes various exemplary software and hardware 

architectures and configurations for carrying out the invention. For example, Figure 6 

depicts a system flow diagram 300 illustrating a client 320 (e.g., a software object 

running on mobile device 106) that can log-in to a server in a banking system (e.g., 

depository 204, bank 130, etc.) and receive instructions that cause camera 207 to be 

controlled, that cause monitoring criteria to be applied, and that cause an image file 

315 to be transferred from camera 207 to client 320, and that cause an image file 335 

to be transferred from client 320 to bank server 322: 

 

’310 Patent, Fig. 6 (annotated), 10:57-11:60. 
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 Performance and Industry Praise 

As discussed above in Section II.B, USAA’s Deposit@Mobile® product with 

autonomous processing/auto-capture successfully implemented the invention and 

went on to receive widespread industry recognition and praise. Ex. 2004, 7-8 (¶¶ 22-

24). The autonomous processing of live video against monitoring criteria that triggers 

the auto-capture of a video frame greatly reduces the rate of failed check deposits. 

For example, the check deposit failure rate in November 2014 was reduced by more 

than 50% when the invention was implemented. See Ex. 2010 (Trial Transcript, 

inventor Michael Bueche Jr.), 9 (97:2-10). 

2. Prosecution History of the ’310 Patent 

The application leading to the ’310 Patent was filed on March 1, 2024, with 

Claims 1-30. Ex. 1033, 1-44 (’310 Patent, Cover, 22). The independent claims were 

Claims 1, 9, 18, and 26. Id.  

The ’310 Patent was subjected to a rigorous examination. The application for 

the ’310 Patent received two office actions addressing the claims on the merits. In the 

first office action dated May 10, 2024, pending Claims 1-30 were rejected based on 

U.S. Pat. No. 8,977,571 to Bueche Jr. See Ex. 1033 (FH ’310 Patent), 132-137. That 

rejection was overcome by USAA’s response filed on August 2, 2024. 
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In the second office action dated August 30, 2024, the Examiner asserted that 

the independent claims were unpatentable over U.S. Pat. No. 10,380,562 (Prasad) in 

view of U.S. Pat. No. 10,504,185 (Buentello). Ex. 1033, 178-183. The Examiner 

found that various claims including Claims 2-5, 10, 12-15, 19-22 and 27-29  were 

patentable over Prasad and Buentello, as well as the other art of record. Id., 177. The 

Examiner indicated that those claims would be allowable if rewritten into 

independent form. Ex. 1033, 177, 185. Applicant rewrote Claims 2-3, 10, 12, 14-15, 

19-20, and 27-28 into the independent claims that issued in the ’310 Patent. Id., 211. 

The Examiner issued a Notice of Allowance on September 19, 2024, which 

provided the reasons for allowance: 

The prior art does not disclose, either alone or in combination, the 

elements of the independent claims. Prasad nor Buentello disclose the 

limitations of the claims indicated as allowable subject matter 

previously. Other references disclosing the subject matter are either 

not found in the prior art by the examiner or cannot be reasonably 

combined with the existing prior art without the benefit of hindsight 

on the part of the examiner. 

Ex. 1033, 679-686. 

The ’310 Patent duly issued on December 3, 2024. ’310 Patent (cover page). 

III. LEVEL OF ORDINARY SKILL IN THE ART AND PRIORITY DATE 

Petitioner submits that a person of ordinary skill in the art (“POSITA”) 
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“would have had a bachelor’s degree in electrical engineering, computer science, 

computer engineering, or equivalent field, and at least two years of prior experience 

with (1) image capture/scanning technology, involving transferring and processing of 

image data to and at a server and (2) software application development.” Pet., 16. 

For purposes of this preliminary response, Patent Owner applies Petitioner’s 

definition of the POSITA. Patent Owner does not concede that Petitioner’s definition 

is proper. Patent Owner reserves the right to revise the definition of the level of skill 

of a POSITA in this IPR. 

For purposes of this Preliminary Response, Patent Owner agrees that the priority 

date of the ’310 Patent is at least August 21, 2009, and that the date of invention is at 

least as early as July 2008. See Ex. 1002 (Declaration of Dr. Daniel Lopresti), ¶ 87 n.6. 

IV. CLAIM CONSTRUCTION 

Petitioner submits that the claim terms can be accorded their plain and 

ordinary meaning without the need for special constructions. Pet., 15. Patent Owner 

agrees. 

For purposes of this Preliminary Response, Patent Owner submits that the 

claim terms can be interpreted according to their plain and ordinary meaning in view 

of the surrounding claim language and other intrinsic evidence. Patent Owner does 

not believe any special constructions are needed for this IPR but reserves the right to 
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propose constructions in future papers, such as in a Patent Owner Response or in 

papers submitted in district court litigation. 

V. RELEVANT LEGAL STANDARDS 

The objective standard for determining obviousness under 35 U.S.C. § 103, as 

set forth in Graham v. John Deere Co., 383 U.S. 1 (1966), requires a factual 

determination to ascertain: (1) the scope and content of the prior art; (2) the level of 

ordinary skill in the art; and (3) the differences between the claimed subject matter 

and the prior art. Based on these factual inquiries, it must then be determined, as a 

matter of law (4) whether or not the claimed subject matter as a whole would have 

been obvious to one of ordinary skill in the art at the time the alleged invention was 

made. Id. at 17. If appropriate, secondary considerations of nonobviousness, 

sometimes called “objective indicia,” should be considered, such as commercial 

success, long-felt but unsolved need, failure of others, unexpected results, copying, 

and so forth. Id. at 17. 

A finding of obviousness requires a showing that as of the date of the 

invention (a) the prior art teaches or suggests each of the limitations of the claim; (b) 

there exists an apparent reason to combine and/or modify the prior art as proposed; 

and (c) a person of ordinary skill would have a reasonable expectation of success that 

the proposed combination and/or modification of the prior art would operate for its 
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intended purpose. See KSR Int’l Co. v. Teleflex Inc., 127 S.Ct. 1727, 1741 (2007); 

Pfizer, Inc. v. Apotex, Inc., 480 F.3d 1348, 1361 (Fed. Cir. 2007); Regents of Univ. of 

California v. Broad Institute, Inc., 903 F.3d 1286, 1291 (Fed. Cir. 2018). 

VI. PETITIONER HAS FAILED TO NAME ALL REAL PARTIES IN 

INTEREST. 

“A petition filed under section 311 may be considered only if ... the petition 

[for inter partes review] identifies all real parties in interest.” Corning Optical 

Communications RF LLC v. PPC Broadband Inc., IPR2014-00440, Paper 68 (PTAB 

Aug. 18, 2015) (precedential). See 35 U.S.C. § 312(a)(2). See, e.g., Tianma 

Microelectronics Co., Ltd. v. LG Display Co., IPR2025-01579, Paper 12 (Director 

March 18, 2026) (precedential); Yangtze Memory Technologies Co., Ltd. v. Micron 

Technology, Inc., IPR2025-00098, Paper 38 (Director Jan. 15, 2026) (informative); 

Tiktok Inc. v. Cellspin Soft, Inc., IPR2024-00757, Paper 42 (Director Mar. 30, 2026) 

(burden is on petitioner to establish it has named all real parties in interest); Aylo 

Freesites Ltd. v. DISH Technologies LLC, IPR2024-00940, Paper 75 (Director Feb. 

3, 2026). 

Under Corning, a party is a real party in interest (“RPI”) if it controlled or 

could have controlled the IPR proceeding. Id., 14. In Corning, the Board found that 

the relationship between the petitioner and unnamed entity had “blurred sufficiently 

the lines of corporate separation” because there were executives serving as officers in 



 

Case IPR2026-00279 

     U.S. Pat. No. 12,159,310 

 

23 

 

the petitioner entity and in the unnamed entity. Id., 16-17. The blurring of the lines 

between the corporate entities was an additional reason the Board found the unnamed 

party to be an RPI. Id., 19. 

In the recent decision of Sun Pharmaceutical Industries, Inc. v. Biofrontera 

Inc., PGR2026-00021, Paper 12 (Director May 26, 2026), the petitioner’s failure to 

name its parent company was fatal to the petition. The Director stated: “As I 

previously explained, RPIs are not limited to entities that are actually funding and 

controlling the proceeding, but include entities that have the ability to control the 

proceeding. Id., 2-3 (citing Tianma Microelectronics Co., Ltd. v. LG Display Co., 

Ltd., IPR2025-01579, Paper 12 at 9–10 (Director Mar. 18, 2026) (precedential)). The 

Director denied the petition despite the petitioner’s submission of a declaration 

asserting that the parent company did not actually control the IPR proceeding. The 

Director stated: “Petitioner has not provided sufficient evidence that SPI Ltd., the 

corporate parent and 100% owner of SPI Inc. [petitioner], does not have the ability to 

control the proceeding. Rather, Petitioner’s declaration evidence is focused on 

whether SPI Inc. is actually funding or controlling the proceeding.” Id., 3. 
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In the instant Petition, Petitioner identifies Fifth Third Bank, N.A. as the real 

party in interest.3 Petitioner does not name its parent company Fifth Third Financial 

Corporation as an RPI. However, it is the 100% owner of Fifth Third Bank, N.A., 

and thus has the ability to control Petitioner in connection with this proceeding. Ex. 

2021 (FR-Y6 filed with Federal Reserve), 5. 

Furthermore, multiple officers hold positions in both Fifth Third Financial 

Corporation and Petitioner Fifth Third Bank, N.A. As of 2024, Timothy Spence was 

simultaneously the President and Chief Executive Officer (CEO) of Fifth Third 

Financial Corporation and the President and CEO of Petitioner Fifth Third Bank, 

N.A. Ex. 2021, 8. Kevin Lavender was simultaneously the Executive Vice President 

 
3 Petitioner Fifth Third Bank, N.A. states that “Fifth Third Bancorp is the 

indirect parent company of Fifth Third Bank, National Association.” Pet., 2. 

Petitioner does not indicate whether Fifth Third Bancorp is an RPI. This kind of half 

measure does not meet Petitioner’s obligation to identify all RPIs. Documents filed 

with the Federal Reserve indicate that Fifth Third Bancorp and Fifth Third Bank, 

N.A. share the same CEO, Chief Legal Officer, and other officers, which indicates 

that Fifth Third Bancorp should also have been identified as an RPI. See Ex. 2021, 8-

10. 
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(EVP) of commercial banking for Fifth Third Financial Corporation and the EVP of 

commercial banking for Petitioner Fifth Third Bank, N.A. Id., 9. Susan Zaunbrecher 

was simultaneously the Chief Legal Officer of Fifth Third Financial Corporation and 

the Chief Legal Officer for Petitioner Fifth Third Bank, N.A. Id., 10. There are a 

number of other corporate officers with overlapping roles in Fifth Third Financial 

Corporation and Fifth Third Bank, N.A. Id., 8-10. 

Fifth Third Financial Corporation should have been named as an RPI because, 

as the 100% owner of Petitioner, it has the ability to control this proceeding. Tianma 

Microelectronics Co., Ltd. v. LG Display Co., IPR2025-01579, Paper 12 (Director 

March 18, 2026) (precedential); Sun Pharm. Industries, Inc. v. Biofrontera Inc., 

PGR2026-00021, Paper 12 (Director May 26, 2026), 3. Furthermore, the blurring of 

the lines of corporate separation between the unnamed entity and Petitioner arising 

from sharing the same CEO, EVPs, Chief Legal Officer, and other corporate officers 

demonstrates that Fifth Third Financial Corporation should have been named as an 

RPI. Corning, IPR2014-00440, Paper 68 (PTAB Aug. 18, 2015) (precedential), 19. 

The Petition should be dismissed for failing to name Fifth Third Financial 

Corporation and Fifth Third Bancorp as RPIs. 
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VII. PETITIONER HAS NOT ESTABLISHED THAT THE MEIER 

REFERENCE OF GROUNDS 1-2 AND THE GOYAL REFERENCE OF 

GROUNDS 3-4 ARE PRIOR ART PRINTED PUBLICATIONS. 

A. Applicable Law for Printed Publications 

For a non-patent reference to constitute a prior art “printed publication” under 

35 U.S.C. § 311(b) and pre-AIA 35 U.S.C. § 102, the reference must have been 

publicly accessible to a person interested in the subject matter of the ’310 Patent as 

of its August 21, 2009 priority date. See, e.g., Acceleration Bay, LLC v. Activision 

Blizzard Inc., 908 F.3d 765, 772 (Fed. Cir. 2018). Public accessibility has been called 

the touchstone for determining whether a reference is a printed publication within the 

meaning of the Patent Statute. A reference is considered publicly accessible if it was 

“(1) disseminated or (2) otherwise made available to the extent that persons 

interested and ordinarily skilled in the subject matter or art, exercising reasonable 

diligence, can locate it.” Id. (citing In re Wyer, 655 F.2d 221, 226 (CCPA 1981)) 

(brackets added). In other words, for a reference to be a prior art printed publication 

it must have been (1) actually disseminated to a sufficient number of interested 

artisans, or (2) it was reasonably available from being indexed or catalogued or 

searchable such that interested artisans could locate the reference. 

In the case of materials allegedly shelved in a library, as is ostensibly the case 

here with Meier (Ex. 1005), public accessibility turns on whether the reference was 
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indexed, catalogued, and shelved such that an interested artisan could locate it with 

reasonable diligence before the priority date of the challenged patent. In re Cronyn, 

890 F.2d 1158, 1160-61 (Fed. Cir. 1989) (student thesis indexed by name but not 

indexed by subject or searchable by subject is not publicly accessible); In re Bayer, 

568 F.2d 1357, 1362 (CCPA 1978) (thesis not publicly accessible because the library 

had received the thesis but had not yet cataloged it or placed it on the library 

shelves). 

In In re Hall, 781 F.2d 897 (Fed. Cir. 1986), the Federal Circuit found that a 

doctoral dissertation filed in the Library of Freiburg University in Germany was a 

printed publication because there was evidence that it was indexed, catalogued, and 

shelved prior to the critical date of the invention. In Hall, the Federal Circuit relied 

on unrebutted evidence from Dr. Erich Will, the director of the Library of Freiburg 

University, that the reference was received on a date certain (November 4, 1977) and 

that, based on his extensive personal knowledge and experience in managing that 

library, the reference would have been indexed, catalogued, and shelved by 

December 1977. Id., 897-99. In concluding that the dissertation was a prior art 

printed publication, the Court relied on Dr. Will’s personal knowledge and 

experience at Freiburg University on the normal timeframe for a reference to be 

indexed, cataloged, and shelved after it was received. Id., 899. 
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The case of In re Bayer, 568 F.2d 1357, 1362 (CCPA 1978) is instructive 

because a master’s thesis was found not to be a prior art printed publication because 

there was evidence that the library had received the reference but no evidence that 

the library had “cataloged it or placed it on the library shelves in bound form” before 

the priority date of the challenged patent.  

In an IPR, the petitioner bears the burden of establishing that a reference is a 

printed publication. Nobel Biocare Servs. AG v. Instradent USA, Inc., 903 F.3d 1365, 

1375 (Fed. Cir. 2018).  

B. The Meier Reference Is Not a Prior Art Printed Publication. 

The parties stipulate that the ’310 Patent has a priority date at least back to the 

August 21, 2009 date of the application filed as Ser. No. 12/545,127. See Pet., 4-5 

(citing priority date of August 21, 2009); Ex. 1002 (Regions Bank expert declaration 

of Dr. Lopresti), ¶ 90. 

1. The Expert Declaration From Third Party Regions Bank’s 

Library Science Expert Should Be Disregarded. 

 As discussed below in Section VIII, Petitioner Fifth Third’s technical expert, 

Dr. Hart, submits an improper expert declaration (Ex. 1078) that incorporates by 

reference the opinions of a third party technical expert, Dr. Lopresti (Ex. 1002), 

without Dr. Hart presenting any opinions or analysis of his own. This improper 
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expert declaration by Dr. Hart should be disregarded in evaluating the merits of the 

Petition.  

The situation with Petitioner’s library science expert is worse: Petitioner Fifth 

Third submits a declaration from June Ann Munford (Ex. 1062) that sets forth 

opinions on behalf of third party Regions Bank. Ex. 1062 (Munford Decl.), ¶ 2 (“I 

have been retained on behalf of Regions Bank to provide assistance” and “understand 

that my Declaration will be submitted in the following Inter Partes Review 

Proceedings … IPR2025-01326 [and] IPR2025-01356.”) (emph. added). 

Petitioner Fifth Third does not submit a declaration from its own library 

science expert. Ms. Munford’s declaration was—by its very words—giving opinions 

on behalf of Regions Bank, not Fifth Third. Ms. Munford never submitted a 

declaration on behalf of Fifth Third. Even if Ms. Munford was later engaged by Fifth 

Third, it does not ex post facto transform her declaration for Regions Bank in 

IPR2025-01326 into a declaration for Fifth Third in this IPR2026-00279. 

Ms. Munford’s declaration should thus be disregarded in evaluating the public 

accessibility of the Meier (Ex. 1005) and the Goyal (Ex. 1008) references. 

Accordingly, each of Grounds 1-4 fails because the Petition itself provides no 

analysis or explanation on how the references allegedly constitute prior art printed 
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publications that were publicly accessible before the August 21, 2009 priority date of 

the ’310 Patent. See Pet., 6. 

2. The Petition’s Assertion of Public Accessibility By Merely  

Incorporating by Reference the Declaration of the Library 

Science Expert Is Insufficient. 

Meier (Ex. 1005) is a non-patent reference entitled “Professional Android 

Application Development.” Petitioner relies on the declaration of June Ann Munford 

in asserting that Meier was publicly available on June 25, 2008. Pet., 6. The Petition 

provides no reasoning or explanation as to how the evidence submitted by Ms. 

Munford establishes Meier was publicly available before the August 21, 2009 

priority date of the ’310 Patent. Petitioner only states: “As the Declaration of June 

Munford details, Meier was publicly available as of June 25, 2008.” Id. Petitioner’s 

assertion is an impermissible incorporation by reference argument because the 

Petition refers to the expert declaration without providing any reasoning or 

explanation and without a single pinpoint citation.  

Cisco Systems, Inc. v. C-Cation Technologies, LLC, IPR2014-00454, Paper 13 

(PTAB Aug. 29, 2014) (informative), 8, is particularly on point. In Cisco, the Board 

admonished the petitioner for citing large portions of the expert declaration “without 

sufficient explanation of those portions, [which] amounts to incorporation by 

reference.” The Board stated that “the Petition includes citations to the Declaration to 
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support conclusory statements for which the Petition does not otherwise provide an 

argument or explanation.” Id, 9. The Board stated: “This practice of citing the 

Declaration to support conclusory statements that are not otherwise supported in the 

Petition also amounts to incorporation by reference.” Id. Ultimately, the Board 

denied institution because “we will not consider arguments that are not made in the 

Petition, but are instead incorporated by reference to the cited paragraphs and claim 

charts of [the expert’s] Declaration.” Id., 10. 

The facts for this IPR are far worse than Cisco, where the petitioner at least 

cited portions of the expert declaration. Here, Fifth Third cites to Ms. Munford’s 

declaration in its entirety without identifying any specific testimony and without 

providing any explanation or reasoning. As in Cisco, the expert declaration should 

not be considered, and the Petition should be denied. 

The kind of incorporation-by-reference argument made by Fifth Third is 

regularly rejected by courts and the Office, and it should be rejected here. Parus 

Holdings, Inc. v. Google LLC, 70 F.4th 1365, 1370-71 (Fed. Cir. 2023) (refusal to 

consider arguments incorporated by reference from declarations); General Access 

Solutions, Ltd. v. Sprint Spectrum L.P., 811 F. App’x 654, 657–58 (Fed. Cir. 2020). 

See 3M Co. v. Evergreen Adhesives, Inc., 860 Fed.App’x 724, 725-727 (Fed. Cir. 

2021) (The Office is not to be forced to “play archeologist with the record” because 
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of incorporation by reference); Microsoft Corp. v. DataTern, Inc., 755 F.3d 899, 910 

(Fed. Cir. 2014) (rejecting incorporation by reference as “fundamentally unfair”). 

See 37 C.F.R. § 42.6(a)(3) (“Arguments must not be incorporated by reference from 

one document into another document.”). 

The Director should deny institution because the Petition fails to provide any 

reasoning or explanation demonstrating that Meier was publicly accessible before the 

priority date. 

3. The Expert Declaration of June Ann Munford Fails to 

Establish Meier is a Prior Art Printed Publication. 

Even if it is considered (it should not be), the Munford declaration (Ex. 1062) 

does not establish that Meier was shelved or otherwise publicly accessible before the 

August 21, 2009 priority date of the ’310 Patent. 

Public accessibility can be established from either (1) the reference being 

actually disseminated to a sufficient number on relevant artisans, or (2) the reference 

being indexed, cataloged, or otherwise searchable so that a relevant artisan could 

locate the reference exercising reasonable diligence. Acceleration Bay, 908 F.3d at 

772.  

The Munford declaration does not assert that Meier is publicly accessible from 

actual dissemination. Rather, the Meier declaration asserts that public availability of 

Meier is established by the MARC (Machine-Readable Cataloging) record allegedly 
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created by the University of Michigan. Ex. 1062, Appendix MEIER01, 29-32. 

Specifically, Ms. Munford relies on characters 00-05 of the 008 field in the MARC 

code, which is: 

 

Id., 31. Ms. Munford asserts, and Patent Owner does not dispute, that 080625 in 

positions 00-05 of the 008 field means June 25, 2008.  

However, it is well known in the field of library science that the 008 field of a 

MARC code is the date the digital MARC record was created. The 008 field does not 

indicate when the associated reference was received, or even whether it was received 

as of that date. Most importantly, the 008 field does not indicate the date the 

reference was shelved and made available to the public. See Ex. 2015 (Library of 

Congress MARC format), 43 (p. 35) (Character positions 00-05 of the 008 field are a 

“[c]omputer-generated, six-character numeric string that indicates the date the 

MARC record was created. Recorded in the pattern yymmdd.”) (emph. added). At 

bottom, the 008 field indicates when the library started creating the electronic MARC 

record for a work, not when the work was shelved and publicly available, or even 

when that work was received by the library since it is common for libraries to create 

MARC records before a work is received, as discussed further below. 
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The Library of Congress User Manual (2007) shows that characters 00-05 of 

the 008 field indicate the date of the MARC record creation: 

 

Ex. 2020 (Library of Congress MARC User Manual), 9. 

Ms. Munford agrees that libraries follow the MARC coding standards 

specified by the Library of Congress. See Ex. 2014 (Dep. Munford, Jul. 12, 2023), 

31:18-19, 81:7-21. Ms. Munford’s prior sworn testimony is that the 008 field is, at 

most, the date the MARC record was created—not the date a book was received, let 

alone the date a book was shelved and made available to the public. In prior 

testimony, Ms. Munford admitted that the 008 field is automatically generated when 

the MARC record is created; that creation of the MARC record may merely reflect a 

library’s “statement of intent to include” a reference in its collection; that a MARC 

record for a book can be created before the library physically has the book; and that 

the 008 date is not the date of actual acquisition of the book. Ex. 2013 (Dep. of 

June Ann Munford, Feb. 20, 2025), 23:3-8, 25:2-5. Ex. 2014 (Dep. of June Ann 

Munford, Jul. 12, 2023), 19:2-7, 20:1-10, 20:23-21:21. Thus, Ms. Munford’s 
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assertion in this declaration (Ex. 1062) that the MARC code establishes public 

accessibility as of the date in the 008 field is flatly contradicted by her prior 

testimony. 

In fact, Ms. Munford has no direct evidence as to when Meier was publicly 

accessible at the University of Michigan, nor any facts or data upon which to 

conclude when it would have been publicly accessible. See MEIER01-02 (University 

of Michigan records for Meier). Ms. Munford’s assertion that “[t]he 008 field 

accurately indicates the date of an item’s public accessibility” is incorrect. Munford 

Decl., ¶ 8 (p. 6) (emph added).4 The assertion conflicts with her prior deposition 

testimony that the 008 field indicates the date of record creation, not the date a 

reference was acquired by a library, let alone a date the reference was shelved and 

made available to the public. The assertion even contradicts her statements elsewhere 

in the declaration, namely, the correct observation that “the 008 field of the MARC 

record indicates the date of first creation [of the MARC record] for that particular 

 
4 In a case like this, accuracy is paramount in assessing whether a reference 

was publicly accessible before the priority date of the patent. Meier has a copyright 

date of 2009, which means it may have been published on December 31, 2009, well 

after the August 21, 2009 priority date of the ’310 Patent.  
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library.” Id., ¶ 11 (p. 7) (emph. added.). See Ex. 2015 (Library of Congress MARC 

format), 43 (p. 35) (field 008 positions 00-005 are “the date the MARC record was 

created”).  

Accordingly, the assertion that “[t]he 008 field accurately indicates the date of 

an item’s public accessibility” contradicts (1) Ms. Munford’s testimony elsewhere in 

this declaration; (2) Ms. Munford’s prior deposition testimony in other IPRs; and (3) 

the Library of Congress protocols for MARC coding that Ms. Munford 

acknowledges are the standard.  

Moreover, the assertion is entitled to no weight because it is not supported by 

any cited facts or data. 37 C.F.R. § 42.65(a) (“Expert testimony that does not disclose 

the underlying facts or data on which the opinion is based is entitled to little or no 

weight”); Fed. R. Evid. 702(b). For example, Ms. Munford does not provide any 

information on the average timelines for cataloging and for shelving at the University 

of Michigan or any other library she references in Appendices MEIER01-03. 

Indeed, it is indisputable fact that the MARC record dated June 25, 2008 in 

MEIER01 (University of Michigan) was created before that library had possession of 

Meier. This is because the Meier book has a copyright date of 2009, which is before 

the June 25, 2008 creation date of the MARC record: 
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Ex. 1062 (Munford Decl.), 44 (annotated). See Ex. 1005 (Meier), (page 11 of pdf). 

The 2009 copyright date is further confirmed because the 008 field in the digital 

MARC record cited by Ms. Munford indicates an expected publication date of 2009 

at character positions 07-10. See Ex. 1062 (Munford Decl.), 31 (citing 008 field of 

080625s2009); Ex. 2015 (MARC definitions), at 43-44 (pp. 35-36) (characters 07-

10). This establishes that the MARC coding for the Meier reference was entered on 

June 25, 2008, before the University of Michigan had possession of the Meier 

reference. Thus, the MARC record date of June 25, 2008 cannot possibly indicate the 

date of public accessibility. 

Notably, Ms. Munford’s declaration fails to acknowledge that it is common 

practice for libraries to perform MARC coding for a work before it is purchased and 

acquired—which is exactly the case with Meier. Ms. Munford has testified in prior 

IPRs that it is common for libraries to create MARC records before the library 

physically possesses a book. Ex. 2013-2014 (prior citations). This is well known in 

the field of library science. For example, the Library of Congress facilitates the 
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creation of MARC records before publication through its CIP (“Cataloging In 

Publication”) program, where “a bibliographic record prepared by the Library of 

Congress for a book that has not yet been published” is distributed. Ex. 2017-2018. 

As was the case with Meier, libraries commonly create or import MARC files at the 

ordering stage before receipt of the work, meaning that the MARC coding does not 

provide any indication of when a work was actually received, shelved, and made 

publicly available. Ex. 2019 (OCLC importing MARC files). 

Accordingly, Ms. Munford’s assertion that Meier was “publicly accessible on 

… June 25, 2008” is wrong. Munford Decl., ¶ 14 (p. 8). The undisputable facts of 

record establish that the University of Michigan was not in possession of Meier at the 

time the MARC record was created on June 25, 2008. This expert has not established 

that Meier was publicly accessible prior to August 21, 2009. Indeed, Petitioner and 

its expert have not established any date by which Meier was publicly accessible at 

the University of Michigan.  

In paragraph 18, Ms. Munford asserts: “Considering this information, it is my 

determination that Professional Android Application Development was made 

available to the public shortly after its initial acquisition as of June 25, 2008.” 

Munford Decl., ¶ 18 (p. 10) (emph. added). Again, this cannot be true because the 

University of Michigan did not possess Meier on that date, as explained above. Thus, 
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Ms. Munford’s assertion that Meier was “acqui[red]” and “made available to the 

public” on June 25, 2008—before it was even published—is incorrect based on the 

undisputable facts provided in Ms. Munford’s own declaration.  

Further, Ms. Munford’s conclusory assertion that Meier “was made available 

to the public shortly” after the MARC coding on June 25, 2008, is not based on any 

evidence, such as personal knowledge or underlying facts and data. See 37 C.F.R. § 

42.65(a); Fed. R. Evid. 702(b). Ms. Munford does not provide any evidence that she 

was familiar with the practices and timeframes for MARC coding and the shelving of 

books at the University of Michigan or any of the other universities she references in 

MEIER01-MEIER03, or that she relies on any data on those practices and 

timeframes. This lack of evidentiary support is fatal to Ms. Munford’s opinion on 

public accessibility. 

In In re Hall, the librarian had personal knowledge and experience at Freiburg 

University as to how long it would take for a reference to be indexed, cataloged, and 

shelved after it was received. Here, Ms. Munford has no personal knowledge or other 

facts or data on those practices, and thus her conclusory opinion is not valid. 781 

F.2d 897, 899 (Fed. Cir. 1986); Fed. R. Evid. 702(b). 

The only evidence provided by Ms. Munford on the timing of making a 

reference available is: “Based on my experience, a library should make issues of 
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periodicals available to the public within at least six months of the issue’s date.” 

Munford Decl., ¶ 12 (p. 7). Assuming, arguendo, Meier was published in December 

2009 per its copyright date (see Autoquip, Inc. v. Graco Minnesota Inc., IPR2013-

00452, Paper 17 (PTAB Jan. 14, 2015), 16), Meier would have been available by 

about June 2010, if Ms. Munford’s rule of thumb is applied. That date is consistent 

with the first checkout date of Meier by a library patron on October 21, 2010: 
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Munford Decl., 478 (copy of Meier submitted as Appendix MEIER02). Thus, 

applying Ms. Munford’s rule of thumb, Meier could have been publicly available in 

June 2010, which is well after the August 2009 priority date of the ’310 Patent.  

There is yet another fundamental defect with the Munford declaration: it never 

explains how a relevant artisan would have gone about locating Meier. Would Meier 

have been placed on a library shelf? Ms. Munford does not address that question. See 

Ex. 1062. How would a person at the library have located Meier if it was on a library 

shelf? Ms. Munford does not address that question either. Id. The Petition, too, fails 

to provide this basic information. See Pet., 6. The failure to provide any explanation 

or evidence on how an interested artisan would have located Meier at the University 

of Michigan is an independent basis for finding that Petitioner has failed to establish 

that Meier was a publicly available prior art printed publication.  

Because Petitioner and its expert have not established that Meier was publicly 

accessible before the August 21, 2009 priority date of the ’310 Patent (Nobel 

Biocare, 903 F.3d at 1375), Grounds 1-2 of the Petition fail. 

4. The Duplicative MARC Records From Other Libraries Do 

Not Establish Meier To Be A Prior Art Printed Publication. 

Ms. Munford also provides as Appendix MEIER03 the MARC records from 

fifteen other universities. They all have the very same 008 field creation date of June 

25, 2008. It is virtually impossible that librarians at each of fifteen universities spread 
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across the country independently created MARC records for Meier on the same day. 

See Munford Decl., ¶ 19 (p. 10); Appendix MEIER03, see, e.g., (“Collection of 

MARC records from various libraries”), 481 (first library), 484 (City University of 

New York), 486 (D’Azzo Research Library), 489 (Washington Univ.), 492 (Milner 

Library), 495 (Illinois Univ.), 498 (Lehman College), 502 (NC State), 504 (Texas 

A&M), 506-509 (Univ. of Houston), 512 (Univ. of Texas), 515 (Univ. West Fla.), 

518-522 (West North Carolina) (each having a 008 field date of 080625 and a 

publication date of 2009).5  

The fact that MARC records at fifteen universities each have the same 008 

field creation date demonstrates that June 25, 2008 is not the date when Meier was 

publicly accessible. 

Additionally, these other MARC records have the same deficiency as the one 

for the University of Michigan. The June 25, 2008 dates indicate a date of record 

creation, not the date Meier was acquired or the date Meier that was shelved and 

 
5 The only possible inference from fifteen libraries having the same MARC 

record creation date of June 25, 2008 is that these records were created prior to 

publication and were shared amongst libraries. See Exs. 2017-2019 (pre-publication 

MARC records created and distributed by Library of Congress). 
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made available to patrons. In light of Meier’s 2009 copyright date, the June 25, 2008 

date establishes that the MARC record was created before Meier was in the 

possession of each of these libraries. Once again, the library science expert has no 

personal knowledge, and does not profess to have any personal knowledge, on the 

MARC coding and shelving practices and timelines for any of these universities. Ms. 

Munford has no facts or data upon which to provide an opinion on when Meier 

would have been shelved and publicly accessible for any of these universities. 

Grounds 1-2 fail because Meier is not established to be a prior art printed 

publication. 

5. There Is No Evidence From a Technical Expert in the Field of 

the ’310 Patent That An Interested Artisan Could Have 

Reasonably Located Meier. 

The burden is on Petitioner to establish that a skilled artisan interested in the 

subject matter of the ’310 Patent could have located Meier exercising reasonable 

diligence. Acceleration Bay, 908 F.3d at 772. Petitioner and its expert provide no 

evidence on this point. 

 There is no evidence of record that a POSITA with “prior experience with (1) 

image capture/scanning technology, and involving transferring and processing of 

image data to and at a server and (2) software application development” (Pet., 16) 

could reasonably locate Meier. Librarian expert June Munford provides no such 
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evidence, nor could she, because she has no background or experience in the field. 

Petitioner’s technical expert, Dr. John Hart, gives no such opinion. See Ex. 1078. 

Third party Regions Bank’s technical expert, Dr. Lopresti (see Ex. 1002), provides 

no evidence on this point. Thus, there is no evidence that a relevant POSITA could 

locate Meier exercising reasonable diligence before the priority date of the ’310 

Patent. 

C. The Goyal Reference Is Not a Prior Art Printed Publication. 

Ms. Munford asserts that Goyal was “publicly available on … June 14, 2006.” 

Munford Decl., ¶ 14 (p. 8). This is based on a MARC record from the University of 

Texas having a value of 060614 in the 008 field. See Munford Appendix GOYAL01, 

526 (008 field is 060614s2006). As with Meier, those digits reflect the date of 

MARC record creation, not when Goyal was shelved and publicly available. 

As with Meier, Ms. Munford has no facts or data upon which to conclude 

when Goyal was publicly accessible, nor does she detail any personal experience 

with the cataloging and shelving procedures and timelines at the University of Texas. 

As with Meier, Petitioner and Ms. Munford do not establish any date by which 

Goyal was shelved and available to the public. 

Further, as with Meier, the Petitioner, the library science expert Ms. Munford, 

and the technical experts (Dr. Lopresti, Regions Bank’s technical expert, and Dr. 
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Hart, Fifth Third’s technical expert) provide no evidence that a POSITA interested in 

the subject matter of the ’310 Patent could locate Goyal exercising reasonable 

diligence. No evidence is provided that a POSITA interested in digital check image 

analysis and mobile application development could have reasonably located Goyal. 

As with Meier, the library science expert provides no explanation or evidence 

on how Goyal would have been available. There is no evidence that it would have 

been shelved. If shelved, there is no evidence as to how it would have been located 

by a relevant artisan at a library. 

Accordingly, Petitioner has not established that Goyal is a prior art printed 

publication. This is fatal to Grounds 3-4 of the Petition. 

VIII. PETITIONER FIFTH THIRD HAS NO PERMISSIBLE EXPERT 

DECLARATION TESTIMONY UPON WHICH TO BASE 

INSTITUTION 

Institution should be denied because Petitioner has no admissible expert 

declaration upon which to support the attorney argument in the Petition. Petitioner’s 

technical expert, Dr. Hart, submits an expert declaration (Ex. 1078, “Hart Decl.”) that 

merely incorporates by reference the opinions set forth in a declaration from a 

different expert, Dr. Lopresti, submitted by a different petitioner, Regions Bank, in 

IPR2025-01326 (see Ex. 1002). 

The entirety of Dr. Hart’s opinion on the ’310 Patent is: 



 

Case IPR2026-00279 

     U.S. Pat. No. 12,159,310 

 

46 

 

 

Hart Decl., 8, ¶ 17. 

As such, Dr. Hart’s declaration is not a stand-alone declaration upon which 

institution can be based. Fifth Third’s expert Dr. Hart does not submit any 

independent opinion of his own. Instead, his opinion, such as it is, is a one-sentence 

incorporation by reference of the opinions set forth in the 229-page declaration of Dr. 

Lopresti. A one-sentence incorporation by reference is not expert testimony; instead, 

it is an attempt to import a different witness’s opinions into this proceeding without 

presenting them as Fifth Third’s expert’s own sworn analysis. Indeed, Fifth Third’s 

expert’s declaration is entitled to no weight. “Expert testimony that does not disclose 

the underlying facts or data on which the opinion is based is entitled to little or no 

weight.” 37 C.F.R. § 42.65(a). See Xerox Corp. v. Bytemark, Inc., IPR2022-00624, 

Paper 9 (Director Feb. 10, 2023 (prec.), 5.  

Fifth Third’s request that the Director treat Dr. Lopresti’s 229-page declaration 

as if it were Dr. Hart’s testimony, without requiring Dr. Hart to identify the opinions 

he actually holds, the facts he considered, and any independent reasoning he applied, 
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should be rejected. That is precisely the type of incorporation-by-reference practice 

that is regularly rejected by courts and the Office. Parus Holdings, Inc. v. Google 

LLC, 70 F.4th 1365, 1370-71 (Fed. Cir. 2023) (refusal to consider arguments 

incorporated by reference from declarations); General Access Solutions, Ltd. v. 

Sprint Spectrum L.P., 811 F. App’x 654, 657–58 (Fed. Cir. 2020). See 3M Co. v. 

Evergreen Adhesives, Inc., 860 Fed.App’x 724, 725-727 (Fed. Cir. 2021) (The Board 

is not to be forced to “play archeologist with the record” because of incorporation by 

reference); Microsoft Corp. v. DataTern, Inc., 755 F.3d 899, 910 (Fed. Cir. 2014) 

(rejecting incorporation by reference as “fundamentally unfair”). See 37 C.F.R. § 

42.6(a)(3) (“Arguments must not be incorporated by reference from one document 

into another document.”) 

Further, this IPR2026-00279 requested by Fifth Third is not in a joinder 

posture because IPR2025-01326 initiated by Regions Bank was terminated. 

Accordingly, Fifth Third’s Petition in this IPR and its expert’s Dr. Hart’s 

declaration—standing on their own—must demonstrate that institution is warranted. 

That is not possible when Fifth Third’s expert provided no opinions of his own. 

As for the declaration of Dr. Lopresti,  he was—by his very words—giving 

opinions on behalf of Regions Bank, not Fifth Third, and thus his declaration does 

not support institution in this IPR2026-00279. Dr. Lopresti never submitted a 
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declaration on behalf of Fifth Third. Even if Dr. Lopresti was later engaged by Fifth 

Third, it does not ex post facto transform his declaration for Regions Bank in 

IPR2025-01326 into a declaration for Fifth Third to cure the Petition for this 

IPR2026-00279.  

Petitioner cannot carry its burden by importing sponsored expert testimony 

from a different IPR and offering it for the truth of the opinions stated therein. The 

Lopresti declaration was not prepared for IPR2026-00279, the declarant has not been 

offered as Petitioner’s witness in this proceeding, and Patent Owner has no routine 

right to cross-examine him under 37 C.F.R. § 42.51(b)(1)(ii). The Board has 

excluded such evidence as hearsay where, as here, the proponent relies on testimony 

from another IPR to prove the truth of the matter asserted. Unified Patents Inc. v. 

Sound View Innovations, LLC, IPR2018-00599, Paper 50, at 50–51 (PTAB Sept. 9, 

2019). The declaration of Dr. Lopresti from IPR2025-01326 should be excluded and 

assigned no weight for this IPR. 

For the above reasons, the declarations of Dr. Lopresti and Dr. Hart should not 

be considered in evaluating the merits for institution. As such, the unsupported 

attorney argument in the Petition does not establish a basis for subjecting the ’310 

Patent to trial. 
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IX. THE CHALLENGED CLAIMS ARE NOT UNPATENTABLE BASED 

ON GARCIA, LUO, MEIER, AND COHEN (GROUND 1) 

The Petition fails to show that the claims are obvious based on Ground 1 

because the references fail to meet one or more limitations of the Challenged Claims. 

Ground 1 asserts obviousness of Claims 1-3, 5-6, 8-12, and 14-16 based on 

Garcia (Ex. 1003), Luo (Ex. 1004), Meier (Ex. 1005), and Cohen (Ex. 1006). Pet., 7, 

25, et seq. 

A. The Combination Fails to Teach A Method For “Mobile Check 

Deposit Auto-Capture Functionality Via Video Frame Processing” (1-

Pre). 

Petitioner treats the preamble reciting “[a] method enabling mobile check 

deposit auto-capture functionality via video frame processing” as limiting. Patent 

Owner agrees. However, the references relied upon for the preamble, Luo and Meier, 

do not teach or suggest auto-capture using “video frame processing” as claimed. See 

Pet., 37-40. 

First, the Petition relies on Luo as teaching “video frame processing.” Pet., 38. 

Luo generally discloses using a mobile device to capture a still image of a document 

such as a business card by using “reference lines” to ensure the image is properly 

aligned before the image is captured. Luo, Abstract, 3-7, Figs. 3-5. The goal is to 

prevent “projective deformation” (also known as warping) where the object plane for 
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the image of the document is not parallel to the image plane of the camera lens. Luo, 

4-5, Figs. 3-5. 

Figure 2 of Luo depicts the use of reference lines 135 to align the image of the 

document 205 within the preview window: 

 

Luo, Fig. 2. 

Luo uses a live preview/viewfinder only as an alignment aid for taking a still 

photograph. It does not teach capturing video frames from a live video stream, nor 

processing a sequence of video frames as claimed. 

Luo states that the preview window can display a moving image in front of the 

image sensor. Luo discloses that an image is captured “when the user activates a 

shutter, timer, or other capture trigger.” This establishes that what is captured is a 

still image, not a video frame of live video as claimed. 
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Further, Luo discloses that the device operates in three modes: (1) “standard 

still image mode,” (2) “video mode,” and (3) the “document capture mode.” Luo, 3.6 

The Petition relies on Luo’s “document capture mode” as allegedly teaching parts of 

the challenged claims. But in the document capture mode, Luo’s mobile device is not 

performing “video frame processing” as claimed. The disclosure that Luo’s 

“document capture mode” is separate from the “video mode” confirms this 

distinction. Accordingly, in the document capture mode relied by the Petition, Luo is 

processing still images, not processing video frames of live video as claimed in the 

preamble and limitations 1(e)-(g). 

This is evident throughout Luo. Luo describes the invention as a “system for 

capturing images.” Luo, 2. Luo describes that a “preview image,” i.e., a still image, is 

displayed in the viewfinder and can be captured. Luo, 4 (“preview image displayed 

in the window 125”), 6 (“capture the selected image”). Luo states that “the system 

100 can automatically capture the selected image” (Luo, 6), i.e., a still image. Luo 

states that the preview image is an “instantaneous image,” i.e., a still image captured 

at a moment in time—not a video frame from live video as claimed. Indeed, Luo 

 
6 Luo (Ex. 1004) is not bate-stamped by Petitioner. Accordingly, Patent Owner 

is citing to the native page numbers at the top of Luo. 
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explains the benefit of the invention in reducing projective deformation makes it 

“more likely to perform an accelerated image capture process” (Luo, 7), i.e., the 

capture of a still image. 

Luo discloses the use case as taking images of business cards. Luo discloses 

that users can take pictures of business cards using digital cameras in mobile phones 

and then perform OCR on the digital images. Luo repeatedly focuses on capturing a 

high-quality document image with sufficient resolution to perform OCR. The 

problem addressed (“projective distortion”) is directed to a still image, not video 

frames from a live video stream as claimed. 

Thus, a POSITA would understand Luo as performing the preview and capture 

of still images, not performing “video frame processing” of live video per limitation 

1[pre] and limitations 1(e)-(g). 

Petitioner’s back-up argument relies on Meier for the claimed “video frame 

processing.” Pet., 39-40. Specifically, the Petition alleges that Meier (Ex. 1005) 

teaches using a mobile device to “display and process video frames from a camera.” 

Pet., 39. However, Meier does not teach “video frame processing,” as claimed. Meier 

at most teaches a POSITA to “use the camera to [a] capture images and [b] preview 

and capture live video.” Meier, 315 (brackets added). First, “captur[ing] images,” 

i.e., the capture of a still image photo, does not teach “video frame processing” of 
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“live video” per limitations 1(pre) and 1(e)-(g). Second, the “preview and capture” of 

“live video” means at most that live video is previewed and that a segment of live 

video can be captured (e.g., a 30 second clip of the user’s child playing with her new 

puppy). The capture of a clip of video does not meet the “video frame processing” of 

“live video” required by limitations 1(pre) and 1(e)-(g). 

Similarly, Petitioner refers to the disclosure in Meier (at 315) of providing 

“[a]ccess to the device camera for [a] taking pictures and [b] previewing video.” Pet., 

39 (brackets added). At most, that teaches [a] taking still image pictures and [b] 

previewing video, not “video frame processing” of “live video” as claimed. Likewise, 

the Petitioner refers to Meier’s reference (at 320) that “[a]ccess to the camera’s 

streaming video means that you can incorporate live video into your application . . . 

The camera preview can be displayed in real time onto a Surface.” Pet., 39-40. That, 

at most, teaches including live video in an application, not “video frame processing” 

of “live video” as claimed. 

The Petition refers to Meier’s statement (at 320) that “early Android 

applications have used this functionality [previewing live video] as the basis for 

augmenting reality.” Pet., 40. At most, this refers to previewing live video and 

potentially incorporating live video into augmented reality applications, not the 

claimed “video frame processing” of “live video.” 
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Other passages of Meier confirm Patent Owner’s position. For example, in the 

Summary section of Chapter 10 “Accessing Android Hardware,” Meier summarizes 

what was taught: “You were introduced to the Camera APIs that can be used to 

change camera settings, initiate live camera previews, and take photos.” Meier, 

351 (emph. added). This confirms that Meier only teaches APIs for taking pictures 

(still images) and previewing live video, not performing “video frame processing” of 

“live video” as claimed. 

Meier, entitled “Professional Android Application Development,” is a manual 

exceeding four hundred pages used by software developers to code software 

applications for mobile devices. If there were APIs in Meier providing for processing 

individual video frames (“video frame processing” of “live video”), they would have 

surely been called out in the manual. But that functionality is not called out. 

There is separate evidence that the Android 1.0 version of Meier does not 

provide the capability for video frame processing of live video. In the trial testimony 

of Michael Bueche, Jr., inventor of the ’310 Patent, he explained that such early 

versions of Android did not support the accessing and processing of live video 

frames. Starting in 2008, USAA had to meet with Google (provider of Android) and 

Apple (provider of iOS) on multiple occasions to get them to provide software access 

to the live video camera streams in order to enable effective implementation of auto-
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capture. Ex. 2010 (unrebutted trial testimony of Michael P. Bueche, Jr.), 16 

(transcript page 108:1-9) (“Well -- well, first of all, in 2009, when we conceived this 

idea – I’m sorry, 2008, when we conceived this idea, the ability to monitor a live 

video stream didn’t actually exist. We went and met on multiple occasions with both 

Apple and Google, who provide those platforms, asking them to provide this 

capability so that we could build it as described in the patent. And it didn’t take -- we 

didn’t get it, unfortunately, until the 2011/2012 time frame.”). 

That testimony confirms that Meier does not teach the claimed “video frame 

processing” of “live video.” 

B. The Combination Fails to Teach “Determining That a Video Frame 

of the Live Video of the Check Satisfies the At Least One Monitoring 

Criterion and Then Automatically Capturing the Video Frame” of 

Limitation 1(f). 

Limitation 1(f) provides for “determining that a video frame of the live video 

of the check satisfies the at least one monitoring criterion and then automatically 

capturing the video frame.” 

Petitioner relies on Luo for limitation 1(f). See Pet., 47-48. As discussed 

above, Luo does not disclose generating a live video or analyzing video frames of 

live video, and similarly does not disclose automatically capturing video frames from 

a live video feed. See Luo, 4, 6, Cl. 1, Cl. 10. Instead, Luo discloses previewing and 

capturing still images. 
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C. The Combination Fails to Teach Limitation 1(a) for “A Memory 

Storing a Software Abstraction Layer … to Control Check Deposit by 

Controlling the Camera through the Software Abstraction Layer.” 

Limitation 1(a) recites “a memory storing a software abstraction layer for 

controlling the camera … to control check deposit by controlling the camera through 

the software abstraction layer.” 

Petitioner relies on Garcia and Meier for limitation 1(a). Pet., 40-42. For the 

specific limitation of the downloaded software application “controlling the camera 

through the software abstraction layer” stored in memory, Petitioner relies on Meier. 

Pet., 41-42.  

Petitioner points to Meier’s reference to APIs. But Petitioner does not establish 

that Meier discloses a software application controlling the camera “through the 

software abstraction layer,” as claimed. Petitioner cites Meier at 315 and 319, but 

those sections do not refer to a software abstraction layer. 

Although it is far from clear, Petitioner might be suggesting that a software 

abstraction layer is inherent in an API: “Meier further teaches that such an 

application can use an API (software abstraction layer) of the mobile device to 

‘access camera hardware’ ….” Pet., 41. But the Petitioner makes no showing that the 

existence of an API inherently means that there is a software abstraction layer. Pet., 

41-42. Petitioner has not established that it is inherent that an application on the 
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mobile device is “controlling the camera through [a] software abstraction layer” per 

limitation 1[a]. Par Pharm. v. TWI Pharm., Inc., 773 F.3d 1186, 1194-1996 (Fed. 

Cir. 2014) (inherency cannot supply a missing limitation in an obviousness analysis 

if the limitation at issue is not necessarily present in the prior art). See Rosco, Inc. v. 

Mirror Lite Co., 304 F.3d 1373, 1380 (Fed. Cir. 2002) (the doctrine of inherency 

requires that “the missing element ‘is necessarily present in the thing described in the 

reference, and that it would be so recognized by persons of ordinary skill.’”); 

Continental Can Co. v. Monsanto Co., 948 F.2d 1264, 1268-1269 (Fed. Cir. 1991) 

(when a claim limitation is not explicitly set forth in a reference, evidence “must 

make clear that the missing descriptive matter is necessarily present in the thing 

described in the reference . . .”). 

The Petition should be denied because it fails to establish limitation 1(a) of 

Claim 1. 

D. The Combination Fails to Teach Limitation 1(k) for “Processing the 

Digital Image of the Check … Including Receiving an Indication of a 

Result of the Processing Before Confirming that the Mobile Check 

Deposit Can Go Forward.”  

Limitation 1(k) provides for “processing the digital image of the check 

including [1] performing optical character recognition on the check in the digital 

image and [2] verifying that the digital image of the check is acceptable for mobile 

check deposit, wherein the app, when downloaded and executed by the user’s mobile 
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device, is configured to cause the user’s mobile device to perform additional 

operations including [3] receiving an indication of a result of the processing before 

confirming that the mobile check deposit can go forward.” ’310 Patent, Cl. 1 

(brackets added). 

Petitioner relies on the remote merchant system in Cohen (Ex. 1006) as 

allegedly teaching limitation 1(k)(3) for the mobile device “receiving an indication 

of a result of the processing before confirming that the mobile check deposit can go 

forward.” Pet., 55-56. Cohen does not involve mobile devices. Instead, Cohen 

discloses a remote merchant system for performing “local on-site” check processing 

in batch mode using scanner devices and a personal computer to perform OCR and 

parsing of MICR line data. Cohen, [0017], [0018]-[0022], Figs. 1-2. The purpose of 

Cohen is to provide a merchant-side check processing system that circumvents the 

Bank of First Deposit (BoFD) to allow the submission of the check directly to a 

branch of the Federal Reserve. Cohen, Abstract, [0018]. 
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Cohen, Fig. 1 (annotated). Cohen’s merchant system relies on “DirectFed” client 

software running on the PC. Cohen, [0020]. 

Regarding limitation 1(k)(3) for “receiving an indication of a result of the 

processing before confirming,” Petitioner admits that Cohen does not teach the 

limitation. Instead, Petitioner argues that “[t]he user’s device would need to receive 

an indication of the result of the processing.” Pet., 58 (emph. added; original italics). 

No citation to Cohen is provided for this limitation.  

Instead, the Petitioner engages in improper gap-filling using the expert to 

supply a missing limitation 1(k)(3). Pet., 55-56 (citing to Ex. 1002, Lopresti 

declaration, ¶¶ 250-51). Using an expert to supply a missing limitation is 
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impermissible under the Office’s “Enforcement and Non-Waiver of 37 C.F.R. § 

42.104(B(4) and Permissible Uses of General Knowledge in Inter Partes Reviews” 

(July 31, 2025). In that notice, the Director stated that the Office would deny any 

petition that relies on expert testimony to supply a missing claim limitation. See 37 

C.F.R. § 42.104(b)(4) (petition “must specify where each element of the claim is 

found in the prior art patents or printed publications relied upon.”). For this reason 

alone, the Petition should be denied because it is using the expert to supply missing 

limitation 1(k)(3). 

In cited paragraphs 250-251, the expert does not dispute that Cohen teaches a 

PC-based system at a merchant location performing batch check processing. Cohen, 

[0020]-[0022], Fig. 1. There is no mobile device, let alone a “user’s mobile device,” 

as claimed. Further, Petitioner’s expert provides no citation that the “user’s mobile 

device” would “need to” “receive a result of the processing before confirming,” as 

claimed. The expert provides no citation to Cohen (or any other reference) 

supporting the assertion (¶ 251) that “Cohen teaches ‘receiving an indication of a 

result of the processing before confirming that the mobile check deposit can go 

forward.’” The Petitioner’s expert’s testimony used to supply missing limitation 

1(k)(3) is pure ipse dixit untethered to supporting evidence, and it should be 

disregarded. TQ Delta, LLC v. CISCO Systems, Inc., 942 F.3d 1352, 1360, 1362 
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(Fed. Cir. 2019) (expert’s “ipse dixit declaration [] is untethered to any supporting 

evidence”). 

Petitioner has failed to establish that the proposed combination of references 

meets limitation 1(k)(3) for the reasons stated above. 

E. Independent Claims 2, 5-6, 8-11, and 14-15 Are Patentable Over the 

Garcia/Luo/Meier/Cohen Combination of Ground 1. 

Petitioner relies on the same arguments from Claim 1 for independent Claims 

2, 5-6, 8-11, and 14-15. See, e.g., Pet., 37 (same argument presented for 

1[pre]/2[pre]/5[pre]/6[pre]/8[pre]/9[pre]/10[pre]/11[pre]/14[pre]/15[pre]), 43 (same 

argument presented for 1(c)/2(c)/5(c)/6(c)/8(c)/9c)/10(c)/11(c)/14(c)/15(c)). 

Patent Owner notes that Claims 5-6, 8-11, and 14-15 do not recite “receiving 

an indication of a result of the processing before confirming that the mobile check 

deposit can go forward” found in limitation 1(k)). Thus, the argument in Section 

IX.D above does not apply to those claims. Patent Owner’s arguments in Sections 

IX.A-C still apply. 

Accordingly, independent Claims 2, 5-6, 8-11, and 14-15 are patentable for at 

least the reasons set forth in Sections IX.A-D, subject to the aforementioned. 



 

Case IPR2026-00279 

     U.S. Pat. No. 12,159,310 

 

62 

 

F. Dependent Claims 3-4, 7, 12-13 and 16 Are Patentable Over the 

Garcia/Luo/Meier/Cohen Combination of Ground 1 and the 

Combination of Ground 2. 

Dependent Claims 3-4, 7, 12-13 and 16 are patentable for at least the reasons 

set forth for their respective independent claims. This conclusion applies to Ground 1 

as well as Ground 2, which adds the fifth-level Yoon reference.  

X. THE CHALLENGED CLAIMS ARE NOT UNPATENTABLE BASED 

ON GARCIA, LUO, GOYAL, AND COHEN (GROUND 3) 

The Petition fails to show that the claims are obvious based on Ground 3 

because the references fail to meet one or more limitations of the Challenged Claims. 

Ground 3 asserts obviousness of Claims 1-3, 5-6, 8-12, and 14-16 based on the 

same combination as Ground 1, except the Meier reference is replaced by Goyal (Ex. 

1008). Goyal is deficient because, at best, it teaches mobile apps that can “capture 

snapshots or full videos” (Goyal, 127), not apps that perform “video frame 

processing” and “capturing [a] video frame” from “live video” as set forth in the 

claims of the ’310 Patent. 

A. The Combination Fails to Teach A Method For “Mobile Check 

Deposit Auto-Capture Functionality Via Video frame Processing” (1-

Pre). 

Goyal is an early guide (2006) for developing mobile applications for specific 

Java-enabled devices like the Alcatel and Nokia phones. Goyal, 3. A developer could 
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use “MMAPI [Multimedia APIs] [that] allow you to create applications” known as 

MIDlets that can be used “to capture snapshots or full videos.” Goyal, 1, 127. 

The Petition does not even assert that Goyal teaches a mobile device 

performing “video frame processing” of “live video,” as claimed. See Pet., 76-77. 

Indeed, the Petition admits that Goyal, at best, teaches a “downloadable application 

… that can implement the capturing of an image of a check” (Pet., 76), i.e., a still 

image, not “video frame processing” of “live video” as claimed.  

 Accordingly, for the same reasons discussed above in Section IX.A for Meier, 

Goyal at most teaches use of snapshots or full video clips, not “video frame 

processing” of “video frame[s]” as claimed. 

B. The Combination Fails to Teach “Determining … And then 

Automatically Capturing the Video Frame” From the “Live Video” of 

Limitation 1(f). 

The Petition groups most of the remaining limitations (e.g., limitations 1(c)-

(h)) together in a very abbreviated section. See Pet., 79-80. 

However, Goyal fails to teach or suggest “determining … and then 

automatically capturing the video frame” from the “live video” of limitation 1(f). 

At most, Goyal teaches “captur[ing] snapshots or full videos” and 

“display[ing] the video through a viewfinder.” Goyal, 127, 174. Goyal does not teach 

“capturing [a] video frame” from “live video.” As previously discussed, the capture 
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of full video (e.g., a segment of 30 seconds of video of a child playing with a puppy) 

does not teach capturing individual video frames from live video, nor does the ability 

to capture snapshots at a moment in time (Goyal, 174) teach capturing individual 

“video frame[s]” from “live video” per limitation 1(f). 

The Petitioner has thus failed to establish that Goyal (alone or in combination 

with other references) teaches or suggests “determining … and then automatically 

capturing the video frame” from the “live video” of limitation 1(f). 

Regarding the other limitations of Claim 1, Petitioner’s abbreviated Section 

X.C.2.c presents no analysis but instead concludes: “Goyal therefore teaches or 

renders obvious the additional limitations in the Challenged claims that require the 

use of live video frames for similar reasons that Meier teaches or renders obvious 

such limitations.” Pet., 80. Petitioner provides the same deficient analysis for the 

remaining limitations of Claim 1. See Pet., 80 (“A POSITA would have found the 

remaining limitations … obvious in view of Garcia/Luo/Goyal/Cohen for the same 

reasons [as for Ground 1 based on Garcia/Luo/Meier/Cohen].” 

Accordingly, Patent Owner submits that Goyal is deficient for at least the 

reasons set forth above in Section IX for Meier. 
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C. The Combination Fails to Teach Limitation 1(a) for “A Memory 

Storing a Software Abstraction Layer … to Control Check Deposit by 

Controlling the Camera through the Software Abstraction Layer …” 

Limitation 1(a) recites “a memory storing a software abstraction layer for 

controlling the camera … to control check deposit by controlling the camera through 

the software abstraction layer.” 

As with Meier discussed in Section IX.C, Goyal does not teach or suggest a 

mobile device having  “a memory storing a software abstraction layer for controlling 

the camera … to control check deposit by controlling the camera through the 

software abstraction layer” per limitation 1(a). 

The Petition makes no showing that Goyal teaches or suggests the claimed 

software abstraction layer. See Pet., 77-78. Petitioner makes a conclusory assertion 

that Goyal teaches that a developer can “use an API (software abstraction layer) of 

the mobile device ‘to hook into a device camera.’” Pet., 78 (citing Goyal, 127, 174). 

In those passages, Goyal merely discusses using an API “to capture snapshots or full 

videos” by “hook[ing] into the camera.” Goyal, 127, 174. They do not even reference 

a software abstraction layer.  

Petitioner does not argue, let alone establish, that the use of APIs means that a 

software abstraction layer is inherently present. See Pet., 77-78. Cited pages 174-178 

of Goyal do not reference a software abstraction layer. See Pet., 78. 



 

Case IPR2026-00279 

     U.S. Pat. No. 12,159,310 

 

66 

 

Accordingly, Petitioner does not establish that Goyal, alone or in combination 

with other references in the ground, teaches or suggests “a memory storing a 

software abstraction layer for controlling the camera … through the software 

abstraction layer” per limitation 1(a). 

D. The Combination Fails to Teach Limitation 1(k) for “Processing the 

Digital Image of the Check … Including Receiving an Indication of a 

Result of the Processing Before Confirming that the Mobile Check 

Deposit Can Go Forward.”  

Limitation 1(k) provides for “processing the digital image of the check [and] 

wherein the app, when downloaded and executed by the user’s mobile device, is 

configured to cause the user’s mobile device to perform additional operations 

including receiving an indication of a result of the processing before confirming that 

the mobile check deposit can go forward.” ’310 Patent, Cl. 1. 

For Ground 3, Petitioner does not even address this limitation. See Pet., 76-77. 

Section X.C.2.a purports to address multiple limitations including limitation 1(k). 

See Pet., 76. However, it does not present any argument for limitation 1(k). See Pet., 

76-77. For that reason alone, Petitioner has failed to establish limitation 1(k) for 

Ground 3. 

Patent Owner notes that Cohen fails to teach the mobile device “receiving an 

indication of a result of the processing before confirming that the mobile check 
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deposit can go forward” for the reasons set forth above in Section IX.D for Ground 

1. 

E. Independent Claims 2, 5-6, 8-11, and 14-15 Are Patentable Over the 

Garcia/Luo/Meier/Cohen Combination of Ground 3. 

Petitioner relies on the same arguments for Claim 1 as for independent Claims 

2, 5-6, 8-11, and 14-15. These claims are patentable over the combination of Ground 

3 for the same reasons as Claim 1, except the argument in Section X.D does not 

apply to the claims not reciting the mobile device “receiving an indication of a result 

of the processing.” 

F. Dependent Claims 3-4, 7, 12-13 and 16 Are Patentable Over the 

Garcia/Luo/Goyal/Cohen Combination of Ground 3 and the 

Combination of Ground 4. 

Dependent Claims 3-4, 7, 12-13 and 16 are patentable for at least the reasons 

set forth for their respective independent claims. This conclusion applies to Ground 3 

and Ground 4, which adds the fifth-level Yoon reference. 

XI. CONCLUSION 

For the reasons set forth above, the Petition fails to demonstrate a reasonable 

likelihood that any of challenged Claims 1-16 of the ’310 Patent are unpatentable.  
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