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I. INTRODUCTION

The Board instituted inter partes review of U.S. Patent No. 12,159,310 once
before, over objections patent owner USAA raised in a Patent Owner Preliminary
Response on the merits and a Request for Discretionary Denial. Regions Bank v.
United Servs. Auto. Ass’n, IPR2025-01326, Paper 19 at 2 (P.T.A.B. Feb. 10, 2026)
(“Regions IPR”). However, USAA and Regions settled shortly after institution.
Accordingly, the *310 patent, despite having been found wanting, still exists to the
public’s detriment.

Fifth Third attempted to prevent this unsound patent from continuing to hinder
commerce and innovation by filing a petition for inter partes review raising the same
grounds during the pendency of the Regions IPR and a corresponding motion for
joinder. However, the Board terminated the Regions IPR and denied joinder, citing
the “strong public policy reasons that favor settlement” and noting USAA’s stated
intention to file requests for discretionary denial of Fifth Third’s petition. Regions
IPR, Paper 23 at 3. USAA has now filed its request for discretionary denial, which
has a glaring and disqualifying omission—it elides the Board’s institution of inter
partes review of this same patent on the same grounds. The Director evaluated and
rejected USAA’s discretionary denial arguments in connection with Regions IPR,
Regions IPR, Paper 17 at 2, and the Board found a reasonable likelihood that at least

one of the challenged claims is unpatentable. Regions IPR, Paper 19 at 2. Those
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conclusions should still hold true. USAA’s contention (at 16-17) that this proceeding
is “no longer in a joinder posture” and that the petition must “stand[] on [its] own”
misses the mark. The petition does stand on its own—and it stands on the same
foundation that the Board and Director already found sufficient to warrant
institution. The Director should decline USAA’s invitation to reach the opposite

conclusion on an identical record.

II. THE PETITION SHOULD BE INSTITUTED TO CORRECT THE
PATENT OFFICE’S MATERIAL ERROR.

A. The Board Has Already Rejected USAA’s Discretionary Denial
Arguments and Instituted a Materially Identical Petition.

Discretionary denial is unwarranted as the Director has already evaluated and
rejected USAA’s arguments in connection with the same patent, the same prior art,
and the same grounds. Fifth Third’s petition is substantively identical to the petition
in the instituted Regions IPR. Seeking discretionary denial there, USAA raised a
number of the same arguments it raises here: that the prior art was cumulative of
references considered during prosecution, that the Examiner did not commit material
error, and that USAA had settled expectations based on its investment in mobile
deposit technology. Regions IPR, Paper 9. The Director rejected these arguments.
Regions IPR, Paper 17.

The Board then instituted IPR on the 310 patent, finding that “petitioner has
shown a reasonable likelihood of prevailing with respect to at least one of the claims

2
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challenged in the petition.” Regions IPR, Paper 19 at 2. The merits of Fifth Third’s
petition, which presents the same grounds as the instituted Regions IPR, weigh
against discretionary denial. See Nintendo Co., Ltd. v. Resonant Sys., Inc., IPR2025-
00680, Paper 18 (P.T.A.B. Aug. 14, 2025) (denying request for discretionary denial
where petition copied previously instituted IPR).

B. The Petition Presents New Arguments and the Patent Office
Materially Erred During Prosecution.

In determining whether to exercise its discretion to deny institution under 35
U.S.C. § 325(d), the Director applies the Advanced Bionics two-part framework,
determining (1) whether the same or substantially the same art or arguments were
previously presented to the Office; and if so (2) whether petitioner has demonstrated
that the Office erred in a manner material to the patentability of challenged claims.
See Advanced Bionics, LLC v. MED-EL FElektromedizinische Gerdite GmbH,
IPR2019-01469, Paper 6 at 8 (P.T.A.B. Feb. 13, 2020). Under that framework, the
Director considers six nonexclusive Becton factors. Becton, Dickinson & Co. v. B.
Braun Melsungen AG, IPR2017-01586, Paper 8 at 17-18 (P.T.A.B. Dec. 15, 2017).
Prong 1 subsumes Becton factors (a), (b), and (d); prong 2 subsumes Becton factors
(c), (e), and (f). If, as here, the art or arguments are new and the first prong is not
satisfied, discretionary denial is unwarranted. If the Director reaches the second

prong, those factors still weigh against discretionary denial here.
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1. Meier and Goyal Were Neither Before the Examiner Nor
Cumulative of Prasad ’562 or Byrne

Because the same or substantially the same art or arguments were not
presented to the Office, the first prong of Advanced Bionics is not satisfied. As
USAA admits (at 8-12), neither the Meier nor Goyal references were before the
Examiner. The combinations in the present petition all include either Meier or Goyal
and thus were never considered by the Examiner. The Board has repeatedly declined
to exercise its discretion under § 325(d) where the IPR petition set forth grounds
relying on some references that were before the examiner and others that were not.
See Thorne Rsch., Inc. v. Trustees of Dartmouth Coll., IPR2021-00491, Paper 18 at
8-9 (P.T.A.B. Aug. 12, 2021) (“The fact that one piece of art from the combination
was previously presented and/or argued to the Office alone is insufficient to satisfy
the first prong of Advanced Bionics.”); ResMed Inc. v. N.Y. Univ., IPR2022-00990,
Paper 16 at 15-16 (P.T.A.B. Dec. 6, 2022) (prior art combinations included new
references not before the Examiner); Halliburton Energy Servs., Inc. v. U.S. Well
Servs., LLC, IPR2021-01036, Paper 12 at 20 (P.T.A.B. Jan. 19, 2022) (same); K/S
HIMPP v. Bragi GmbH, IPR2023-01205, Paper 8 at 20 (P.T.A.B. Mar. 19, 2024)
(“although one reference ... was previously presented to the Office, in each asserted
ground, Petitioner relies on [reference(s) that were not] before the office.”).

Becton factors (a) and (b)—the similarities and material differences between
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the asserted art and the prior art involved during examination, and the cumulative
nature of the asserted art—weigh against discretionary denial. USAA’s arguments
that Meier and Goyal are cumulative of Prasad 562 and Byrne are baseless. As to
Prasad ’562, USAA argues that Meier and Goyal are cumulative because they
disclose teaching of a downloaded application on a mobile device with APIs
providing access through an abstraction layer to control a camera to process video.
But “merely relying on new prior art to teach the same limitations as art before the
Examiner, standing alone, does not establish cumulativeness of the art as a whole.”
Luxottica of Am. Inc. v. E-Vision Optics, LLC, TPR2024-01030, Paper 12 at 13
(P.T.A.B. Jan. 7, 2025). Nor is that what Fifth Third is doing. Here, the combinations
at issue address the very limitations deemed to have been missing during
prosecution. In particular, during prosecution of the ’310 patent, USAA
distinguished the claims from Prasad ’562 by rewriting certain dependent claims in
independent form. Taking claim 1 as an example, limitations 1[m], 1[n], and 1[o0]
were determined to be missing from Prasad ’562. As explained in Sections X.A.2.n—
p of the petition, these limitations are disclosed by the combinations of Garcia and
Meier; Garcia, Luo and Meier; or Garcia and Luo. Similarly, Sections X.C.2.a and
X.C.2.c of the petition demonstrate that these limitations are also disclosed by the
combinations of Garcia and Goyal, or Garcia, Luo and Goyal. Because Meier and

Goyal each disclose limitations purportedly missing from Prasad 562, they cannot
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be cumulative of Prasad ’562. See Embody, Inc. v. LifeNet Health, IPR2025-00248,
Paper 13 at 2 (P.T.A.B. June 26, 2025) (new prior art references are non-cumulative
where they disclose limitations missing from the previously presented art);
Halliburton Energy Servs., Inc., IPR2021-01036, Paper 12 at 19 (“[W]e do not agree
with Patent Owner that these references are substantially the same or cumulative of
art considered during prosecution because they include elements not described in
that prior art.””). For the same reason, factor (d)—the extent of the overlap between
the arguments made during examination and the manner in which Petitioner relies
on the prior art—also favors institution. The Petition relies on different combinations
to address limitations found patentable during prosecution, and thus the Petition’s
arguments do not call for a mere repetition of issues addressed during examination.

USAA’s arguments that Meier and Goyal are cumulative of Byrne likewise
fail because they are conclusory and unsupported. Byrne was neither the basis of a
rejection nor substantively addressed by the Examiner during prosecution. USAA
argues that Meier and Goyal are cumulative of Byrne because the petition discusses
“the combination of Garcia with another prior art disclosure regarding downloaded
applications similar to Meier,” Petition at 33. USAA notes (at 12) that the referenced
“prior art disclosure” is Byrne, but otherwise provides no analysis or evidence
whatsoever to support the assertion that Meier is cumulative of Byrne. USAA goes

on to say that “the Goyal reference is cumulative of Byrne for the same reasons as
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Meier.” That is insufficient to meet USAA’s burden.

First, that references are directed to similar technology does not mean they are
cumulative of one another. See Geotab USA, Inc. v. Omega Patents, LLC, IPR2023-
00504, Paper 11 at 16-17 (P.T.A.B. July 25, 2023) (prior art references “directed to
the same common technology” is not sufficient to “satisfy the ‘substantially the same
art’ test”). Second, merely alleging substantial similarity does not meet USAA’s
burden under Advanced Bionics. See id. (patent owner “fails to meet its burden”
where it did not “present a detailed analysis of the similarities between the
disclosures of [references] sufficient for [the Board] to determine that [the prior art
references] disclose the same relevant information™); LG Elecs. Inc. v. Pantech
Corp., 1IPR2023-01273, Paper 26 at 15 (P.T.A.B. Apr. 9, 2024) (“Patent Owner
makes a high-level argument [but] Patent Owner does not provide a detailed analysis
comparing the teachings to show that they are substantially the same.”). For these
reasons, USAA’s request for discretionary denial should fail under the first prong of
Advanced Bionics.

2. The Examiner Materially Erred by Failing to Address the
Invalidating Art

Even if the Director were to reach prong two, Becton factors (c), (e), and (f)
show that the Examiner materially erred, favoring institution. Factor (¢) is “the

extent to which the asserted art was evaluated during examination, including whether
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the prior art was the basis for rejection.” Becton, IPR2017-01586, Paper 8 at 17.
Garcia, Cohen, and Luo were disclosed in voluminous IDSs identifying more than
1500 documents, but none were the basis of a rejection nor substantively evaluated
by the Examiner. Where, as here, “[o]ther than initials on a lengthy IDS, nothing in
the record indicates that the [e]xaminer substantively considered [the prior art

29 <€

reference],” “the Office erred by not substantively considering [the prior art] during
prosecution.” Ecto World, LLC v. Rai Strategic Holdings, Inc., IPR2024-01280,
Paper 16 at 13, 15 (P.T.A.B. June 25, 2025).

As to factor (e)—whether petitioner has pointed out sufficiently how the
Examiner erred in his evaluation of the asserted prior art—Fifth Third has done so.
The petition explains in detail how the prior art combinations disclose each
challenged claim limitation. Petition at 25; 67; 70; 80. The petition amply explains
how these prior art references—that were not considered during prosecution—
invalidate the challenged claims. Indeed, the materiality of the Examiner’s error is
underscored by the fact that the Board already found a “reasonable likelithood™ that
these very combinations rendered at least one claim of the *310 patent unpatentable
when it instituted the Regions IPR. Regions IPR, Paper 19 at 2. USAA’s request for
discretionary denial does not address this fact at all.

Factor (f)—the extent to which additional evidence and facts presented in the

petition warrant reconsideration of the prior art or arguments—also supports a
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finding of material error. In Ecto World, the Director noted that “even if a petitioner
fails to make a persuasive argument that the Examiner erred by overlooking” the
prior art in the IDS, discretionary denial may still be inappropriate in light of factors
such as “the volume of the references submitted to the Office during examination
and any applicant information or assistance regarding the relevance of references.”
IPR2024-01280, Paper 13 at 67 (P.T.A.B. May 19, 2025). During prosecution,
USAA filed 13 IDSs containing more than /500 documents. EX1033-FH310, 215-
39, 244-323, 326-434, 443-50, 475-678. This factor further underscores why
discretionary denial is inappropriate. On this record, the Examiner materially erred
and the Advanced Bionics framework’s second prong weighs against denial.

USAA tries to avoid this conclusion by repeatedly asserting that Fifth Third
failed to allege or establish material error by the Examiner in the petition. See Paper
10 at 1, 8, 10-11. Not so. Fifth Third’s petition—Ilike the instituted Regions’
petition—explains in detail why issuance of the challenged claims was material
error. Further, the Office has made clear that a petition should not address
discretionary denial issues. USPTO, Interim Process FAQs at No. 25 (“A petitioner
should raise any discretionary issues in its opposition to a patent owner’s
discretionary denial brief, including issues relating to 35 U.S.C. § 325(d).”). Here,
the examiner’s material error—as confirmed by the Board instituting Regions’ [PR

on identical grounds—is manifest and renders discretionary denial inappropriate.

9



IPR2026-00279
U.S. Patent No. 12,159,310

C. The Issuance of the 414 Patent Does Not Weigh Against Institution

USAA next argues that because the asserted prior art references of Grounds 1
and 3 were before the Examiner during prosecution of the ’414 patent, which was
filed as a broader continuation to the *310 patent, the challenged claims of the 310
patent are valid over the petition’s grounds. That argument is flawed for three
reasons.

First, the Examiner who allowed the ’414 patent did not have the benefit of
knowing that the Board would institute the Regions IPR on this very art just months
later. The Board’s February 2026 decision—finding a reasonable likelihood that the
challenged claims are unpatentable over the same prior art combinations—postdated
the 414 patent’s November 2025 allowance. The Examiner thus lacked independent
confirmation that these references warrant substantive scrutiny.

Second, the mere fact that the *414 patent is a child patent with broader claims
does not mean that its prosecution history has relevance to the analysis of the *310
patent. The Board has repeatedly emphasized that “Advanced Bionics does not
expressly extend the 325(d) inquiry to art considered in a related application.” See
Vizio, Inc. v. Maxell, Ltd., IPR2022-01458, Paper 8 at 63 n.10 (P.T.A.B. Apr. 11,
2023); Eden Park lllumination, Inc. v. Neister, IPR2022-00381, Paper 12 at 26 n.10
(P.T.A.B. Aug. 15, 2022); Duke Mfg. Co. v. Low Temp Indus., Inc., IPR2021-00414,

Paper 12 at 19 (P.T.A.B. July 9, 2021). Further, the presentation of prior art “during
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the prosecution of a child patent application ... has less relevance to the challenged
claims.” Microsoft Corp. v. Parallel Networks Licensing, LLC, IPR2015-00483,
Paper 10 at 15 (P.T.A.B. July 15, 2015). Accordingly, the Director has denied
requests for discretionary denial where a child patent with broader claims issued
over the asserted prior art. See Generac Power Sys., Inc. v. Champion Power Equip.,
Inc., IPR2025-00951, Paper 18 (P.T.A.B. Oct. 3, 2025); id., Paper 8 at 46 (P.T.A.B.
Aug. 18, 2025).

Third, even if the *414 patent’s prosecution were relevant to the *310 patent
analysis, there is no evidence the Examiner substantively considered the particular
prior art references or combinations at issue in the petition during the prosecution of
the *414 patent. As with the *310 patent, the prosecution history of the *414 patent
demonstrates only the most superficial treatment of the asserted references. The
Examiner issued a first notice of allowance on July 17,2025. EX1080-FH414 at 482.
Prior to this date, of the asserted prior art references, only Luo and Cohen were
before the Examiner. On October 17, 2025, USAA then submitted IDSs of over 100
references, including Garcia, Meier, and Goyal. /d. at 793. The Examiner then issued
a second notice of allowance just one month later without issuing any Office Action
or rejection based on these references. /d. at 861. The Examiner said nothing about
any of these references in the Notice of Allowance. Thus, the issuance of the 414

patent carries no weight and does not support denial.
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D. Institution Would Be an Appropriate Use of Board Resources

The Board already determined that there is a reasonable likelihood that the
claims of the 310 patent are unpatentable when it instituted the Regions IPR.
Regions IPR, Paper 19 at 2. This petition is substantively identical to the Regions
IPR petition, challenging the same claims on the same grounds, based on the same
arguments, same prior art, and same evidence. As such, institution of this petition
would be an appropriate use of Board resources, allowing completion of the review
the Board has already begun.

The Board’s prior findings of unpatentability of related patents are also
compelling evidence that institution would be appropriate use of Board resources.
See Tesla, Inc. v. Intell. Ventures Il LLC, IPR2025-00217, Paper 9 at 2 (P.T.A.B.
June 13, 2025) (prior institution decisions against ancestor patents weigh against
discretionary denial). The Federal Circuit upheld the Board’s invalidity findings
with respect to the challenged claims of the 310 patent’s parent, U.S. Patent No.
8,977,571. United Servs. Auto. Ass’n v. PNC Bank N.A., No. 2023-2124, 2025 WL
370141, at *1 (Fed. Cir. Feb. 3, 2025).

While the Regions IPR has been terminated due to settlement, granting
institution imposes minimal additional burden on the Board because the Board has
already analyzed and accepted the same arguments in this petition. See Micron

Tech., Inc. v. Sonrai Memory Ltd., IPR2023-00909, Paper 7 at 9 (P.T.A.B. Nov. 28,
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2023) (“The previous IPR terminated after institution due to settlement. ... Because
this petition is now the only IPR before the Board challenging the [] patent, ... this
case provides an efficient means for resolving patentability ... without unnecessarily
straining the Board's limited resources.”). The Board has already invested substantial
resources in evaluating the merits of the Regions IPR petition—the same petition
presented here—and thus, denying institution would waste the Board’s prior
investment. The strong public policy favoring resolution of patent validity on the
merits further supports institution here. See Oil States Energy Servs., LLC v.
Greene’s Energy Grp., LLC, 584 U.S. 325, 336-37 (2018) (“[I]nter partes review
protects ‘the public’s paramount interest in seeing that patent monopolies are kept
within their legitimate scope.’”).

III. USAA’S RECYCLED OBJECTION TO FIFTH THIRD’S EXPERT
DECLARATION IS UNFOUNDED

As it did in opposition to Fifth Third’s Joinder Motion, USAA again argues
(at 15-18) that Dr. Hart’s declaration provides “no opinions of his own” and violates
the rules against incorporation by reference, and that institution would create due
process problems. See Paper 8 at 3-5. Fifth Third already responded to these
arguments in its Reply in Support of Joinder showing why USAA’s position is
meritless. USAA does not address a single one of the cases Fifth Third cited

establishing that the Board regularly relies on declarations just like Dr. Hart’s, and
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there is no basis to deviate from that practice here.

Dr. Hart’s declaration provides his own expert opinion and fully “disclose[s]
the underlying facts or data on which [his] opinion is based,” contrary to USAA’s
suggestion. 37 C.F.R. § 42.65(a). Dr. Hart attested that he conducted a detailed
review of the declaration submitted by Dr. Lopresti, as well as the references cited
therein. EX1078, Hart. Decl. at 6, 99 16-17. Based on that independent review, Dr.
Hart stated that he “fully agree[d]” with Dr. Lopresti’s opinions and conclusions,
and “adopt[ed]” them as his own. /d. at 4 17. That is precisely the disclosure
§ 42.65(a) requires. USAA’s complaint is really that Dr. Hart’s opinions are the
same as Dr. Lopresti’s. But a party seeking joinder must raise the same arguments
as the original petition, including declarations that are “substantively identical.” See,
e.g., Inari Agric., Inc. v. Corteva Agriscience LLC, IPR2024-00181, Paper 8 at 5
(P.T.A.B. Mar. 19, 2024). Although the Regions IPR has been terminated, Dr.
Lopresti’s declaration still remains an exhibit, and Dr. Hart’s opinion is clear.

The Board has repeatedly accepted short-form declarations of precisely this
kind. See, e.g., Gen. Motors LLC v. Neo Wireless, LLC, IPR2023-00962, Paper 18
at 13 (P.T.A.B. Sept. 12, 2024); Amazon.com Servs. LLC v. Zentian Ltd., IPR2023-
01192, Paper 10 at 5 (P.T.A.B. Jan. 10, 2024); Ledvance LLC v. CAO Lighting, Inc.,
IPR2023-00123, Paper 19 at 4 (P.T.A.B. May 12, 2023); Atlassian Corp. PLC v.

Express Mobile, Inc., [IPR2022-00783, Paper 16 at 12-13 (P.T.A.B. Oct. 7, 2022).
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Further, the Board has directly confronted and rejected the very argument USAA
makes here. In 7-Mobile USA, Inc. v. Traxcell Techs., LLC, the patent owner argued
that the joining petitioner’s expert “provides no reasoning or analysis for adopting
the opinions of” the original petitioner’s expert, and that the patent owner “will be
required to depose both [experts] to fully understand the basis for each experts’
opinions.” [PR2022-00669, Paper 7 at 3 (P.T.A.B. Apr. 4,2022). The Board rejected
that argument, stating ““[a]fter Apple, Inc. is dismissed ..., the Declaration of Dr.
Braasch will no longer be testimony offered by a party, but rather would be evidence
relied on by Mr. Rysavy, who may be cross-examined on it during his deposition.”
Id., Paper 13 at 34-35 (P.T.A.B. May 24, 2022). The same result should follow here:
Dr. Lopresti’s declaration will no longer be testimony offered by a party, but rather
would become evidence relied on by Dr. Hart, who may be cross-examined on it
during his deposition. Contrary to USAA’s claims, Dr. Lopresti will not need to be
deposed and there are no due process concerns or any other prejudice: USAA knows
what Dr. Hart’s opinions are and USAA can depose Dr. Hart on those opinions.
USAA’s reliance on Xerox Corp. v. Bytemark, Inc., IPR2022-00624, Paper 12
(P.T.A.B. Feb. 10, 2023), is misplaced. In Xerox, the expert declaration was deficient
because it parroted the petition without providing any independent expert analysis
whatsoever. Here, Dr. Hart’s declaration does not parrot the petition—it adopts the

detailed, 229-page analysis of Dr. Lopresti, a fellow expert, after Dr. Hart’s own
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independent review of the same materials. USAA’s reliance on Federal Circuit
incorporation-by-reference cases is also inapposite, as those cases address the
incorporation of arguments in briefs, not the form of expert testimony. In Parus
Holdings, Inc. v. Google LLC, the Patent Owner “minimally cited” mountains of
declarations, exhibits and claim charts in its briefing “without meaningful
explanation.” 70 F.4th 1365, 1369 (Fed. Cir. 2023). General Access Solutions, Ltd.
v. Sprint Spectrum, L.P. similarly confronted an attempt to incorporate arguments
into the Patent Owner’s briefing. 811 F. App’x 654, 656-57 (Fed. Cir. 2020).
USAA’s own case, 3M Company v. Evergreen Adhesives, Inc., confirms the
distinction: the incorporation problem arises where a party “never sufficiently made
the relevant ‘contention’ or argument at all.” 860 F. App’x 724, 726 (Fed. Cir. 2021).
And it was “fundamentally unfair” in Microsoft Corp. v. DataTern, Inc., to
incorporate material from a co-party’s brief “to exceed word count.” 755 F.3d 899,
910 (Fed. Cir. 2014). No such incorporation problem arises here, and Dr. Hart’s
declaration is not an evasion of the rules. After an independent review, he adopted
Dr. Lopresti’s analysis as his own. The Board should reject USAA’s objections to
the form of Dr. Hart’s declaration and consider its substance.

IV. USAA HAS NO SETTLED EXPECTATIONS FOR THE °310 PATENT

USAA’s expectations in this patent are not sufficiently settled to support

discretionary denial. First, this patent, which issued December 3, 2024, is still a
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relative infant, and has been under a cloud almost its entire life. Regions Bank’s IPR
petition was filed within eight months in July 2025. And Fifth Third filed this
petition and its motion for joinder just weeks after the Regions IPR was instituted.
“[E]arly challenges favor robust, predictable patent rights and weigh against
discretionary denial.” Geotab Inc. v. Fractus, S.A., IPR2025-01026, Paper 14 at 2
(P.T.A.B. Oct. 17, 2025). The *310 patent is significantly newer than other patents
the Director has considered too recent to generate settled expectations. See, e.g., id.,
(“less than four years”); Embody, Inc., IPR2025-00248, Paper 13 at 2-3 (P.T.A.B.
June 26, 2025) (“issued in 2022”); Micron Tech., Inc. v. Yangtze Memory Techs. Co.
Ltd., TIPR2025-00190, Paper 21 at 3 (P.T.A.B. June 25, 2025) (four-year-old patent
“issued recently”).

Second, USAA’s arguments based on the age of its overall patent portfolio,
its earlier successes in licensing other patents, and the significant investment in the
invention and domestic manufacture should carry no weight as USAA conflates its
licensing and investment in the broader patent family with expectations specific to
the "310 patent. But settled expectations are assessed on a per-patent basis, not a per-
family basis. The Director has repeatedly refused to extend settled expectations
based on related patents. Embody, IPR2025-00248, Paper 13 at 2-3 (assessing settled
expectations as to a child patent and parent patent separately); Tanklogix, LLC v.

Sitepro, Inc., 1IPR2025-00647, Paper 10 (P.T.A.B. July 31, 2025) (finding that patent
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did not have settled expectations despite finding grandparent patent had settled
expectations). USAA does not claim to have separately licensed the *310 patent, and
its references to third-party licenses involve other patents in the portfolio. Nor does
USAA’s development of the Deposit@Mobile® product establish settled
expectations in this specific patent, as those development efforts predated the *310
patent by more than a decade. USAA’s domestic manufacturing argument is
similarly unavailing, as USAA does not identify any manufacturing activity tied
specifically to the claims of the *310 Patent.

Finally, even if the Director were inclined to consider expectations beyond the
challenged patent, both the Board and the Federal Circuit have repeatedly
invalidated patents and claims from USAA’s portfolio on grounds of prior art and
35 U.S.C. § 101, negating any argument that USAA could have settled expectations
in the validity of its patents. See, e.g., United Servs. Auto. Ass’n v. PNC Bank N.A.,
Nos. 2023-2124, -2125, 2025 WL 370141 (Fed. Cir. Feb. 3, 2025); United Servs.
Auto. Ass'nv. PNC Bank N.A., No. 2023-1920, 2025 WL 341868 (Fed. Cir. Jan. 30,
2025); United Servs. Auto. Ass’n v. PNC Bank N.A., No. 2023-2244, 2025 WL
706080 (Fed. Cir. Mar. 5, 2025); United Servs. Auto. Ass’'n v. PNC Bank N.A., Nos.
2023-2171, -2172, 2025 WL 339662 (Fed. Cir. Jan. 30, 2025); United Servs. Auto.
Ass’'nv. PNC Bank N.A., 139 F.4th 1332 (Fed. Cir. 2025), cert. denied, No. 25-853

(May 18, 2026); United Servs. Auto. Ass’'n v. PNC Bank N.A., Nos. 2023-1778,
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2025-1277, 2025 WL 1662737 (Fed. Cir. June 12, 2025), cert. denied, No. 25-853
(May 18, 2026). And, again, the Board has already instituted an IPR on this very
patent, based on a substantively identical petition raising identical grounds. Any
claim to a settled expectation by USAA in the validity of this patent is unfounded.

V. USAA’S PGR ARGUMENT IS MERITLESS

USAA’s argument (at 14-15) that Fifth Third’s failure to challenge the *310
patent via post-grant review (PGR) should weigh in favor of denial is baseless. PGR
only applies to patents with an effective filing date on or after March 16, 2013. AIA
§ 6(H)(2)(A); id. § 3(n)(1). During prosecution and on its face, the *310 patent claims
priority to Application No. 12/545,127 filed on August 21, 2009. As such, the *310
patent is not eligible for PGR.

Moreover, the rationale underlying the preference for PGRs—encouraging
early challenges to patent rights—supports institution here. See Multi-Color Corp.
v. Brook & Whittle Ltd., PGR2025-00025, Paper 10 at 2-3 (P.T.A.B. July 16, 2025)
(PGRs are preferred because they “are close in time to examination, and occur before
expectations in the patent rights are strongly settled.”). The Board has consistently
declined requests for discretionary denial of IPR petitions raising early challenges.
See Microsoft Corp. v. Edge Networking Sys., LLC, IPR2025-00617, Paper 12 at 2
(P.T.A.B. July 31, 2025) (IPR against four-year-old patent was an “early

challenge”); Micron Tech., Inc. v. Yangtze Memory Techs. Co. Ltd., IPR2025-00190,
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Paper 21 at 3 (P.T.A.B. June 25, 2025) (same). Fifth Third's petition and joinder
motion were filed only fifteen months after 310 patent’s issuance. This early
challenge counsels against discretionary denial.

VI. CONCLUSION

For the foregoing reasons, Petitioner respectfully requests that the Director
deny Patent Owner's request for discretionary denial and allow institution of inter
partes review.

Respectfully submitted,

Date: June 5, 2026 /Aaron Maurer/
Williams & Connolly LLP Aaron Maurer

680 Maine Avenue, S.W. Attorney for Petitioner
Washington, DC 20024 Registration No. 44,911

(202) 434-5000
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