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(b) Evaluate the accuracy of the 
agency's estimate of the burden of the 
collection of information, including the 
validity of the methodology and 
assumptions used; 

(c) Enhance the quality, utility, and 
clarity of the information to be 
collected; and 

( d) Minimize the burden of the 
collection of information on those who 
are to respond, including through the 
use of appropriate automated, 
electronic, mechanical, or other 
technological collection techniques or 
other forms of information technology 
(e.g., permitting electronic submission 
of responses). 

Please submit comments on the new 
collection of information requirements 
at: www.reginfo.gov/public/do/ 
PRAMain. Find this particular 
information collection by selecting 
"Currently under Review" or by using 
the search function and entering the 
title of the collection. Please send a 
copy of your comments to the USPTO 
using the method described under 
ADDRESSES at the beginning of this 
document. All comments submitted in 
response to this proposed rule are a 
matter of public record. The USPTO 
will include or summarize the 
comments received in the request to the 
0MB to approve the new information 
collection requirements. 

Notwithstanding any other provision 
of law, no person is required to respond 
to, nor shall any person be subject to a 
penalty for failure to comply with a 
collection of information subject to the 
requirements of the PRA unless that 
collection of information displays a 
currently valid 0MB control number. 

P. E-Government Act Compliance: 
The USPTO is committed to compliance 
with the E-Government Act to promote 
the use of the internet and other 
information technologies, to provide 
increased opportunities for citizen 
access to Government information and 
services, and for other purposes. 

List of Subjects in 37 CFR Part 42 

Administrative practice and 
procedure, Inventions and patents, 
Lawyers. 

For the reasons set forth in the 
preamble, the Office proposes to amend 
37 CFR part 42 as follows: 

PART 42-TRIAL PRACTICE BEFORE 
THE PATENT TRIAL AND APPEAL 
BOARD 

■ 1. The authority citation for 37 CFR 
part 42 continues to read as follows: 

Authority: 35 U.S.C. 2(b)(2), 3, 6, 21, 23, 
41,134,135,143,153,311,312,314,316, 
318, 321-326, 328; Pub. L. 112-29, 125 Stat. 
284; and Pub. L. 112-274, 126 Stat. 2456. 

* * * * * 
■ 2. Amend §42.108 by adding 
paragraphs (d) through (e) to read as 
follows: 

§42.108 Institution of inter partes review. 

* * * * * 
(d) Required stipulation for efficiency. 

Inter partes review shall not be 
instituted or maintained unless each 
petitioner files a stipulation with the 
Board and any other tribunal where it is 
litigating or later litigates regarding the 
challenged patent, stating that if a trial 
is instituted, the petitioner and any real 
party in interest or privy of the 
petitioner will not raise grounds of 
invalidity or unpatentability with 
respect to the challenged patent under 
35 U.S.C. 102 or 103 in any other 
proceeding. 

(e) Claims found valid in prior 
proceedings. Inter partes review shall 
not be instituted or maintained if a 
challenged claim or an independent 
claim from which a challenged claim 
depends: 

(1) U.S. District Court Trial-Was 
found not invalid under 35 U.S.C. 102 
or 103 by a district court or jury 
following a bench trial or jury trial in a 
decision or verdict that has not been 
vacated or reversed in relevant part; 

(2) U.S. District Court Summary 
Judgment-Was found not invalid by a 
district court in a summary judgement 
decision finding no dispute of material 
fact under 35 U.S.C. 102 or 103 that has 
not been vacated or reversed in relevant 
part; 

(3) U.S. International Trade 
Commission-Was found not invalid 
under 35 U.S.C. 102 or 103 in initial or 
final determination of the U.S. 
International Trade Commission that 
has not been vacated or reversed in 
relevant part; 

(4) PTAB Final Written Decision­
Was found not unpatentable in a final 
written decision of the Board under 35 
U.S.C. 318(a) or 328(a) that has not been 
vacated or reversed; 

(5) Ex Parte Reexamination-Was 
found patentable in an office action or 
decision by the Board following a 
reexamination request filed under 
Chapter 30 of Title 35 United States 
Code by someone other than the patent 
owner, the patent owner's real party in 
interest or privy; or 

(6) Federal Circuit-Was found 
unpatentable or invalid under 35 U.S.C. 

102 or 103 in a decision, but that 
decision was reversed in relevant part 
by the U.S. Court of Appeals for the 
Federal Circuit. 

(f) Parallel Litigation-Inter partes 
review shall not be instituted or 
maintained if, more likely than not, any 
of the following will occur, with respect 
to a challenged claim or an independent 
claim from which a challenged claim 
depends, before the due date for the 
final written decision pursuant to 35 
U.S.C. 316(a)(11): 

(1) U.S. District Court-A district 
court trial in which a party challenges 
the patent under 35 U.S.C. 102 or 103; 

(2) U.S. International Trade 
Commission-an initial or final 
determination of the U.S. International 
Trade Commission with respect to 35 
U.S.C. 102 or 103; or 

(3) PTAB Final Written Decision­
issuance of a final written decision by 
the Board under 35 U.S.C. 318(a) or 
328(a). 

(g) Institution in extraordinary 
circumstances. If a panel of the Board 
determines that extraordinary 
circumstances warrant institution 
notwithstanding paragraphs (d), (e), or 
(f) the Panel shall refer to matter to the 
Director who may personally institute 
inter partes review. Extraordinary 
circumstances may include a 
determination by the Director that the 
prior challenge barring institution was 
initiated in bad faith, e.g., for the 
purpose of preventing future challenges, 
or that the prior challenge is rendered 
irrelevant in view of a substantial 
change in a statute or precedent of the 
Supreme Court of the United States. 
Unusual and extraordinary 
circumstances shall not include new or 
additional prior art, new expert 
testimony, new caselaw (except as 
provided above) or new legal argument, 
or a prior challenger's failure to appeal. 
Neither the Director nor the Board shall 
waive the requirements of paragraphs 
(d), (e), or (f) of this section except as 
provided in this paragraph. Frivolous or 
abusive petitions under this paragraph 
may be appropriately sanctioned, 
including with an award of attorneys' 
fees. 

John A. Squires, 

Under Secretary of Commerce for Intellectual 
Property and Director of the United States 
Patent and Trademark Office. 
[FR Doc. 2025-19580 Filed 10-16-25; 8:45 am] 
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