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| Introduction

Multiple reasons support referral of TSMC’s Petition. To start, referral is war-
ranted to correct material errors that infected the Office’s original examination of
the *735 Patent. These errors resulted in the *735 Patent issuing with overly broad
claims that are anticipated by at least three prior art references cited in the Petition.
Perhaps most notably, the Examiner failed to locate or apply Brask (TSMC-1012),
which the Examiner of a child application later recognized as disclosing limitations
substantially the same as those the original Examiner had deemed absent from the
prior art in the *735 Patent’s reasons for allowance. Further, the Examiner relied on
a flawed text and classification search that excluded relevant classification codes,
omitted critical claim terms, and applied overly narrow search parameters that failed
to address the full breadth of the claims. These flaws led the Examiner to overlook
additional anticipatory references, including Chuang (TSMC-1004) and Lin
(TSMC-1005) applied in the Petition. Making matters worse, Lin is the prior PO’s
own prior art that the applicant should have cited during prosecution, but did not.

Referral i1s further warranted because the settled interests of TSMC and its
customers outweigh any settled interests of the new Patent Owner, Marlin. TSMC
and its customers developed settled expectations of non-enforcement as the original
owner, UMC, an alleged competitor of TSMC, took no action to assert it for nearly

10 years after the 735 Patent issued. During that extended period of inactivity,
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TSMC invested billions of dollars to manufacture advanced semiconductor chips,
including in the U.S. for American customers who expected to be able to integrate
those chips into their own products without incident. TSMC-1034, TSMC-1036.
Marlin, a foreign entity which only recently acquired the patent, has no comparable
expectations.

Referral is also an efficient use of Board resources in view of the Fintiv fac-
tors, especially because the *735 Patent is not currently asserted in parallel litigation.
There is, however, a threat of enforcement, as evidenced by Marlin’s demand that
TSMC take a license to the 735 Patent and existing lawsuits on other Marlin patents.

Finally, compelling national security, economic, and public interests make re-
view an appropriate use of the Board’s resources. TSMC is the world’s largest chip-
maker, by some accounts providing around 90% of the world’s advanced chips (e.g.,
7nm and smaller). See TSMC-1035, at 2. Its advanced semiconductors are vital to
the U.S. supply chain. More, TSMC has made an unprecedented $165B investment
to establish a strategic U.S. supply chain for advanced semiconductors, including
current manufacturing of highly advanced 4nm process nodes in Arizona.

A holistic assessment of the facts, evidence, circumstances, and relevant con-
siderations (detailed below) confirms that TSMC’s Petition should be referred.

II.  Referral is Warranted Because Original Examination of the 735 Patent

Suffered from Material Error by the Office and the Applicant’s Failure
to Disclose its Own Anticipating Prior Art
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A. The Examiner Conducted a Deficient Search That Failed to Iden-
tify the Petition’s Three Anticipation References

The Examiner allowed the application for the *735 Patent on a first action, and
only after conducting a limited search that suffered from severe errors as discussed
below. Pet. 8-9; TSMC-1002, 89-97. The Examiner consequently failed to identify
multiple anticipatory references, including the three cited in TSMC'’s Petition. See
Chang (TSMC-1004), Lin (TSMC-1005), Brask (TSMC-1012).

1. The Examiner’s Search Omitted a Key Claim Term
(“Trench”) for a Feature Cited in the Reasons for Allow-
ance of the >735 Patent, Leading the >735 Examiner to Over-

look a Reference (Brask) That was Later Determined by the
Examiner of a Child Application to Disclose that Feature

The Examiner’s search strategy failed to capture a key claim limitation that
lies at the heart of both the description and claims of the’735 Patent—specifically, a
“trench” for a gate structure of a semiconductor device. The Examiner’s cursory
prior art search relied on keyword-based queries that contained a variety of terms,
but critically, the Examiner failed to issue even a single query containing the term
“trench.” This was a remarkable omission given the prominence of the term
“trench” as used throughout the *735 Patent. See e.g., TSMC-1001, Title (“SEMI-
CONDUCTOR DEVICE WITH TRENCH OF VARIOUS WIDTHS”), passim
(“trench” recited 3 times in claim 1 and an additional 46 times in the *735 specifica-
tion). “Trench” was also a term commonly used in the field at the time of the alleged

invention. Indeed, all three of the Petition’s anticipatory references refer to “trench”
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structures consistent with use of the term “trench” in the *735 Patent itself. See, e.g.,
TSMC-1004 (Abstract); TSMC-1005 (Abstract); TSMC-1012 (Abstract).

Despite never having searched for “trench” in the prior art, the Examiner was
not deterred from issuing a first-action allowance where he asserted that the prior art
failed to disclose a “trench” in the configuration recited in claim 1. Specifically, the
Examiner stated in the reasons for allowance that the prior art lacked disclosure of
limitations in claim 1 directed to a gate structure in a “trench,” “wherein the trench
comprises a top, a bottom, and a neck arranged between the top and the bottom, a
width of the neck is narrower than a width of the top.”! TSMC-1002, 95. But this
conclusion was based on an incomplete assessment of the prior art limited by the
Examiner’s failure to search for “trench” as would have been appropriate to locate
some of the most pertinent references.

The Examiner’s deficient search was exposed during prosecution of a divi-
sional of the *735 Patent. There, the divisional Examiner (different from the *735

Examiner), identified and explicitly credited Brask as disclosing structures for form-

! The limitations related to the shape of the trench reflect the 735 Patent’s pur-

ported improvement. See TSMC-1001, 1:49-54, 9:58-10:6.
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ing a trench having “a top, a bottom, and a neck arranged between the top and bot-
tom, wherein the width of the neck is narrower than a width of the top.”> TSMC-
1020, 66. This finding was directly at odds with key aspects of the >735 Examiner’s
earlier-stated reasons for allowance of the *735 Patent. Compare TSMC-1002, 95
with TSMC-1020, 66. And the divisional Examiner’s application of Brask was
sound, as the Petition demonstrates in detail. See Pet., 72-84. The Examiner’s failure
to earlier identify and apply Brask during prosecution of the *735 Patent consistent
with the divisional Examiner’s later characterization of Brask was material exami-
nation error and warrants referral of TSMC’s Petition. Western Digital Technolo-
gies, Inc. v. Godo Kaisha IP Bridge 1, 1PR2025-00701, Paper 9, at 2 (Aug. 14, 2025)
(finding error where the “examiner found the prior art taught the previously allowa-
ble subject matter, and rejected then-pending child applications of the challenged
patent”); ASUSTeK Computer Inc. v. Nokia Techs. Oy, IPR2025-01153, Paper 11, at
8-14 (Oct. 7, 2025) (petitioner's opposition explaining that the examiner erred by
“Fail[ing] to Identify Prior Art That Was Later Used to Reject Similar Claims in a

Child Application”) & Paper 13 (Squires Nov. 20, 2025) (referral decision denying

2 Although the divisional claims were also allowed on a first action, the basis for

allowance of the divisional related to process limitations not recited in the claims

of the *735 Patent. See TSMC-1016, cl. 1; TSMC-1020, 66.
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PO’s request for discretionary denial); Harbor Freight Tools USA Inc. v. Champion
Power Equipment, Inc., IPR2025-00805, Paper 20 (Sept. 19, 2025) (finding material
error where “the Examiner failed to cite [a reference applied against a limitation in
a related patent] for a similar limitation in the challenged patent™).

2. The Examiner’s Flawed Classification Search and Overly

Narrow Search Terms Further Led to Oversight of the Peti-
tion’s Anticipation References

The Examiner’s search methodology was flawed in other dimensions as well.
For example, during prosecution of the *735 Patent, the Examiner’s classification
search was limited to just four sub-classes within Class 257 relating to “Active Solid-
State Devices.” See TSMC-1052; TSMC-1002, 102; TSMC-1001, Cover. But the
Examiner failed to appreciate that aspects of the semiconductors claimed in the 735
Patent, including the trench shape, result from the ’735 Patent’s disclosure of the
fabrication methods that achieve those features. See e.g., TSMC-1001, 3:20-32,
FIGs. 1A-1E (illustrating stages of fabrication process). For that reason, much of the
most relevant art, including Brask and each of the other anticipation references ap-
plied in the Petition, are assigned to Class 438 relating to “Semiconductor Device
Manufacturing: Process.” See TSMC-1052; TSMC-1004, Cover; TSMC-1005,
Cover; TSMC-1012, Cover. Because the Examiner never specifically searched Class
438 (or other relevant sub-classes within Class 257) when evaluating the ’735

claims, the Examiner overlooked swaths of relevant art including Brask. By contrast,
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the divisional Examiner searched within both Classes 257 and 438, allowing for
identification of Brask within Class 438/926. TSMC-1020, 74; TSMC-1012, Cover.

Compounding these problems, the Examiner failed to search for an alternative
configuration of the trench recited in claim 1. Claim 1 specifies that the “neck” of
the trench can be either “narrower than or equal to a width of the bottom.” TSMC-
1001, 10:44-46 (emphasis added); see also id., FIG. 1e (illustrating neck narrower
than bottom), FIG. 4 (illustrating neck equal in width to the bottom). But the Exam-
iner’s search queries focused only on the former configuration and excluded the lat-
ter by relying on keywords such as “hourglass,” “bone,” “biconic,” “lemniscate,”
“bow tie,” or “infinity.” TSMC-1002, 105-109. These shapes all narrow toward their
centers, evocative of a neck narrower than the bottom, but none corresponds to the
alternative configuration in claim 1 encompassing trenches that maintain an equal
width from the neck to the bottom. Accordingly, the Examiner’s queries for these
shapes (none of which connected the searched shapes to a “trench’) would not return
the Petition’s three anticipatory references—none of which recite these terms or fo-
cus on a neck narrower than the bottom. Lin instead discloses that its trench has a
“Y” shape where the neck of the “Y” is of equal width to the bottom. TSMC-1005,
Abstract, [0002], [0009], [0011], [0026], FIG. 4. Chuang and Brask likewise disclose
trenches consistent with the alternative configuration where the width of the neck is

equal to a width of the bottom. See id.; TSMC-1004, [0032], FIG. 7; TSMC-1012,
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2:50-3:13, FIG. le; Pet., 26-27, 60-61, 83-84.

The Examiner’s flawed text and classification code searching further contrib-
uted to oversight of the three anticipation references cited in the Petition. Office
resources are warranted to address these errors. See, e.g., Taiwan Semiconductor
Manufacturing Co. Ltd. v. Marlin Semiconductor Ltd., IPR2025-01082, Paper 7, 2-
11 (discussing flawed search that led to oversight of three anticipation references) &
Paper 10 (denying PO’s request for discretionary denial); Samsung Elecs Co., Ltd.
v. Wilus Institute of Standards and Tech., Inc., IPR2025- 01043, Paper 9, 20-27 (dis-
cussing search errors) & Paper 11 (denying PO’s request for discretionary denial).

B. The Applicant Engaged in Unfair Dealings With the Office by

Failing to Cite its Own Anticipating Prior Art (Lin), Further Con-
tributing to Deficient Examination

“[T]he Office may consider unfair dealings as a factor when determining
whether to exercise discretion to deny institution under 35 U.S.C. § 314(a).” Tessell,
Inc. v. Nutanix, Inc., IPR2025-00322, Paper 14 (June 12, 2025). Here, the original
applicant for the *735 Patent—United Microelectronics Corp. (UMC)—committed
unfair dealings by failing to cite its own anticipating prior art reference Lin (TSMC-
1005) to the Examiner during prosecution of the 735 Patent. The Petition shows
that Lin discloses each limitation of claims 1 and 3-6 of the *735 Patent, including a

trench whose neck is narrower than the top. TSMC-1005, FIG. 4 (annotated); see
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also id., Abstract, [0002], [0009], [0011], [0026]; Pet., 59. Yet, UMC wrongly se-
cured the *735 Patent by presenting claims anticipated by Lin without informing the
Office of its own anticipatory art. Marlin, who acquired Lin from UMC, exacerbates
the inequity of UMC’s unfair dealings by threatening assertion of the *735 Patent
against TSMC while offering no excuse for UMC’s failure to cite Lin during prose-
cution.

Regardless, if the Examiner had been made aware of Lin, and if Lin were
properly considered, the *735 Patent would not have issued. Referral of TSMC’s
Petition would further make appropriate and efficient use of Office resources to right
UMC’s failure to cite Lin, and to ensure Marlin cannot continue to lay claim to ex-
clusive rights in the 735 Patent before the Office has had a proper opportunity to
consider Lin, which UMC should have disclosed long ago. See Samsung Elecs. Co.
Ltd. v. Wilus Institute of Standards and Tech Inc., IPR2025-00934, Paper 7, at 14-
17 (addressing patent owner’s prosecution conduct) & Paper 11 (denying PO’s re-
quest for discretionary denial); MPEP § 2001.04 (“The Office strives to issue valid
patents. The Office has both an obligation not to unjustly issue patents and an obli-
gation not to unjustly deny patents.”); 37 C.F.R. § 1.56(a) (“A patent by its very
nature is affected with a public interest. The public interest is best served[] ... when,
at the time an application is being examined, the Office is aware of and evaluates the

teachings of all information material to patentability.”).
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III. Referral Is Warranted Because of the Strength of the Petition, Which
Invalidates All Claims Over Three Separate Anticipation References

The merits of the Petition are especially strong here. This is evident from
TSMC’s three separate anticipation grounds based respectively on Chuang (TSMC-
1004), Lin (TSMC-1005), and Brask (TSMC-1012). See Pet., 2. By contrast, Mar-
lin’s brief identifies no substantive deficiencies. And while the Petition provides
straightforward, well-supported, and well-reasoned anticipation analyses for all
three references, the compelling merits of the Petition can be gleaned even just from
the side-by-side figures below, which reveal striking similarities between the alleged
invention and the prior art. See Memorandum, Interim Processes for PTAB Work-

load Management (March 26, 2025) (“strength of the unpatentability challenge”).

>735 Patent, FIG. 4 (annotated) Chuang, FIG. 7 (annotated)

dielectric layer

stop layer

10
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Brask, FIG. 11 (annotated)

trench dielectric layer trench

-

IV. Referral is Warranted Because the Settled Expectations of Petitioner
and Others Outweigh Marlin’s Alleged Expectations

Marlin’s main contention in requesting denial is that the patent issued 15 years
ago, allegedly creating “settled expectations” that, alone, effectively trump all other
considerations. See Paper 6, at 2-8. But focusing the analysis solely on Marlin’s ex-
pectations, without regard for the expectations of TSMC, its customers, and the pub-
lic, is not balanced or fair. TSMC, its customers, and the public have “settled expec-
tations” that heavily outweigh Marlin’s alleged expectations.

After acquiring the *735 Patent in June 2021 (see TSMC-1033), Marlin began
an enforcement campaign against the semiconductor industry, including TSMC’s
customers. See EX1046, p. 16, 92. This included asserting patents against TSMC
and its customers in the ITC to seek an exclusion order, ending the parties’ good
faith negotiations. The Petition should be referred to resolve this dispute before Mar-
lin’s enforcement of the *735 Patent against TSMC or its customers disturbs the par-

ties” well-settled expectations that the *735 Patent will remain dormant.

11
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First, TSMC and its customers enjoyed settled expectations that the 735 Pa-
tent would not be asserted due to a long period of inaction by UMC and Marlin for
most of the *735 Patent’s life. Marlin’s declarant concedes that Patent Owner did not
approach TSMC concerning its portfolio until 2024, following nearly 13 years of
inactivity since the *735 Patent issued in 2011. EX2104, 94. Indeed, TSMC has man-
ufactured semiconductors using replacement metal-gate technology since 2011. It is
telling that Marlin offers no reason why it or UMC, who Marlin claims is “TSMC’s
main competitor” (Paper 6, 3), did not approach TSMC about its patents on this
technology years earlier. During that time, both Marlin and UMC instead remained
silent and inactive. This inactivity created settled expectations for TSMC and its
customers that the patent would remain dormant. These expectations weigh against
denial. See Apple Inc. v. Ferid Allani, IPR2025-00856, Paper-11 (Sep. 5, 2025) (in-
formative) (declining to discretionarily deny institution based on petitioner’s expec-
tations that the challenged patent would not be asserted after years of patent owner
inaction); Intel Corp. v. Proxense LLC, IPR2025-00327, Paper 12 at 2-3 (June 26,
2025) (inactivity “weighs against a patent owner’s claim of settled expectations”).

Second, Marlin’s attempt to establish settled expectations fails because it
knew or should have known that the claims of the *735 Patent were invalid. As dis-
cussed above, the Petition presents three meritorious anticipation grounds, including

grounds based on Lin (TSMC-1005) and Brask (TSMC-1012). Both references are
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problematic for Marlin. Lin is the prior patent owner’s (UMC’s) own publication,
but it was never cited to the Examiner during prosecution. Supra, §11.B. Likewise,
UMC and Marlin were on notice of Brask for nearly a dozen years before Marlin
approached TSMC about the *735 Patent. Supra, §I1.A. UMC or Marlin could have
requested reexamination or supplemental examination of the 735 Patent to cite Lin
or Brask for years before Marlin’s recent campaign, but neither did.

Third, Marlin presents no evidence that the 735 Patent has been “commer-
cialized, asserted, marked, licensed, or otherwise applied” in any way that would
excuse its (and UMC’s) years of inaction in relation to the *735 Patent, its awareness
of references that render the 735 claims invalid, and the multiple examination errors
that arose during prosecution. Shenzhen Tuozhu Tech. Co., Ltd. v. Stratasys, Inc.,
IPR2025-00531, Paper-10, at 3 (July 17, 2025) (internal quotations omitted). Alt-
hough Marlin contends that the 735 Patent “has [] been commercialized, at least in
the form of licensing” with Intel and Samsung (see Paper 6, 4), this is a red herring
because Marlin’s licenses with Intel and Samsung were not announced until long
after it approached TSMC for a license in 2024—and long after TSMC’s settled
expectations of non-enforcement had been established. See TSMC-1037; TSMC-
1038. Marlin also offers no further detail as to the scope, terms, or context of the
alleged licenses that would be necessary to demonstrate their significance. The only

evidence Marlin submits is a bare assertion from its corporate representative, Paul
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Ahern, representing the existence of licenses. See EX2104. Marlin’s arguments are
readily distinguishable from Alliance Laundry Sys., LLC v. PayRange LLC, where
the patent owner provided far more evidence concerning the relevance of its license,
and where there was no evidence of long inactivity from the patent owner,
knowledge by the patent owner of anticipating prior art, or comparably fatal exami-
nation errors. See IPR2025-00950, Paper 11 (Sep. 19, 2025) (informative).

Moreover, Marlin puts forth no evidence that these purported licenses were
public or that its purported licensees marked their products in any way to evidence
commercialization that would disturb TSMC’s settled expectations in freedom to
operate. As best TSMC can tell, news of this licensing campaign was not public until
May 2025, after Marlin had already hauled TSMC into multiple tribunals. See
TSMC-1037; TSMC-1038. Those news stories indicate that licenses were taken over
Marlin’s entire portfolio, containing hundreds of patents. /d. Marlin cannot reason-
ably infer settled expectations with respect to the validity and enforceability of the
’735 Patent from such a broad license. See, e.g., Samsung Elecs. Co. Ltd. v. Wilus
Inst. of Standards & Tech. Inc., IPR2025-00935, Paper 9, at 25 (July 30, 2025) (ar-
guing for settled expectations based on patent pool licensing); Wilus, Paper 12, at 3
(Sept. 26, 2025) (referring petition to the Board).

Marlin attempts to deflect by alleging TSMC knew of the *735 Patent through

its own patent prosecutions, favoring denial under iRAhythm. See Paper 6, at 4. But
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Marlin proves no such knowledge. Its vague reliance on the Google Patents “cited
by” list appears to reference TSMC’s U.S. Pub. Nos. 2017/0213830 and
2019/0103325, which later issued as U.S. Patent Nos. 10,453,842 and 10,811,320,
respectively. See EX2103, 7. But it was the Examiner of the ’842 and *320 Patents,
not TSMC, that cited the 735 Patent in these cases. See TSMC-1047 and TSMC-
1048 (each identifying the *735 Patent with a (*) to indicate the Examiner’s citation
rather than TSMC’s). See Paper 6, 4; iRhythm Techs., Inc. v. Welch Allyn, Inc.,
IPR2025-00363, Paper 10, at 3 (June 6, 21025). Quite unlike iRAhythm, Marlin pre-
sents no evidence that TSMC “had an established and public track-record of moni-
toring existing patents,” or that “[t]his awareness led to a long period of awareness
and not challenging of” the 735 Patent. iRhythm, Paper 7, at 30 (April 18, 2025).
Finally, Marlin argues that licensing negotiations between the parties begin-
ning in 2024 weigh against any claim of settled expectations by TSMC. See Paper
6, 6-7 (citing DataDome S.A. v. Arkose Labs Holdings, Inc., IPR2025- 00693, Paper
13 (Aug. 14, 2025)). Marlin’s reliance on DataDome is unavailing. First, in Data-
Dome, there was a parallel proceeding involving the challenged patents. And second,
DataDome did not argue that the Examiner had materially erred during prosecution.
See DataDome, Paper 8, at 7; id., Paper 12, at 26-31. Both of those factors differ in

the present case and weigh in favor of referral.
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Moreover, TSMC filed this Petition less than a year after Marlin asserted pa-
tents against TSMC in court. TSMC was thus more diligent than the DataDome pe-
titioner, who waited 15 months to file its IPR petition. See DataDome, Paper 13;
DataDome, Ex-1015 (December 1, 2023 letter refusing license); DataDome, Paper
5 (Petition filed March 14, 2025). Likewise, in DataDome, the record contained de-
tailed evidence of the parties’ licensing negotiations over the specific patent chal-
lenged in that IPR 2.5 years before the IPR was filed. Here, by contrast, Marlin’s
declarant states only that “Marlin made a proposal to TSMC for a license to the
Marlin portfolio” less than 1.5 years before TSMC filed this Petition. EX2104, 4.

V. Referral is an Efficient Use of Board Resources

Additionally, referral here is an efficient use of Board resources because there
is no parallel litigation involving the *735 Patent, making the PTAB the most efti-
cient forum to resolve this dispute. See, e.g., Intas Pharms. Ltd. v. Atossa Therapeu-
tics, Inc., IPR2025-00799, Paper 12, at 2-3 (Aug. 12, 2025) (“[T]he parties are not
involved in a parallel proceeding involving the challenged patents. As a result, there
is no concern of inconsistent outcomes or significant duplication of efforts resulting
from two proceedings operating in parallel.”); Azurity Pharms., Inc. v. Helsinn
Healthcare S.A., IPR2025-00945, Paper 11, at 2-3 (Sept. 19, 2025). No other tribu-
nal is set to resolve the merits of this dispute, meaning there is no risk of duplicated

efforts, inconsistent decisions, or unnecessary expenses for the parties.
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Marlin argues this is not dispositive because petitions in Intel/ Corp. v. Prox-
ense LLC were discretionarily denied despite having no trial date. See Paper 6, at 7
(citing [IPR2025-00327, Paper 12, at 2 (June 25, 2025)). In Intel, however, the Acting
Director explained that the discretionary decision to deny was based upon Peti-
tioner’s failure to “provide any persuasive reasoning as to why an inter partes review
is an appropriate use of Board resources.” Intel, Paper 12, at 2. Here, TSMC presents
several compelling reasons why IPR is an appropriate use of resources, including to
address material errors that arose during prosecution, because the strength of the
merits is especially strong (three anticipation grounds), and to resolve the parties’
dispute in an efficient manner that avoids “unnecessary and counterproductive liti-
gation costs” before Marlin asserts this patent in a court against TSMC.

Moreover, Marlin has demanded that TSMC take a license to the *735 Patent
(see EX2104) and alleged in the ITC and district court that TSMC infringes various
other patents in its portfolio (see TSMC-1046). Referral before further litigation is
an appropriate use of resources to efficiently resolve the parties’ dispute over the
validity of the *735 Patent and to avoid “unnecessary and counterproductive litiga-
tion costs” before Marlin asserts this patent in court. See Trial Practice Guide, at 56.

VI. TSMC’s Unprecedented Investments in American Manufacturing War-
rant Referral

The considerations set forth in the Director’s March 11, 2026 memorandum

further favor referral and institution of TSMC’s Petition. TSMC-1049, 2. Marlin
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does not dispute that TSMC has “a significant, existing manufacturing presence in
the United States” and is “taking concrete steps to invest in American manufactur-
ing.” Id. Marlin cannot say the same. In short, TSMC is making one of the largest
investments in American manufacturing ever; Marlin, as a non-practicing entity
based in Ireland, is not. TSMC has invested billions of dollars to bring advanced
semiconductor manufacturing to the U.S., and TSMC’s newly built facilities are pro-
ducing products for U.S. customers, including products using TSMC’s 4nm process
that are accused of infringing Marlin patents in court. Marlin nonetheless wields the
>735 Patent for leverage against TSMC outside court, seeking to reap a share of
TSMC’s investments for itself.

In more detail, TSMC has made unprecedented investments in U.S. manufac-
turing since the first Trump administration. TSMC-1036; TSMC-1050; TSMC-
1051. TSMC made an initial commitment of $12 billion in 2020 to construct new,
advanced semiconductor fabrication facilities in Phoenix, Arizona. TSMC-1050.
Since then, TSMC has expanded its commitment by an order of magnitude to $165
billion—representing the largest foreign direct investment in U.S. history. TSMC-
1050; TSMC-1036. To date, TSMC has completed construction in Phoenix of two
fabs for 4nm and 3nm process technologies, respectively. TSMC-1050; TSMC-
1051. High-volume production of 4nm products began in 2024, and high-volume

production of 3nm products is targeted for 2027. Id. TSMC also broke ground in
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April 2025 on a third fab for 4nm and A16 process technologies. /d. An additional
three fabs, two packaging plants, and R&D center are also planned in Phoenix.
TSMC-1051. Altogether, TSMC'’s six fabs will constitute a “gigafab cluster” esti-
mated to produce an astounding 100,000 wafers per month. The first three fabs alone
will directly support 6,000 high-tech jobs, in addition to tens of thousands of con-
struction and supplier jobs. TSMC-1050; TSMC-1051. The Greater Phoenix Eco-
nomic Counsel (GPEC) further estimates that TSMC’s first three fabs alone will
create $32.9 billion in economic output. /d. President Trump has lauded the “many
thousands of jobs, ... high-paying jobs” that will result from TSMC’s unprecedented
U.S. investments, and Secretary Lutnick hailed “the return of American manufactur-
ing” at TSMC Arizona. TSMC-1036; TSMC-1054. The considerations underlying
Factor 1 of the Director’s March 11 memorandum thus strongly favor referral.

On the other hand, Marlin’s threat to weaponize the 735 Patent risks under-
mining the U.S. semiconductor supply chain, harming priorities that this Admin-
istration has made clear are vital to U.S. economic interests and national security.
TSMC-1039, at 3; TSMC-1040, at 1; TSMC-1045, at 40. TSMC’s advanced fabri-
cation capabilities are crucial to leading U.S. companies, including Apple, NVIDIA,
and AMD, who are buying the chips made at TSMC Arizona. TSMC’s technology
is likewise vital to the U.S. supply chain, and supports U.S. advanced semiconductor

research and development in industries including Al, health care, national security,
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and defense. See TSMC-1041, at 18-19; TSMC-1042; TSMC-1043; TSMC-1044.

Marlin does not dispute TSMC’s substantial investments in U.S. manufactur-
ing or the vitality of TSMC’s advanced semiconductors to U.S. national security,
public health, and economic interests. Instead, Marlin sets up a strawman, painting
itself as a “small company” and protector of local industry. See Paper 6, at 9-10. The
facts belie Marlin’s claim. Marlin is not a small company; it is instead a foreign
entity related to Longitude Licensing, an IPValue entity, which is owned in turn by
private equity firm Vector Capital. TSMC-1055; TSMC-1056; TSMC-1057. Marlin
also does not practice the 735 Patent or any other patent it holds. No evidence sug-
gests that Marlin, a foreign entity, has invested in the U.S. semiconductor technology
space, only that Marlin has tried to assert recently acquired patents. Indeed, Marlin
does not identify any competing products it licenses that practice the 735 Patent
which are made in the U.S. And Marlin’s reference to licenses with Samsung and
Intel are likewise of no moment as the alleged licenses were to Marlin’s entire port-
folio, unrelated to any products alleged to practice the *735 Patent. TSMC-1037;
TSMC-1038. Given Marlin’s patent litigations against U.S. companies (e.g., Apple,
Qualcomm, Broadcom), Marlin’s claim to be a protector of “local industry” rings
hollow. Accordingly, Factor 2 further favors referral.

VII. Conclusion

The Director should refer and institute TSMC’s Petition on the 735 Patent.
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