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I. MOSKOWITZ’S ATTEMPTED ANTEDATING OF PALMATIER
DOES NOT WARRANT DENIAL OF INSTITUTION

Patent Owner Moskowitz’s Preliminary Response (“POPR”) does not dispute
that Medtronic’s Palmatier-based grounds anticipate or render obvious all
challenged claims. Instead, Moskowitz contends that Palmatier is not prior art
because the challenged claims were allegedly conceived before Palmatier’s
December 19, 2011 filing date and constructively reduced to practice in Moskowitz’s
October 25, 2012 provisional application. (POPR, 4-81.) Moskowitz’s proffer—
consisting largely if not exclusively of the uncorroborated testimony of a single co-
inventor (Dr. Nathan Moskowitz, Ex. 2024)—falls far short of carrying Patent
Owner’s evidentiary burden and implicates a range of factual disputes that cannot be
resolved on this preliminary record. The Director instituted review in related
IPR2026-00162, where Moskowitz raised a similar challenge based on the same
evidence. The same result is warranted to provide a full and fair opportunity for the
parties to develop a complete record for a final written decision.

A. Insufficient Evidence of Conception and Lack of Corroboration

Moskowitz fails to show that the inventors had formed a “definite and
permanent idea” of the complete invention, as required for conception. Burroughs
Wellcome Co. v. Barr Lab'ys, Inc., 40 F.3d 1223, 1228 (Fed. Cir. 1994) (internal
citation omitted). Moskowitz relies on a “modified wedge” design attached with

Eric Sugalski’s May 3, 2011 e-mail as evidence of conception. (See POPR, 8-75;
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Ex. 2027, 10.) But the “modified wedge” design was one of many ideas floated for
consideration. (Ex. 2024, 431; Ex. 2027, 1 (*“5 Sketch-level concepts of alternative
expanding fusion devices”).) There is no evidence, other than Dr. Moskowitz’s
uncorroborated testimony, that the inventors “had formed a definite and permanent
understanding of the structure and operation” of the “modified wedge” design. (Ex.
2024, 941.) After the May 3, 2011 e-mail, there was no discussion of the “modified
wedge” design before Palmatier’s December 19, 2011 filing and all discussion and
development centered on other designs (see, e.g., Ex. 2031). Moskowitz’s evidence
thus shows a “research plan” for an expandable implant, not a “settled idea” of the
“modified wedge” design as the invention. Burroughs, 40 F.3d at 1228.

Moreover, the exhibits (e.g., emails) cited by Dr. Moskowitz are plainly
insufficient to establish prior conception because they lack corroboration from
anyone other than Dr. Moskowitz. Indeed, Moskowitz is “stuck in a catch-22 of
corroboration: [Moskowitz] attempts to corroborate [Dr. Moskowitz’s] testimony
with [] emails and [] drawings, but the emails and drawings can only provide that
corroboration with help from [Dr. Moskowitz’s] testimony.” Apator Miitors ApS v.
Kamstrup A/S, 887 F.3d 1293, 1296 (Fed. Cir. 2018). Moskowitz’s “unwitnessed
emails and drawings, alone, cannot corroborate [Dr. Moskowitz’s] testimony of
conception.” See id. at 1296-97.

B. The Diligence Showing Contains Critical Gaps
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Moskowitz cannot demonstrate reasonably continuous diligence throughout
the critical period—from just before December 19, 2011, through October 25, 2012.
The diligence showing is based on uncorroborated inventor testimony with large
unexplained gaps in activity during the critical period, which defeats diligence. See,
e.g., Tesla, Inc. v. Charge Fusion Techs., LLC, No. IPR2023-00062, 2024 WL
1642657, at *5 (P.T.A.B. Apr. 16, 2024) (finding lack of activity over four weeks as
negating diligence); In re Meyer Mfg. Corp., 411 Fed. Appx. 316, 319-20 (Fed. Cir.
2010) (concluding that “an unexplained gap of just over two months” supported the
Board's finding of insufficient diligence).

From December 2011 through January 2012, the only documented activity
potentially related to the claimed expandable wedge-based implant is Keith Yeager’s
preparation of electronic drawings, allegedly delivered January 2, 2012 (Ex. 2045),
and Dr. Moskowitz’s alleged review of those drawings (Ex. 2046). (POPR, 77.)
After that, there is literally no documented activity pertaining to the claimed
expandable wedge-based implant until the filing of the provisional application on
October 25, 2012. (See Ex. 2024, 9975-118.) Dr. Moskowitz’s bare uncorroborated
testimony that he had “discussions” and reviewed prototypes relating to the claimed
wedge-based expandable implant is plainly insufficient. (I/d.) His sporadic
engagement in prosecution activity for the *543 application (the “tool application”;

see Ex. 2024, 990) during that 7-month period stretches the diligence doctrine
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beyond its permissible scope. The ’543 application is a divisional of U.S. Patent
Application No. 11/842,855, filed on August 21, 2007 (Ex. 2026, 15), years before
the alleged conception of the “modified wedge” design in May 2011. There is no
evidence that the tool application concerns an invention that was contemporaneously
developed for use with the claimed expandable wedge-based device and that
prosecuting the tool application was in any way necessary for comnstructively
reducing the expandable wedge-based device to practice. Dr. Moskowitz’s contrary
testimony is entirely uncorroborated and cannot show “diligence.” Perfect Surgical
Techniques, Inc. v. Olympus Am., Inc., 841 F.3d 1004, 1007 (Fed. Cir. 2016).

C. Institution Is Required to Develop the Factual Record

As noted above, Moskowitz’s evidence falls far short of the high evidentiary
burden of proving antedation, and only further confirms that institution is warranted
in order for that evidence to be properly developed and tested at trial. See IQE PLC
v. Cornell Research Foundation Inc., IPR2024-00609, Paper 9 at 41 (Sep. 13, 2024)
(granting institution because “Patent Owner’s arguments [regarding
conception/reduction to practice] raise disputed factual issues that are best resolved
on a more fully developed record”); Mylan Pharms. Inc. v. Merck Sharp & Dohme
Corp., IPR2020-00040, Paper 21 at 42-43 (May 12, 2020) (rejecting a pre-institution
antedating challenge while noting that “the better course . . . is to permit the parties

to more fully develop the record through trial”’). Moskowitz’s cited authority, which
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denies institution based on an antedating challenge, does not warrant a different
conclusion. (POPR, 4.) The cited decisions are the exception rather than the norm;
they are also readily distinguishable. In Par-Kan Co., LLC v. Unverferth Mfg. Co.,
IPR2024-01426, Paper 10 (PTAB Mar. 19, 2025), corroborated testimony from both
an inventor and non-inventor undisputedly established an actual reduction to
practice before the relevant prior art dates—none of which is true here. The patent
owner in Roofr Inc. v. Eagle View Techs, Inc., IPR2023-00437, Paper 14 at 13-15
(PTAB Aug. 1, 2023), made the same evidentiary showing as in Par-Kan—far
surpassing Moskowitz’s anemic effort here—and the relevant testimony had been
tested through discovery and in parallel proceedings in which the district “noted no
1ssues with the evidence.” Moskowitz’s evidence is untested, and unlike here, the
patentee in those cases did not have to show conception, which implicates the mental

part of the invention, or diligence towards reducing the invention to practice.

II. MOSKOWITZ FAILS TO IDENTIFY ANY INCONSISTENT
POSITIONS WARRANTING DENIAL

Moskowitz identifies no authority for its contention that boiler-plate
preservation of rights language in the Petition warrants denial of the Petition. (POPR,
81-82.) Under the Director’s jurisprudence, what matters is whether Medtronic has
taken an inconsistent position. Moskowitz shows no inconsistent position by

Medtronic and there are none. (Ex. 2063, 20:6-8.)
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