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I. NO LIMITATIONS ARE MISSING FROM THE PRIOR ART 

In the Patent Owner Preliminary Response (“POPR”), Patent Owner (“PO”) 

takes an unduly narrow reading of 37 C.F.R. §42.104, and mischaracterizes the 

Petition and prior art. PO’s apparent view is that a petition must identify in the prior 

art an express disclosure of every limitation in detail; there is no room for broader 

teachings of the same concepts, or experts to explain how features that may not be 

express, or described in different words, would be understood to be present. PO 

identifies no requirement that the prior art must teach every claim limitation 

expressly using the same words. Nor is it improper gap filling for experts to explain 

how a POSITA would have understood the prior-art disclosures. The Petition here 

identifies where the prior art teaches every claim element (as required), at times 

supported by testimony to explain how. 

PO first argues that Nakagawa expressly discloses only an encoder but not a 

decoder (Ground 1, cls. 1[pre]/7[pre]), and PO further argues that Wiegand-Davies 

discloses only a decoder but not an encoder (Grounds 2-3, cls. 4[pre]/8[pre]). POPR, 

12-16, 22-23. PO ignores, however, the Petition’s explanation that Nakagawa 

discloses a decoder within the encoder (even providing a decoder output). Paper 1, 

15-17 (“Pet.”) (citing Nakagawa, 5:42-59, 6:15-40, Fig. 2). And, as Petitioner’s 

expert explained, because encoders and decoders are inverses of one another—as 

shown in ample supporting evidence (Pet., 15-16, n.4 (supported by Ex-1014, ¶4; 
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Fimoff, 2:33-37, 2:47-50; Sita, ¶51; Ex-1003, ¶¶49-52, 117-24); Pet., 63-64 

(supported by Fimoff, 2:47-50; Ex-1032, 1; Ex-1003, ¶¶302-07)—when a reference 

describes an encoder or decoder, it also describes its counterpart. Pet., 15-17, 62-64.  

PO next argues that “Petitioner admits that Sita’s filter operation 224 does not 

include a vertical filter” (POPR, 16), but that is incorrect. Sita describes the detailed 

operations of a “horizontal filter” (Pet., 29), and states that those teachings “easily 

extend…in the vertical direction if desired.” Sita, ¶95 (emphasis added); see also 

Pet., 29. PO latches onto “if desired” to cabin Sita to only expressly describing a 

“horizontal filter” through unsupported attorney argument (POPR, 17-18)—contrary 

to Sita’s express words. Invitrogen Corp. v. Clontech Lab., Inc., 429 F.3d 1052, 1068 

(Fed. Cir. 2005) (“[u]nsubstantiated attorney…is no substitute for competent, 

substantiated expert testimony.”); Twitch Interactive, Inc. v. RazDog Holdings LLC, 

IPR2025-00307, Paper 21 (July 28, 2025). 

PO then argues Fimoff fails to teach a horizontal filter. POPR, 20-22. Here, 

PO recognizes that Fimoff discusses horizontal filtering, but argues Fimoff does not 

expressly apply that filter to “lines of a reference block.” Id., 20-21. That is the entire 

point of a horizontal filter, which Petitioner’s expert properly explains. See Pet., 52 

(citing Sita, ¶123; Ex-1050, ¶30 to demonstrate horizontal filters apply to lines).  

PO further contends that, despite outlining a four-step reconstruction process 

(Wiegand, 109), Wiegand fails to disclose a “reconstruction process” because the 
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intricate details of that process had not been written yet (POPR, 23-24). The claims 

do not require the details PO demands; they merely require combining a “residue 

block” and a “motion compensated reference block” (Ex-1001, cls. 1, 7), like nearly 

every predictive video-decoding process that came before it (Pet., 55; Ex-1003, 

¶¶273-74 (citing Fimoff, 2:20-27, 2:60-66, Wiegand, 20). See In re Epstein, 32 F.3d 

1559, 1568 (Fed. Cir. 1994); Lockwood v. Am. Airlines, Inc., 107 F.3d 1565, 1570 

(Fed. Cir. 1997). 

Finally, PO argues that Wiegand fails to disclose a generic “circuit” in claims 

7 and 8. POPR, 25-26. But PO ignores the Petition’s explanation that, by Wiegand 

discussing its applicability to “videoconferencing,” “television broadcasting,” 

“internet streaming,” and use of “computer data,” that would have been understood 

to involve computers, and thus a generic circuit. Pet., 68; Ex-1003, ¶¶324-27. 

II. PO MISREPRESENTS PREDICTIVE DECODING  

PO also dives into technical details—unsupported by expert analysis—to 

argue that Sita’s filters would break Nakagawa, allegedly undermining the 

combination (POPR, 27-37), and that Fimoff’s “linear interpolation” is not a “GFv” 

filter (POPR, 45-51). These arguments are either an unsupported claim-construction 

argument as to what “motion-compensation interpolation” (“MCI”) requires, or 

otherwise misunderstand how MCI works.  

Specifically, PO conflates “motion compensation” with MCI. POPR, 28. 
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Although motion vectors “are required to perform motion compensation” (id.), MCI 

is different. Indeed, PO’s expert in third-party proceedings explained that MCI 

involves “generat[ing] half pixels and quarter pixels that don’t actually exist,” 

because objects in a video “probably [do] not move[] an exact number of pixels” 

between two video frames, and thus “we can often get a better prediction” through 

interpolation. Ex-1067, 508:11-511:12. In other words, MCI is effectively more 

resampling on top of what Nakagawa already does to calculate (in an encoder) or 

apply (in a decoder) motion vectors, but motion vectors are not required for MCI.  

Thus, PO wrongly contends that incorporating Sita’s joint filter “would render 

Nakagawa’s encoder unable to generate accurate motion vectors.” POPR, 29. 

Indeed, the only technical evidence of record is that the combination would generate 

more accurate motion vectors. Ex-1003, ¶¶144-49. Relatedly, PO wrongly contends 

that Fimoff’s “linear interpolation” filter is not MCI because it “does not consider a 

motion vector.” POPR, 47-48. But it is MCI because it produces the interpolated 

picture used to perform motion compensation. Ex-1003, ¶¶106, 258-60, 276. 

III. THE PETITION DOES NOT IMPROPERLY INCORPORATE 
EXPERT OPINION BY REFERENCE 

Finally, PO argues improper incorporation by reference for the Petition’s 

evidence that: (1) Sita teaches a joint resampling/MCI filter; and (2) Wiegand and 

Davies are prior art. POPR, 37-45, 51-55. These arguments should be rejected.  

First, the Petition identifies two tables in Sita (7B and 7C), explaining each 
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represents a filter that takes pixel values as inputs and applies weights to perform 

both resampling and MCI in a single clock cycle (Pet., 29), consistent with 37 C.F.R. 

§42.104(b)(4). PO takes issue with Petitioner’s expert providing a step-by-step 

walkthrough of how the weights in those Tables are applied. POPR, 40 (citing Ex-

1003, ¶¶165-81). That proper expert testimony explains how Sita would be 

understood, and is a far cry from the cases PO cites. See, e.g., Cisco, IPR2014-00454, 

Paper 12 at 8-9 (improper to summarily state limitations are met or motivations exist, 

with no explanation, citing only the expert declaration); Canadian Solar, IPR2024-

01039, Paper 13, 27 (rejecting attempts to incorporate Examiner/Board conclusions 

involving different claims/patents through expert); 3M, 860 F. App’x at 728 

(rejecting argument not raised in briefing at all, but referenced in expert report). 

Second, PO identifies no requirement that a Petition itself must include all of 

the reasoning underlying public accessibility, and the Board routinely accepts 

reference to supporting declarations on this issue. See, e.g., DISH Network LLC v. 

Entropic Communications, LLC, IPR2024-00373, Paper 48 at 27-31 (Nov. 14, 2025) 

(evaluating public accessibility based on referenced declaration); see id., Paper 2 at 

27 (petition stating only “Jacobsen was publicly available in 1994 and qualifies as 

prior art under at least 102(b),” citing declaration); Samsung Elecs. Co.. v. Wilus 

Institute of Standards and Tech. Inc., IPR2025-00934, Paper 12 at 10-11 (Nov. 3, 

2025) (same).  
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