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I. INTRODUCTION 

This Request for Director review of the Decision denying institution (Paper 

9) presents important issues of law and policy concerning the Director’s holistic 

approach to discretionary denial analysis under 35 U.S.C. § 314(a), especially in 

view of the District Court’s April 16, 2026 Order staying the related District Court 

litigation pending the USPTO’s final patentability determinations of all related 

inter partes reviews and reexaminations concerning the several asserted patents. 

AutoConnect Holdings LLC v. Ford Motor Company, No. 1:24-cv-01327-JCG, 

ECF 72 (D. Del. Apr. 16, 2026) (“Related Litigation”). The stay is a material 

change in circumstances occurring after the discretionary denial, warranting 

Director Review to ensure the discretionary analysis reflects the current procedural 

posture.  

Patent Owner’s primary argument1 for discretionary denial was based on its 

allegation that Petitioner pursued claim constructions in the District Court 

(indefiniteness) that were different than the claim constructions presented in the 

Petition. That issue is moot for two reasons. First, in its initial claim construction 

 
1 Because the Director’s written opinion supporting the Decision is forthcoming, 

Petitioner focuses on the District Court’s stay Order and the arguments Patent 

Owner presented in its Request for discretionary denial (Paper 6, “PO Request”). 
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disclosures in the District Court, Petitioner withdrew all indefiniteness arguments 

for all challenged claims of the ’100 Patent. Second, the District Court recently 

stayed the litigation pending the several post-grant proceedings of the asserted 

patents. For these reasons, there will be no indefiniteness challenge at the District 

Court for the ’100 Patent, and no basis for asserting Petitioner relies on 

inconsistent claim constructions in parallel proceedings. 

Patent Owner’s secondary argument for discretionary denial concerns settled 

expectations. Petitioner had settled expectations of non-suit at least because 

Petitioner’s long-term supplier of the product accused of infringing the ’100 Patent 

(Flextronics) applied for and originally owned the ’100 Patent and did not inform 

Petitioner that it transferred the patent to Patent Owner in 2015. In addition, Patent 

Owner let the ’100 Patent lapse for over three years for failure to pay maintenance 

fees. These factors and others created a well-settled expectation that Petitioner 

would not face an infringement claim on the ’100 Patent. 

For these reasons, Petitioner respectfully requests the Director’s 

reconsideration of the Decision denying institution (Paper 9). 

II. ARGUMENT 

A. The District Court Stayed the Litigation, Weighing the 
Fintiv Factors in Favor of Institution 

In view of the District Court’s recent stay Order and other relevant facts, the 
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Fintiv factors strongly favor institution. Apple Inc. v. Fintiv, Inc., IPR2020-00019, 

Paper 11 at 6 (PTAB Mar. 20, 2020) (Precedential). 

1. Factor 1: The Stay Strongly Favors Institution  

Factor 1 strongly favors institution because the District Court stayed the 

Related Litigation pending resolution of the USPTO proceedings. AutoConnect 

Holdings LLC, 1:24-cv-01327-JCG, ECF 72. In granting the stay, the District 

Court found that “[g]iven the volume of patents at issue in this litigation and the 

reviews already instituted against ten of the thirteen asserted patents ... there is a 

strong likelihood that the USPTO proceedings will simplify the issues before the 

Court and conserve the resources of the Parties and this Court.” Id., 3. The District 

Court therefore “ORDERED that the case is stayed pending the issuance of a final 

written decision in each of the respective inter-partes and ex-parte review 

proceedings.” Id., 5. 

Under Fintiv, “[a] district court stay of the litigation pending resolution of 

the PTAB trial allays concerns about inefficiency and duplication of efforts” and 

“[t]his fact has strongly weighed against exercising the authority to deny 

institution … .” Fintiv, IPR2020-00019, Paper 11 at 6, citing Precision Planting, 

LLC v. Deere & Co., IPR2019-01052, Paper 19 at 10 (PTAB Jan. 7, 2020) 

(emphasis added). Indeed, where a stay is in place, the Board has repeatedly held 

that discretionary denial concerns are effectively “rendered moot.” Id. 
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Consistent with this principle, the Board has explained that “[i]n light of [a 

stay], it is not necessary to analyze the Fintiv factors in detail because the 

Underlying Litigations are not currently proceeding in parallel with this case.” Kea 

Cloud, Inc. v. Valyant AI, Inc., IPR2023-00450, Paper 12 at 17 (PTAB July 19, 

2023). Likewise, in Home Depot U.S.A., Inc. v. Lynk Labs, Inc., the Board 

emphasized that Fintiv factors “do not sufficiently weigh towards denial because 

the stay of litigation is dispositive[,]” PGR2022-00009, Paper 10 at 27–28, (PTAB 

May 25, 2022) (emphasis added). 

2. Factor 2: No Parallel Trial Date Weighs Against 
Discretionary Denial 

Factor 2 strongly favors institution. The originally scheduled trial date of 

October 25, 2027 (Ex. 1112, 29) is now moot in view of the stay, which extends 

until “issuance of a final written decision in each of the respective inter-partes and 

ex-parte review proceedings.” AutoConnect Holdings LLC, 1:24-cv-01327-JCG, 

ECF 72, 5. The USPTO is now positioned to make patentability determinations for 

all of the patents asserted against Petitioner before the District of Delaware.  

Referencing the timing of its litigation with Toyota and GM in the Eastern 

District of Texas, Patent Owner argues that it would be inefficient “to have three 

separate proceedings involving validity challenges of the ’100 patent[.]” (Paper 6, 

11–12.) However, Patent Owner did not assert the ’100 Patent against Toyota. 
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AutoConnect Holdings LLC v. Toyota Motor Corp., No. 2:24-cv-00802-JRG-RSP, 

ECF No. 1 at ¶17 (E.D. Tex. Oct. 3, 2024). Further, Petitioner is not a party to the 

Toyota/GM litigation, and those defendants have also filed a motion to stay that 

litigation. Toyota Motor Corp., No. 2:24-cv-00802-JRG-RSP, ECF No. 124 (E.D. 

Tex., Dec. 5, 2025). The PTAB has “found that Fintiv factor 2 weighed strongly 

against exercise of discretion” when “Petitioner is not a party to the [other] 

Litigation.” Bose Corp., v. Koss Corp., IPR2021-00612, Paper 15 at 24 (PTAB 

Sept. 15, 2021) citing Owens Corning Roofing & Asphalt, LLC v. Kirsch Research 

& Dev., LLC, IPR2020-01389, Paper 11 at 11 (PTAB Feb. 18, 2021). See also 

Multi-Color Corp. v. Brook & Whittle Ltd., PGR2025-00025, Paper 10 at 2 (Dir. 

July 16, 2025).  

3. Factor 3: The Investment in Parallel Proceedings 
Weighs Against Discretionary Denial 

Factor 3 strongly favors institution. Neither the parties nor the District 

Court invested significant resources in the Related Litigation prior to the stay. 

Discovery had just started and there had yet to be any depositions or expert reports, 

and the parties had just recently exchanged preliminary claim construction 

positions before any briefing occurred. (Ex. 1112, 28.) 
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4. Factor 4: The Overlap Between Petition and Parallel 
Proceeding Weighs Strongly Against Discretionary 
Denial 

Factor 4 strongly favors institution, particularly in view of the stay of the 

Related Litigation. As the Board explained in Home Depot, when litigation is 

stayed, concerns regarding overlap “do not sufficiently weigh towards denial 

because the stay of litigation is dispositive.” Home Depot U.S.A., Inc., PGR2022-

00009, Paper 10 at 27–28. 

Petitioner challenged all claims of the ’100 Patent in the IPR. (Pet., 3.) 

Petitioner filed a Sotera stipulation on January 14, 2026, mitigating concerns 

regarding duplicating efforts and inconsistent conclusions. (Paper 5.) See Sotera 

Wireless, Inc v. Masimo Corp., IPR2020-01019, Paper 12 (PTAB Dec. 1, 2020). 

The District Court has since stayed the litigation. Additionally, Petitioner withdrew 

its indefiniteness arguments for the ’100 Patent in the District Court. (Ex. 3102, 1–

2.) As the Board recently held in Amazon.com, Inc. v. NL Giken Inc., a petitioner’s 

stipulation, combined with withdrawal of district‑court indefiniteness positions, 

weighs against exercising discretion to deny institution under Factor 4. IPR2025-

00050, Paper 12 at 11–12 (PTAB May 23, 2025). 

Patent Owner argues that the Petition overlaps with the GM/Toyota 

litigation because GM included two of the four asserted references in its initial 

invalidity contentions. (Paper 6, 13–14; Ex. 2020.) Again, Patent Owner has not 



Case No.: IPR2026-00173 Atty. Dkt. No.: FPGP0155IPR 
Patent No.: 9,173,100 
 
 

7 

asserted the ’100 Patent against Toyota. Second, the asserted art is only two of the 

at least 32 references listed in Ex. 2020, which is merely an excerpt and does not 

include the full list. This undermines the impact of any alleged “overlap”. Further, 

Patent Owner asserts claims 9-11 and 15 against Petitioner, which it does not assert 

against GM, further reducing any alleged overlap. (Ex. 1125, 2–3; Ex. 1141, 1.) 

5. Factor 5: Whether the Parties Are the Same Is 
Neutral 

Factor 5 is neutral. The parties before the Board and in the Related 

Litigation are the same. See Shenzhen Root Tech. Co., Ltd. v. Chiaro Tech. Ltd., 

IPR2024-01296, Paper 9 at 19–20 (PTAB Feb. 25, 2025) (finding this factor 

neutral where parties are the same in both proceedings). 

6. Factor 6: Other Considerations Strongly Favor 
Institution 

Factor 6 strongly favors institution, especially in view of the stay. Home 

Depot U.S.A., Inc., PGR2022-00009, Paper 10 at 27–28 (Fintiv factors 4 and 6 “do 

not sufficiently weigh towards denial because the stay of litigation is dispositive.”) 

Under Revvo, a petitioner must explain why it takes different claim 

construction positions in the petition and in district court. Revvo Techs., Inc. v. 

Cerebrum Sensor Techs., Inc., IPR2025-00632, Paper 20 (Dir. Nov. 3, 2025) 

(Precedential). Patent Owner argues that Petitioner has taken inconsistent claim 

construction positions without sufficient explanation. (Paper 6, 15–16.)  
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But Patent Owner’s argument is unfounded at least because: (i) Petitioner 

raised indefiniteness with respect to the scope of the claim language, which is 

permitted under Tesla, Inc. v. Intell. Ventures II LLC, IPR2025-00340, Paper 18 

(Dir. Nov. 5, 2025) (Informative); (ii) Petitioner applied a broader construction in 

its Petition (Paper 2), which is permitted under Sun Pharms. Indus., Inc. v. Nivagen 

Pharms., Inc., IPR2025-00893, Paper 18 at 3 (Dir. Sept. 19, 2025); (iii) Petitioner 

filed a Sotera-like indefiniteness stipulation conditioned on PTAB institution, 

which aligns with post-grant review stipulations where indefiniteness challenges 

are available, see Samsung Elecs. Co. Ltd. v. CardWare Inc., PGR2023-00013, 

Paper 14 at 22–23 (PTAB Aug. 11, 2023); (iv) Petitioner withdrew its 

indefiniteness challenge in the District Court with its exchange of initial claim 

construction terms, based on recent PTAB guidance that disfavors conditional 

stipulations that “stress test claim constructions[,]”” Infineon Techs. Ams. Corp. v. 

MOSAID Techs. Inc., IPR2025-01456, Paper 27 at 4 (Dir. Mar. 17, 2026); and (v) 

the District Court recently stayed the Related Litigation in which the ’100 Patent is 

asserted pending the outcome of these proceedings (among others involving the 

patents asserted against Petitioner), weighing strongly against discretionarily 

denying institution. Fintiv, IPR2020-00019, Paper 11 at 6 (PTAB Mar. 20, 2020) 

(Precedential) citing Precision Planting, LLC, IPR2019-01052, Paper 19 at 10 

(PTAB Jan. 7, 2020). 
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B. Petitioner Pursued Indefiniteness Consistent with Tesla, 
Pursuant to a Sotera-Like Stipulation, and Withdrew 
Indefiniteness When Subsequent Board Guidance Indicated 
that Conditional Stipulations Are Disfavored 

1. Petitioner Pursued Indefiniteness Consistent with 
Tesla due to Unclear Claim Scope Boundaries 

In Tesla, the Director expressly rejected the notion that all indefiniteness 

challenges give rise to claim-construction gamesmanship. Tesla, IPR2025-00340, 

Paper 18. Instead, the Director drew a clear distinction between challenges 

premised on an inability to understand claim meaning and those based on uncertain 

claim scope boundaries, explaining that discretionary denial would not be 

warranted where, “notwithstanding the alleged indefiniteness of the claim term, an 

ordinarily skilled artisan would understand that the asserted art satisfies the claim 

limitation (such as if the limitation prescribed a range and only the outer bounds of 

the range were unclear).” Id., 3–4. The challenged claims of the ’100 Patent fall 

squarely in this category.   

The ’100 Patent does not use the terms “at least one,” “one or more[,]” and 

“and/or” in their conventional sense. Instead, the ’100 Patent expressly defines 

those terms as “open‑ended expressions that are both conjunctive and disjunctive in 

operation.” (Ex. 1001, 6:37-44, emphasis added.) Petitioner argued in district court 

that this definition renders claims 1, 9, and 17 indefinite because a list of claim 

elements cannot be “both conjunctive and disjunctive.” (Ex. 1115, 3, 9–10, 14.) 
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While the District Court denied Petitioner’s motion to dismiss as premature at the 

pleading stage, explaining that “a determination on indefiniteness under 35 U.S.C. 

§ 112 is not appropriate at the motion to dismiss stage,” and that indefiniteness is 

“intertwined with claim construction”, it agreed that Patent Owner’s definition for 

the terms provided in the patent specification was “nonsensical.” (Ex. 2006, 10, 8.) 

Overlooking the definition, Patent Owner argued that the “claim[s] cover[] both 

‘the presence of more than one of the listed items’ and ‘the presence of a single 

listed item[,]’” but it does not have to “choose between the conjunctive and 

disjunctive meanings.” Id. at 7, citing Ex. 1006, 6, 7. 

2. Petitioner Pursued a Broad Construction After the 
District Court Rejected its Indefiniteness Argument 
as Premature, as Permitted by Revvo 

The Director has explained that “a party may proffer a different, broader 

construction before the Board when the district court already has rejected 

petitioner’s narrower construction.” Revvo Techs., Inc., IPR2025-00632, Paper 36 

at 4 (emphasis in original), citing Sun Pharms. Indus. Inc., IPR2025-00893, Paper 

18 at 3. Petitioner proposed a broad construction of “and/or” as meaning simply 

“or” in the Petition after its indefiniteness argument was rejected by the District 

Court as premature, as permitted by Revvo. (Pet., 7–8; Ex. 2006, 8.) 

3. Petitioner Acted Reasonably Under Then‑Existing 
Law and Eliminated Any Discrepancy Once Director 
Guidance Clarified Expectations  
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Although the District Court found “Plaintiff’s use of ‘and/or’ as both 

conjunctive and disjunctive” to be “‘nonsensical’ because a limitation cannot have 

simultaneously A and B and C and A or B or C[;]” it denied Petitioner’s motion to 

dismiss the claims as being indefinite as procedurally premature. (Ex. 2006, 8, 10) 

(emphasis in original). To avoid waiver of its statutory defense, Petitioner served 

initial invalidity contentions on February 6, 2026 with indefiniteness grounds.  

Before those contentions, Petitioner filed a Sotera stipulation on January 14, 

2026 stating that: “If the PTAB institutes IPR2026-00173, Petitioner will not 

pursue against the ’100 Patent in [the Related Litigation] ‘the specific grounds 

[asserted in IPR2026-00173], or any other ground … that was raised or could have 

been reasonably raised in an IPR ….’” (Paper 5, 1–2.) Since post-grant review 

(PGR) provides for challenges under 35 U.S.C. § 112, a PGR Sotera stipulation 

includes indefiniteness. See Samsung Elecs. Co. Ltd., PGR2023-00013, Paper 14 at 

22–23 (granting institution of a PGR challenging patent claims under multiple 

grounds, including indefiniteness grounds, based on a finding that “Petitioner’s 

stipulation” to “not pursue section 101 or 112 invalidity grounds in the related 

district court litigation if we institute” “will reduce the potential overlap that may 

occur with the district court litigation,” (emphasis in original).) 

Because a petitioner cannot challenge patent claims as indefinite in an IPR, 

and to eliminate any perceived discrepancy between forums, Petitioner made a 
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Sotera-like stipulation in its Opposition to PO’s Request to withdraw all 

indefiniteness arguments against the ’100 Patent from the Related Litigation if the 

PTAB instituted this IPR. (Paper 7, 19.) Petitioner’s stipulation would therefore 

“resolve[] any potential inconsistency … between forums[.]” Caption Health, Inc. 

v. Univ. of B. C., IPR2025-01422, Paper 15 at 3 (Dir. Dec. 18, 2025).  

In Infineon, the Director rejected a Petitioner’s stipulation that included a 

condition precedent that was not controlled by the PTAB, i.e., “if the district court 

later determines that any of the challenged claims are indefinite, Petitioner will 

move to withdraw those claims from this proceeding.” Infineon Techs. Ams. Corp. 

v. MOSAID Techs. Inc., IPR2025-01171, Paper 27 at 4 (Dir. Feb. 19, 2026). Unlike 

Infineon, Petitioner’s stipulation did not “wait and see” how a district court would 

later rule on indefiniteness. Id. 

However, subsequent PTAB guidance indicated that the PTAB disfavors 

conditional stipulations that “stress test claim constructions”. See e.g., Infineon 

Techs. Ams. Corp. v. MOSAID Tech. Inc., IPR2025-01456, Paper 27 at 4 (Dir. 

Mar. 17, 2026) (“We are not in the business of aiding parties to stress test claim 

constructions to see which will prevail ... Petitioner’s ‘wait and see’ approach 

again seeks the same unfair advantage discussed above[]”). To eliminate any 

possible ambiguity, Petitioner withdrew its indefiniteness arguments concerning 

the ’100 Patent from the Related Litigation at the beginning of the claim 
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construction process, thereby removing any condition precedent and any 

perceived discrepancy between forums. (Ex. 3102.) Petitioner’s conduct reflects 

reasonable reliance on existing precedent, followed by prompt alignment with 

clarified Director guidance—precisely the behavior the Office has encouraged to 

promote predictability and fairness. 

C. Settled Expectations of the Parties  

As in IPR2025-01342, IPR2025-01383, and IPR2025-01524, Flextronics is 

the original owner of the challenged patent and has continuously supplied the 

accused SYNC system to Petitioner for over ten years. Also, like IPR2025-01342, 

and IPR2025-01524, Patent Owner failed to pay the maintenance fee for the 

challenged patent causing it to lapse – for over three years. (Ex. 1107, 2.) 

1. Petitioner Had Strong Settled Expectations of Non-
Enforcement 

Petitioner introduced SYNC in 2007 and began sourcing infotainment 

technology from Flextronics in 2010. (Exs. 1061, 3, 86; 1117; 1118.) Since 2014, 

Petitioner has manufactured vehicles incorporating Flextronics-supplied SYNC 

modules. (Exs. 1110; 1121, ¶4.) Although Flextronics assigned the ’100 Patent to 

Patent Owner on May 20, 2015 (Ex. 1120, 2), Petitioner remained unaware of the 

transfer until Patent Owner asserted the patent in December 2023. (Ex. 1005, ¶34.) 

Regardless of that assignment, Petitioner holds a license under Section 19 of its 
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Global Terms and Conditions to any Flextronics (or former Flex) patents covering 

technology supplied to Petitioner, including the SYNC system. (Ex. 1128, § 19.) 

The Director has already decided Petitioner “had settled expectations that 

the challenged patents would not be asserted against it based upon … its business 

relationship with the original owner of the challenged patents, Flextronics AP, 

LLC (‘Flextronics’).” IPR2025-01342, Paper 10 at 2. The Director further 

explained that it was, “eminently reasonable for [Petitioner] to expect its supplier, 

… [would] have all necessary licenses” for the products it continued to sell to 

Petitioner. Id., 3. Therefore, Petitioner’s “decade-long and continuous customer-

supplier relationship, … developed a well-settled expectation that it would not be 

accused of infringing the challenged patents.” Id.  

2. Patent Owner’s Failures to Pay Maintenance Fees 
Favors Institution 

Patent Owner argues that “the ’100 patent issued over a decade ago, an age 

that weighs strongly in favor of discretionary denial.” (Paper 6, 4, emphasis in 

original.) Although the ’100 Patent issued in 2015, it issued to Petitioner’s supplier 

of the accused system, and after transfer, Patent Owner failed to pay the first 

maintenance fee by the October 27, 2019 deadline, resulting in the ’100 Patent 

lapsing. (Ex. 1107.) Patent Owner did not revive the ’100 Patent until April 5, 

2023, i.e., over three years after it lapsed. (Ex. 1107, 2; Ex. 1002, 1175–1178.)   
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Patent Owner has a history of allowing its patents to lapse. Patent Owner 

allowed five asserted patents to lapse in 2019, including the ’100 Patent, for failure 

to pay the first maintenance fee: U.S. 9,123,186 (Ex. 1103); U.S. 9,140,560 

(Ex. 1104); U.S. 9,147,296 (Ex. 1105); U.S. 9,147,297 (Ex. 1106); and 

U.S. 9,173,100 (Ex. 1107). Patent Owner also allowed U.S. 9,020,697 to lapse in 

2023 for failure to pay the second maintenance fee. (Ex. 1102). As confirmed by 

the Director, Patent Owner’s failure to timely pay maintenance fees and maintain 

its patents in-force “cut[s] against any settled expectations that Patent Owner had 

developed ... .” IPR2025-01342, Paper 10 at 3. The combination of the above facts 

gave Petitioner the expectation that it would not be sued. 

III. CONCLUSION 

Director Review is particularly appropriate under these circumstances to 

provide guidance on the Director’s holistic approach to discretionary denial 

analysis, especially in view of a change in circumstances, i.e., a stay of the Related 

Litigation. Reconsideration will promote consistency, fairness, and confidence in 

the Interim Director Discretionary Process. Accordingly, Petitioner respectfully 

requests the Director review and vacate the Decision denying institution of 

IPR2026-00173, and grant institution. 

      Respectfully submitted, 
Dated: May 1, 2026 

  / Andrew B. Turner /   
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