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As explained in Patent Owner’s Preliminary Response (Paper 12), the Petition
fails for a simple reason: it does not address the required words of Claim 1(b) that
limit every challenged claim, as emphasized here:

1. An electronic cigarette comprising a cartridge, wherein the cartridge
comprises a nicotine salt liquid formulation, wherein:

(a) the nicotine salt liquid formulation comprises a salt of nicotine and
an organic acid in a liquid carrier, wherein the organic acid is benzoic
acid or lactic acid;

(b) the salt is present in an amount that forms a nicotine concentration

of 0.5% (w/w) to 20% (w/w) in the nicotine salt liquid formulation;

[--]
Petitioner’s Reply (Paper 14) confirms this. Notably, while the Reply purports to
address “plain meaning,” not once does it recite the actual words of Claim 1(b), or

even, e.g., the words “salt is present,” “in an amount,” or “forms.” The Reply, just
like the Petition, does not say where this claim limitation was addressed — because
it was not. Accordingly, denial of the Petition is warranted.

Petitioner then offers a non-plain meaning “construction” of Claim 1(b),

which appears to be:

(b) the-saltispresentinan-ameuntthatforms a nicotine concentration

of 0.5% (w/w) to 20% (w/w) in the nicotine salt liquid formulation;

See, e.g., Paper 14, 1 (“[Claim 1(b)] defines the % nicotine that must be present.”).

By striking nine words from this claim limitation, Petitioner flouts the principle that
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“meaning should be given to all of a claim’s terms.” Dell Inc. v. Acceleron, LLC, 818
F.3d 1293, 1300 (Fed. Cir. 2016) (emphasis added) (rejecting construction that
“den[ied] effect” to “require[d]” claim language); see also Rovi Guides, Inc. v. Vidal,
No. 2020-1994, 2022 WL 1152311 (Fed. Cir. Apr. 19, 2022), at *2 (“A claim
construction that gives meaning to all the terms of the claim is preferred over one
that does not do so0.”) (quoting Merck & Co. v. Teva Pharms. USA, Inc., 395 F.3d
1364, 1372 (Fed. Cir. 2005)).

Petitioner’s Reply cites no intrinsic evidence in support of its counter-textual
“construction.” The Petition therefore fails for lack of proof on Claim 1(b), because
it addresses neither (1) the “amount” of any “salt” of nicotine and benzoic or lactic
acid that is “present” in the asserted prior art; nor (2) whether such an “amount” of
“salt” is “an amount that forms” the nicotine concentration of Claim 1(b).

In a last-minute attempt to remedy this, the Reply relies on a single paragraph
of an expert declaration, which discusses a “calculation” that is never mentioned or
explained in the Petition. See Paper 14, 3. But this is a clear example of an
impermissible incorporation by reference. 37 C.F.R. § 42.6(a)(3); see, e.g., Cisco
Sys., Inc. v. C-Cation Techs., LLC, IPR2014-00454, Paper 12, at 7-10 (PTAB Aug.
29, 2014) (Informative); Skullcandy, Inc. v. Earin AB, IPR2025-00690, Paper 14, at
18-19 (PTAB Sep. 15, 2025); 3M Co. v. Westech Aerosol Corp., IPR2018-00576,

Paper 49, at 7-8 (PTAB Feb. 4, 2020), aff’d, 860 F. App’x 724 (Fed. Cir. 2021).
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Without the claim language, intrinsic evidence, or anything in the Petition on
its side, Petitioner resorts to gripes about what has transpired in “Parallel
Proceedings.” But the Parallel Proceedings are not this proceeding. PTAB rules do
not require any pre-Petition “meet-and-confer” regarding claim construction. Rather,
as is usually the case, Patent Owner had no notice of the Petition before it was filed
and served. What Petitioner said in the Petition — on claim construction or any other
matter — was fully within Petitioner’s control. In fact, it was Petitioner’s obligation
to address “[h]Jow the challenged claim is to be construed” in the Petition. 37 C.F.R.
§ 42.104(b)(3).

Simply put, Petitioner chose to (1) apply a non-plain meaning construction of
Claim 1(b) that strikes nine words from the claims, without explanation in law or
intrinsic evidence, and (2) hide the ball from the Director, Board and Patent Owner
by purporting to use “ordinary meaning” throughout the Petition (Paper 2, 5).
Petitioner cannot blame Patent Owner or any “Parallel Proceedings” for that choice.
If anything, Petitioner’s attempt to leverage what it says are overlapping issues in
Parallel Proceedings weighs further in favor of denial.

Finally, Petitioner’s contradictory representations to the USPTO and EPO,
regarding the same or similar prior art (Paper 14, 3 n.2, citing Paper 12), speak for
themselves. Once again, Petitioner is trying to blame Patent Owner for Petitioner’s

own choices and actions. The Petition should be denied.
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