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understand that the art contained many methods which accomplish substantially similar
results, and would therefore have understood that disclosure of one method discloses
all methods that could reasonably be substituted for the chosen method. Additionally,
a person of skill in the art would have had a reasonable expectation of success, as others
in the art had already succeeded in disclosing this limitation. See, e.g., Section IIL.F.1.c,
Prior Art Products and Systems. These combinations would have also been obvious to
try given that there were a finite number of identified, predictable solutions in the prior
art, and there would have been a reasonable expectation of success to simply implement
one prior art solution with concepts from prior art in the same field. Moreover, these
combinations would have been the result of applying known techniques to a known
method—that was ready for improvement—to yield predictable results.

For the Asserted Claims of the 436 Patent, to the extent the references charted in any
of Exhibits E1I-E8 do not disclose “wherein the sensor comprising a linear array of
photo sensitive elements,” it would have been obvious to combine the charted
references according to the combinations listed in Section IIL.F.3. A person of skill in
the art would be motivated to combine these references because they each disclose
features related to the detection of objects or targets using processing of optical data
and/or relate to object detection for vehicle navigation. As of the asserted priority date
of the ’436 Patent, the commercial and academic interest in object detection using the
processing of optical data—particularly as applied to the navigation of an apparatus—
was substantial motivation to improve optical data processing, navigation, and object
avoidance. See, e.g., Section IIL.F.1.c, Prior Art Products and Systems. A person of
skill in the art would have been motivated to combine various teachings on the
processing of optical data and navigation, including as it related to object detection and
avoidance. A person of skill in the art working on robotic floor cleaners would have
known that others were also developing techniques for robotic navigation, object
avoidance, and optical data processing, and would have been motivated to research
those systems and techniques. Furthermore, a person of skill would have attempted
many techniques and systems to determine what would yield the best results, including
by looking at other research and development in the field. A person of skill would also
understand that the art contained many methods which accomplish substantially similar
results, and would therefore have understood that disclosure of one method discloses
all methods that could reasonably be substituted for the chosen method. Additionally,
a person of skill in the art would have had a reasonable expectation of success, as others
in the art had already succeeded in disclosing this limitation. See, e.g., Section IIL.F.1.c,
Prior Art Products and Systems. These combinations would have also been obvious to
try given that there were a finite number of identified, predictable solutions in the prior
art, and there would have been a reasonable expectation of success to simply implement
one prior art solution with concepts from prior art in the same field. Moreover, these
combinations would have been the result of applying known techniques to a known
method—that was ready for improvement—to yield predictable results.
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e For the Asserted Claims of the 436 Patent, to the extent the references charted in any
of Exhibits E1-E8 do not disclose “wherein the sensor comprises one or more sensing
layers axially displaced from one another, each one of the one or more sensing layer
comprise a plurality of photo sensitive layers,” it would have been obvious to combine
the charted references according to the combinations listed in Section III.F.3. A person
of skill in the art would be motivated to combine these references because they each
disclose features related to the detection of objects or targets using processing of optical
data and/or relate to object detection for vehicle navigation. As of the asserted priority
date of the *436 Patent, the commercial and academic interest in object detection using
the processing of optical data—particularly as applied to the navigation of an
apparatus—was substantial motivation to improve optical data processing, navigation,
and object avoidance. See, e.g., Section IIL.F.1.c, Prior Art Products and Systems. A
person of skill in the art would have been motivated to combine various teachings on
the processing of optical data and navigation, including as it related to object detection
and avoidance. A person of skill in the art working on robotic floor cleaners would
have known that others were also developing techniques for robotic navigation, object
avoidance, and optical data processing, and would have been motivated to research
those systems and techniques. Furthermore, a person of skill would have attempted
many techniques and systems to determine what would yield the best results, including
by looking at other research and development in the field. A person of skill would also
understand that the art contained many methods which accomplish substantially similar
results, and would therefore have understood that disclosure of one method discloses
all methods that could reasonably be substituted for the chosen method. Additionally,
a person of skill in the art would have had a reasonable expectation of success, as others
in the art had already succeeded in disclosing this limitation. See, e.g., Section IIL.F.1.c,
Prior Art Products and Systems. These combinations would have also been obvious to
try given that there were a finite number of identified, predictable solutions in the prior
art, and there would have been a reasonable expectation of success to simply implement
one prior art solution with concepts from prior art in the same field. Moreover, these
combinations would have been the result of applying known techniques to a known
method—that was ready for improvement—to yield predictable results.

e For the Asserted Claims of the 436 Patent, to the extent the references charted in any
of Exhibits EI-E8 do not disclose “partitioning a first image, from the plurality of
images, into at least two subimages comprising two different energy spectra or regions
of the first image,” it would have been obvious to combine the charted references
according to the combinations listed in Section IILLF.3. A person of skill in the art
would be motivated to combine these references because they each disclose features
related to the detection of objects or targets using processing of optical data and/or
relate to object detection for vehicle navigation. As of the asserted priority date of the
436 Patent, the commercial and academic interest in object detection using the
processing of optical data—particularly as applied to the navigation of an apparatus—
was substantial motivation to improve optical data processing, navigation, and object

84 Brain Corporation EX2008
-92- [PR2025-01600



Defendant Avidbots’s Second Supplemental Non-Infringement and Invalidity Contentions
Brain Corp. v. Avidbots Corp., No. 1:24-cv-12569 (N.D. Ill.)

avoidance. See, e.g., Section III.F.1.c, Prior Art Products and Systems. A person of
skill in the art would have been motivated to combine various teachings on the
processing of optical data and navigation, including as it related to object detection and
avoidance. A person of skill in the art working on robotic floor cleaners would have
known that others were also developing techniques for robotic navigation, object
avoidance, and optical data processing, and would have been motivated to research
those systems and techniques. Furthermore, a person of skill would have attempted
many techniques and systems to determine what would yield the best results, including
by looking at other research and development in the field. A person of skill would also
understand that the art contained many methods which accomplish substantially similar
results, and would therefore have understood that disclosure of one method discloses
all methods that could reasonably be substituted for the chosen method. Additionally,
a person of skill in the art would have had a reasonable expectation of success, as others
in the art had already succeeded in disclosing this limitation. See, e.g., Section IIL.F.1.c,
Prior Art Products and Systems. These combinations would have also been obvious to
try given that there were a finite number of identified, predictable solutions in the prior
art, and there would have been a reasonable expectation of success to simply implement
one prior art solution with concepts from prior art in the same field. Moreover, these
combinations would have been the result of applying known techniques to a known
method—that was ready for improvement—to yield predictable results.

e For the Asserted Claims of the 436 Patent, to the extent the references charted in any
of Exhibits E1-E8 do not disclose “applying filtering and/or cropping operations to the
at least one of the two sub-images prior to the determination of a contrast parameter
criterion,” it would have been obvious to combine the charted references according to
the combinations listed in Section III.LF.3. A person of skill in the art would be
motivated to combine these references because they each disclose features related to
the detection of objects or targets using processing of optical data and/or relate to object
detection for vehicle navigation. As of the asserted priority date of the 436 Patent, the
commercial and academic interest in object detection using the processing of optical
data—particularly as applied to the navigation of an apparatus—was substantial
motivation to improve optical data processing, navigation, and object avoidance. See,
e.g., Section III.F.1.c, Prior Art Products and Systems. A person of skill in the art
would have been motivated to combine various teachings on the processing of optical
data and navigation, including as it related to object detection and avoidance. A person
of skill in the art working on robotic floor cleaners would have known that others were
also developing techniques for robotic navigation, object avoidance, and optical data
processing, and would have been motivated to research those systems and techniques.
Furthermore, a person of skill would have attempted many techniques and systems to
determine what would yield the best results, including by looking at other research and
development in the field. A person of skill would also understand that the art contained
many methods which accomplish substantially similar results, and would therefore
have understood that disclosure of one method discloses all methods that could
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reasonably be substituted for the chosen method. Additionally, a person of skill in the
art would have had a reasonable expectation of success, as others in the art had already
succeeded in disclosing this limitation. See, e.g., Section IIL.F.1.c, Prior Art Products
and Systems. These combinations would have also been obvious to try given that there
were a finite number of identified, predictable solutions in the prior art, and there would
have been a reasonable expectation of success to simply implement one prior art
solution with concepts from prior art in the same field. Moreover, these combinations
would have been the result of applying known techniques to a known method—that
was ready for improvement—to yield predictable results.

e For the Asserted Claims of the 436 Patent, to the extent the references charted in any
of Exhibits E1-E8 do not disclose “applying an asymmetrical filter to the data from the
at least one sensor to facilitate detection of objects at a target orientation,” it would
have been obvious to combine the charted references according to the combinations
listed in Section III.F.3. A person of skill in the art would be motivated to combine
these references because they each disclose features related to the detection of objects
or targets using processing of optical data and/or relate to object detection for vehicle
navigation. As of the asserted priority date of the *436 Patent, the commercial and
academic interest in object detection using the processing of optical data—particularly
as applied to the navigation of an apparatus—was substantial motivation to improve
optical data processing, navigation, and object avoidance. See, e.g., Section IIL.F.1.c,
Prior Art Products and Systems. A person of skill in the art would have been motivated
to combine various teachings on the processing of optical data and navigation,
including as it related to object detection and avoidance. A person of skill in the art
working on robotic floor cleaners would have known that others were also developing
techniques for robotic navigation, object avoidance, and optical data processing, and
would have been motivated to research those systems and techniques. Furthermore, a
person of skill would have attempted many techniques and systems to determine what
would yield the best results, including by looking at other research and development in
the field. A person of skill would also understand that the art contained many methods
which accomplish substantially similar results, and would therefore have understood
that disclosure of one method discloses all methods that could reasonably be substituted
for the chosen method. Additionally, a person of skill in the art would have had a
reasonable expectation of success, as others in the art had already succeeded in
disclosing this limitation. See, e.g., Section III.F.1.c, Prior Art Products and Systems.
These combinations would have also been obvious to try given that there were a finite
number of identified, predictable solutions in the prior art, and there would have been
a reasonable expectation of success to simply implement one prior art solution with
concepts from prior art in the same field. Moreover, these combinations would have
been the result of applying known techniques to a known method—that was ready for
improvement—to yield predictable results.
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d. Secondary Considerations of Non-Obviousness

A patentee bears the burden of production with respect to evidence of secondary
considerations of non-obviousness. ZUP, LLC v. Nash Mfg., Inc., 896 F.3d 1365, 1373 (Fed. Cir.
2018). As of the date of these Initial Non-Infringement and Invalidity Contentions, Plaintiff has
not identified any evidence of secondary considerations. Avidbots reserves the right to present
additional evidence and argument regarding secondary considerations of non-obviousness to the
extent Plaintiff purports to identify any such evidence. In any event, as shown in these Initial Non-
Infringement and Invalidity Contentions, other companies and individuals described, built, and/or
patented the exact same concepts in the 436 Patent before Plaintiff ever did—often many years
before. Even where others’ invention(s) occurred around the same time as the 436 Patent, such
simultaneous invention demonstrates the obviousness of the *436 Patent.

4. Priority Date

U.S. Application No. 15/845,891 (hereinafter, “the 891 application”), which led to the
’436 Patent, was filed on December 18, 2017. The *891 application purports to be a continuation
of U.S. Application No. 14/321,736 (hereinafter, “the *736 application”), which was filed on July
1,2014. To the extent that Plaintiff asserts that the 436 Patent is entitled to an earlier priority date
based on any provisional application or documentation, Plaintiff has the burden of proof and has
not demonstrated an earlier priority date.

IV. INVALIDITY UNDER 35 U.S.C. § 112

Avidbots alleges that the Asserted Claims are invalid under 35 U.S.C. § 112 for failing to
satisfy the written description and enablement requirements (Section 112(a)) and/or as indefinite
(Section 112(b)). Avidbots reserves all rights to amend their Initial Non-Infringement and
Invalidity Contentions under 35 U.S.C. § 112, including after the Asserted Claims are ultimately

construed by the Court, in response to any interpretation of the Asserted Claims embodied in
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Plaintiff’s infringement positions, and/or to account for any changes in the law concerning
invalidity under 35 U.S.C. § 112. Avidbots also reserves the right to provide additional
explanation and/or argument for their contentions under Section 112, including, for example, based
on expert testimony. Avidbots’s contentions that the Asserted Claims are invalid under
Section 112 are not admissions regarding the construction or scope of the claims of the Asserted
Patents, or that any of the claims of the Asserted Patents are not anticipated or rendered obvious
by any prior art. All of the below statements are by way of example only. Any item disclosed
below with respect to any patent or claim may, as appropriate, be asserted as a defense against any
other patent or claim that has a similar claim limitation and patent disclosure.

A. Legal Standards
1. Invalidity Under 35 U.S.C. § 112(a) (Written Description / Non-Enablement)

35 U.S.C. § 112(a) requires that the specification contain a written description of the
invention. “[T]he hallmark of written description is disclosure.” Boston Scientific Corp. v.
Johnson & Johnson, 647 F.3d 1353, 1361-62 (Fed. Cir. 2011) (citation omitted). The test for
whether a specification adequately describes an invention is “whether the disclosure of the
application relied upon reasonably conveys to those skilled in the art that the inventor had
possession of the claimed subject matter as of the filing date. . . . [T]he test requires an objective
inquiry into the four corners of the specification from the perspective of a person of ordinary skill
in the art . . .. [It] is a question of fact.” Ariad Pharms., Inc. v. Eli Lilly and Co., 598 F.3d 1336,
1351 (Fed. Cir. 2010) (en banc); Boston Scientific, 647 F.3d at 1362.

The enablement requirement of Section 112 demands that the patent specification enable
“those skilled in the art to make and use the full scope of the claimed invention without ‘undue
experimentation.”” Genentech, Inc. v. Novo Nordisk A/S, 108 F.3d 1361, 1365 (Fed. Cir. 1997)

(quoting In re Wright, 999 F.2d 1557, 1561 (Fed. Cir. 1993)). “[T]he scope of the claims must be

88 Brain Corporation EX2008
-96- [PR2025-01600



Defendant Avidbots’s Second Supplemental Non-Infringement and Invalidity Contentions
Brain Corp. v. Avidbots Corp., No. 1:24-cv-12569 (N.D. Ill.)

less than or equal to the scope of the enablement.” Nat’l Recovery Tech., Inc. v. Magnetic
Separation Sys., Inc., 166 F.3d 1190, 1196 (Fed. Cir. 1999). In other words, the claims must be
enabled over their entire claimed range. See id. (finding lack of enablement because the “claim []
[was] broader than the enablement as taught in the specification”).

2. Invalidity Under 35 U.S.C. § 112(b) (Indefiniteness)

Claims are indefinite under 35 U.S.C. § 112(b) when they “fail to inform, with reasonable
certainty, those skilled in the art about the scope of the invention.” Nautilus, Inc. v. Biosig
Instruments, Inc., 572 U.S. 898, 901 (2014). For example, to the extent an asserted apparatus
claim includes both apparatus and method limitations, that claim is invalid for indefiniteness under
Section 112(b) because it fails to identify or notify the public of what constitutes direct
infringement. See IPXL Holdings, L.L.C. v. Amazon.com, Inc., 430 F.3d 1377 (Fed. Cir. 2005).
Similarly, a claim that uses means-plus function claiming is indefinite “[i]f the patentee fails to
disclose adequate corresponding structure.” Williamson v. Citrix Online, LLC, 792 F. 3d 1339,
1352 (Fed. Cir. 2015). A claim can also be found indefinite if it uses terms of degree. See Interval
Licensing LLC v. AOL, Inc., 766 F.3d 1364, 1371 (Fed. Cir. 2014). As the Federal Circuit has
“explained, a term of degree fails to provide sufficient notice of its scope if it depends ‘on the
unpredictable vagaries of any one person’s opinion.’” Id. (citation omitted). In addition, “a claim
term that lacks an antecedent basis may . . . render a claim indefinite.” In re Downing, 754 F.
App’x 988, 996 (Fed. Cir. 2018).

B. Section 112 Invalidity of U.S. Patent No. 10,001,780

1. Lack of Written Description / Enablement

Avidbots contends that the following Asserted Claims of the *780 Patent are invalid under
35 U.S.C. Section 112(a). Each Asserted Claim identified below (and each Asserted Claim that

depends therefrom) is invalid under Section 112(a) because the specification of the Asserted Patent
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fails to provide a sufficient written description and/or enabling disclosure. For each listed term or
phrase, Avidbots believes the term or phrase is invalid under 35 U.S.C. Section 112(a), as is any
limitation including such terms or phrases, including through claim dependency, for the same
reason(s).

e “force function” (claim 4, 6, 11, 12). The Asserted Claims do not meet the written
description or enablement requirements of 35 U.S.C. § 112 for at least the reason that the
patent specification does not provide support for the full scope of the claims to the extent
Brain asserts that the claims are broad enough to cover the Avidbots accused
functionalities. See LizardTech Inc. v. Earth Resource Mapping, 424 F.3d 1336, 1345
(Fed. Cir. 2005).

e “interpolation” (claims 1, 2, 3, 9, 14). The Asserted Claims do not meet the written
description or enablement requirements of 35 U.S.C. § 112 for at least the reason that the
patent specification does not provide support for the full scope of the claims to the extent
Brain asserts that the claims are broad enough to cover the Avidbots accused
functionalities. See LizardTech Inc. v. Earth Resource Mapping, 424 F.3d 1336, 1345 (Fed.
Cir. 2005).

e “translation and rotation of the interpolation route pose” (claim 14). The Asserted Claims
do not meet the written description or enablement requirements of 35 U.S.C. § 112 for at
least the reason that the patent specification does not provide support for the full scope of
the claims to the extent Brain asserts that the claims are broad enough to cover the Avidbots
accused functionalities. See LizardTech Inc. v. Earth Resource Mapping, 424 F.3d 1336,
1345 (Fed. Cir. 2005). For example, nowhere does the specification explain how

translation and/or rotation of the interpolation route pose is accomplished.
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2. Indefiniteness

Avidbots contends that the following Asserted Claims of the *780 Patent are invalid under
35 U.S.C. Section 112(b). Each Asserted Claim identified below (and each Asserted Claim that
depends therefrom) is invalid under Section 112(b) because they fail to inform, with reasonable
certainty, those skilled in the art about the scope of the claimed invention. For each listed term or
phrase, Avidbots believes the term or phrase is invalid under Section 112(b), and any limitation
including such term or phrase is also indefinite. Therefore, identification of a term or phrase below
necessarily identifies any broad term/phrase or claim limitation in which the identified term or
phrase appears.

e “interpolation” (claims 1, 2, 3, 9, 14). The Asserted Claims do not meet the definiteness
requirements of 35 U.S.C. § 112 for at least the reason that they fail to inform, with
reasonable certainty, those skilled in the art about the scope of the invention. Nautilus, Inc.
v. Biosig Instruments, Inc., 572 U.S. 898, 901 (2014). For example, the Asserted Claims
fail to inform whether the term “interpolation” is coextensive with mathematical
interpolation methods or if it requires some other, unidentified, step.

e “translation and rotation of the interpolation route pose” (claim 14). The Asserted Claims
do not meet the definiteness requirements of 35 U.S.C. § 112 for at least the reason that
they fail to inform, with reasonable certainty, those skilled in the art about the scope of the
invention. Nautilus, Inc. v. Biosig Instruments, Inc., 572 U.S. 8§98, 901 (2014).

C. Section 112 Invalidity of U.S. Patent No. 10,379,539
1. Lack of Written Description / Enablement
Avidbots contends that the following Asserted Claims of the *539 Patent are invalid under

35 U.S.C. Section 112(a). Each Asserted Claim identified below (and each Asserted Claim that

depends therefrom) is invalid under Section 112(a) because the specification of the Asserted Patent
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fails to provide a sufficient written description and/or enabling disclosure. For each listed term or
phrase, Avidbots believes the term or phrase is invalid under 35 U.S.C. Section 112(a), as is any
limitation including such terms or phrases, for the same reason(s).

o “[large]/[small]/[ ] footprint” (claims 3, 8, 10, 14, 16). The Asserted Claims do not meet
the written description or enablement requirements of 35 U.S.C. § 112 for at least the
reason that the patent specification does not provide support for the full scope of the claims
to the extent Brain asserts that the claims are broad enough to cover the Avidbots accused
functionalities. See LizardTech Inc. v. Earth Resource Mapping, 424 F.3d 1336, 1345 (Fed.
Cir. 2005).

e “interpolation” (claims 6, 13). The Asserted Claims do not meet the written description or
enablement requirements of 35 U.S.C. § 112 for at least the reason that the patent
specification does not provide support for the full scope of the claims to the extent Brain
asserts that the claims are broad enough to cover the Avidbots accused functionalities. See
LizardTech Inc. v. Earth Resource Mapping, 424 F¥.3d 1336, 1345 (Fed. Cir. 2005).

e “translating and rotating in response to repositioning of the respective pose” (claim 12).
The Asserted Claims do not meet the written description or enablement requirements of 35
U.S.C. § 112 for at least the reason that the patent specification does not provide support
for the full scope of the claims to the extent Brain asserts that the claims are broad enough
to cover the Avidbots accused functionalities. See LizardTech Inc. v. Earth Resource
Mapping, 424 F.3d 1336, 1345 (Fed. Cir. 2005).

o “processor’ (claim 14). The Asserted Claims do not meet the written description or
enablement requirements of 35 U.S.C. § 112 for at least the reason that the patent

specification does not provide support for the full scope of the claims to the extent Brain

92 Brain Corporation EX2008
-100- [PR2025-01600





