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I. INTRODUCTION 

Patent Owner’s Request for Discretionary Denial in the above-captioned post-

grant review (“PGR”) of U.S. Patent No. 12,174,106 B2 (“’106 patent” or 

“EX1001”) fails at every threshold. The ’106 patent is PGR-eligible because—

notwithstanding a reexamination involving a different patent—the PTO has never 

addressed the independent § 112 failure for the “semiconductor detector” limitation, 

which alone defeats pre-AIA priority. Denial under § 325(d) is likewise improper 

because the Petition relies on prior art combinations and motivations never 

substantively considered during prosecution, which the Examiner erred in 

overlooking. The Fintiv factors also disfavor discretionary denial, particularly given 

Patent Owner’s unilateral removal of the ’106 patent from the district court 

litigation. Institution is further warranted in light of Patent Owner’s prosecution 

gamesmanship and Petitioner’s settled expectations because the accused system not 

only predates the issuance date of earliest asserted patent in the litigation, but the 

’106 patent issued after litigation commenced. Denying institution on any of these 

grounds—or by treating this PGR as a carbon copy of the inter partes review (“IPR”) 

of U.S. Patent No. 11,703,443 (“’443 patent”)—would improperly shield a newly 

issued patent from the very scrutiny Congress intended PGR proceedings to provide. 

II. THE ’106 PATENT IS PGR-ELIGIBLE  

Patent Owner’s PGR-ineligibility arguments mistakenly rely on the USPTO’s 
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denial of a reexamination request for the related ’582 patent, which found that pre-

AIA priority applications supported the “curved mirror” limitation. (Paper 6 

(“Mot.”) at 10.) A patent is PGR-eligible if even one of its challenged claims is not 

entitled to a pre-AIA priority date. See Tricam Indus., Inc. v. Little Giant Ladder 

Sys., LLC, PGR2021-00044, Paper 10 at 15 (PTAB Aug. 3, 2021) (“Thus, for a 

patent issuing from a transition application, eligibility for post-grant review depends 

on whether the Petition shows that the patent contains or contained at any time a 

claim that lacks written description and enabling support in a priority application 

filed before March 16, 2013.”). Such is the case here. 

Here, the Petition presents two independent § 112 defects affecting the ’106 

patent’s PGR-eligibility: one involving the “curved mirror” limitation (which the 

USPTO previously considered in the ’582 reexamination), and another involving the 

“semiconductor detector” limitation (which the USPTO has never considered). (Pet. 

at 79-85.) Even accepting, arguendo,1 the ’582 reexamination’s conclusion 

 
1 To be clear, Petitioner disputes Patent Owner’s position that the ’582 

reexamination’s decision concerning “curved mirror” controls the outcome here. 

(Mot. at 10-11.) This case involves a different patent and different claims, so 

whatever the PTAB decided concerning the ’582 patent does not necessarily port 
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regarding “curved mirror,” the ’106 patent is still PGR-eligible because its pre-AIA 

priority applications fail to support the full scope of the “semiconductor detector” 

limitation, which includes carbon nanotube detectors. (Pet. at 80-85.) Patent Owner 

fails to persuasively rebut this unresolved § 112 defect. Patent Owner’s assertion 

that the priority applications mention “semiconductor photodetectors” misses the 

point. (Mot. at 11 (citing the ’5819 Prov (EX2043)).) Boilerplate references to 

generic “semiconductor detectors” do not demonstrate possession of, or enablement 

for, “carbon nanotube detectors,” particularly where such detectors were 

commercially unavailable and outside a POSA’s general knowledge at the relevant 

time. (Pet. at 79-85.) 

Moreover, Patent Owner’s attempt to cabin PGR eligibility to these two 

limitations is misplaced. Certain challenged claims further require that the 

“collecting optical element” be “configured to collect and focus side-scatter light.” 

(EX1001, cls. 9, 20.) While certain pre-AIA priority applications describe optical 

components capable of collecting fluorescent or scattered light generally (see, e.g., 

E1109, pp.007-008, ¶17), the first disclosure expressly addressing side-scatter 

detection appears in provisional application No. 61/911,859, filed December 4, 2013 

 
over to the ’106 patent. The ’582 reexamination’s decision is also non-precedential, 

thereby rendering it non-binding on the PTAB. 
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(EX1111, 83:1-13). Because PGR eligibility turns on whether any challenged claim 

is entitled to a pre-AIA priority date—not on whether Patent Owner can defend 

select limitations in isolation—at least the ’106 patent claims reciting collection and 

focusing of side-scatter light are not entitled to a pre-AIA priority date. See Tricam, 

PGR2021-00044, Paper 10 at 15. 

Patent Owner’s reliance on efficiency and consistency principles is likewise 

misplaced. (Mot. at 12.) The ’582 reexamination decision is non-precedential, 

concerns a different patent/claims, and never addressed the carbon-nanotube issue 

presented here. Instituting the PGR would, therefore, not create inconsistent 

outcomes; it would be the first and only PTO review of a dispositive § 112 defect in 

a newly issued patent. Denying review would, instead, shield that defect from 

scrutiny, contrary to the purpose of PGR. 

III. DISCRETIONARY DENIAL UNDER § 325(D) IS UNWARRANTED  

A. Advanced Bionics Step 1 Is Unmet Because the Petition Raises Art 
and Arguments Not Previously Considered by the Office  

Because the Petition raises novel and non-cumulative art and arguments that 

were never presented to the Examiner, denial under § 325(d) is inappropriate under 

Advanced Bionics Step 1.  Advanced Bionics, LLC v. MED-EL Elektromedizinische 

Geräte GmbH, IPR2019-01469, Paper 6 at 8 (PTAB Feb. 13, 2020) (“Advanced 

Bionics”) (precedential).   
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1. The Examiner Did Not Consider the Petition’s Asserted 
References During Prosecution of the ’106 Patent 

Becton Dickinson factors (a) and (c) weigh against discretionary denial, given 

the absence of any substantive evaluation during prosecution of the asserted 

combination of references in Grounds 1. Becton, Dickinson & Co. v. B. Braun 

Melsungen AG, IPR2017-01586, Paper 8 at 17-18 (PTAB Dec. 15, 2017) 

(precedential as to § III.C.5, first paragraph) (“Becton, Dickinson”) 

Regarding Ground 1, “because [Chandler] was not presented in combination 

with the other references asserted here…the combination of references asserted in 

the Petition do not qualify as art that was ‘previously presented’ to the Office.” 

Samsung Elecs. Co. v. Netlist, Inc., IPR2022-00063, Paper 13 at 13-14 (PTAB May 

5, 2022). Here, Chandler was never before the Examiner during prosecution and was 

never cited on the face of the ’106 patent. (See EX1001, pp.001-004; see also 

EX1003 (no mention of Chandler in the prosecution history).) Patent Owner does 

not dispute this fact. (See generally Mot. at 19.) Thus, the asserted Ground 1 

combination that includes Chandler fails Advanced Bionics step one, and the Board 

need not proceed to Advanced Bionics step two.2 

 
2 To the extent the Office considers Goodman and Frazier to satisfy Advanced 

Bionics step one because Patent Owner cited these references in an IDS containing 
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2. Chandler Is Not Cumulative of Any Reference Considered 
During Prosecution of the ’106 Patent 

Becton, Dickinson factor (b) also weighs against discretionary denial because 

Chandler is not cumulative of Roth-131 or Frazier.  

Patent Owner’s sole theory of cumulativeness is that Chandler, Roth-131, and 

Frazier mention avalanche photodiodes (“APDs”). (See Mot. at 19 & n.3.) But the 

Board has repeatedly held that overlap in general subject matter is insufficient to 

establish cumulativeness under Becton, Dickinson factor (b); rather, § 325(d) 

requires a fact-specific comparison of the structure and purpose of the references. 

See Oticon Med. AB v. Cochlear Ltd., IPR2019-00975, Paper 15 at 15-16 (PTAB 

Oct. 16, 2019) (“Choi is not cumulative over Härle because Choi’s circumferential 

groove and Härle’s circumferential groove are different structures that serve 

different purposes.”). 

Here, the Petition relies on Chandler not just for the presence of APDs, but 

for its disclosure of a filtering, amplification, and digital conversion unit (“FADC”), 

which encompasses—but is not limited to—APDs. (Pet. at 24 (citing EX1051, 4:62-

5:4, 5:23-33, 7:24-45, FIG. 4).) Notably, Chandler’s APDs are structurally integrated 

 
hundreds of other references (see EX1003, pp.231, 234) which the Examiner stated 

received “only the most cursory” review, as discussed further below in Section III.B, 

the combination presented in Ground 2 still fails Advanced Bionics step two. 
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into an FADC unit, arranged in a circular configuration. (EX1051, FIG. 4; id., 7:46-

54 (“Each FADC unit 30, 32, 34, 36 has a respective set of … standard photo-

detectors 60, 62, 64[.]”).) Roth-131 and Frazier, by contrast, disclose APDs as 

standalone detectors arranged in linear fashion. (See EX1045, FIG. 1, FIG. 2; id., 

7:52-8:14, 11:53-67; see also EX1009, FIG. 1.) Chandler’s APDs are also designed 

to amplify detected signals, whereas Roth-131’s APDs merely generate signals 

representing fluorescence intensity. (EX1051, 8:34-36; EX1045, 7:60-63, 8:4-6.) 

Thus, as in Oticon, where superficially similar components served different 

structural and functional roles, these differences preclude a finding that Chandler is 

cumulative. See Oticon, IPR2019-00975, Paper 15 at 15. 

Patent Owner’s other arguments that Chandler is cumulative of Roth-131 

similarly fail. Despite Patent Owner’s contrary position (Mot. at 19), common 

Luminex assignment does not factor into the Advanced Bionics step one framework. 

Geotab USA, Inc. v. Omega Pats., LLC, IPR2023-00504, Paper 11 at 16 (PTAB July 

25, 2023) (“[W]e are not persuaded that common inventorship and common 

technology—standing alone—satisfy the ‘substantially the same art’ test of the 

Advanced Bionics two-part framework.”). Nor does Dr. Ilkov’s statement that Roth-

131 is “embodied in” certain Luminex products (Mot. at 19)—both because Patent 

Owner cites no authority holding that an expert’s testimony may substitute for the 

Oticon-style comparison described supra and because a commercial embodiment 
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does not necessarily equate Roth-131 to Chandler. Patent Owner also cites no 

authority that the ’106 specification’s general reference to Luminex systems is 

tantamount to prior art review, so this argument also fails. (Mot. at 19.) 

Finally, Patent Owner’s reliance on the Board’s prior § 112 findings in the 

’582 reexamination context is misplaced. Although the Board has, in limited 

circumstances, considered non-prior art invalidity grounds under Section 325(d), 

Advanced Bionics step one still requires that the same statutory issue—directed to 

the same claim scope in the same patent—have been previously presented to the 

Office. See Beigene USA, Inc. v. Pharmacyclics LLC, PGR2024-00009, 2024 WL 

1915139, at *17-18 (PTAB May 1, 2024) (declining discretionary denial where the 

Examiner had not been presented with the same written description arguments raised 

in the petition). Here, the ’582 reexamination involved a different patent and 

different claims and therefore did not address whether the “curved mirror” limitation 

satisfies § 112 for purposes of preserving pre-AIA priority for the ’106 patent. 

Because the Office has never substantively addressed this issue regarding the ’106 

patent, Patent Owner fails to meet Advanced Bionics step one.  

B. Advanced Bionics Step 2 Is Unmet & § 325(d) Denial Is 
Inappropriate Due to Examiner Error & Patent Owner’s Actions 

Although the Director need not reach the second prong of the Advanced 

Bionics framework because the combination of references asserted in Ground 1 was 

never presented to the Examiner and does not satisfy Advanced Bionics step one, it 
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too does not support discretionary denial under § 325(d). The Examiner materially 

erred by overlooking (or misapprehending) the teachings of Chandler-based 

combination and the Oostman-Goodman-Frazier combination and by not rejecting 

the claims as obvious over these references. See Advanced Bionics, IPR2019-01469, 

Paper 6 at 8 n.9 (“An example of a material error may include misapprehending or 

overlooking specific teachings of the relevant prior art where those teachings impact 

patentability of the challenged claims.”), 10 (“[I]f the record of the Office’s previous 

consideration of the art is not well developed or silent, then a petitioner may show 

the Office erred by overlooking something persuasive[.]”). 

As discussed supra, Chandler was never considered during prosecution. (See 

Section III.A.) Nor was the Oostman-Goodman-Frazier combination. Chandler and 

the Oostman-Goodman-Frazier combination, thus, were not used as the basis for any 

rejection, and there is no analysis or discussion of these references’ teachings in the 

prosecution history. Chandler and the Oostman-Goodman-Frazier combination were 

overlooked, and Becton, Dickinson factor (c) thus weighs against the exercise of 

discretion under § 325(d). See Ascend Elements, Inc. v. Duesenfeld GmbH, IPR2024-

00948, 2024 WL 4869116, at *16 (PTAB Nov. 22, 2024) (finding that petitioner has 

demonstrated that the Office had materially erred where “the Office did not rely on 

any of the references asserted [] to reject any of the claims challenged here,” “so it 

appears [the asserted obviousness arguments] were overlooked”); Aylo Freesites 
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Ltd. v. Dish Techs. L.L.C., IPR2024-00940, Paper 12 at 33-34 (PTAB Nov. 21, 2024) 

(“Neither the applicants nor the Examiner discussed these references and petitions, 

and the Examiner did not use any of them as a basis of any rejection. Rather, the 

Examiner’s only interaction with these items appears to be within the context of 

receiving and responding to Information Disclosure Statements.”). 

As detailed in the Petition, Grounds 1 and 2 teach and render obvious every 

limitation of the challenged claims, including the limitations mistakenly identified 

by the Examiner as not present in the prior art in the Notice of Allowance. (See 

EX1003, p.527.) There, the Examiner indicated the limitation reciting “a collimating 

optical element that is separate from the collecting optical element and is arranged 

to receive the fluorescent light collected by the collecting optical element, the 

collimating optical element configured to collimate the fluorescent light” was the 

“reason[] for allowance.” (Id.) 

Ground 1 of the Petition identifies and analyzes specific teachings from 

Goodman and Chandler that the Examiner overlooked and that render obvious this 

“a collimating optical element that is separate from …” limitation (in combination 

with the other limitations). In particular, the Petition explains that Goodman’s 

“collimating reflector 24a” discloses the claimed “collimating optical element” that 

is “separate from the wavelength selective element,” even under Patent Owner’s 

own district court position that the term is a means-plus-function limitation satisfied 
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by a lens or structural equivalent. (Pet. at 41 (quoting Goodman, 10:17-21; EX1002, 

¶¶130-131).) The Petition notes that Goodman expressly teaches that collimating 

reflector 24a may be a collimating lens and is arranged to receive fluorescent light 

collected by upstream optical elements and to collimate that light, thereby 

performing the identical functions Patent Owner attributes to the claimed 

“collimating optical element.” (Id. at 41-43.) 

The Petition further explains that Chandler supplies the corresponding light-

collection and routing architecture, disclosing optical detectors coupled via 

multimode fiber optic cables to downstream processing units, such that fluorescent 

light gathered at the detectors is conveyed to—and received by—the collimating 

structure disclosed in Goodman. (Id. at 41-42.) As detailed in the Petition, a POSA 

would have understood Goodman’s reflector 24a to receive non-collimated 

fluorescent light and render the rays substantially parallel, satisfying the “collimate” 

function under both parties’ constructions and consistent with optics principles cited 

in the ’106 specification itself. (Id. at 41-45.) 

Ground 2 of the Petition further identifies and analyzes specific teachings 

from Oostman, Goodman, and Frazier that the Examiner overlooked and that render 

obvious this “a collimating optical element that is separate from …” limitation (in 

combination with the other limitations). In particular, the Petition explains 

that Oostman’s collimating lens 203, when implemented within Goodman’s zig-zag 
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WDM configuration, discloses the claimed “collimating optical element” limitation 

under Patent Owner’s proposed construction. (Id. at 69-70.) Oostman’s lens 203 

qualifies as a “lens,” is arranged to receive fluorescent light collected by the 

upstream collecting optical element, and is configured to collimate that light, 

satisfying the functions that Patent Owner attributes to the claimed “collimating 

optical element.” (Id.) The combination also ensures that Oostman’s lens is separate 

from the collecting optical element. (Id. at 70.) 

The Petition further explains that modifying Oostman’s WDM with 

Goodman’s zig-zag configuration would have predictably placed the collimating 

lens at the proper focal distance from the output end of optical fiber 15 but before 

the imaging element 18, resulting in the exact functional arrangement claimed. (Id. 

at 68-69.)  

Under Becton, Dickinson factor (e), the teachings from Grounds 1 and 2 

identified above (and analyzed in greater detail in the identified patentability 

contentions from the Petition) demonstrate that the Examiner materially erred in the 

evaluation of the prior art. The Examiner overlooked (or misapprehended) these 

teachings from Grounds 1 and 2 when mistakenly concluding that the “a collimating 

optical element that is separate from …” limitation called out in the Notice of 

Allowance (EX1003, p.527) was not found in the prior art. See Aylo Freesites, 

IPR2024-00940, Paper 12 at 34-35 (“It is difficult to characterize error in a nearly 
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silent record, and we find that Petitioner has sufficiently demonstrated error based 

in part on its unpatentability contentions.”). 

Separately, discretionary denial under Advanced Bionics step two is not 

warranted under Becton, Dickinson factor (f). Patent Owner submitted an IDS 

spanning hundreds of references during the prosecution of the ’106 patent (EX1003, 

pp.152-164), after having done the same years earlier in the prosecution of U.S. 

Patent No. 9,746,412 (“the ’412 patent”)—the parent from which the challenged 

’106 patent descends (EX1108, pp.002-011.) In that earlier prosecution, the 

Examiner expressly warned that, due to the unusually large number of 

references and lack of applicant guidance, “only the most cursory review” was 

possible unless Patent Owner identified references warranting “higher degree” 

consideration. (EX1108, p.046 (emphasis added).) Patent Owner never did so: not 

then, and not during the ’106 prosecution.  

Under Ecto World, such circumstances fail to satisfy Becton Dickinson factor 

(f) because they directly undermine any inference that the Examiner meaningfully 

considered Goodman or Frazier merely because they appear on the ’106 patent 

application’s IDS. Ecto World, LLC v. Rai Strategic Holdings, Inc., IPR2024-01280, 

Paper 13 at 6–7 (Dir. Dec. May 19, 2025). Absent any meaningful consideration of 

Goodman or Frazier, the Petition presents “additional evidence and facts [that] 

warrant reconsideration of the prior art or arguments.” Becton, Dickinson, IPR2017-
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01586, Paper 8 at 18. 

Dr. Ilkov’s expert declaration provides an independent reason why, under 

Becton Dickinson factor (f), the Board should reconsider whether the asserted prior 

art renders the ’106 patent’s claims obvious. Under BMW v. Foras, new prior art 

combinations and expert support weigh strongly against § 325(d) denial. BMW of N. 

Am., LLC v. Foras Techs., Ltd., IPR2024-01346, Paper 7 at 20-21 (PTAB Mar. 7, 

2025) (refusing to exercise § 325(d) discretion to deny institution when petitioner 

raised additional combinations that were not before the Examiner and expert 

testimony supporting the obviousness combination). And under Therabody, the 

presence of expert analysis unavailable during prosecution further reinforces that 

institution is appropriate. Therabody, Inc. v. Hyperice IP Subco, LLC, PGR2024-

00053, Paper 8 at 10-11 (PTAB Apr. 21, 2025) (finding “factor (f) weigh[ed] against 

exercising discretion to deny institution under § 325(d)” in light of expert 

declaration); see also Sci. Design Co. v. Shell Oil Co., IPR2021-01537, Paper 7 at 

25 (PTAB Mar. 18, 2022) (“Based on the strength of Petitioner’s challenges, we find 

that Petitioner sufficiently demonstrates that the Examiner erred in overlooking the 

relevant disclosures of the cited references.”). 

The Examiner thus erred under Advanced Bionics step two because he never 

evaluated the asserted art or the Petition’s prior art combinations, overlooked 

material teachings in the asserted references, as discussed above, and was impeded 
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by Patent Owner’s own mega-IDS filings. The Board should not exercise discretion 

to deny institution under § 325(d) because the Petition’s new prior art combinations 

and expert evidence warrant reconsideration. 

IV. DISCRETIONARY DENIAL UNDER FINTIV IS UNWARRANTED 

As discussed further below, because the ’106 patent is no longer asserted in 

the parallel district court litigation, all six Fintiv factors weigh in favor of institution. 

Fintiv factors 1-5 collectively weigh strongly against discretionary denial 

because there is no parallel district court proceeding involving the ’106 patent. 

Fintiv factors one through five are directed to assessing whether institution would 

result in inefficient duplication of effort with a parallel district court action. See 

Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 6 (PTAB Mar. 20, 2020). 

Where, as here, there is no parallel district court proceeding involving the challenged 

patent, these factors uniformly weigh against discretionary denial. 

Fintiv factors 1, 2, 4, and 5 weigh strongly against discretionary denial 

because the ’106 patent is no longer part of any district court litigation, leaving 

nothing to stay, no trial schedule to consider, no overlap of issues, and no parallel 

parties litigating the same patent. Factor 3 likewise weighs strongly against 

discretionary denial; to the extent any district court resources were expended on the 

’106 patent, that investment was rendered moot by Patent Owner’s voluntary 

withdrawal of the ’106 patent after a year of litigation. 
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Fintiv factor 6 strongly favors institution because there is compelling 

evidence that the Challenged Claims are unpatentable over the Petition’s proposed 

obviousness combinations.  (See generally Pet.; see also EX1002.) The ’106 patent 

expressly teaches that WDM techniques from optical communications are “readily 

adapted for fluorescence light detection” (EX1001, 4:60-62), defeating Patent 

Owner’s analogous-art argument (Mot. at 16) and confirming that Goodman is 

properly combined with Chandler and Oostman. Patent Owner’s contention that the 

Petition lacks motivation to combine is likewise incorrect (Mot. at 16), as the 

Petition identifies multiple independent motivations grounded in the prior art—

consistent with Chandler’s stated design goals and Goodman’s express teachings 

regarding ease of integration, scalability, and fabrication. (Pet. at 28-30.) Nor does 

Oostman teach away from a zig-zag WDM configuration (Mot. at 16-17); at most, 

it describes alternative layouts (EX1005, 7:32-36), which is legally insufficient to 

negate motivation to combine. See Santarus, Inc. v. Par Pharm., Inc., 694 F.3d 1344, 

1356 (Fed. Cir. 2012) (“A statement that a particular combination is not a preferred 

embodiment does not teach away absent clear discouragement of that combination.” 

(citation omitted)). 

Patent Owner’s assertion that the Petition “backfills gaps” through 

unsupported expert opinion also fails. (Mot. at 17-18.) Dr. Ilkov’s testimony is 

firmly anchored in the disclosures of the prior art itself and reflects predictable 
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engineering tradeoffs and known design alternatives, not hindsight 

reconstruction. (EX1002, ¶111 (citing EX1051, Chandler, 7:1-6, 3:51-55); id., ¶113 

(citing EX1016, Goodman, 3:48–67); id., ¶¶115, 167.) Finally, Patent Owner’s 

written description and enablement rebuttals fail on their face, as its own argument 

that carbon nanotubes were being “generated and used … in research laboratories” 

confirms that the inventors did not possess or enable the claimed semiconductor 

detector technology at the time of filing. (Mot. at 17.) 

V. ADDITIONAL CONSIDERATIONS WARRANT INSTITUTION 

A. Patent Owner’s Prosecution Gamesmanship Warrants Institution 

As discussed in the ’443 patent IPR, the ’106 patent exists only because Patent 

Owner broke the required line of demarcation following the Examiner’s restriction 

requirement during prosecution of the parent ’412 patent. During the ’412 

prosecution, the Examiner required restriction among five distinct inventions, 

including (using the Examiner’s numbering): (1) flow cytometers with wavelength-

division multiplexers (“WDM”) and (3) methods of providing sheath flow. 

(EX1108, Restr. Req. (Apr. 20, 2016), pp.021-027.) The applicant elected the WDM 

group, and the ’412 patent and its continuation, the ’582 patent, properly issued in 

that elected WDM lineage. (EX1108, Resp. to Restr. Req. (June 3, 2016), pp.029-

034.) 
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Patent Owner then filed divisional applications from the ’412 patent to pursue 

the non-elected inventions, including the ’772 divisional directed solely to sheath-

flow methods. But instead of maintaining consonance with the restriction 

requirement, Patent Owner improperly filed the application that became the ’106 

patent on December 22, 2021 as a continuation of the ’772 sheath-flow divisional, 

even though the ’106 claims are directed to a WDM-based flow cytometer—the very 

subject matter already elected and prosecuted in the ’412/’582 continuation chain. 

This convoluted prosecution history is demonstrated by the family tree below: 

 

This improper filing violated the strict requirement that applicants maintain 

“consonance” between each application and the invention groupings defined in the 

restriction requirement. See St. Jude Med., Inc. v. Access Closure, Inc., 729 F.3d 
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1369, 1380 (Fed. Cir. 2013) (holding patents invalid where line of demarcation from 

restriction requirement not maintained); see also Gerber Garment Tech., Inc. v. 

Lectra Sys., Inc., 916 F.2d 683, 688 (Fed. Cir. 1990) (finding asserted claims of a 

continuation patent of a divisional invalid for lack of consonance); Symbol Techs., 

Inc. v. Opticon, Inc., 935 F.2d 1569, 1579 (Fed. Cir. 1991) (extending § 121 safe 

harbor provision to continuation applications descending from a divisional 

application). Stated differently, a continuation of a divisional cannot claim an 

invention from a different restricted group. Id. Yet the ’106 patent does exactly 

that—claiming WDM subject matter via a continuation of a divisional restricted to 

sheath-flow methods. 

Patent Owner’s misfiling is not a technicality; it is the reason the ’106 patent 

issued at all. Having already exhausted the proper WDM continuation chain, Patent 

Owner used the sheath-flow divisional lineage as an improper vehicle to obtain 

additional WDM patents (including the ’106 patent). This gamesmanship alone 

strongly favors institution. 

B. Petitioner’s Settled Expectations Strongly Favor Institution 

Petitioner likewise developed strong settled expectations long before the ’106 

patent was filed or issued. The accused Aurora system launched in June 2017—over 

seven years before the ’106 patent’s December 24, 2024 issuance. (EX1109.) 

Indeed, when Aurora launched in June 2017, none of the asserted patents had issued.  
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The only patent related to the asserted patents which issued prior to the launch of 

Aurora was the ’412 patent, which Patent Owner has not asserted, suggesting it did 

not support any infringement allegations.  This comprises a tacit concession of non-

infringement by Patent Owner, increasing Petitioner’s settled expectations.  Further, 

after litigation commenced, Patent Owner never suggested that a later, unrelated 

continuation of a divisional (the ’106 patent) would be used to assert infringement 

of the Aurora system. That course of conduct reasonably reinforced Petitioner’s 

settled expectations that its long-standing product did not implicate a distinct, later-

filed continuation. See Datadome S.A. v. Arkose Labs Holdings, Inc., IPR2025-

00693, -00694, Paper 13 at 2 (PTAB Aug. 14, 2025) (recognizing that a patent 

owner’s conduct can give rise to settled expectations). 

Those expectations were further reinforced when Patent Owner withdrew the 

’106 patent from district court litigation before institution—an implicit 

acknowledgment that this patent’s unusual prosecution path and misaligned 

continuation status rendered it ill-suited for litigation. Because the ’106 patent issued 

only recently and was asserted for the first time more than seven years after Aurora’s 

launch, the equities weigh heavily in favor of instituting the Petition. 

VI. CONCLUSION 

For the foregoing reasons, Petitioner respectfully opposes Patent Owner’s 

Request for Discretionary Denial. 
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