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I. Introduction   

Petitioner’s Reply fails to address the precise issue the Director authorized 

this briefing to resolve: explaining its alternative claim construction positions.  

In the parallel district court litigation, Samsung asserts that specific ’325 

Patent claim phrases are indefinite. Here, however, Petitioner and its expert state that 

no construction is necessary and that a POSITA would find those same limitations 

disclosed in the prior art. The Director and Board have made clear that, while 

alternative positions can be permissible in some circumstances, a petitioner must 

provide a sufficient explanation for them. Petitioner had multiple opportunities to do 

so—in its Petition, in its opposition to Patent Owner’s discretionary denial request, 

and in its Reply—but at no stage has it cured this defect. 

Instead, the Reply offers five pages of procedural conjecture about why 

Samsung should be allowed to take alternative positions, without addressing the 

specific claim language at issue in any capacity. A proper response would have 

explained why the plain and ordinary meaning of the allegedly indefinite phrases 

should apply here. Petitioner does not attempt to do so, and its silence warrants 

denial of institution. 

This omission is part of a broader pattern the Director has cautioned against: 

asserting multiple, conflicting validity challenges without reconciling them—

wasting Board and party resources and undermining predictability between forums. 
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II. Petitioner has Still not Explained its Alternative Positions   

The Director and Board have recognized the inherent tension between prior 

art-based challenges and indefiniteness positions, and have made clear that 

petitioners must address that tension directly: 

Under 37 C.F.R. § 42.104(b)(3), petitioners must clearly 

articulate in the petition “[h]ow the challenged claim is to be 

construed.” If, according to Petitioner, many limitations in 

claim 1 (and other claims) are indefinite, then how does 

Petitioner propose that the Board construe such limitations to 

assess Petitioner’s invalidity challenges—Petitioner is silent. 

American Airlines, Inc. v. Intellectual Ventures I LLC, IPR2025‑01055, Paper 11 at 

13 (PTAB Nov. 21, 2025). A claim must be understood before it can be challenged 

under §§ 103 or 112. See Blackberry Corp. v. Mobilemedia Ideas LLC, IPR2013-

00036, Paper 65 at 7 (PTAB March 7, 2014), Sonix Tech. Co. v. Publ’ns Int'l, Ltd., 

844 F.3d 1370, 1378 (Fed. Cir. 2017). 

Balancing this tension with the need for uniformity and predictability, the 

procedures to promote consistent claim interpretation across forums have been 

adopted. See e.g., 83 Fed. Reg. 51,342 (Oct. 11, 2018) (adopting federal court claim 

construction standard to promote “uniformity and predictability”). Consistent with 

this approach, multiple decisions confirm that while petitioners may take alternative 

positions in different forums, they are required to explain why those positions are 



Patent Owner’s Sur-Reply   IPR2025-01521
  U.S. Patent No. 11,252,325 

- 3 - 

warranted. Tesla, Inc. v. Intellectual Ventures II LLC, IPR2025-00340, Paper 18 at 

3 (Squires Nov. 5, 2025) (informative), Revvo Techs., Inc. v. Cerebrum Sensor 

Techs. Inc., IPR2025-00632, Paper 20 at 3–5 (Squires Nov. 3, 2025) (precedential), 

Cambridge Mobile Telematics, Inc. v. Sfara, Inc., IPR2024-00942, Paper 12 at 8–9 

(PTAB Dec. 13, 2024) (informative). 

In the parallel litigation, Samsung’s invalidity contentions assert that five 

different claim phrases are indefinite and “do not have a meaning that can be clearly 

determined from the patent.” Ex. 2038 at 169; see also POPR at §V.A. In its petition, 

however, Petitioner states that “terms in the Challenged Claims need not be 

construed” (Pet. at 7; see also Ex. 1003 at ¶53) and purportedly applies the plain and 

ordinary meaning to map those same phrases to alleged prior art. See POPR at §V.A. 

In other words, Petitioner tells the District Court these terms cannot be understood, 

while telling the Board they require no construction and are taught in the prior art—

offering neither a justification for its different positions nor any articulation of the 

plain and ordinary meaning of the claim terms.  

Notably, Petitioner’s Reply does not recite, address, or analyze a single 

disputed claim term. The Reply instead offers only the conclusory statement that 

“the claims of the ’325 Patent are sufficiently clear to permit a meaningful 

comparison to the prior art.” Reply at 4. That is no explanation, and it is exactly the 

type of conclusory assertion the Director has rejected. See Tesla, IPR2025-00340, 
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Paper 18 (petitioner’s explanation that it could not argue indefiniteness in an IPR is 

insufficient to show why different claim construction positions are warranted). 

Petitioner claims to address “all reasonable interpretations” but identifies 

none, and asserts differences are “justified” by Patent Owner’s infringement 

contentions without providing reasoning or examples. Reply at 2. Petitioner is 

simultaneously saying that the identified phrases “do not have a meaning that can be 

clearly determined from the patent” (Ex. 2038 at 169), but also that the indefiniteness 

is not “so severe” as to preclude construction (Reply at 3). These are plainly 

inconsistent positions that require explanation, yet Petitioner offers no analysis of 

how even one disputed term should be construed. In short, the Reply contains no 

substantive explanation of its claim construction or indefiniteness positions. 

Petitioner’s reliance on the “early stages of litigation” is also misplaced. The 

District Court litigation has a trial set for April 2027, with indefiniteness arguments 

due as part of Markman briefing in September 2026, just months after any potential 

institution. Ex. 2002 at 1, 4, and 6. Moreover, Samsung has not indicated that it will 

refrain from pursuing inconsistent positions, instead asserting without explanation 

that its positions are not inconsistent. See Samsung Elecs. Co., Ltd. v. Wilus Inst. of 

Standards and Tech. Inc., IPR2025-00933, Paper 14 at 6 (PTAB Dec. 31, 2025). 

Petitioner also describes its invalidity contentions as “comprehensive.” Reply at 1. 

Given those “comprehensive” contentions, its refusal to reconcile positions here is 
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particularly deficient.  

III. Petitioner Failed to Explain its Interpretation of the Claims in its Petition 

The requirement to explain differing claim construction positions applies at 

the time of filing the petition. Numerous decisions that predate the petition hold that 

a petitioner must provide this explanation in the petition itself. See, e.g., Cambridge 

Mobile, IPR2024-00952, Paper 12 at 8–9, Kiosoft Techs., LLC v. PayRange, Inc., 

IPR2021-00086, Paper 12 at 16 (PTAB Mar. 22, 2021), ipDataTel, LLC et al. v. ICN 

Acquisition, IPR2018-01822, Paper 19 at 13–14 (PTAB Apr. 22, 2019). 

Petitioner had multiple opportunities to meet this obligation: in its Petition, in 

its opposition to Patent Owner’s request for discretionary denial, and in the 

additional briefing it sought and received. Yet at each stage, Petitioner failed to 

explain—or even address—a single claim term. As Revvo cautions, “[a]llowing 

petitioners to continue this practice [of proposing different claim constructions 

without explanation] does not further the Office's goal of providing greater 

predictability and certainty in the patent system.” Revvo, Paper 20 at 4 (internal 

quotations omitted). That policy concern applies squarely here: Petitioner’s silence 

invites inconsistent interpretations of the same claim terms in parallel proceedings, 

eroding predictability, wasting resources, and prejudicing the Patent Owner. 

IV. Conclusion 

Petitioner’s unexplained alternative positions warrant denial of institution. 
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