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HBCU’s Reply raises issues beyond the scope of authorized briefing, after
requesting such briefing without first conferring with Apple. See EX3101 (request
limited to addressing “the full search history undertaken by the [] Examiner[]”).
Still, even if considered, HBCU’s arguments are not compelling.

To start, HBCU extends by misrepresenting Office policy in arguing that “Pe-
titioner’s material error arguments should have been made within the Petition itself.”
PO Reply, 1. In its “Interim Director Discretionary Process Webpage™ (available at
https://www.uspto.gov/patents/ptab/interim-director-discretionary-process), the Of-
fice addresses this very question by indicating that “[t]he petitioner and the patent
owner should not present discretionary considerations in the petition or the [POPR],
respectively.” Id., §1.C. “A petitioner should raise any discretionary issues in its
opposition ..., including issues relating to 35 U.S.C. § 325(d).” Id., §III.A. Apple’s
briefing rightly adheres to this policy.

Then, strikingly, just five lines of HBCU’s Reply address the specific issue
requested and authorized for briefing, i.e., “the full search history undertaken by the
[] Examiner[].” PO Reply, 1; EX3101. But this is not surprising because there was
nothing new or relevant to add about the Examiner’s search beyond what Apple al-
ready addressed in the Opposition. To this point, HBCU provides just a single cita-
tion to pages 18 and 56-57 of the file history (EX1002), but these are the exact same

pages Apple already cited in the Opposition. See Pet. Op., 4. In other words, HBCU
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identified no searches that the Opposition did not already address. And tellingly, on
substance, HBCU never denies that the Examiner formulated only a handful of key-
word queries during the entire course of prosecution, or that those queries were mis-
guided for each of the reasons detailed in the Opposition. See Pet. Op., 3-6. The
fact that the Examiner issued other non-prior art interference queries and classifica-
tion queries, e.g., to combine with and thus further limit the keyword queries, does
not speak to or cure the underlying search deficiencies raised in the Opposition. /d.

HBCU’s remaining arguments are similarly unavailing. See PO Reply, 2.
HBCU conspicuously fails to cite any evidence that it cited the German court’s de-
cision in the earlier nullity action (EX2013) to the Examiner. Pet. Op., 6-11. This
failure should be dispositive, as it demonstrates HBCU’s bad faith in prosecution.
As explained in the Opposition, the *450 Patent is young and HBCU’s flurry of con-
tinuation filings completely undermines its claim to settled expectations, especially
where it consistently failed to cite the German court’s decision. /d., 16-17.

Finally, HBCU’s conclusory assertion that Apple’s broader-than-Sotera stip-
ulation is inadequate ignores that the district court trial is scheduled months earlier
than the expected final written decision in this IPR. PO Reply, 2. HBCU also fails
to point to any filings from or positions taken in district court that actually undermine
the stipulation’s ability to fully assuage any concerns of overlap between the pro-

ceedings. Id.; DD Brief, 16-17.
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