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HBCU’s Reply raises issues beyond the scope of authorized briefing, after
requesting such briefing without first conferring with Apple. See EX3101 (request
limited to addressing alleged “mischaracteriz[ation] [of] the analysis addressed by
the Examiner”). Still, even if considered, HBCU’s arguments are not compelling.

To start, HBCU extends by misrepresenting Office policy in arguing that “Pe-
titioner’s material error arguments should have been made within the Petition itself.”
PO Reply, 1. In its “Interim Director Discretionary Process Webpage™ (available at
https://www.uspto.gov/patents/ptab/interim-director-discretionary-process), the Of-
fice addresses this very question by indicating that “[t]he petitioner and the patent
owner should not present discretionary considerations in the petition or the [POPR],
respectively.” Id., §1.C. “A petitioner should raise any discretionary issues in its
opposition ..., including issues relating to 35 U.S.C. § 325(d).” Id., §III.A. Apple’s
briefing rightly adheres to this policy.

Similarly, while HBCU’s merits arguments about the teachings of Tsampalis
should be the focus of the POPR and not this discretionary denial briefing, they are
also demonstratively false. In addressing Limitations [1¢] and [1d], the Petition cited
to Tsampalis’s clear disclosures when explaining that “Tsampalis teaches that an
‘active message’ being composed by a user of the sending mobile phone contains a

‘recipient ID’ received from the user, e.g., a phone number,” and that this recipient

ID is sent to a server as part of a request for capabilities information. Pet. 40, 43-
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44. In other words, the Petition directly addressed the “multiple instances of sending
information ‘representing the phone number’ of recipient phones to a specific server.
See PO Reply, 2. And, contrary to HBCU’s unfounded accusation, Apple has never
argued Tsampalis was not available to the Examiner, nor does HBCU cite any part
of the petition supporting its position. PO Reply, 1.

As to the actual issues of discretion, HBCU’s bald allegations are each con-
trary to the record evidence. See PO Reply, 2. HBCU conspicuously fails to cite
any evidence in the prosecution history that it provided the Examiner the German
court’s decision in the earlier nullity action (EX2013). Pet. Op., 5-6. This failure
should be dispositive, as it demonstrates HBCU’s bad faith in prosecuting its U.S.
patents. As explained in the Opposition, the 182 Patent is young and HBCU’s flurry
of continuation filings completely undermines its claim to settled expectations, es-
pecially where it consistently failed to cite the German court’s decision. Id., 16-17.

Finally, HBCU’s conclusory argument that Apple’s broader-than-Sotera stip-
ulation is inadequate fails to point to any filings from or positions taken in the par-
allel litigation that actually undermine the stipulation’s ability to fully assuage pos-
sible concerns of overlap between the proceedings. PO Reply, 2; see DD Brief, 16-
17. That Apple has set forth invalidity arguments in the parallel litigation is neces-
sary at least until the Director decides to institute, and even then, HBCU points to

no invalidity arguments that overlap with the prior art raised in the IPR petitions.
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