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HBCU’s Reply raises issues beyond the scope of authorized briefing, after
requesting such briefing without first conferring with Apple. See EX3101 (request
limited to addressing “the full search history undertaken by the [] Examiner[]”).
Still, even if considered, HBCU’s arguments are not compelling.

To start, HBCU extends by misrepresenting Office policy in arguing that “Pe-
titioner’s material error arguments should have been made within the Petition itself.”
PO Reply, 1. In its “Interim Director Discretionary Process Webpage™ (available at
https://www.uspto.gov/patents/ptab/interim-director-discretionary-process), the Of-
fice addresses this very question by indicating that “[t]he petitioner and the patent
owner should not present discretionary considerations in the petition or the [POPR],
respectively.” Id., §1.C. “A petitioner should raise any discretionary issues in its
opposition ..., including issues relating to 35 U.S.C. § 325(d).” Id., §III.A. Apple’s
briefing rightly adheres to this policy.

Then, strikingly, just three lines of HBCU’s Reply address the specific issue
requested and authorized for briefing, i.e., “the full search history undertaken by the
[] Examiner[].” PO Reply, 1; EX3101. But this is not surprising because there was
nothing new to add about the Examiner’s search beyond what Apple already ad-
dressed in the Opposition. Indeed, HBCU cites just a single page from the file his-
tory in connection with the search (EX1002, p. 24), which page lists only a handful

of queries—including just one prior-art keyword query—that the Examiner entered
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days before mailing the Notice of Allowance. PO Reply, 1. Apple’s Opposition
already addressed this search, however. Specifically, the Opposition explained why
that final search did not cure the Examiner’s original error in failing to conduct a
search on the claims entered by preliminary amendment before allowing claim 29
and before the applicant accepted the allowable subject matter. Pet. Op., 7 (“The
Examiner’s final search before mailing the Notice of Allowance ... did not address
the features from claim 29 at all (e.g., no search for cellular core network).”).
HBCU’s remaining arguments are similarly unavailing. See Reply, 2. For
example, HBCU falsely asserts that “the Examiner had the substantive Tsampalis
reference.” PO Reply, 2. But the file history shows that HBCU never cited
Tsampalis (or Tsampalis PCT) to the Examiner during prosecution. Pet. Op., 8-11.
This further undermines any basis for settled expectations, especially since similar
claims would later be found invalid over Tsampalis in Germany. /d.; EX2013.
Finally, HBCU’s conclusory assertion that Apple’s broader-than-Sotera stip-
ulation is inadequate ignores that the district court trial is scheduled months earlier
than the expected final written decision in this IPR. PO Reply, 2. HBCU also fails
to point to any filings from or positions taken in district court that actually undermine
the stipulation’s ability to fully assuage any concerns of overlap between the pro-

ceedings. Id.; DD Brief, 16-17.
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