IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS

AUSTIN DIVISION

§
K.MIZRA, LLC, §
§

Plaintiff, § Civil Case No. 1:25-cv-00236-ADA
\Z §

§ JURY TRIAL DEMANDED

GOOGLE LLC, §
§
Defendant. §
§
§
§
§
§

GOOGLE LLC’S INVALIDITY CONTENTIONS

Defendant Google LLC (“Google”) makes these Invalidity Contentions concerning claims
12,13, 16, and 19 of U.S. Patent No. 8,234,705 (“the 705 patent”), and claims 10, 11, 14, 17, and
18 of U.S. Patent No. 9,516,048 (“the ’048 patent) (collectively, the “Asserted Claims”)
(the >705 and ’048 patents, collectively, the “Asserted Patents™) under the Court’s Standing Order
Governing Proceedings in Patent Cases (dated March 5, 2025) (the “OGP”). Google’s Invalidity
Contentions include this pleading, all exhibits to it, and all documents referenced or described in
this pleading or its exhibits, including Google’s prior art document production.

Google’s Invalidity Contentions are based on the limited information currently available
to Google. Discovery is still at an early stage. Fact discovery has just begun and is not scheduled
to close until May 26, 2026. Dkt. 39 at 3.

Google contends that each of the Asserted Claims is invalid under at least one or more of
35U.S.C. §§ 101, 102, 103, or 112. Pursuant to this Court’s Local Patent Rules, Google does not

provide any contentions regarding any claims not asserted by K.Mizra, LLC (“K.Mizra”). To the
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rely on the prior art identified in these Invalidity Contentions. Pursuant to the OGP, and subject
to Google’s reservation of rights as stated herein, Google identifies each item of prior art by:
(1) each patent by its patent number, country of origin, and date of issue; (2) each non-patent
publication by its title, date of publication, and, where feasible, author and publisher; (3) 35 U.S.C.
§ 102(b) prior art by the item offered for sale or publicly used or known, the date the offer or use
took place or the information became known, and the identity of the person or entity which made
the use or which made and received the offer, or the person or entity which made the information
known or to whom it was made known; (4) 35 U.S.C. § 102(f) prior art by the name of the person
or persons from whom and the circumstances under which the invention or any part of it was
derived; and (5) 35 U.S.C. § 102(g) prior art by the identities of the person or persons or entities
involved in and the circumstances surrounding the making of the invention before the applicant,
based on currently available information.

Google’s identification of prior art in these Invalidity Contentions includes the publications
themselves as well as the products, devices, and systems described therein. Google reserves the
right to rely on additional art and references for other purposes, including but not limited to:
describing a POSITA; providing relevant background information on the technology at issue in
this case; describing the state of the art and general knowledge as of the relevant time; providing
a motivation to combine; responding to expert reports or expert opinion testimony offered by
K.Mizra and/or responding to K.Mizra’s arguments regarding objective indicia of nonobviousness.

A. Prior Art Patents and Publications

Google contends the following prior art patents, patent application publications, printed
publications, and systems in the table below anticipate or render obvious one or more Asserted
Claims of the Asserted Patents under 35 U.S.C. § 102(a), (b), (e), or (g) or 35 U.S.C. § 103. On

information and belief, each listed reference qualifies as prior art to the Asserted Patents.
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To the extent that any of the following are prior art, Google reserves the right to rely upon
foreign counterparts of the U.S. patents identified herein; U.S. counterparts of foreign patents and
foreign patent applications identified herein; and U.S. and foreign patents and patent applications
corresponding to articles and publications identified herein. Google also reserves the right to rely
upon parent or ancestor patents or patent applications from which any of the patents or patent
applications identified herein claim priority to as continuation, divisional, or continuation-in-part
applications. Identification of dates of publication are made based on currently available
information, and Google reserves the right to rely upon an earlier date should evidence supporting

an earlier date be discovered.

Title & Defined Term Author/Inventor | Issue/Publication Date Country of Origin

Patents

e

U.S. Patent No. 7.533.407
(“Lewis "407”)

Elliot D. Lewis 5/12/2009

i

i
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Title & Defined Term Author/Inventor | Issue/Publication Date Country of Origin

Patent Publications

ALE Launibie

I

U.S. Patent Appl. Publ. No. Gregor P. Freund 3/20/2003 United States
2003/0055962
(“Freund”

Il
il

- I
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Title & Defined Term

Author/Inventor

Issue/Publication Date

Country of Origin

I|1IFIPRF

11
SLLLLLLLLLLLL

JLLCLEC

-

-

U.S. Patent Appl. Publ. No.
2006/0005009
(“Ball”)

Charles D. Ball

1/5/2006

United States
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B. Prior Art Under 35 U.S.C. § 102(e) and 35 U.S.C. § 102(g)

K.Mizra has neither alleged nor provided sufficient evidence of a conception date for the
Asserted Claims earlier than the claimed priority date on the face of the Asserted Patents. Should
the Court permit K.Mizra to provide evidence of an earlier conception date, Google may assert
that any of the § 102(a) prior art is § 102(e) or § 102(g) prior art.

V. INVALIDITY UNDER 35 U.S.C. §§ 102 AND 103

Each of the Asserted Claims are invalid under 35 U.S.C. §§ 102 or 103 in view of one or
more of the references identified above in Section IV, alone or in combination. Pursuant to the
OGP, and subject to Google’s reservation of rights, Google attaches claim charts hereto that are
direct to the prior art references that anticipate each of the Asserted Claims under 35 U.S.C.
§§ 102(a), (b), (e), and/or (g) either expressly or inherently, and/or the prior art references that, in
the alternative, would have rendered the Asserted Claims obvious under 35 U.S.C. § 103. See
Exhibits 1-17. Some claim charts also contain explanations about the motivation to combine the
references. Additional explanations regarding the motivation to combine the references is below
in Section VI. Any combinations contained or reference cited herein may be combined with any
other reference to demonstrate the invalidity of any of the Asserted Claims, as set forth below and
in Exhibits 1-17.

To the extent any claim limitation is construed to have a similar meaning, or to encompass
similar feature(s) and/or function(s), as any other claim limitation, the citations to prior art
references for each of those claim limitations in Google’s claim charts are incorporated by
reference with respect to each other.

Pursuant to the OGP, Google has attached exhibits containing claim charts setting forth
where in the prior art references each element of the asserted claim(s) are found and identifying

examples of prior art that anticipate or render obvious each of the Asserted Claims.
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Ex.

Invalidity Charts

s
e
E
a

Lewis 407 Patent & 997 Publication

10

11

12

13

14

15

17

Secondary References

The attached claim charts are based, in whole or in part, on K.Mizra’s asserted theories of

infringement in this case, to the extent discernible from K.Mizra’s Infringement Contentions. As

an initial matter, all portions of each prior art reference cited in each of the attached claim charts

are relied upon to support the disclosure of each patent claim limitation, as all portions provide

general support. Representative descriptions and supporting citations are nevertheless provided,

but are merely exemplary; they do not necessarily reflect every instance where a particular claim
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Date: July 15, 2025

Sachin M. Patel
smpatel@jonesday.com

JONES DAY

110 North Wacker Drive, Suite 4800
Chicago, IL 60606

Telephone: +1.312.782.3939
Facsimile: +1.312.782.8585

Respectfully submitted,

/s/ Tharan Gregory Lanier

Tharan Gregory Lanier (Lead Counsel)
tglanier@jonesday.com

Evan McLean

emclean@jonesday.com

JONES DAY

Silicon Valley Office

1755 Embarcadero Road

Palo Alto, CA 94303

Telephone: +1.650.739.3939
Facsimile: +1.650.739.3900

Michael A. Lavine
mlavine@jonesday.com

JONES DAY

555 California Street, 26th Floor
San Francisco, CA 94104
Telephone: +1.415.626.3939
Facsimile: +1.415.875.5700

Michael E. Jones

TX State Bar No. 10929400
mikejones@potterminton.com
Shaun W. Hassett

TX State Bar No. 24074372
shaunhassett@potterminton.com
POTTER MINTON

102 N. College Ave., Suite 900
Tyler, TX 75702

Telephone: +1.903.597.8311
Facsimile: +1.903.593.0846

Counsel for Defendant Google LLC
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CERTIFICATE OF SERVICE

I certify that on July 15, 2025, I served the foregoing by electronic mail on counsel of record.

/s/ Tharan Gregory Lanier
Tharan Gregory Lanier
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