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I, Henry Houh, hereby declare as follows:
L. ENGAGEMENT AND COMPENSATION

1. I have been retained by Google LLC (“Petitioner’) as an expert in the
inter partes review proceeding described above. I have been asked to provide my
technical review, analysis, insights, and opinions regarding the references that form
the basis for the grounds of unpatentability set forth in the Petition for inter partes
review of U.S. Pat. No. 9,451,001 (“the 001 Patent”). For this service, my billing
rate is my standard hourly consulting rate, and I am reimbursed for actual
expenses. My compensation in no way depends on the outcome of this matter.

2. This declaration sets forth my analyses and opinions based on the
materials I have considered thus far and the bases for my opinions. I understand
that this declaration will be used in the above mentioned inter partes review. In

forming my opinions, | have considered the following Exhibits:

Exhibit No. Description
1001 U.S. Patent No. 9,451,001 (“’001 patent™).
1002 Declaration of Henry Houh, Ph.D.
1003 C.V. of Henry Houh, Ph.D.
1004 U.S. Patent Publication 2008/0154908 A1 (“Datar”).
1005 A Web-Enabled Video Indexing System (“Zhou”).
1006 U.S. Patent No. 7,051,275 B2 (“Gupta”).
1007 U.S. Patent Publication 2013/0145248 A1 (“Friedlander”).
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1008 U.S. Patent No. 8,706,685 B1 (“Smith”).

1009 BilVideo-7: An MPEG-7-Compatible Video Indexing
and Retrieval System (“Bastan”).

1010 U.S. Patent No. 7,260,564 B1.

1011 Not submitted.

1012 File History of U.S. Application No. 14/170,149.

1013 U.S. Pat. App. Pub. 2009/0327856 A1 (“Mouilleseaux™).

1014 U.S. Patent No. 9,697,230 B (“the *230 patent”).

1015 Claim Chart Exhibit attached to Complaint in ART Research
and Technology v. Google, LLC et al., Civ. Action No. 3:24-cv-
04898 (N.D. Cal).

1016 Redline chart illustrating differences between claims.

1018 U.S. Patent No. 7,801,910 B2 (“the 910 patent”).

1019 U.S. Patent No. 8,346,747 B2 (“Liu”).

1020 U.S Patent No. 8,285,758 B1 (“Bono™).

1021 U.S. Patent No. 8,276,096 B2 (“Plow”).

II. SUMMARY OF OPINIONS
3. It is my opinion that:

Ground 1: Claims 1-4, 8-11, and 15-18 are obvious over Datar in view
of Zhou further in view of Smith.
Ground 2: Claims 5-7, 12-14, and 19-21 are obvious over Datar, Zhou,

and Smith, further in view of Gupta.




Patent No. 9,451,001

e Ground 3: Claims 1-21 are obvious over Friedlander in view of
Mouilleseaux.

III. QUALIFICATIONS

4. I hold a Ph.D. in electrical engineering and computer science from the
Massachusetts Institute of Technology (“MIT”), awarded in 1998. I also hold a
Master’s Degree in electrical engineering and computer science from MIT,
awarded in 1991, and two Bachelor’s degrees (the first in electrical engineering
and computer science and the second in physics) also from MIT, awarded in 1989
and 1990, respectively.

5. I have approximately 25 years of work experience related to topics in
networking (including social networking), Internet communications, Web
development, Internet advertising, and Web-based digital media. I am currently a
technical consultant specializing in Social Networking, Web 2.0, Web Site
Development, Data Networking, Optical Networking, Telecommunications, Media
Streaming and Voice over IP.

6. I have extensive experience with Web programming, Web-based
digital media, and Web-based advertisement technologies. 1 am familiar with
social networking, annotation of media, including static and playable media.

7. From 1994-1996, I was the founder and CEO of Agora Technology

Group, where I conceived and oversaw development of targeted advertising-
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supported web sites. From 1997-1999, [ was a Software Engineer and Senior
Scientist and Engineer for NBX (acquired by 3Com), where I worked on IP
telephony (telephony using Internet protocol). From 1999-2004, I worked for
Teradyne and later its spinout (Empirix). During this period, I held the position of
Chief Technologist of the Web Application Test Group. In that position, I was the
Chief Architect for all Web testing products, re-architected the core testing
product, and helped write a JavaScript interpreter.

8. In 2006, I was the Vice President of Operations and Technology for
PodZinger Inc. There, I helped create and launch a consumer-facing search site
for audio and video and redeployed the web site from our company’s machine
room to a co-location facility. [ was also responsible for evaluating advertisement
models of revenue. The PodZinger search site indexed audio and video located all
over the web, and used speech recognition and natural language processing to
create a spoken-word transcripts of the media files, and augmented the audio/video
search results with snippets of the transcripts. When a search result was selected
from the results, the Podzinger web site provided a media page with a player
integrated with a full transcript of the spoken words, where each word in the
transcript was selectable by the user and would jump the player to the exact

location of the selected spoken word within the audio or video file. Podzinger was
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named by Forbes Magazine as their favorite Video & Audio Search Engine in
2006, beating Google Video Search, Yahoo Video Search and others.

9. From 2007-2008, I was Vice President of Technology for the Delta
Division of BBN Technologies, where I oversaw the development and deployment
of a new fully-featured social networking web site. This social networking site
allowed for user to share, discuss, and annotate media. From 2008-2009, I was the
Chief Technology Officer for Eons. With Eons, I integrated a product I created at
BBN that Eons acquired. I integrated the product into the Eons social networking
platform. I also helped evaluate advertisement platform offerings and brought the
“Boom Network™ advertising network to market.

10. My qualifications, publications, and patents are set forth more fully in
my curriculum vitae, attached as Ex-1003.

IV. MY UNDERSTANDING OF THE RELEVANT LAW
A. Claim Construction

1. I understand that a claim term in an infer partes review is to be
interpreted according to standards applied by district courts. First, the language of
the claims themselves is of primary importance in the effort to determine precisely
what it 1s that is patented. The terms used in a claim are generally given the
ordinary and customary meaning that the terms would have to a person of ordinary

skill in the art in question at the time of the alleged invention, unless the term is
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expressly defined in the patent. The person of ordinary skill in the art reads the
claim in the context of the entire patent, including the specification. Next to the
language of the claims, the specification is the single best source for interpreting
the claim terms. The claims may also be interpreted using the record of
correspondence between the patent applicant and the Patent Office, and also with
reference to other sources of evidence that can help to define the meaning of terms
to a person of ordinary skill in the relevant time frame. I define the relevant time
frame in 434, below. In my opinion, the Board need not construe the claims in
order to apply the prior art herein.

B. Anticipation

12. I understand that a claim in an issued patent can be invalid if it is
anticipated. In this case, “anticipation” means that there is a single prior art
reference that discloses every element of the claim, arranged in the way required
by the claim.

13. I understand that an anticipating prior art reference must disclose
each of the claim elements expressly or inherently. I understand that “inherent”
disclosure means that the claim element, although not expressly described by the
prior art reference, must necessarily be present based on the disclosure. I
understand that a mere probability that the element is present is not sufficient to

qualify as “inherent disclosure”.
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C. Obviousness

14. I understand that a claim in an issued patent can be invalid if it is
obvious. Unlike anticipation, obviousness does not require that every element of
the claim be in a single prior art reference. Instead, it is possible for claim
elements to be described in different prior art references, so long as there is
motivation or sufficient reasoning to combine the references.

15. I understand that a claim is invalid for obviousness if the differences
between the claimed subject matter and the prior art are such that the subject
matter as a whole would have been obvious at the time the alleged invention was
made to a person having ordinary skill in the art to which said subject matter
pertains.

16. I understand, therefore, that when evaluating obviousness, one must
consider obviousness of the claim “as a whole”. This consideration must be from
the perspective of the person of ordinary skill in the relevant art, and that such
perspective must be considered as of the “time the invention was made”.

17. The level of ordinary skill in the art is discussed in 436 below.

18. The relevant time frame for obviousness, the “time the invention was
made”, is discussed in 935, below.

19. I understand that in considering the obviousness of a claim, one must

consider four things. These include the scope and content of the prior art, the level

10
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of ordinary skill in the art at the relevant time, the differences between the prior art
and the claim, and any “secondary considerations”. I understand that these four
things were specified by the U.S. Supreme Court in a case called Graham v. John
Deere, and are therefore called the “Graham factors”.

20. I understand that “secondary considerations” include real-world
evidence that can tend to make a conclusion of obviousness either more probable
or less probable. For example, the commercial success of a product embodying a
claim of the patent could provide evidence tending to show that the claimed
invention is not obvious. In order to understand the strength of the evidence, one
would want to know whether the commercial success is traceable to a certain
aspect of the claim not disclosed in a single prior art reference (i.e., whether there
is a causal “nexus” to the claim language). One would also want to know how the
market reacted to disclosure of the invention, and whether commercial success
might be traceable to things other than innovation, for example the market power
of the seller, an advertising campaign, or the existence of a complex system having
many features beyond the claims that might be desirable to a consumer. One
would also want to know how the product compared to similar products not
embodying the claim. I understand that commercial success evidence should be
reasonably commensurate with the scope of the claim, but that it is not necessary

for a commercial product to embody the full scope of the claim.

11
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21. Other kinds of secondary considerations are possible. For example,
evidence that the relevant field had a long-established, unsolved problem or need
that was later provided by the claimed invention could be indicative of non-
obviousness. Evidence that others had tried, but failed to make an aspect of the
claim might indicate that the art lacked the requisite skill to do so. Evidence of
copying of the patent owner’s products before the patent was published might also
indicate that its approach to solving a particular problem was not obvious.
Evidence that the art recognized the value of products embodying a claim, for
example, by praising the named inventors’ work, might tend to show that the claim
was non-obvious.

22. I further understand that prior art references can be combined where
there is an express or implied rationale to do so. Such a rationale might include an
expected advantage to be obtained, or might be implied under the circumstances.
For example, a claim is likely obvious if design needs or market pressures existing
in the prior art make it natural for one or more known components to be combined,
where each component continues to function in the expected manner when
combined (i.e., when there are no unpredictable results). A claim is also likely
invalid where it is the combination of a known base system with a known

technique that can be applied to the base system without an unpredictable result.

12
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In these cases, the combination must be within the capabilities of a person of
ordinary skill in the art.

23. I understand that when considering obviousness, one must not refer
to teachings in the specification of the patent itself. One can, however, refer to
portions of the specification admitted to be prior art, including the “Background”
section. Furthermore, a lack of discussion in the patent specification concerning
how to implement a disclosed technique can support an inference that the ability to
implement the technique was within the ordinary skill in the prior art.

V. TECHNICAL INTRODUCTION

24. I have reviewed the 001 patent. The 001 patent is directed to
annotating playable media files, such as videos. (Ex-1001, 1:14-2:6). The *001
patent states that “Applicants[’] algorithm 136, and its functions, can be accessed
by users of Applicants’ network 100 to create, share, edit, associate one or more
annotations with, and/or associate one or more discussion threads with, a Playable
Media File.” (Ex-1001, 5:45-48). Annotations “may be any known format and
may include text, video, audio, pictures, or a combination thereof.” (Ex-1001,
6:10-14, 6:6-34). According to the 001 patent, “[1]n certain embodiments
Applicants’ algorithm 136 further generates a table of contents of the annotations
added to the Playable Media File . . . . For each new annotation added to the

Playable Media File, Applicants’ algorithm 136 updates the table of contents.”

13
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(Ex-1001, 6:35-52). The *001 patent does not describe any new technological way
to annotate or any new annotation format.

25. In my opinion, the claims of the *001 patent are directed to known
techniques for receiving a media file, making an annotation for it, sending a server
that annotation along with information about where it should be embedded, and
tracking annotation information in a table of contents. As set forth below, in my
opinion, the challenged claims represent nothing more than the use of prior art
techniques for annotating, storing, and displaying playable media files. (Ex-1001).

26. I note specifically that I have considerable experience with annotating
playable media and have obtained patents relating to the same. For example, U.S.
Patent No. 9,697,230 B (“the *230 patent”), on which I am the first named
inventor, concerns annotating playable media. (Ex-1014).

27.  The ’230 patent issued from an application filed on March 31, 2006
(and claims priority to a provisional filed on November 9, 2005). The *230 patent
is broadly directed to “dynamic presentation of advertising, factual, [and]

99 ¢¢

informational content” “according to the playback of corresponding segments
1dentified within a media file or stream.” (Ex-1014, Abstract, 1:65-2:4)(see
generally, Ex-1014, 1:48-3:33). For example, Figure 7A of the *230 patent,

reproduced below, illustrates an example “graphical user interface 610 [which]

includes a media player 630 capable of audio/video playback and a user actuated

14
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display element 640 that serves as a navigational control.” (Ex-1014, 14:40-53)
“Advertising content 900a, factual content 900b and informational content 900c

(advertising content 900, generally) are shown positioned about the media player
630. The advertising content can also overlay video content, for example, at fixed

positions 900d or scrolling across a portion of the video 900e.” (/d.).

610
/
Ads
900a
900
642 1~ DD —=
630
644 - > -

- Facts
oss | : -
648 1> <K

900d ﬂ)}
640
Information
900¢

FIG. 7A

15
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(Ex-1014, Fig. 7A). Content 900 generally are annotations which relate to audio or
video content displayed via the media player 630. The ’230 patent explains that,
for example, “with each transition from one content segment to another, an
appropriate set of advertising, factual and information content can be presented
that is related to the topics, stories, scenes or other segment characteristics of the
underlying media content.” (Ex-1014, 15:60-64).

28.  As another example, U.S. Patent No. 7,801,910 B2 (“the 910
patent”), on which I am the first named inventor, also concerns annotating playable
media. (Ex-1018).

29. The ’910 patent issued from an application filed on June 1, 2006 (and
claims priority to a provisional filed on November 9, 2005). The *910 patent is
broadly directed to “generating metadata enhanced for audio, video or both
(“audio/video") search driven applications” by “appl[ying] one or more automated
media processing techniques to the media file/stream, combin[ing] the results of
the media processing into metadata enhanced for audio/video search, and stor[ing]
the enhanced metadata in a searchable index or other data repository” (Ex-1018,
1:45-61). The ’910 patent is also directed to “generating a timed segment index of
discrete media content, the timed segment index identifying content segments of
the discrete media content and corresponding timing boundaries of the content

segments” where “the timed segment index identiflies] text of audible words from

16
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content segments of the discrete media content and corresponding timing
boundaries of the content segments” (Ex-1018, 1:62-2:9). Furthermore, “[0]ne or
more of the content segments identified in the timed segment index can include
word segments, audio speech segments, video segments, or marker segments. For
example, one or more of the content segments identified in the timed segment
index can include audio corresponding to an individual word, audio corresponding
to a phrase, audio corresponding to a sentence, audio corresponding to a paragraph,
audio corresponding to a story, audio corresponding to a topic, audio within a
range of volume levels, audio of an identified speaker, audio during a speaker turn,
audio associated with a speaker emotion, audio separated by sound gaps, audio
separated by markers embedded within the media content or audio corresponding
to a named entity. One or more of the content segments identified in the timed
segment index can also include video of individual scenes, watermarks, recognized
objects, recognized faces, overlay text or video separated by markers embedded
within the media content.” (Ex-1018, 2:10-27).

30. For example, Figure 6A of the *910 patent, reproduced below,
illustrates an example graphical user interface that “includes a user actuated
display element 640 that serves as a navigational control. The navigational control

640 enables a user to control playback of the underlying media content. The text

17
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area 620 is optional for displaying the text 625 of the words spoken during one or

more segments of the underlying media content.” (Ex-1018, 11:41-44).

610
/
gaz — <<
644 — |> E
:
646 — nn .
=N
’ 630
648 — >>
620
640 625

FIG. 6A

(Ex-1018, Fig. 6A). “The text area 620 is optional for displaying the text 625 of

2

the words spoken during one or more segments of the underlying media content.
(Ex-1018, 11:44-47).

VI. OVERVIEW OF THE ’001 PATENT CLAIMS

31.  The 001 patent has 21 claims. Claims 1, 8 and 15 are independent.

(Ex-1001). Independent claim 1 is reproduced below:

18
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1. A method to annotate Playable Media Files in a social network having a
plurality of members, comprising:

receiving by a member of said social network a Playable Media File;

creating by said member of said social network an annotation relating to said
Playable Media File;

providing said annotation by said member of said social network to a network
server;

providing a data profile by said member of said social network to said network
server, wherein said data profile comprises a location in said Playable Media File
where said annotation should be embedded;

embedding by said network server said annotation in the Playable Media File
at said location;

determining by said network server if said annotation is a first annotation
submitted for said Playable media File;

if said annotation is not a first annotation submitted for said Playable Media
File, encoding said data profile in a previously-created table of contents for said
Playable Media File;

if said annotation is a first annotation submitted for said Playable Media File:

creating a table of contents by said network server for said Playable Media

File;

19
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encoding by said network server said data profile in said table of contents;

wherein said Playable Media File is selected from the group consisting of an
audio file, a video file, an audiovisual file, slide show, AVI file, MP3 file, MP4 file,
WMA file, WAY file, Flash, MPEG file.

(Ex-1001).

32. Claim 1 recites a method wherein an annotation (“a data profile”) is
created in the context of a social network and further wherein information
regarding that annotation is saved in a table of contents. Per the claim language, a
“data profile” for an annotation is or contains information about where an
annotation should be embedded. Dependent claims are directed to, among other
things, the use of “discussion thread[s].”

33. I provide the following review of the prosecution history of the
application leading to the 001 patent. I understand that the application leading to
the 001 patent (U.S. Appl. No.: 14/170,149)(“the *149 application™) was filed on
January 31, 2014 and claims priority to provisional application No. 61/759,219,
which was filed on Jan. 31, 2013.

34. I understand that during prosecution, the claims were originally
rejected in view of the Gharaat and Lee prior art. (Ex-1012, 72-76). After
substantial amendments, the claims were then allowed. (Ex-1012,28-35). The

Examiner did not set forth any specific reasons for allowance.

20
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VII. RELEVANT TIMEFRAME FOR DETERMINING OBVIOUSNESS
35. I understand that obviousness must be evaluated at the time the
alleged invention was made. From the first page of the 001 patent (left column,
field “[60] Filed”), I understand that the first patent application (a provisional
application) was filed on January 31, 2013. I will assume for the purpose of this
declaration that January 31, 2013, is the date the purported invention was made,
with the understanding that my testimony will also be applicable to some time
prior to January 31, 2013, approximately in the 2012 to early 2013 timeframe. 1
may refer to this time period as the “relevant time frame”, and my testimony
concerning obviousness is directed to this timeframe, even if I occasionally do not
explicitly use a past tense.

VIII. LEVEL OF ORDINARY SKILL IN THE ART

36. T understand that the legal question of obviousness must be assessed
from the perspective of a person having ordinary skill in the art (“PHOSITA”) at
the time of the invention. In my opinion, the level of ordinary skill in the art was
equal to an undergraduate degree in electrical engineering, computer engineering,
or computer science and two years of computer programming experience and
experience with web-based digital media. Relevant practical experience could

offset less or different education and vice versa.

21
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IX. DETAILED EXPLANATION OF THE REASONS FOR
UNPATENTABILITY

Ground 1. Claims 1-4, 8-11, and 15-18 are obvious over Datar in view of
Zhou further in view of Smith

37. In my opinion, claims 1-4, 8-11, and 15-18 would have been obvious
over U.S. Pat. App. Pub. US 2008/0154908 A1 (“Datar”)(Ex-1004) in view of “A
Web-Enabled Video Indexing System” by Jian Zhou and Xiao-Ping Zhang
(“Zhou’)(Ex-1005) further in view of U.S. Pat. No. 8,706,685 B1 (“Smith”)(Ex-
1008).

38.  Datar is a U.S. patent application publication that published on June
26,2008 (Ex-1004).

39. Zhou is a conference paper that published in 2004. (Ex-1005). In my
opinion, Zhou was publicly accessible as of the relevant timeframe; it has
conventional markers of publication in 2004, and, in my opinion, a PHOSITA
could have located it with reasonable diligence. (See, e.g., Ex-1010, p.
2)(Examiner citation to Zhou for patent that issued on August 21, 2007).

40. Smith is a U.S. Patent that issued on April 22, 2014. (Ex-1008). The
application leading to the issuance of the Smith patent was filed on October 29,
2008. (I1d.).

41. T understand that Datar, Zhou, and Smith are each prior art.

22
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42. I further understand that neither Datar nor Zhou nor Smith was cited
during prosecution of any application leading to the 001 patent.

A. Overview of the Ground

43. In my opinion, the challenged claims would have been obvious over
the combination of Datar, Zhou, and Smith. Datar discloses or renders obvious
most of the elements of the challenged claims. Datar alone suggests the use of a
table of contents for annotations, and in my opinion, its use would have been
obvious in view of Zhou. Furthermore, to the extent that the claims require that
the annotations be stored in the same file as the media content itself or combined
together into the same file as the media content itself, in my opinion, it would be
obvious to do so in view of Smith.

1. Overview of Datar

44, Datar is directed to “[a] system and method for transferring
annotations associated with a media file” which can be a video file. (Ex-1004,
Abstract, 90020).! Datar’s system is illustrated in Figure 1, below, which “shows a
network connecting a community of video providers and consumers” and
“illustrates [an] embodiment by which a plurality of users can exchange videos and

annotations.” (Ex-1004, 990009, 0020).

! Emphases added throughout unless indicated otherwise.

23
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106

i WVideo Server
1024 L | 104A B oan |
Wideo Source | i Client .. \ 0 Client |
— 1048 [T | |
Ciient 7 105 e
i Network ?'- | Client
Cooteec 104 |
Video Source | | Client |
! i i
‘ 108 110
} Video Server ‘ Annoctation Server
FIE, 1

(Ex-1004, Fig. 1). “A user views, authors, and edits annotations using a client
104.” (Ex-1004, 90021). According to Datar, “[a]n annotation is any data which
can usefully supplement a media file.” (/d.). In Datar’s system, “[t]he clients 104
are connected to a network 105. The network 105 can be implemented as any
electronic medium by which annotation content can be transferred. Through the
network 105, the clients 104 can send and receive data from other clients 104.” (Ex-
1004, 90022). A PHOSITA would understand the clients to be computer equipment
(such as individual laptops or phones) associated with a user or users of the network.
(Ex-1004, 40021).

45. Datar’s system has a “[a] video server 106 [that] stores a collection of

videos on an electronic medium. Responsive to a request by a client 104 for a
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particular video (or a set of videos matching certain criteria), the video server 106
transfers a video over the network 105 to the client 104.” (Ex-1004, 990023,
0025)(see also Ex-1004, 40027)(describing video server 108). Datar’s system also
has an “[a]nnotation server 110 [] connected to the network 105 which “stores
annotations on an electronic medium.” (Ex-1004, 0026).

46. Users can submit annotations to and receive annotations from Datar’s
system. Figure 7(b), reproduced below, illustrates an interface through which a

user can submit a new annotation:
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1845
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Graphical |
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R
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(Ex-1004, 990079-0080, Fig. 7b). Datar explains:

“Responsive to a request from a client 104 for an annotation
associated with a particular media file, the annotation server 110
sends one or more annotations associated with the media file to the

client 104 through the network 105. Responsive to a submission by
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the client 104 of one or more annotations associated with a media
file, the annotation server 110 stores the one or more annotations in

association with the media file.”

(Ex-1004, 990026, 0025, Figs. 4-7, 490075-0089).

47.  When a user creates an annotation, Datar’s system “transmits the new
annotation to the annotation server 110 for storage.” (Ex-1004, 990074, 0005,
0014, 0026, 0035, 0047, 0049, 0059, 0072, 0074-0080, 0087-0089, 0100, Fig. 5,
claim 18). The annotation is “associated with a media file” which can be, e.g.,
video. (Ex-1004, 990026, 0030-0035, 0040, 0047-0050, 0061-0062, Fig. 2, claims
1, 18, 30). Datar teaches that the “annotation server 110 stores annotations
indexed to instances of one or more media files or portions thereof”” and that
annotations can be stored “indexed to a canonical instance of video.” (Ex-1004,
990059, 0058-0063, 0068-0069, 0072, 0026, 0087, 0045, 0048, Fig. 5, Fig. 4a). As
an alternative, “annotations are stored indexed to features of the instance of video
used by the client that submitted that annotation.” (Ex-1004, 440088, 0087, 0047-
0048, 0069, 0072, 0074).

48.  As Datar explains, “the instance of video having annotations indexed
to it is referred to as the canonical instance,” and that [1]t should be under stood
that the term ‘canonical instance’ refers to a role that an instance of video plays in

one case of annotation exchange, and not necessarily to the status of that copy of
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the video in the video distribution system or in the annotation framework as a
whole.” (Ex. 1004, 940045). A canonical instance of video can thus simply be any
instance of the video that is maintained at the server.

2. Overview of Zhou

49.  Zhou describes a “web-enabled video indexing system.” (Ex-1005).
Zhou specifically presents a system based on “Synchronized Multimedia
Integration Language (SMIL)” and which can be used to browse, interact with, and
synchronize video content. (Ex-1005, 307-308). A PHOSITA would understand
SMIL to be “Synchronized Multimedia Integration Language”, which is an XML-
based language that allows the specification of types of media elements, their
content (including annotations), and their relationship to playing media (such as
when the elements should appear, and how long they should appear). Zhou
explains that “SMIL and HTML are used to describe the structures of video
content including shot boundaries, video format, frame rate and other cinematic
information.” (Ex-1005, 308). “For each video file, the system generates a

99 ¢¢

table-of-contents indexing file” “which can be used for previewing and browsing
video content online.” (Ex-1005, 307, 308). Zhou explains: “The table-of-
contents web-enabled indexing file generated by the tool is shown in Figure 9.

Web users can browse and preview the video segments, and jump to a specified

location from frame-level.” (Ex-1005, 313, 314, Fig. 9). Further, Zhou explains
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that “keywords and conceptual attributes can be embedded in the SMIL-based
indexing file that could be used by existing text-based search engines to realize
video web search request[s].” (Ex-1005, 313).

3. Overview of Smith

50.  Smith teaches a system which is very similar to that of Datar and
Gupta. Smith teaches a system for “organizing collaborative annotations” where a
“plurality of annotations is stored at an annotations database coupled to the server
system” and the system can “provide an online service 114 that can receive and
distribute annotations as well as the digital items to which the annotations pertain.”
(Ex-1008, Abstract, 3:3-7, 3:28-52, 5:23-27, 9:38-57). Smith teaches that digital
items can be, e.g., “video content” and “movies.” (Ex-1008, 4:61-5:8, 3:28-53,
4:31-36). Smith teaches that its “server system 102 may send all of the data related
to the content of the digital item to the client device 104 to be downloaded and
stored in memory of the client device 104. Annotations associated with the digital
item may also be provided to the client device 104 by the server system 102 for
each portion of the digital item sent to the client device 104.” (Ex-1008, 4:5-11).

51.  Smith teaches that the annotations may be stored in a variety of
different ways:

“Annotations may be stored in an annotation file separate from a
corresponding digital item, embedded in a data file of the digital

item, or otherwise associated with the digital item. Storing an
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annotation in association with a digital item may be
accomplished in any suitable manner, including simply storing the
annotation in the annotations database 112 with an indication of the
digital item to which the annotation pertains.”
(Ex-1008, 5:1-8). As can be seen from the quote above, Smith teaches that one
option for configuring the system is for the annotation to be “embedded in a data file

of the digital item.” (Id.).

B. Rationale (Motivation) Supporting Obviousness

52. In my opinion, Datar alone suggests the use of a table of contents to
store information regarding annotations and their locations in a playable media file,
and it would have been obvious to use a table of contents in this manner in view of
Zhou.

53. Datar teaches that annotations are stored “indexed to a canonical
instance of video in an annotation server.” (Ex-1004, 990058-0063, 0068-0069,
0072, 0026, 0087, 0045, 0048, Fig. 5, Fig. 4a). Datar provides an alternative,
namely that “annotations are stored indexed to features of the instance of video
used by the client that submitted that annotation.” (Ex-1004, 440088, 0087, 0047,
0048, 0069, 0072, 0074). Datar does not discuss the specifics of this indexing,
suggesting that the precise details of its implementation are well within the skill of
the PHOSITA. A PHOSITA would already appreciate that Datar’s reference to

indexing refers to correlating annotations to times or frames in a video in a table or
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database structure, thus already suggesting the use of a table of contents to
organize annotations. (See Ex-1004, 990030-0035, 0040, Fig. 2)(storing
“annotation list” at client using a table)(See also, e.g., Ex-1009, 66).

54.  Zhou adds to these teachings. Zhou describes a “web-enabled video
indexing system.” (Ex-1005). Zhou explains that “[f]or each video file, the

29 <6

system generates a table-of-contents indexing file” “which can be used for
previewing and browsing video content online.” (Ex-1005, 307, 308). Zhou
explains: “The table-of-contents web-enabled indexing file generated by the tool is
shown in Figure 9. Web users can browse and preview the video segments, and
jump to a specified location from frame-level.” (Ex-1005, 313, 314, Fig.
9)(compare Ex-1004, 990074-0078). Further, Zhou explains that “keywords and
conceptual attributes can be embedded in the SMIL-based indexing file that could
be used by existing text-based search engines to realize video web search request.”
(Ex-1005, 313). A PHOSITA would understand SMIL to be “Synchronized
Multimedia Integration Language”, which is an XML-based language that allows
the specification of types of media elements, their content (including annotations),
and their relationship to playing media (such as when the elements should appear,
and how long they should appear). Zhou thus expressly teaches that the function

of “indexing” “keywords and conceptual attributes” which are annotations to video

content (the same concept taught by Datar) can be carried out with a “table-of-
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contents indexing file”. (Ex-1005, 307, 308)(See Ex-1004, 940021)(Per Datar, “[a]n
annotation is any data which can usefully supplement a media file.”).

55.  In my opinion, a PHOSITA would have been motivated to create and
use a “table of contents indexing file” “for each video file” such as that described
in Zhou, in order to index annotations to a canonical instance of the video at the
annotation server, and thus implement Datar’s teachings. (Ex. 1004, 490059,
0058-0063, 0068-0069, 0072, 0026, 0087, 0045, 0048, Fig. 5, Fig. 4a). Datar
explains that “[c]onsistent indexing of annotations supports sharing of annotations
and allows for a collaborative community of annotation authors, editors, and
consumers.” (Ex-1004, 90006). It would have been obvious to use a table of
contents to directly implement Datar’s teachings that annotations should be
“indexed” to a video, without limiting the means for doing so. (Ex-1004, 490035,
0026, 0069, 0072). Using a table of contents to track the contents of annotations,
including information regarding where or when they should be displayed in
connection with a media file, is an obvious way to organize such information.
Indeed, a table of contents is one of the most common, straightforward, and
familiar ways to organize information, and in my opinion, its use here represents
nothing more than the predictable use of known prior art elements for their known

purposes.

56. Claim elements [1f], [1g], and [1h] read as follows:

31



Patent No. 9,451,001

“[ 1{] determining by said network server if said annotation is a first

annotation submitted for said Playable media File;”

“[1g] if said annotation is not a first annotation submitted for said Playable

Media File, encoding said data profile in a previously-created table of

contents for said Playable Media File;”

“[1h] i1f said annotation is a first annotation submitted for said Playable

Media File: creating a table of contents by said network server for said

Playable Media File; and encoding by said network server said data profile

in said table of contents;”

57.  Collectively, these claim elements recite determining if an annotation
is a first annotation, and if it is, creating a table of contents, and if it is not, storing
it in a previously-created table of contents. In other words, the table of contents is
used to store the annotations, and is created when the first annotation is received.
This is logical: it avoids creation of the table of contents before it is needed, and
also avoids overwriting the table of contents if it already exists.

58.  In my opinion, it would have been obvious, based on Datar, to check
whether an annotation is a first annotation, and if so, to create a table of contents
(“TOC™). Specifically, a PHOSITA would have known that a TOC (e.g. a file or
file metadata) needs to be created at some point. A TOC could either be created in

advance (i.e., before there are any annotations for a file), or when a first annotation
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is submitted. A PHOSITA understood that a TOC is needed to store any
annotation and thus it is first needed when the first annotation is received, and not
later. And if the TOC is created again after the first annotation, the newly created
TOC would either not contain all annotations, or would overwrite an already-
existing file, which a PHOSITA would have wanted to avoid. A PHOSITA would
also have understood that if the TOC file for storing annotations is created earlier
than receiving the first annotation, the file might not be needed (because some
videos will have no annotations at all). A PHOSITA would have therefore found
it logical to create the TOC when it is needed because an annotation has been
submitted for the file.

59. It would thus have been obvious to check whether an annotation is a
first annotation (which could be carried out in a variety of different ways, e.g. by
checking to see if the annotation file exists), and if so, creating a TOC annotation
file, and if not, placing the annotation in an already-existing TOC. Indeed, Datar
already teaches identifying “when the annotation is the first to be associated with a
particular video.” (Ex-1004, 90087). A PHOSITA would have been motivated to
check whether an annotation is a first annotation to avoid overwriting an existing
TOC, to avoid creating unnecessary files/data structures, and to keep the

annotations together in a single TOC.
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60. Processes such as these—where a file or other storage unit is intended
to store certain kinds of items (like a record, a row of data, a comment, etc.), and
when the first of these items is received, the file is created—were well known and
understood in the art.

61. One example is provided by U.S. Pat. No. 8,346,747 (“Liu”)(Ex-
1019), which is an IBM patent filed in 2011. (Ex-1019, cover page, items (73) and
(22)). Liu relates to SaaS (“Software as a Service”) platforms. Such platforms can
have multiple entities that use them simultaneously, or multiple users within an
entity, each of which is called a “tenant”. (Ex-1019, 1:25-34). Tenants’ use is
separated by software and database isolation and confidentiality. (Ex-1019, 1:25-
34). In cases where multiple tenants share a database, Liu states that the
coordination can be tricky. (Ex-1019, 1:50-2:33). For example, different portions
of a single database may only be relevant to some tenants, and some tenants may
want to extend a database to incorporate tenant-specific data. (Ex-1019, 1:50-
2:33). Liu handles such change requests using description files. (Ex-1019, 2:36-
46). The description file for a tenant associates one or more particular database
structure with a particular tenant. (Ex-1019, 2:36-46, 3:59-61, claims 1-3). Liu
teaches that when a request to extend a database is received from a tenant, the
system first checks to see if a description file exists. (Ex-1019, 8:6-31, Fig. 2,

claims 1-3). If it does, information relevant to the database change is stored in the
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pre-existing file. (Ex-1019, 8:6-31, Fig. 2, claims 1-3). Ifit does not, a

description file for the tenant is created, and the change is stored in the newly-

created file. (Ex-1019, 8:6-31, Fig. 2, claims 1-3). This operation is shown in

Fig. 2, reproduced here:

h A

201

Receive a request of a tenant
for extending a database table

-

Modify the existing
description file

Judge whether
there is an existing description
file

203

Fig. 2

62. Liu describes Fig. 2 as follows:

202

h 4

Create a description file directly

“[U]pon receipt of the tenant's request for extending a

database table, it is determined in step 202 whether there is a

description file corresponding to the tenant and the database

table, according to identification information of the database

table to be extended and the tenant's identity information as

contained in the request. If the result of the step 202 is

positive ("YES"), the existing description file is modified and
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covered by a new description file in step 203. That is, no
matter how many times a tenant has made a request for
extending a database table, there is always only one
description file corresponding to this tenant. Of course, the
new description file will contain contents of database table
extension in the old description file, such that database table
columns which the tenant previously requested to extend will
not become invalid. Those skilled in the art should
understand that the "modifying" in step 203 may be
implemented in a plurality of embodiments. According to an
embodiment of the present invention, "modifying" comprises
reading an old description file and editing it to generate a
new description file. According to another embodiment of
the present invention, "modifying" is done by first generating
a new description file according to a tenant's request for
extending a database table, then incorporating content of the
old description file into the new one, and finally deleting the
old description file. If result of step 202 is negative ("NO"),
then a description file corresponding to the tenant is created
in step 204 directly.”

(Ex-1019, 8:6-31).

63.  Another example is provided by U.S. Pat. No. 8,285,758 (“Bono”)
(Ex-1020), an EMC Corporation patent filed in 2007. (Ex-1020, cover page, items
(73) and (22)). Bono discusses a file system that manages the storage of

information on a network file system (like an array of disks). (Ex-1020, 1:7-11).
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To manage data on disks, Bono teaches using storage space to store metadata and

management information. In part, this information is stored in “inodes”. (Ex-

1020, 8:54-60). Bono teaches that inodes can be migrated on the file system. (Ex-

1020, 9:25-35). When migrated, inodes are remapped, using a relocatable inode

file. (Ex-1020, 9:43-60). The relocatable inode file has a list of rows that reflect

old and new inode numbers, as shown in Fig. 16:

/106

OLD INODE NO s

RELOCATABLE INODE FILE

NEW INODE NO.s

12756 67394
12757 67395
12758 67396
12759 67398

FIG. 16

64. When an inode is moved for the first time, the system will determine

that it is the first such move, and create the relocatable inode file, storing the

relocation information in the file. (Ex-1020, 9:43-60). Thereafter, the system will

store further inode relocation information in the previously-created file. (Ex-1020,

9:43-60).
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65. Another example is provided by U.S. Pat. No. 8,276,096
(“Plow”)(Ex-1021) is an IBM patent first filed in 20004. (Ex-1021, cover page,
items (73) and (22)). Plow deals with multicast viewing and editing. Plow
essentially allows a user to edit a document using different on-screen panes, called
“multicast windows”. The user can make edits in one window, while freezing the
other window so the edits are not visible. (Ex-1021, 4:31-52). The user can
update edits from one window to another. (Ex-1021, 2:58-3:18).

66. Plow coordinates activities between different windows by using an
intermediate file. When the user can invoke a “Create Multicast” window function
to create a new multicast window for editing (called an adjunct multicast window).
(Ex-1021, 9:41-49, Fig. 5, Fig. 2, ref numeral 100). The multicast window can use
an “intermediate file” for editing—the point of which is to allow edits to be
displayed in the new window, without affecting the source document until the user
desires it. (Ex-1021, 9:44-47). When creating a new multicast window, the system
will first check to see whether this is the first multicast window that was created.
(Ex-1021, 9:41-10:12, Fig. 5). If so, the system will create an intermediate file
with a multicast window data structure. (Ex-1021, 9:41-10:12, Fig. 5). If not, the
system can use a previously-created intermediate file and multicast data structure.

(Ex-1021, 10:66-11:8, Fig. 5).
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67. Inmy view, each of Liu, Bono, and Plow are analogous art, because
they are in the same field (relating to assemblies, methods, devices, and systems
for managing information, Ex. 1001, 1:18-19), and would have been reasonably
pertinent to a problem facing the inventors, because each of Liu, Bono, and Plow
teach methods for storing information in files or databases, where the items of
information may or may not occur during operation of the system, but when they
occur, are convenient to store together.

68. To the extent that the claims require that the annotations be stored or

located in the same location as the media file itself or combined into the same file

as the media file (referring to the term “embedded”), in my opinion, it would have
been obvious to do so in view of Smith. A PHOSITA would have been motivated
to store, combine, and transfer annotations in the same file as the media file, as
taught by Smith.

69. Smith teaches, in the context of a system similar to those of Datar and
Gupta, that annotations can be “embedded in a data file of the digital item” and
that digital items can be, e.g., “video content” and “movies.” (Ex-1008, 4:61-5:8,
3:28-53, 4:31-36). It would have been obvious to embed annotations in the media

files of Datar such that the annotations are located in the same file as the media

file.
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70.  Smith teaches that there are multiple different options for storing
annotations—the annotation can be “embedded in a data file of the digital item, or
otherwise associated with the digital item” or it can be stored separately in an
“annotations database.” (Ex-1008, 5:1-8). In my opinion, embedding the
annotations in the video file of Datar thus represents nothing more than the
predictable use of prior art elements according to known methods to yield
predictable results. (See Ex-1004, 90003).

71. It would also have been advantageous to embed annotations in a video
file in order to simplify the transfer and playback of certain videos, particularly
where the video is comparatively short in length, or a personal video. (Ex-1004,
10089)(describing personal videos). For example, it would have been
advantageous to combine the annotations and video into a single file, embedding
the annotations at the appropriate locations in the video, and then transfer that file
to a user as opposed to sending a video and annotations separately.

72.  Sending video and annotations separately, while desirable in some
circumstances, also has drawbacks. For example, network delays could be
introduced such that the video and annotations cannot be recombined or synced
properly. When everything is in the same file, the handling process (particularly
after being sent to a client device that may lack relevant context information)

would be simplified. Further, transferring video and annotations separately also
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requires that separate files be managed and stored, thus increasing computing
needs. Furthermore, there are finite options for storing and transmitting
annotations—they can be within the same file, or a different file. Both options are
predictable solutions, and either is obvious.

73.  In my opinion, a PHOSITA would also have seen the benefit of
storing annotated videos, with certain annotations already embedded therein, at the
server. For example, a specific critical edition of a video with director’s or actors’
commentary, may be particularly popular. Such a video can be created and stored
as a combined file, with annotations embedded therein, and then delivered in its
entirety to a user. (See, e.g., Ex-1008, 9:8-19). Datar recognizes that “exchanging
annotated video by transferring a complete copy of the video™” is a known solution
(Ex-1004, 990003-0004) and it would have been obvious to implement a system
that provides this functionality, which can be desirable to use under certain
circumstances. A PHOSITA would have seen the advantage of providing a
system which could store and transfer annotations as a combined file or
separately—in particular, a PHOSITA would have seen the benefit of having both
options available.

74.  In my opinion, incorporating the use of annotations which are

combined into the same file as the media file would have required nothing more
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than using standard computer programming and represents a known method of
annotating media content. (Ex-1004, 90003)(Ex-1008, 5:1-8).

75.  Other modifications that are minor or relate to dependent claims are
discussed where relevant in the claim mapping section, below.

C. Reasonable Expectation of Success

76.  In my opinion, a PHOSITA would have had a reasonable expectation
of success in using a table of contents indexing file, an example of which is taught
in Zhou, to index annotations to a canonical instance of a video (which, per Datar,
which can also be the client instance of the video). See, e.g., Ex-1009, 66, 67)(use
of table of contents to index and view annotations for video)(Ex-1006, 8:63-9:11,
10:53-67)(use of table to index annotations to video)(Ex-1008, 5:60-64)(Smith
providing a “listing of contents™). For example, Zhou explains that “SMIL
standard is an effective media description for video structuring and indexing, and
its close connection to web makes it very convenient to build and present
structured web-enabled multimedia content.” (Ex-1005, 313). SMIL/XML
involves a markup language style commonly used in the web and it would have
been straightforward to use an SMIL/XML to perform Datar’s indexing. (Ex-
1005, 313).

77.  Inmy opinion, a PHOSITA would also have had a reasonable

expectation of success in combining and storing annotations in the same file as the
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media file, as taught by Smith. Incorporating the use of annotations which are
saved in the same file as the media file into the combined system would have
required nothing more than standard computer programming and represents a
known method of annotating media content. (Ex-1004, §0003)(Ex-1008, 5:1-8). 1
am informed that “reasonable expectation of success” is required only for the
limitations actually recited in the claims.

78.  The art in the relevant timeframe was predictable. Specifically, in the
relevant timeframe (no earlier than 2013), the basic components that made up
networked systems like those disclosed in Datar, Zhou, and Smith had been well-
known in the art. For example, SMIL/XML, as described by Zhou, was well
known. (Ex-1005, 312-313).

79. In my opinion, the 001 patent’s general and high-level disclosures
support this understanding of the relevant art. (See, e.g., Ex-1001, 10:17-45, 2:33-
35, 2:44-5:44).

80. I note that the 001 patent does not discuss the details of the creation
and use of a table of contents (Ex-1001, 6:35-53, 8:16-46), which supports that the
use of a table of contents for a video file was within the capabilities of a PHOSITA
in the relevant timeframe.

81. Talso that the ’001 patent does not discuss the details of how to embed

an annotation in a media file. Instead, its disclosures are similar to Smith’s, stating
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that “annotations may be any known format and may include text, video, audio,
pictures, or a combination thereof, and may be embedded directly into the Playable
Media File or may be stored as a separate file.” (Ex-1001, 6:10-14).

82. I am informed that in Patent Owner’s “claim chart” attached to its
complaint asserting the 001 patent, Patent Owner argues that “[i]n order to allow
creators of the original videos to see clips, YouTube necessarily must have a table
of contents reflecting all clips made of the original video.” (Ex-1015, 102, 103).

D. Graham Factors

83.  The level of ordinary skill in the art is addressed in §935-36 above.

84. The scope and content of the prior art are discussed throughout my
declaration.

85.  The differences between the prior art and the claims are discussed
throughout my declaration.

86. I am not aware of any secondary considerations that would make an
inference of non-obviousness more likely.

87.  This discussion of Graham factors applies to all Grounds.

E. Analogous Art

88.  In my view, Datar, Zhou, and Smith are analogous art because they
are in the same field as the 001 patent (relating to “assemblies, methods, devices,

and systems for managing information,” generally, which includes “sharing and
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annotating video data,” Ex-1001, 1:14-18), and their methods would have been
reasonably pertinent to a problem facing the named inventors, specifically
“annotating Playable Media Files.” (Ex-1001, 1:23-25)(Ex-1004, Title, Abstract,
10001)(Ex-1005, 307, 312-313)(Ex-1008, Abstract, 3:3-7, 3:28-52, 5:23-27, 9:38-
57).

F. Claim Mapping

89.  This section maps the challenged claims to the relevant disclosures of
Datar, Zhou, and Smith, where the claim text appears in bold-italics, and the
relevant mapping follows.

CLAIM 1

“Ila]. A method to annotate Playable Media Files in a social
network having a plurality of members, comprising:”

90. In my opinion, Datar discloses and renders obvious a method to
annotate Playable Media Files. Datar explains that its system “can [] be used to
submit a new annotation. For example, a user can create annotation content and
associate it with a video.” (Ex-1004, 490074, 0075-0080). Datar teaches that

“Iv]ideo is used herein as an example of a media file with which
annotation can be associated. This example is chosen for the
purposes of illustration and is not limiting. Other types of media
files with which annotations can be associated include, but are
not limited to, audio programs, Flash, movies (in any encoding

format), slide presentations, photo collections, animated
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programs, and other documents. Other examples will be apparent

to one of skill in the art without departing from the scope of the

present invention.”
(Ex-1004, 90020). In my analysis, I will reference “video” (which is a playable
media file), but I note that Datar’s teachings apply broadly to different types of
playable media files.

91. When a user creates an annotation, Datar’s system “transmits the new
annotation to the annotation server 110 for storage.” (Ex-1004, 40074). Datar
stores the annotation by saving it in an electronic storage medium such as an
“annotation repository.” (Ex-1004, 490005, 0014, 0026, 0035, 0047, 0049, 0059,
0072, 0074, 0087-0089, 0100, Fig. 5, claim 18). The annotation can be
“associated with a media file” which can be, e.g., video. (Ex-1004, 490026,
0020, 0030-0035, 0040, 0047-0050, 0061-0062, Fig. 2, claims 1, 18, 30).

92. In my opinion, Datar also discloses annotating playable media files in
the context of a social network having a plurality of members. Datar describes
its system as “a collaborative community of annotation authors, editors, and
consumers” and “a network connecting a community of video providers and
consumers.” (Ex-1004, 990006, 0009, 0020, 0021, Fig. 1)(See also Ex-1004,
0037)(“[A]nnotations are written and edited in a collaborative community of

users”)(Ex-1004, 490090, 0093)(“[ T]he features described herein could be used in
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an online community in which users can author, edit, review, publish, and view
annotations collaboratively.”). Datar thus discloses and renders obvious that its
users are members of a social network who can receive video files, create
annotations, and provide information associated with those annotations to a
network server. Smith similarly discloses an annotation system in the context of a
social network, and, in my opinion, it would further be obvious to implement the
annotation methods discussed herein in the context of a social network in view of
Smith’s teachings because Smith teaches the desirability of annotation sharing in
the context of a social network. (Ex-1008, 1:9-12, 3:24-27, 6:18-20, 13:24-28,
14:5-8).

93. Datar in view of Zhou and Smith renders obvious the claimed method
for the reasons discussed herein.

“[1b] receiving by a member of said social network a Playable

Media File;”

94. In my opinion, Datar discloses receiving a Playable Media File (e.g.,
a video). In Datar’s system, a user (via a “client”) “may have access to video from
a variety of sources.” (Ex-1004, 490028, 0027, 0022, 0023, 0025, 0041, 0049,
0064). “Responsive to a request by a client 104 for a particular video (or a set of
videos matching certain criteria), [Datar’s] video server 106 transfers a video over

the network 105 to the client 104,” and thus the client receive|[s] the video. (Ex-
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1004, 990023, 0027, 0028)(“[ T]he client 104A can receive video directly from the
video source 102A or from the video server 106 via the network 105.”).
Additionally, “clients 104 can send video over the network 105. For example, the
client 104B can receive video from the video source 102B and transfer it through
the network to another client, such as the client 104D. Clients 104 can also send
video through the network 105 to the video server 106. Video sent from a client
104 to the video server 106 is stored on an electronic medium and is available to
other clients 104.” (Ex-1004, 90025).

9s. Users are members of a social network as set forth under claim
element 1[a].

“[1c] creating by said member of said social network an annotation
relating to said Playable Media File;”

96. In my opinion, Datar discloses creating an annotation relating to
said Playable Media File. “A user views, authors, and edits annotations using a
client 104.” (Ex-1004, 990021, 0039). A user can “create annotation content
and associate it with a video.” (Ex-1004, 940074-0080, 0071-0072, Fig. 7a, Fig.
7b). “In [an] example illustrated, the new annotation content includes some new
annotation text 708. As shown in FIG. 7(b), as the user enters the description
‘General MacArthur,” the new annotation text 708 is displayed. In response to a

further user selection indicating the authoring of annotation content is complete,
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the new annotation is submitted.” (Ex-1004, 40079). The annotation relates to
the Playable Media File because it is “associated with a media file” which can be,
e.g., video. (Ex-1004, 990026, 0020, 0030-0035, 0040, 0047-0050, 0058-0062,
0074-0080, Fig. 2, Fig. 5, claims 1, 18, 30)(See also Ex-1004, §0076)(“The
annotation definition 704 graphically illustrates the spatial definition and/or the
temporal definition of an annotation.”).

97. Users are members of a social network as set forth under claim

element 1[a].

“[1d] providing said annotation by said member of said social
network to a network server;”

98. In my opinion, Datar discloses providing said annotation to a
network server. Datar explains that once a user creates (or modifies) an
annotation, “the new annotation is submitted, for example, to the annotation
server 110.” (Ex-1004, 990079, 0071-0072, 0074)(Ex-1004, 90074)(“The client
104 transmits the new annotation to the annotation server 110 for storage.”).
Annotation server 110 is a network server. (Ex-1004, 490009, 0020, 0022-0028,
0059, Fig. 1)(Ex-1004, 40026)(““Annotation server 110 is connected to the network
105.”)(See also Ex-1004, 90027-0028, 0059)(annotation server and video server

can work in tandem and/or be the same server).
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99.  Users are members of a social network as set forth under claim
element 1[a].

“[1e.1] providing a data profile by said member of said social

network to said network server, wherein said data profile comprises

a location in said Playable Media File where said annotation should

be embedded;

[1e.2] embedding by said network server said annotation in the
Playable Media File at said location;”

100. Datar discloses and renders obvious claim element [1e]. Annotations
can include “annotation content” and a “temporal definition” or a “spatial
definition” which specify when or where an annotation should be displayed in a
video. (Ex-1004, 940060-0063, 0036, Fig. 5). Together, these constitute a data
profile. When an annotation is created by a user, a “temporal” and/or “spatial”
association is created, which specifies where and/or when (a location in) the
annotation is to be displayed (embedded) in connection with a video. (Ex-1004,
9190030-0036, 0039, 0047-0048, 0074, 0077, Figs. 4-6)(Ex-1004,

90030)(“[ A]nnotations are associated temporally and/or spatially with a video file
and one or more frames of thereof.”)(Ex-1004, 990076, 0077)(“The annotation
definition 704 graphically illustrates the spatial definition and/or the temporal
definition of an annotation.”)(Ex-1004, §0036)(“During playback of a media file,

the client 104 is adapted to display the annotations associated with the frames of
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the file.”). Datar thus teaches that when a video is played, associated annotations
are displayed (and thus can be understood to be embedded) at the previously
designated time and/or place in the video. (Ex-1004, §90060-0063, 0030-0037,
0039, 0043, 0047-0049, 0063, 0070, 0074, 0076-0077, Fig. 6, Figs., 7a, 7b).

101. After an annotation is created or edited, a user via a client 104
provide[s] the annotation and associated information (data profile) to the
annotation to server 110 (said network server). (Ex-1004, 490071-0073, 0079,
0074, 0077). The annotation and associated information is a data profile. Datar
explains that “a user can create annotation content and associate it with a video.
The user can also specify a spatial definition for the new annotation and choose a
range of frames of the client instance of the video to which the annotation will be
indexed. The client 104 transmits the new annotation to the annotation server
110 for storage.” (Ex-1004, 40074)(See also Ex-1004, 40077). The spatial
definition and temporal definition are part of the annotation (Ex-1004, 490060,
0062), and thus Datar’s description of sending the annotation to the server (Ex-
1004, 990071-0073, 0079, 0074, 0077) also includes the entire data profile. The
data profile can include “features” which allow the server to “index” the
annotation to a “canonical instance of the video” and thereby determine where
and/or when the annotation should be displayed. (Ex-1004, g90087-0089, 0072,

0006, 0051-0052, 0058-0063). A “feature can be, for example, a description of a
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characteristic in the time, spatial, or frequency domains.” (Ex-1004, 0052). Datar
thus discloses a data profile which comprises a location in said Playable Media
File where said annotation should be embedded which is provided to the
annotation server (network server).

102. Users are members of a social network as set forth under claim
element 1[a].

103. Datar’s system stores annotations by saving them on an annotation
server in an electronic storage medium such as an “annotation repository.” (Ex-
1004, 990005, 0014, 0026, 0035, 0047, 0049, 0059, 0072, 0074, 0087-0089, 0100
Fig. 5, claim 18). Annotations are stored separately from the video files and are
“indexed to instances of one or more media files or portions thereof.” (Ex-1004,
190026, 0027, 0023, 0025, 0047, 0040, 0059). “For example, the annotations can
be stored in the annotation server 110 and video can be stored in the video server
108.” (Ex-1004, 90059). The server embeds the annotation in the Playable Media
File at or in association with the specific location by saving information
associating the annotation with the appropriate location in the Playable Media File,
per the information provided in the data profile.

104. To the extent that the claims require that the annotations be contained

within the media file itself (to be considered to be embedded), in my opinion, it

would be obvious for the server to do so in view of Smith. Smith teaches that there
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are multiple different options for storing annotations—the annotation can be
“embedded 1n a data file of the digital item, or otherwise associated with the digital
item” or it can be stored separately in an “annotations database.” (Ex-1008, 5:1-8).
Embedding the annotations in the video file of Datar thus represents nothing more
than the predictable use of prior art elements according to known methods to yield
predictable results. (See Ex-1004, 90003). As set forth above under the “Rationale
(Motivation) to Combine” Section, it would have been obvious to combine the
annotations in the same file as the media file itself and thus embed them in the file
per Smith’s teachings. The server embeds the annotation in the Playable Media
File at the specific location by saving the annotation in the Playable Media File at
the or in association with the appropriate location in the Playable Media File, per
the information provided in the data profile.

105. In the system of the combination, annotation server (network server)
and video server can work in tandem and/or be implemented in the same server.
(Ex-1004, 990027-0028)(annotation server and video server can work in tandem);
(90059)(“The annotation and repositories can be included in the same server, or
they can be included in different servers.). As set forth above, a PHOSITA would
have had a reasonable expectation of success modifying the combined system to

embed annotations.

“[1f] determining by said network server if said annotation is a first
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annotation submitted for said Playable media File;”

106. Datar discloses and renders obvious this claim element. As explained
under claim elements [1d] and [1e], a user can create an annotation for a video
(Playable media File), and the system transmits that annotation to annotation
server 110 (network server), which “stores the one or more annotations in
association with the media file.” (See, e.g., Ex-1004, 490026, 0059). Annotations
are stored “indexed to a canonical instance of video in an annotation server.” (Ex-
1004, 990058-0063, 0087, 0045, Fig. 5, Fig. 4a).

107. Datar describes a scenario “when the annotation is the first to be
associated with a particular video.” (Ex-1004, 40087). Datar explains one
reason why it makes such a determination—to assess whether a canonical instance
of the video has already been identified to determine whether to designate a
canonical instance of the video. (/d.). A PHOSITA would understand from
Datar’s description that Datar determines that an annotation is the first annotation
for the playable media, either directly or by determining that the system has not yet
identified a canonical instance. (Ex-1004, 0087). The same description also
renders obvious the determination of whether an annotation is the first annotation,
which a PHOSITA would have been motivated to do in order to determine whether

the 1dentification of a canonical instance was necessary.
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108. In the context of the claimed combination, it would further have been
obvious to determine if the annotation is a first annotation submitted for the video

in order to determine whether to create a table of contents, as set forth under claim

elements [1e], [1g], and [1h].

“[1g] if said annotation is not a first annotation submitted for said
Playable Media File, encoding said data profile in a previously-
created table of contents for said Playable Media File;”*

109. Datar in view of Zhou renders obvious this claim element. Datar
teaches that annotations are stored “indexed to a canonical instance of video in an
annotation server.” (Ex-1004, 990058-0063, 0067-0069, 0072, 0026, 0087, 0045,
0048, Fig. 5, Fig. 4a). As an alternative, “annotations are stored indexed to
features of the instance of video used by the client that submitted that annotation.”
(Ex-1004, 990088, 0087). Datar explains that, for example, “[t]he association

between the annotation and the specific frame is stored by indexing the annotation

2 Claim elements [1g] and [1h] involve the use of a table of contents. The creation
of a table of contents when a first annotation for a media file is submitted is
addressed under both claim elements because claim element [1g] assumes that a
table of contents has been previously created and claim [1h] more explicitly refers

to its creation.
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to a frame in a particular instance of the video. Annotation 404 A, for example, is
indexed to a frame of the canonical instance of video 406.” (Ex-1004, 490047,
0048, 0069, 0072, 0074). Datar does not discuss the specifics of this indexing, but
a PHOSITA would already appreciate that Datar’s reference to indexing refers to
correlating annotations to times or frames in a video in a table or database
structure, thus already suggesting the use of a table of contents to organize
annotations. (See Ex-1004, 490030-0035, 0040, Fig. 2)(storing “annotation list” at
client using a table)(See also, e.g., Ex-1009, 66).

110. Furthermore, Zhou teaches the claimed table of contents. In Zhou’s
“web-enabled video indexing system,” “[f]or each video file, the system generates

99 ¢¢

a table-of-contents indexing file” “which can be used for previewing and browsing
video content online.” (Ex-1005, 307, 308). Zhou explains: “The table-of-
contents web-enabled indexing file generated by the tool is shown in Figure 9.
Web users can browse and preview the video segments, and jump to a specified
location from frame-level.” (Ex-1005, 313, 314, Fig. 9)(compare Ex-1004,
10074-0078). Zhou thus expressly teaches that the function of “indexing”
“keywords and conceptual attributes” which are annotations to video content (the
same concept taught by Datar) can be carried out with a “table-of-contents

indexing file”. (Ex-1005, 307, 308)(Ex-1004, 90021)(Per Datar, “[a]n annotation

is any data which can usefully supplement a media file.”).
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111. As set forth above under the “Rationale (Motivation) to Combine”
Section, a PHOSITA would have been motivated to create and use a “table of
contents indexing file” “for each video file” (for said Playable Media File) such
as that described in Zhou, in order to index annotations to a canonical instance of
the video, thereby implementing Datar’s teaching.

112. A PHOSITA would have had a reasonable expectation of success in
using a table of contents indexing file, an example of which is taught in Zhou, to
index annotations to a canonical instance of a video for the reasons set forth above.
(Ex-1009, 66, 67)(use of table of contents to index and view annotations for
video)(Ex-1006, 8:63-9:11, 10:53-67)(use of table to index annotations to video)
(Ex-1005, 312-313).

113. Accordingly, if said annotation is not a first annotation submitted
for said Playable Media File, it would have been obvious to save that annotation
(and associated information) (encod|e] said data profile) in a previously-created
table of contents for said Playable Media File so that all the annotation data for a
Playable Media File can be stored together in an organized fashion in a single
location.

“[1h.1] if said annotation is a first annotation submitted for said

Playable Media File: creating a table of contents by said network
server for said Playable Media File;

[1h.2] encoding by said network server said data profile in said table
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of contents;”

114. See claim elements [1f] and [1g]. In an instance where the
annotation is a first annotation submitted for said Playable Media File, it
would be obvious to create and use a table of contents as set forth under claim
elements [1f] and [1g]. As set forth above under the “Rationale (Motivation) to
Combine” Section, it would have been obvious to create and use a table of

contents in the manner set forth in the claims.

“[1i] wherein said Playable Media File is selected from the group
consisting of an audio file, a video file, an audiovisual file, slide
show, AVI file, MP3 file, MP4 file, WMA file, WAV file, Flash,
MPEG file.”

115. Datar discloses and renders obvious this claim element. Datar teaches
annotating a video file, which is expressly required by the claim limitation. (Ex-
1004, 90020). Datar thus teaches the claim limitation. Datar further renders the
other forms of video obvious, because it states that

“[v]ideo is used herein as an example of a media file with which
annotation can be associated. This example is chosen for the
purposes of illustration and is not limiting. Other types of media
files with which annotations can be associated include, but are
not limited to, audio programs, Flash, movies (in any encoding
format), slide presentations, photo collections, animated
programs, and other documents. Other examples will be apparent

to one of skill in the art without departing from the scope of the
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present invention.”

(Ex-1004, 90020). From this, a PHOSITA would have been able to immediately
envision, and would have found obvious, the use of the known media types recited

in the claim.

CLAIM 2

“2. The method of claim 1, further comprising: receiving first
content;

forming said annotation using said first content.”

116. See analysis for claim 1. Data teaches that “[a]Jnnotations can be of
various data types, including text, audio, graphics, or other forms” and that “[a]n
annotation also includes annotation content 511. Annotation content can include,
for example, audio, text, metadata, commands, or any other data useful to be
associated with a media file.” (Ex-1004, 490002, 0021, 0036-0037, 0062-0063).
The content of the annotation is first content which is received by the system used

to form an annotation.
CLAIM 3
“3. The method of claim 2, further comprising:
determining if said annotation comprises a first annotation
embedded in said Playable Media File; when said annotation

comprises a first annotation embedded in said Playable Media File,
creating a table of contents including an entry for said annotation.”
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117. See claim elements [1¢], [1f], and [1h]. Per claim element [1¢],
annotations can be embedded in said Playable Media File at the server when they
are received, and thus the determining can also include assessing whether an
annotation is a first annotation that has been or will be embedded in said Playable
Media File. When a first annotation is received and then embedded, a table of
contents 1s created. When the data profile is encoded in the table of contents, this

creates an entry for the annotation.

CLAIM 4

“4. The method of claim 3, further comprising when said annotation
does not comprises a first annotation embedded in said Playable

Media File, updating a table of content an entry for said
annotation.”

118. See analysis for claim 3 and claim elements [1e] and [1g]. When a
subsequent annotation is created (or modified) and then received and embedded, a
table of contents is updated with a new or modified entry for that annotation.

CLAIM 8

“8la]. An article of manufacture comprising a non-transitory
computer readable medium having computer readable program code
encoded therein to annotate Playable Media Files in a social
network having a plurality of members, the computer readable
program code comprising a series of computer readable program
steps to effect:”
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119. See analysis for claim element [1a]. I note that claim 8 lacks clarity
because it refers to “[a]n article of manufacture” with code to effect certain steps,
but the steps are performed by both a user and by a network server.

120. Datar nonetheless discloses and renders obvious this claim element.
Datar discloses “an apparatus for performing the operations herein” which can
include one or more “processor[s].” (Ex-1004, 490021, 0023, 990100, 0101,
claims 28-30). The apparatus (article of manufacture) may be a computer which
can execute a “computer program” (computer readable program code) which
can be “stored in a computer readable storage medium” (non-transitory
computer readable medium). (/d.). Datar’s server and client both perform
relevant process steps. (Ex-1004, 440021, 0023, 0100, 0101, claims 28-30, Fig. 1).
Datar states that the relevant “process steps and instructions of the present
invention can be embodied in software, firmware or hardware” (computer
readable program code). (Ex-1004, 90099). This code effects the claimed steps.

121. Claim elements [8b] — [8h] are identical to the corresponding
elements in claim 1 and are rendered obvious for the same reasons. (Ex-
1016)(illustrating differences between claims).

CLAIMS 9-11

122. Dependent claims 9-11 are the same as dependent claims 2-4 except

that they are directed to an article of manufacture comprising a non-transitory
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computer readable medium having computer readable program code (except for
differences explained under claim 8). These claims are rendered obvious for the
reasons set forth under claim 8 and further under claims 2-4. (Ex-
1016)(illustrating differences between claims).

CLAIM 15

“I15[a]. A computer program product encoded in a non- transitory

computer readable medium and usable with a programmable

computer processor to annotate Playable Media Files in a social

network having a plurality of members, comprising: computer

readable program code which causes said programmable computer

processor to”

123. See analysis for claim element 8[a]. I note that claim 15 lacks clarity
because it refers to “a programmable computer processor” comprising “code”
which effects certain steps performed by both a user and a network server. Datar
discloses “an apparatus for performing the operations herein” which can include
one or more “processor|s].” (Ex-1004, 490021, 0023, 0100, 0101, claims 28-30).
Either or both of Datar’s client devices and server contain processors which can
run code which carries out the relevant steps. (Ex-1004, 490021, 0023, 0099,
0100, 0101, claims 28-30, Fig. 1).

124. Claim elements [15b] — [15h] are the same as the corresponding
elements in claims 1 and 8 except that they are directed to a computer program

product usable with a programmable computer processor. Datar discloses and

renders obvious the claimed computer readable program code which causes said
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programmable computer processor to effect the claimed steps as set forth under
claim element 15[a]. They are obvious for the same reasons as set forth under
claims 1 and 8. (Ex-1016)(illustrating differences between claims).

CLAIMS 16-18

125. See analysis for independent claims 1, 8, and 15. Dependent claims
16-18 are the same as dependent claims 2-4 and 9-11 (except for differences
explained under claims 8 and 15). Datar discloses and renders obvious the claimed
computer readable program code which causes said programmable computer
processor to effect the claimed steps as set forth under claim element 15[a]. These
claims are rendered obvious for the reasons set forth under claim 1 and 8 and

further under claims 2-4. (Ex-1016)(illustrating differences between claims).

Ground 2. Claims 5-7, 12-14, and 19-21 are obvious over Datar, Zhou, and
Smith, further in view of Gupta

126. In my opinion, claims 5-7, 12-14, and 19-21 would have been
obvious over Datar, Zhou, and Smith as discussed under Ground 1 and
incorporated herein, further in view of U.S. Pat. No. 7,051,275 B2 (“Gupta”)(Ex-
1006).

127. Gupta is a U.S. Patent that issued on May 23, 2006. (Ex-1006).

128. I understand that Gupta is prior art.
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129. 1 further understand that Gupta was not cited during prosecution of
any application leading to the 001 patent.

A. Overview of the Ground

130. The challenged claims are obvious over the combination of Datar and
Zhou, and Smith, further in view of Gupta. The dependent claims analyzed under
the present Ground are directed to the use of “discussion threads” which are
“initiat[ed]” and “generated” “within said Playable Media File at” a “location in
said Playable Media File.” Gupta teaches a system for annotating media content
where users can create discussion threads composed of related annotations. In my
opinion, it would have been obvious to incorporate discussion threads as taught by
Gupta into the combined system for the reasons set forth below.

1. Overview of Gupta

131. Gupta describes a “system [having] an annotation server that
maintains annotations corresponding to the multimedia content. . . . [T]he
annotations are available to users being presented with any of the versions of the
multimedia content, even though only one copy of the annotation is maintained by
the annotation server.” (Ex-1006, Abstract, 2:50-59, Figs. 1-3). Gupta’s
“[a]nnotation server 10 controls the storage of annotations and their provision to
client computers 15” and “can receive and provide annotations via direct contact

with a client computer.” (Ex-1006, 4:1-13, 9:12-16).
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132. Gupta teaches that users of its system can respond to other users’
annotations such that “threads of discussion can develop.” (Ex-1006, 10:27-41).
Gupta specifically teaches the use of discussion threads composed of “related”
annotations. (Id.).

B. Rationale (Motivation) Supporting Obviousness

133. In my opinion, a PHOSITA would have been motivated to incorporate
the use of discussion threads as taught by Gupta into the combined system.

134. Datar describes its system as “a collaborative community of
annotation authors, editors, and consumers” and “a network connecting a
community of video providers and consumers.” (Ex-1004, 90006, 0009,
0020)(See also Ex-1004, 0037)(“[A]lnnotations are written and edited in a
collaborative community of users.”)(Ex-1004, 440090, 0093)(“[T]he features
described herein could be used in an online community in which users can author,
edit, review, publish, and view annotations collaboratively.”). Datar teaches that
its “annotations” include “textual commentary.” (Ex-1004, 490021, 0037). Datar
thus teaches and has the goal of facilitating collaboration between members of a
community of users, including collaboration in the writing and editing of
annotations. Smith similarly teaches a system for “collaborative annotations” and
explains that a user may have the opportunity to “comment on the annotations.”

(Ex-1008, Title, 1:62-67, 14:16-21).
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135. While Datar discusses collaboration between users and editing of
annotations by a community of users, Datar does not specifically discuss initiating
a discussion thread within a video. However, in my opinion, it would have been
obvious to allow for the creation and use of discussion threads in view of Gupta’s
teachings.

136. Gupta’s system is similar to Datar’s and allows for a community of
users to create and edit annotations for media content. (Ex-1006, Title, Abstract,
2:50-67, 2:4-9). Gupta’s annotations include, e.g., “comment[s].” (Ex-1006,
11:47-48). Gupta teaches that users of its system can respond to other users’
annotations such that “threads of discussion can develop.” (Ex-1006, 10:27-41,
11:47-48). Per Gupta:

“Annotation identifier field 194 stores data that uniquely identifies
annotation entry 180, while related annotation identifier field 196
stores data that uniquely identifies a related annotation. Annotation
identifier field 194 can be used by other annotation entries to
associate such other annotation entries with annotation entry 180. In
this way, threads of discussion can develop in which a second
annotation responds to a first annotation, a third annotation
responds to the second annotation and so on. By way of example,
an identifier of the first annotation would be stored in related
annotation identifier field 196 of the second annotation, an identifier
of the second annotation would be stored in related annotation

identifier field 196 of the third annotation, and so on.”
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(Ex-1006, 10:27-41, Fig. 5). Gupta thus teaches the use of discussion threads
composed of “related” annotations. In my opinion, a PHOSITA would have found
it desirable to incorporate the use of discussion threads into the system of the
combination in order to facilitate collaboration between users with respect to the
creation and editing of annotations. A PHOSITA would have found such discussion
threads to be a natural part of Datar’s community of users, and would have sought
to allow users to further their “community” by discussing annotations.

C. Reasonable Expectation of Success

137. A PHOSITA would have had a reasonable expectation of success in
incorporating the use of discussion threads, as taught by Gupta, into the system of
Datar as modified by Zhou and Smith. I understand that a “reasonable expectation
of success” is required only for the limitations actually recited in the claims.

138. The art in the relevant timeframe was predictable. Specifically, in the
relevant timeframe (no earlier than 2013), the basic components that made up
networked systems like those disclosed in Datar, Gupta, and Smith had been well-
known in the art.

139. In my opinion, the 001 patent’s general and high-level disclosures
support this understanding of the relevant art. (See, e.g., Ex-1001, 10:17-45, 2:33-

35,2:44-5:44).
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140. Incorporating the use of discussion threads into the combined system
would have required nothing more than standard computer programming and could
have been accomplished by using one or more data fields (as in Gupta) to associate
“related” annotations with each other. (Ex-1006, 10:27-41).

D. Analogous Art

141. Gupta is analogous art because it is in the same field as the *001
patent (relating to “assemblies, methods, devices, and systems for managing
information,” generally, which includes “sharing and annotating video data,” Ex-
1001, 1:14-18), and its methods would have been reasonably pertinent to a
problem facing the named inventors, specifically “annotating Playable Media
Files.” (Ex-1001, 1:23-25)(Ex-1006, Title, Abstract, 1:20-23, 1:14-2:46).

E. Claim Mapping

142. This section maps the challenged claims to the relevant disclosures of
Datar, Zhou, Smith, and Gupta, where the claim text appears in bold-italics, and
the relevant mapping follows.

CLAIM 5

“S. The method of claim 3, further comprising: receiving a request
to initiate a discussion thread at a location within said Playable
Media File; and generate an embedded discussion at said location
within said Playable Media File.”
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143. See analysis for Ground 1, claims 1 and 3, which is incorporated
herein. Claim 5 is directed to the use of a “discussion thread.” In my opinion, the
combination renders obvious this claim.

144. Datar teaches that when a video is played, associated annotations are
displayed at the previously designated time and/or place in the video. (Ex-1004,
190060-0063, 0030-0037, 0039, 0043, 0047-0049, 0063, 0070, 0074, 0076-0077,
Fig. 6, Figs., 7a, 7b)(Ex-1004, 40036)(‘“During playback of a media file, the client
104 1s adapted to display the annotations associated with the frames of the file.”).
Datar further describes its system as “a collaborative community of annotation
authors, editors, and consumers” and ““a network connecting a community of video
providers and consumers.” (Ex-1004, 90006, 0009, 0020)(See also Ex-1004,
0037)(“[A]nnotations are written and edited in a collaborative community of
users”)(Ex-1004, 440090, 0093, 0021, 0037)(“[T]he features described herein
could be used in an online community in which users can author, edit, review,
publish, and view annotations collaboratively.”)(see also Ex-1008, Title, 1:62-67,
14:16-21). Datar teaches that its “annotations” include “textual commentary.”
(Ex-1004, 990021, 0037). While Datar discusses collaboration between users and
editing of annotations by a community of users, Datar does not specifically discuss

initiating a discussion thread within a video. However, in my opinion, it would
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have been obvious to allow for the creation and use of discussion threads in view
of Gupta’s teachings.

145. Gupta, like Datar, describes a system for annotating media content.
(Ex-1006, Title, Abstract, 2:50-67). Gupta’s system is discussed in further detail
in the “Overview” Section above. Gupta teaches that users of its system can
respond to other users’ annotations such that “threads of discussion can develop.”
(Ex-1006, 10:27-41, 11:47-48). Gupta’s annotations include, e.g., “comment[s].”
(Ex-1006, 11:47-48). Per Gupta:

“Annotation identifier field 194 stores data that uniquely identifies
annotation entry 180, while related annotation identifier field 196
stores data that uniquely identifies a related annotation. Annotation
identifier field 194 can be used by other annotation entries to
associate such other annotation entries with annotation entry 180. In
this way, threads of discussion can develop in which a second
annotation responds to a first annotation, a third annotation
responds to the second annotation and so on. By way of example,
an identifier of the first annotation would be stored in related
annotation identifier field 196 of the second annotation, an identifier
of the second annotation would be stored in related annotation

identifier field 196 of the third annotation, and so on.”

(Ex-1006, 10:27-41, Fig. 5). Gupta thus teaches the use of discussion threads

composed of “related” annotations.
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146. In the proposed combination, the discussion thread is at a location
within said Playable Media File because, per Datar, annotations can be displayed
either superimposed on or in connection with, but in “a separate window or frame”
from a video file. (Ex-1004, 90036, Fig. 2). Datar explains: “Annotations can be
displayed, for example, as text superimposed on the video frame, as graphics
shown along side the frame, or as audio reproduced simultaneously with video;
annotations may also appear in a separate window or frame proximate to the
video.” (Id.). In the combination, a discussion thread would thus be displayed in
connection with or superimposed on a Playable Media File at a particular location.
(see also Ex-1001, 6:27-53). A user requests to initiate a discussion thread and
the system receives that request when a user seeks to create an annotation which
responds to a prior annotation. A discussion at said location within said Playable
Media File 1s generated when the responsive annotation is completed. The
discussion is an embedded discussion because the annotations are embedded as
discussed under Ground 1, claim element [1e]. To the extent this is required, it
would further be obvious to embed, in the data profile, information regarding the
relationship between the annotations (e.g., what comment replies to what other
comment), as taught by Gupta (Ex-1006, 10:27-41), to further facilitate the

comments’ functioning as a discussion thread.
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147. As set forth above under the “Rationale (Motivation) to Combine”
Section, a PHOSITA would have been motivated to modify the system of the
combination to incorporate the initiation and use of annotation-based discussion
threads. As set forth above, a PHOSITA would have had a reasonable expectation
of success in modifying the combined system to incorporate the use of discussion
threads.

CLAIM 6

“6. The method of claim 5, further comprising: receiving second
content; and adding said second content to said discussion.”

148. See claim 5. The claimed first content is used in forming an
annotation per claim 2, from which this claim ultimately depends. The second
content is the content of the second or any subsequent annotations which are
added to the discussion and which comprise the discussion thread.

CLAIM 7

“7. The method of claim 6, further comprising: receiving a plurality

of additional content in a sequential order; and add said plurality of

additional content in said sequential order.”

149. See analysis for claims 5 and 6. This claim is rendered obvious for
the same reasons as set forth with respect to claims 5 and 6. When the discussion

thread grows as users respond to prior annotations, the system receives a plurality

of additional content in some order, which is in a sequential order; and adds
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said plurality of additional content in said sequential order. (Ex-1006, 10:27-
41). It would further have been obvious to add comments to a discussion thread in
sequential order in order to facilitate intelligibility of the discussion.

CLAIMS 9-11 and 19-21

150. Claims 9-11 and 19-21 are, respectively, similar to claims 5-7 (except
for differences explained under Ground 1, claims 8 and 15), and are obvious for
similar reasons. (See Ex-1016)(illustrating differences between claims).

Ground 3. Claims 1-21 are obvious over Friedlander in view of Mouilleseaux

151. In my opinion, claims 1-33 would have been obvious over U.S. Pat.
App. Pub. 2013/0145248 A1 (“Friedlander”)(Ex-1007) in view of U.S. Pat. App.
Pub. 2009/0327856 A1 (“Mouilleseaux’)(Ex-1013).

152. Friedlander is a U.S. patent application publication that published on
June 6, 2013, from an application filed on December 5, 2011. (Ex-1007).

153. Mouilleseaux is a U.S. patent application publication that published
on December 31, 2009, from an application filed on June 28, 2008. (Ex-1013).

154. I understand that Friedlander and Mouilleseaux are each prior art.

155. I further understand that neither Friedlander nor Mouilleseaux was
cited during prosecution of any application leading to the 001 patent.

A. Overview of the Ground

156. Friedlander teaches a system that allows different users in a social

network to comment on video files. Friedlander, however, does not describe in
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detail how comments are stored. Mouilleseaux teaches a system to allow multiple
users to comment on a video file, and describes several different ways to store
comments. In my opinion, it would have been obvious to use a method of
annotation storage taught by Mouilleseaux together with Friedlander’s system,
such that Friedlander checks for a first annotation, creates a table of contents, and
stores a data profile in the table of contents. The combination of Friedlander and
Mouilleseaux renders all claims obvious.

157. Furthermore, to the extent that the claims require that the annotations
be stored in the same file as the media content itself or combined together into the
same file as the media content itself, in my opinion, it would be obvious to do so in
view of Mouilleseaux’s teachings.

1. Overview of Friedlander

158. Friedlander teaches allowing users of a social network to comment on
video files. (Ex-1007, Abstract, 90019, 0027-0032). A user comment to a video

1s shown, for example, in Fig. 1, reproduced here:
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100
115
125 /1w
[
105 Kelly -~ 120

I love these runners:

FIG. 1

(Ex-1007, Fig. 1, 990025-0032). In Fig. 1, a video 105 is shown together with the
comment (“I love these runners”) of a user (“Kelly”). (Ex-1007, 90026).

159. Users of a social network can add comments to a video. (Ex-1007,
90052). These comments, and data related thereto, are sent to a network server for
storage. (Ex-1007, 990052, 0044). A server 405, as well as a user display device

415 and user media player 420, are shown in Fig. 4, reproduced here:
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Device | Player

FIG. 4

(Ex-1007, 990043-0046, Fig. 4).

425

160. When a user creates a comment for a video, data relating to the

comment, including, e.g., the content of the comment, the time code for the
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comment, the identification of the media file, and position and formatting data are
provided to the network server. (Ex-1007, 90052, 0044-0048).

161. Other users may view the video and the first user’s comments, and
add their own comments. (Ex-1007, 90048). Friedlander explains:

“Presentation of comment 510 allows for a user to receive
commentary or reactionary responses by other users. As such,
commentary may provide a richer experience and provide user
reactions that may be shared by the social network. In addition,
comments, such as comment 510 may be configured to provide
commentary by actors or producers of media.”

(Ex-1007, 0048).

2. Overview of Mouilleseaux

162.  Mouilleseaux states that its “invention is directed toward providing
annotating systems for audio/video clips”. (Ex-1013, 0001). Mouilleseaux is not
expressly directed to social networks, but does allow different users to make
annotations directed to the same video clip. (Ex-1013, 90033, 0036).

163. Like Friedlander, users of Mouilleseaux’s system make annotations
with respect to certain parts of a video file. (Ex-1013, 90009). Other users can
then play back the video, with the annotations appearing at the correct times. (Ex-
1013, 90010)(“Some embodiments play an annotated digital clip while displaying

one or more annotations (made for the clip) during the times within the clip to
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which the annotations apply.”). To accomplish this, Mouilleseaux teaches storing
data related to the annotation, such as the start and end times to which the
annotation applies, and the position information of the annotation (where it should
appear on the display). (Ex-1013, 990118-0119).

164. Mouilleseaux teaches several ways to store annotation data. (Ex-
1013, 990106-0123). These methods can include storing the data within the video
file itself (e.g. as metadata, see §40112-0114), or storing the information in a file

separate from the video file, as shown, e.g. in the top half of Fig. 18, reproduced

here:
1810 ~ Note A
_,-d"-.—’——._'_'_-—’_—_-_‘-‘_\_-
1812 ~ Reference to content file — Video file (MPG,
1830 AVI, WMV, MOV,
MKYV, etc.)
1814 N Start time

1816 ~ N End time (or duration)

1818 N Contents of annotation

(Ex-1013, Fig. 18, q40116-0121).
165. Figure 18 shows a data structure 1810 that can be used within a file
that stores annotations. (Ex-1013, 990115-0118). The file containing multiple

such data structures 1810 of Mouilleseaux is a table of contents that contains data

profiles for multiple annotations. (Ex-1013, 90115-0118, 0121). As
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Mouilleseaux explains, “[d]ata structure 1810 contains a reference 1812 to the
content file a start time 1814 of the annotation, an end time 1816 of the annotation
(or a duration of the annotation), and the contents of the annotation 1818.” (Ex-
1013, 90118).

B. Rationale (Motivation) Supporting Obviousness

166. In my opinion, it would have been obvious to combine
Mouilleseaux’s methods of storage of comment data with Friedlander’s annotation
system. Friedlander and Mouilleseaux are broadly similar systems—both allow
users to comment on a video file, store the comment data, and allow users to play
back the video file while viewing comments at time and place within the video file
specified by the commenter. (Ex-1007, 940050-0052, 0044-0045)(Ex-1013,
190009-0010, 0116-0119).

167. Friedlander teaches storing comment data (including the comment
contents, times, positions, etc.) at a server. (Ex-1007, §0032)(“comments may be
stored by a server of a social networking application”). While Friedlander does not
specify the details of that storage, a PHOSITA would have immediately recognized
that some method of storage was necessary, and that there were a finite number of
predictable ways that data could be stored.

168. Mouilleseaux teaches a variety of storage methods. (Ex-1013,

990106-0123). In one such method, discussed above, Mouilleseaux’s system
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places annotation data in a file having data structure 1810. (Ex-1013, qq0116-
0119). The data structure 1810 contains a reference (which a PHOSITA would
understand to be something like a URL, file path, a pointer, etc.) to the video file to
which the annotations pertain, and information (such as start time, end time, and
the contents of the annotation), as shown in Fig. 18, the relevant portion of which

is reproduced here:

1810 ~ Note A

1212~ Reference to content file

1814 7 Start time

1816 ~ ™  End time (or duration)

1818 N Contents of annotation

(Ex-1013, Fig. 18, 990116-0121). The file that holds data structure 1810 contains
multiple annotations.  (Ex-1013, 990115-0118)  Specifically, Mouilleseaux
describes in §0115 how annotations (plural) are saved into a separate file. As
explained in 90116-0118, a separate file can use a data structure 1810. Together,
these teachings indicate that multiple annotations are in the same file, and that data

structure 1810 is used multiple times for different annotations.
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169. Mouilleseaux teaches that when annotations are stored in a separate
file

“the original video clip remains intact. The system also maintains
the annotations in a form that allows them to be edited later. All the
annotations are available in the separate file and can be retrieved in

the same form as they were originally created.”

(Ex-1013, q0115).

170. In my opinion, a PHOSITA would have found it obvious and been
motivated to use a storage method taught by Mouilleseaux in connection with data
structure 1810. The information stored by Friedlander and Mouilleseaux is similar
(annotation content, time, position). (Ex-1007, 490044, 0048, 0052)(Ex-1013,
990115-0123). A PHOSITA first would have known that some method of storage
of comments of Friedlander was required, and that Mouilleseaux presented a
number of suitable options. A PHOSITA would have understood from
Mouilleseaux’s express teachings that its method of storage advantageously
allowed the original video to remain intact and would have allowed annotations to
be in a form where they can be edited later, and can be transmitted separately from
the video content itself. (Ex-1013, 90115). The latter advantage would have been
appealing in certain social-media contexts, allowing video to be separately linked

and/or downloaded from comments. A PHOSITA could easily have made any
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modifications to the data structure desired, e.g. to incorporate information from
Friedlander or remove unnecessary information.

171. Claim elements [1f], [1g], and [1h] read as follows:

“[1f] determining by said network server if said annotation is a first

annotation submitted for said Playable media File;”

“[1g] 1f said annotation is not a first annotation submitted for said Playable

Media File, encoding said data profile in a previously-created table of

contents for said Playable Media File;”

“[1h] 1f said annotation is a first annotation submitted for said Playable

Media File: creating a table of contents by said network server for said

Playable Media File; and encoding by said network server said data profile

in said table of contents;”

172. Collectively, these claim elements recite determining if an annotation
1s a first annotation, and if it is, creating a table of contents, and if it is not, storing
it in a previously-created table of contents. In other words, the table of contents is
used to store the annotations, and is created when the first annotation is received.
This 1s logical: it avoids creation of the table of contents before it is needed, and
also avoids overwriting the table of contents if it already exists.

173. It furthermore would have been obvious, based on Mouilleseaux to

check whether an annotation is a first annotation submitted, and if so, to create the
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annotation file (which is a TOC, as discussed below in the claim mapping section)
at the time that a first annotation is submitted for the file. Specifically, a
PHOSITA would have known that a TOC (e.g. a file or file metadata) needs to be
created at some point. A TOC could either be created in advance (i.e., before there
are any annotations for a file), or when a first annotation is submitted. A
PHOSITA understood that a TOC is needed to store any annotation and thus it is
first needed when the first annotation is received, and not later. (Ex-1013, q40115-
0118). And if the TOC is created again after the first annotation, the newly created
TOC would either not contain all annotations, or would overwrite an already-
existing file, which a PHOSITA would have wanted to avoid. A PHOSITA would
also have understood that if the TOC file for storing annotations is created earlier
than receiving the first annotation, the file might not be needed (because some
videos will have no annotations at all). A PHOSITA would have therefore found
it logical to create the TOC when it is needed because an annotation has been
submitted for the file.

174. It would thus have been obvious to check whether an annotation is a
first annotation (which could be carried out in a variety of different ways, e.g. by
checking to see if the annotation file exists), and if so, creating a TOC annotation
file, and if not, placing the annotation in an already-existing TOC. A PHOSITA

would have been motivated to check whether an annotation is a first annotation to
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avoid overwriting an existing TOC, to avoid creating unnecessary files/data
structures, and to keep the annotations together in a single TOC. (Ex-1013,
190115-0118, 0121).

175. Processes such as these—where a file or other storage unit is intended
to store certain kinds of items (like a record, a row of data, a comment, etc.), and
when the first of these items is received, the file is created—were well known and
understood in the art.

176. One example is provided by U.S. Pat. No. 8,346,747 (“Liu”)(Ex-
1019), which is an IBM patent filed in 2011. (Ex-1019, cover page, items (73) and
(22)). Liu relates to SaaS (“Software as a Service”) platforms. Such platforms can
have multiple entities that use them simultaneously, or multiple users within an
entity, each of which is called a “tenant”. (Ex-1019, 1:25-34). Tenants’ use is
separated by software and database isolation and confidentiality. (Ex-1019, 1:25-
34). In cases where multiple tenants share a database, Liu states that the
coordination can be tricky. (Ex-1019, 1:50-2:33). For example, different portions
of a single database may only be relevant to some tenants, and some tenants may
want to extend a database to incorporate tenant-specific data. (Ex-1019, 1:50-
2:33). Liu handles such change requests using description files. (Ex-1019, 2:36-
46). The description file for a tenant associates one or more particular database

structure with a particular tenant. (Ex-1019, 2:36-46, 3:59-61, claims 1-3). Liu
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teaches that when a request to extend a database is received from a tenant, the

system first checks to see if a description file exists. (Ex-1019, 8:6-31, Fig. 2,

claims 1-3). If it does, information relevant to the database change is stored in the

pre-existing file. (Ex-1019, 8:6-31, Fig. 2, claims 1-3). Ifit does not, a

description file for the tenant is created, and the change is stored in the newly-

created file. (Ex-1019, 8:6-31, Fig. 2, claims 1-3). This operation is shown in

Fig. 2, reproduced here:

h

F

201

Receive a request of a tenant
for extending a database table

-

Judge whether
there is an existing description
file

Modify the existing
description file

/— 203

Fig. 2

177. Liu describes Fig. 2 as follows:

202

h A

Create a description file directly

/-204

“I'UTpon receipt of the tenant's request for extending a
p p q g

database table, it is determined in step 202 whether there is a

description file corresponding to the tenant and the database
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table, according to identification information of the database
table to be extended and the tenant's identity information as
contained in the request. If the result of the step 202 is
positive ("YES"), the existing description file is modified and
covered by a new description file in step 203. That is, no
matter how many times a tenant has made a request for
extending a database table, there is always only one
description file corresponding to this tenant. Of course, the
new description file will contain contents of database table
extension in the old description file, such that database table
columns which the tenant previously requested to extend will
not become invalid. Those skilled in the art should
understand that the "modifying" in step 203 may be
implemented in a plurality of embodiments. According to an
embodiment of the present invention, "modifying" comprises
reading an old description file and editing it to generate a
new description file. According to another embodiment of
the present invention, "modifying" is done by first generating
a new description file according to a tenant's request for
extending a database table, then incorporating content of the
old description file into the new one, and finally deleting the
old description file. If result of step 202 is negative ("NO"),
then a description file corresponding to the tenant is created
in step 204 directly.”

(Ex-1019, 8:6-31).
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178. Another example is provided by U.S. Pat. No. 8,285,758 (“Bono”)

(Ex-1020), an EMC Corporation patent filed in 2007. (Ex-1020, cover page, items

(73) and (22)). Bono discusses a file system that manages the storage of

information on a network file system (like an array of disks). (Ex-1020, 1:7-11).

To manage data on disks, Bono teaches using storage space to store metadata and

management information. In part, this information is stored in “inodes”. (Ex-

1020, 8:54-60). Bono teaches that inodes can be migrated on the file system. (Ex-

1020, 9:25-35). When migrated, inodes are remapped, using a relocatable inode

file. (Ex-1020, 9:43-60). The relocatable inode file has a list of rows that reflect

old and new inode numbers, as shown in Fig. 16:

/./106

OLD INODE NO s

RELOCATABLE INODE FILE

NEW INODE NO.s

12756 67394
12757 67395
12758 67396
12759 67398
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179. When an inode is moved for the first time, the system will determine
that it is the first such move, and create the relocatable inode file, storing the
relocation information in the file. (Ex-1020, 9:43-60). Thereafter, the system will
store further inode relocation information in the previously-created file. (Ex-1020,
9:43-60).

180. Another example is provided by U.S. Pat. No. 8,276,096
(“Plow”)(Ex-1021) is an IBM patent first filed in 20004. (Ex-1021, cover page,
items (73) and (22)). Plow deals with multicast viewing and editing. Plow
essentially allows a user to edit a document using different on-screen panes, called
“multicast windows”. The user can make edits in one window, while freezing the
other window so the edits are not visible. (Ex-1021, 4:31-52). The user can
update edits from one window to another. (Ex-1021, 2:58-3:18).

181. Plow coordinates activities between different windows by using an
intermediate file. When the user can invoke a “Create Multicast” window function
to create a new multicast window for editing (called an adjunct multicast window).
(Ex-1021, 9:41-49, Fig. 5, Fig. 2, ref numeral 100). The multicast window can use
an “intermediate file” for editing—the point of which is to allow edits to be
displayed in the new window, without affecting the source document until the user
desires it. (Ex-1021, 9:44-47). When creating a new multicast window, the system

will first check to see whether this is the first multicast window that was created.
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(Ex-1021, 9:41-10:12, Fig. 5). If so, the system will create an intermediate file
with a multicast window data structure. (Ex-1021, 9:41-10:12, Fig. 5). If not, the
system can use a previously-created intermediate file and multicast data structure.
(Ex-1021, 10:66-11:8, Fig. 5).

182. In my view, each of Liu, Bono, and Plow are analogous art, because
they are in the same field (relating to assemblies, methods, devices, and systems
for managing information, Ex. 1001, 1:18-19), and would have been reasonably
pertinent to a problem facing the inventors, because each of Liu, Bono, and Plow
teach methods for storing information in files or databases, where the items of
information may or may not occur during operation of the system, but when they
occur, are convenient to store together.

183. To the extent that the claims require that the comments be in the same
file as the Playable Media File (referring to the term “embedded”), in my opinion,
the combination also renders this obvious. Specifically, Mouilleseaux teaches that
its comments can also be incorporated and saved within the same media file, e.g. in
file metadata. (Ex-1013, Fig. 16, 490112-0116). Mouilleseaux provides
motivation for this, explaining that:

“This process has the advantage that the original video clip remains
intact. The system also maintains the annotations in a form that
allows them to be edited later. All the annotations are available in

the file and can be retrieved in the same form as they were originally
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created.”

(Ex-1013, 90113). As compared to storage in a separate file, the storage of
comments within the file metadata allows all annotations to be “within the file” (Ex-
1013, 90113), allowing them to be more easily delivered together with the file to
their destination, rather than as a separate download. In the process, it would have
been obvious to use a table of contents similar to Mouilleseaux’s Fig. 18 (1810),
except that the reference to the media file is not necessary, and to create the table of
contents within the file metadata upon receiving a first comment (i.e. when it is
needed), (Ex-1013, Fig. 18). The combination would have addressed Friedlander’s
desire that comments not be “limited to that of the author, or one particular entity.”
(Ex-1007, 90002). A PHOSITA would have seen the advantage of providing a
system which could store and transfer annotations as a combined file or separately—
in particular, a PHOSITA would have seen the benefit of having both options
available.

184. In my opinion, the modifications described above would also have
been routine in the relevant timeframe (2013), and independently, would have
represented known and predictable techniques for improving a known base system
(Friedlander’s) with predictable results.

185. Other modifications that are minor or relate to dependent claims are

discussed where relevant in the claim mapping section.
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C. Reasonable Expectation of Success

186. In my opinion, a PHOSITA would have had a reasonable expectation
of success in making modifications discussed in this Ground, including for the
advantages in making those modifications. Specifically, the obviousness
contentions relate to storing data in different formats, the display of data, or
transmitting information across a network, all which were routine by 2013.

187. The art in the relevant timeframe was predictable. Specifically, in the
relevant timeframe (no earlier than 2013), the basic components that made up
networked systems like those disclosed in Friedlander and Mouilleseaux had been
well-known in the art.

188. In particular, in my opinion, the 001 patent’s general and high-level
disclosures support this understanding of the relevant art. (See, e.g., Ex-1001,
10:17-45, 2:33-35,2:44-5:44).

189. I note that the 001 patent does not discuss the details of the creation
and use of a table of contents, which, in my opinion further supports that the use of
a table of contents for a video file is within the exercise of ordinary skill. (Ex-
1001, 6:35-53, 8:16-46). I also note that the 001 patent does not discuss the
details of how to embed an annotation in a media file. Instead, it states that

“annotations may be any known format and may include text, video, audio,
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pictures, or a combination thereof, and may be embedded directly into the Playable
Media File or may be stored as a separate file.” (Ex-1001, 6:10-14).

D. Graham Factors

190. The Graham factors were discussed under Ground 1.

E. Analogous Art

191. Friedlander and Mouilleseaux are analogous art because they are in
the same field as the 001 patent (relating to “assemblies, methods, devices, and
systems for managing information,” generally, which includes “sharing and
annotating video data,” Ex-1001, 1:14-19), and their methods would have been
reasonably pertinent to a problem facing the named inventors, specifically
“annotating Playable Media Files.” (Ex-1001, 1:23-25)(Ex-1007, Title, Abstract,
190001, 0044-0045, 0050-0052)(Ex-1013, Title, Abstract, §10004-0005).

F. Claim Mapping

192. This section maps the challenged claims to the relevant disclosures of
Friedlander and Mouilleseaux, where the claim text appears in bold-italics, and the
relevant mapping follows.

CLAIM1

“Ila]. A method to annotate Playable Media Files in a social
network having a plurality of members, comprising:”

193. In my opinion, Friedlander teaches a method to annotate a Playable

Media File in a social network having a plurality of members. (Ex-1007,
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110032)(“[Clomments may be created and stored by an application, such as a
social networking application, or application widget, during presentation of
media.”)(see also {90031, 0003, 0027, 0037, 0050-0052, 0032, 0019).

194. A user comment to a video (an annotation) is shown, for example, in

Fig. 1, reproduced here:

100
115
125 /) 110
{
Ky L~ 120

I love these runners:

FIG. 1

(Ex-1007, Fig. 1, 990025-0032). In Fig. 1, a video 105 is shown together with the

comment (“I love these runners”) of a user (“Kelly”). (Ex-1007, 90026).
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195. The Playable Media File is a video or audio file. (Ex-1007, 440033,
0039, 0026, 0045)(Compare Ex-1001, 1:25-29).

196. Friedlander in view of Mouilleseaux renders obvious the claimed
method for the reasons discussed herein.

“[1b] receiving by a member of said social network a Playable
Media File;”

197. In my opinion, Friedlander discloses receiving a Playable Media
File. (Ex-1007, 90045). Specifically, Friedlander teaches expressly that the
Playable Media File is received by the display device of a user from the media
player. (Ex-1007, 90045). Furthermore, Friedlander renders obvious “receiving” a
playable media file, because the file is played by a media player associated with a
user, which means that it was obviously received by the media player. (Ex-1007,
90030). Because the purpose of Friedlander is to allow users to comment on media
files, it stands to reason that most users did not create the media files themselves,
and thus (obviously) received them. The combination further renders obvious the
playing of a Playable Media File received over a network, to the extent this is
required, because Friedlander discloses that users’ computers are connected to the

Internet, and that comments on media files are made in conjunction with a social

network. (Ex-1007, §90027-0030).
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198. Users are members of a social network as set forth under claim

element 1[a].

“[1c] creating by said member of said social network an annotation
relating to said Playable Media File;”

199. In my opinion, Friedlander discloses creating an annotation relating
to said Playable Media File. (Ex-1007, 40015)(“A system and methods are
provided for creating, selecting and presenting comments associated with media,
where comments are generated by users of a device or application.”)(see also Ex-
1007, Title, Abstract, 990001, 0003, 0025-0030, Figs. 1, 2, 6). Here, the
“comment” is an “annotation.”

200. Users are members of a social network as set forth under claim
element 1[a].

“[1d] providing said annotation by said member of said social
network to a network server;”

201. Friedlander discloses providing said annotation to a network
server. (Ex-1007, 90052)(“Data associated with the comment may be
transmitted to a server at block 625. For example, the data may be transmitted
including an identification of the media, the comment data, time code and
information identifying a user of the social network.”)(see also Ex-1007, 990043-

0044, Figs. 4, 6).
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202. Users are members of a social network as set forth under claim
element 1[a].

“[1e.1] providing a data profile by said member of said social

network to said network server, wherein said data profile comprises

a location in said Playable Media File where said annotation should

be embedded;

[1e.2] embedding by said network server said annotation in the
Playable Media File at said location;”

203. In my opinion, Friedlander in view of Mouilleseaux renders obvious

this claim element:

“Data associated with the comment may be transmitted to a

server at block 625. For example, the data may be transmitted

including an identification of the media, the comment data, time

code and information identifying a user of the social network.”
(Ex-1007, 90052)(see also Ex-1007, 990044, 0049, Figs. 4, 6). The “identification
of the media, the comment data, time code and information identifying a user of the
social network” is a data profile, while the “time code” is a location in said
Playable Media File where said annotation should be embedded. Moreover,
Friedlander teaches that comment data can include information on screen location

(Ex-1007, 90036)(“|Clomments may include data for presentation based on

attributes selected by the creator of the comment. For example, a comment (e.g.,
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comment 110) may be displayed based on a position identified by a user when the
comment is created to inform viewers of specific elements of video data and allow
for discussion of the identified elements of portion of a display screen.”)(see also
Ex-1007, 90048). The comment data is included in information sent by the user to
the server. (Ex-1007, 90052).

204. Friedlander teaches making comments visible (and thus they can be
understood to be embedded) at a time and position specified by the commenter.
(Ex-1007, 90026, Figs. 1, 5SA, 5B)(“[Clomment 110 may be linked to video content
105 based on a time code, such that the comment is presented with display of a
particular set of frames of the video content....Display of comment 110 may be
based on a position identified by a user when the comment is created.”)(see also
Ex-1007, 990003, 0034-0036, 0048).

205. To the extent that the claims require that the annotations be contained

within the media file itself (to be considered to be embedded), in my opinion, it

would be obvious to do so in view of Mouilleseaux. Mouilleseaux teaches that its
annotations (comments) can also be saved within the same media file, e.g. in file
metadata. (Ex-1013, Fig. 16, q40112-0116). As set forth above under the
“Rationale (Motivation) to Combine” Section, a PHOSITA would have been
motivated to modify the system of the combination to save the comments

(annotations) in the same media file as the media content and thus embed the
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comments in the Playable Media file and would have had a reasonable expectation
of success modifying the combined system to do so. The server embeds the
annotation in the Playable Media File at the specific location by saving the
annotation in the Playable Media File in connection with information
corresponding to the location at which it should be displayed.

206. Users are members of a social network as set forth under claim

element 1[a].

“[1f] determining by said network server if said annotation is a first
annotation submitted for said Playable media File;”

207. This claim limitation would have been obvious for the reasons
provided above in this Ground, §§A-E. In brief, Friedlander teaches storing
comment data by a network server. (Ex-1007, 40046, see also Ex-1007, 40052,
claim 12). It would have been obvious, as explained above, to store that data using

one of the storage options of Mouilleseaux, including the option of Fig. 18, using

file 1810 (shown here):
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1810 ~a Note A
1812 ™ Reference to content file m Video file (MPG,
1830 AVI, WMV, MOV,
. MKV, etc.)
1814 V7N Start time

1816 -/ N  End time (or duration)

1818 ~/ Y Contents of annotation

(Ex-1013, Fig. 18, 990115-0118). The annotations are stored in a single file. (Ex-
1013, 990115-0118). Because a single file is used to store the annotations, it would
have been obvious, upon receiving the annotations, for the server to check whether
an annotation file already exists, e.g., to check if said annotation is a first

annotation submitted for said Playable media File, as explained above.

“[1g] if said annotation is not a first annotation submitted for said
Playable Media File, encoding said data profile in a previously-
created table of contents for said Playable Media File;”

208. This claim limitation would have been obvious for the reasons
provided above in this Ground, §§A-E. In brief, Mouilleseaux teaches that
multiple annotations are stored in a single file (1810). (Ex-1013, 490115-0118).
The file containing data structures 1810 is a table of contents, because it contains
multiple annotations (Ex-1013, §40115-0118), each with a reference to the media
file (1812) and a start time (1814) and end time (1816), which specify a placement

for the annotation. (Ex-1013, 990115-0118). In addition, the annotation data itself
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can contain screen position data, as taught by both Mouilleseaux (Ex-1013, 40119)
and Friedlander (Ex-1007, 490036, 0048). I note in particular that the 001 patent
describes embodiments of its table of contents as follows: “In such embodiments,
the table of contents may include one or more of a caption or other description of
the annotation, the time of the annotation within the Playable Media File, the
author of the annotation, and the date and/or time the annotation was made.” (Ex-
1001, 6:47-52). Mouilleseaux’s file is a table of contents because it contains
information about the contents of the annotations and media file, including relating
annotations to their location in the media file. For example, it includes information
regarding the time at which the annotation should be displayed.

209. As explained above, if an annotation is not the first annotation, then
the annotation would obviously be placed in the previously-created table of

contents (file 1810) for said Playable Media File. (Ex-1013, 990115-0118).

“[1h.1] if said annotation is a first annotation submitted for said
Playable Media File: creating a table of contents by said network
server for said Playable Media File;

[1h.2] encoding by said network server said data profile in said table
of contents;”

210. This claim limitation would have been obvious for the reasons
provided above in this Ground, §§A-E. In brief, Mouilleseaux teaches that

multiple annotations are stored in a single file (1810), which is a table of contents.
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(Ex-1013, q90116-0118). It would have been obvious, as explained above, to
create the table of contents if the annotation is a first annotation and to use a
table of contents in the manner as set forth in the claims.

211. As taught by Mouilleseaux, the data profile (i.e. elements 1812, 1814,
1816, and 1818) are encoded into said table of contents. (Ex-1013, 440118-0119).
It would have been obvious, as discussed above, for the network server to encode

the data profile of Friedlander into a table of contents as taught by Mouilleseaux.

“[1i] wherein said Playable Media File is selected from the group

consisting of an audio file, a video file, an audiovisual file, slide

show, AVI file, MP3 file, MP4 file, WMA file, WAV file, Flash,

MPEG file.”

212. Friedlander teaches that the Playable Media File is an audio file or
video file. (Ex-1007, 440039, 0033, 0017). Mouilleseaux likewise teaches
annotating video files, and provides the examples of “MPEG”, “MP3”, and “MPG,
AVI, WMV, MOV, MKV, etc.” (Ex-1013, Fig. 18, 990118, 0134).

CLAIM 2

“2. The method of claim 1, further comprising: receiving first
content;

forming said annotation using said first content.”
213. See analysis for claim 1. Friedlander teaches and renders obvious

creating an annotation and providing an annotation and data profile to the network
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server. (Ex-1007, 990019, 0027-0032, 0048, 0052, claims 12, 23). The content of
the comment, such as text, is annotation content. (Ex-1007, 490035, 0049). This
annotation content is first content which is received by the system used to form
an annotation.
CLAIM 3

“3. The method of claim 2, further comprising:

determining if said annotation comprises a first annotation

embedded in said Playable Media File; when said annotation

comprises a first annotation embedded in said Playable Media File,
creating a table of contents including an entry for said annotation.”

214. See analysis for claim 2 and claim elements [1¢], [1f], and [1h]. Per
claim element [1e], annotations can be embedded in said Playable Media File at
the server when they are received, and thus the determining can also include
assessing whether an annotation is a first annotation that has been or will be
embedded in said Playable Media File. When a first annotation is received and
then embedded, a table of contents is created. When the data profile is encoded in
the table of contents, this creates an entry for the annotation.

CLAIM 4

“4. The method of claim 3, further comprising when said annotation
does not comprises a first annotation embedded in said Playable
Media File, updating a table of content an entry for said
annotation.”

102



Patent No. 9,451,001

215. See analysis for claim 3 and claim elements [1e] and [1g]. When a
subsequent annotation is created (or modified) and then received and embedded, a
table of contents is updated with a new or modified entry for that annotation.

CLAIM 5

“S. The method of claim 3, further comprising: receiving a request

to initiate a discussion thread at a location within said Playable

Media File; and generate an embedded discussion at said location

within said Playable Media File.”

216. See analysis for claim 3. The combination renders claim 5 obvious.
Specifically, Friedlander teaches using its system within the context of a social
network, allowing multiple users to provide comments to the same media file.
(Ex-1007, 90044, 0032, 0027, 0019, 0015, claims 5, 12, 15, 27). Friedlander also

teaches that comments from different users can be reply comments:

“Presentation of comment 510 allows for a user to receive
commentary or reactionary responses by other users. As such,
commentary may provide a richer experience and provide user
reactions that may be shared by the social network.”
(Ex-1007, 40048).
217. Friedlander thus teaches storing comments from multiple different
users in relation to the same media file, and expressly teaches receiving reply

comments. In Friedlander, when a reply comment responds to another comment, a

discussion thread is formed. Further, in my opinion, it would have been obvious
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to initiate a discussion thread by storing the related comments from multiple
users in connection with the same media file, in a manner that forms a discussion
thread. This would have been motivated by the express suggestions of Friedlander,
and would have provided the advantage taught by Friedlander, namely
“provid[ing] a richer experience and provid[ing] user reactions that may be shared
by the social network.” (Ex-1007, 90048).

218. A user requests to initiate a discussion thread and the system
receives that request when a user seeks to create an annotation which responds to a
prior annotation. A discussion at said location within said Playable Media File is
generated when the responsive annotation is completed. The discussion is an
embedded discussion because the annotations are embedded as discussed under
claim element [1e]. To the extent this is required, it would further be obvious to
embed, in the data profile, information regarding the relationship between the
annotations (e.g., what comment replies to what other comment), to further
facilitate the comments’ functioning as a discussion thread.

CLAIM 6

“6. The method of claim 5, further comprising: receiving second
content; and adding said second content to said discussion.”

219. Seeclaim 5. The claimed first content is used in forming an

annotation per claim 2, from which this claim ultimately depends. The second
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content is the content of the second or any subsequent comments (annotations)
which are added to the discussion and which comprise the discussion thread.

CLAIM 7

“7. The method of claim 6, further comprising: receiving a plurality

of additional content in a sequential order; and add said plurality of

additional content in said sequential order.”

220. See claims 5 and 6. This claim is rendered obvious for the same
reasons as set forth with respect to claims 5 and 6. When the discussion thread
grows as users respond to prior annotations, the system receives a plurality of
additional content in some order, which is obviously in a sequential order; and
adds said plurality of additional content in said sequential order. It would
have been obvious to add comments to a discussion thread in sequential order in

order to facilitate intelligibility of the discussion.

CLAIM 8

“8la]. An article of manufacture comprising a non-transitory
computer readable medium having computer readable program code
encoded therein to annotate Playable Media Files in a social
network having a plurality of members, the computer readable
program code comprising a series of computer readable program

steps to effect:”
221. See claim element [1a]. I note that claim 8 lacks clarity because it

refers to “[a]n article of manufacture” with code to effect certain steps, but the

steps are performed by both a user and by a network server.
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222. Friedlander nonetheless teaches that its methods can be performed by
one or more processors executing program code. (Ex-1007, 490022-0023, 0029-
0030). Friedlander’s server and client device both contain processors which
perform the relevant process steps. (Ex-1007, 990037-0046, Fig. 3, Fig. 4).
Friedlander’s computer system (article of manufacture) can execute “code
segments” (computer readable program code) which can be “can be stored in a
processor readable medium” (non-transitory computer readable medium).
(1d.).

223. Claim elements [8b] — [8h] are identical to the corresponding
elements in claim 1 and are rendered obvious for the same reasons. (Ex-
1016)(illustrating differences between claims).

CLAIM 15

“I5/a]. A computer program product encoded in a non- transitory
computer readable medium and usable with a programmable
computer processor to annotate Playable Media Files in a social
network having a plurality of members, comprising: computer
readable program code which causes said programmable computer
processor to”

224. See claim element 8[a]. I note that claim 15 lacks clarity because it
refers to “a programmable computer processor” comprising “code” which effects
certain steps performed by both a user and a network server. Either or both of

Friedlander’s client devices and server contain processors which can run code
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which carries out the relevant steps. (Ex-1007, 940022-0023, 490037-0046, Fig. 3,
Fig. 4).

225. Claim elements [15b] — [15h] are the same as the corresponding
elements in claims 1 and 8 except that they are directed to a computer program
product usable with a programmable computer processor. Friedlander discloses
and renders obvious the claimed computer readable program code which causes
said programmable computer processor to effect the claimed steps as set forth
under claim element 15[a]. They are obvious for the same reasons as set forth

under claims 1 and 8. (Ex-1016)(illustrating differences between claims).

CLAIMS 9-14.16-21

226. Claims 9-14 and 16-21 are, respectively, similar to claims 2-7 (except
for differences explained under claims 8 and 15) and are obvious for similar
reasons. (Ex-1016)(illustrating differences between claims)

I. OATH

227. This declaration and my opinions herein are made to the best of my
knowledge and understanding, and based on the material available to me, at the
time of signing this declaration. I declare under penalty of perjury under the laws
of the United States of America that all statements made of my own knowledge are
true and that all statements made on information and belief are believed to be true.

I understand that willful false statements and the like are punishable by fine or
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imprisonment, or both (18 U.S.C. 1001) and may jeopardize the validity of the

application or any patent issuing thereon.

August 12, 2025

Date Dr. Henry Houh
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