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I. INTRODUCTION 

The Patent Trial and Appeal Board (Board) is uniquely suited to assess the 

patentability of the challenged claims of the ’398 patent.  The ’398 patent is part of 

a family of three U.S. patent applications, each of which issued as a patent and 

claims overlapping subject matter with the others.  The PTAB recently determined 

that all of the claims of one of the patents in the family (U.S. Patent No. 7,861,260) 

were unpatentable, demonstrating the obviousness of the claimed subject matter.  

Moreover, the prosecution history of the ’398 patent tells a simple story for those 

familiar with patent prosecution.  In examining the ’398 patent, the Examiner 

failed to consider a reference cited in an Information Disclosure Statement that dis-

closes the very feature identified by the Examiner as leading to allowance of the 

claims of the ’398 patent.  Had the Examiner simply considered this cited and con-

sidered reference, Eldering (EX1004), the Examiner would have determined that 

the ’398 patent claims are unpatentable.  This failure amounts to a pervasive mate-

rial error that favors referral. 

The Board’s review of the ’398 patent would also represent the most effi-

cient allocation of judicial and administrative resources.  In addition to the signifi-

cant errors that occurred during examination of the ’398 patent family, Patent 

Owner has asserted in a parallel district court litigation three other patents with di-

vergent subject matter, creating a complicated technological backdrop ill-suited for 
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a district court.  The Board’s technical expertise and familiarity with patent law 

and examination make it the optimal forum to address and simplify this complex-

ity. 

Furthermore, the parallel district court litigation is in its infancy, LiveIntent 

(Petitioner) has filed a broader-than-Sotera stipulation to prevent overlap of issues 

between this Inter Partes Review (IPR) and that litigation. 

Under these circumstances, allocating Patent Office resources to review the 

’398 patent would allow the Patent Office to correct its own material errors and 

avoid unnecessary burden on the district court, which has been drawn into the dis-

pute between Petitioner and Patent Owner because these material errors led to the 

improper issuance of the ’398 patent.  Referral to the Board is therefore appropri-

ate. 

II. The ’398 Patent Issued Only as a Result of the Examiner’s Material Er-
ror During Prosecution, Thus Justifying Referral of the Petition. 

Material error during patent prosecution strongly favors granting review 

over discretionary denial.  Correcting such errors is critical, often overriding a Pa-

tent Owner’s settled expectations or factors supporting a Fintiv denial.  For settled 

expectations, see Anthony, Inc. v. ControlTec, LLC (“Anthony”), IPR2025-00559, 

Paper 12, at 2 (PTAB July 16, 2025) (strong settled expectations in patents that 

have been in force for approximately 18 and 17 years overcome by a material error 

showing, making it “an appropriate use of Office resources to review the potential 
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error.”); Freightcar America, Inc. v. National Steel Car Ltd. (“Freightcar”), 

IPR2025-01046, Paper 20, at 2-3 (PTAB Oct. 10, 2025) (petition referred to panel 

despite thirteen-year-old patent due to examiner’s failure to consider cited refer-

ence with respect to reasons for allowance); Eunsung Global Corp. v. Hydrafacial 

LLC (“Eunsung”), IPR2025-00445, Paper 14, at 2 (PTAB July 10, 2025) (petition 

referred despite an eight-year-old patent). For Fintiv, see Microsoft Corporation v. 

Partec Cluster Competence Center GMBH, IPR2025-00318, Paper 9, at 2 (PTAB 

June 12, 2025) (petition referred despite trial one month before Final Written Deci-

sion due to Examiner’s oversight of prior art); Padagis v. Neurelis, Inc., IPR2025-

00464-466, Paper 12, at 2-3 (PTAB July 16, 2025) (petition referred despite trial 

five months prior due to Examiner’s contradiction of prior Board priority date rul-

ing). See also Tesla, Inc. v. Charge Fusion Techs., LLC, IPR2025-00152, Paper 11, 

at 2 (PTAB June 12, 2025); Microsoft Corp. v. X1 Discovery, Inc., IPR2025-

00253, Paper 13, at 2 (June 25, 2025). 

As explained in Sections IV-VI, infra, Patent Owner over-estimates its set-

tled expectations and Fintiv denial is plainly inappropriate.  Even if this were not 

the case, however, referral to the merits panel would still be appropriate to allow 

the Board to correct a material error that occurred during prosecution of the ’398 

patent.  
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A. Applicant Cited and the Examiner Considered Eldering 

The Ground set forth in the Petition demonstrates the obviousness of the 

Challenged Claims based, in large part, on Eldering (EX1004).  The Examiner 

failed to apply this reference in any rejections against the claims of the ’398 patent, 

despite having considered Eldering during examination. 

The Applicant cited Eldering in an Information Disclosure Statement (IDS) 

filed with the application that led to the ’398 patent on June 23, 2011.  EX1002, 

435.  The Examiner indicated consideration of Eldering on January 3, 2013 by ini-

tialing the IDS.  EX1002, 317. 

 

Nonetheless, the Examiner went on to issue a Notice of Allowance several 
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months later, on August 20, 2013.  EX1002, 141-151.  In allowing the claims of 

the ’398 patent, the Examiner indicated that the reason for allowance is because the 

prior art: 

do not disclose nor suggest requiring that a computer recognizes an 

association between two devices, with the association being derived 

from the computer observing that two devices are connected to a com-

mon LAN and with the computer system, based on the electronic indi-

cia of the association between the first and second device identifiers, 

automatically sending an electronic transmission that causes another 

programmed hardware computer system to take an action, based on 

first electronic profile data associated with the first device identifier, 

with respect to the second device, which is indicated at the time of the 

action by the second device identifier. 

EX1002, 148-149. 

As described in the Petition, Eldering is central in the obviousness of these 

features.  As shown in FIG. 1 (below), Eldering illustrates two devices connected 

to a common LAN within a household.  EX1004, FIG. 1. 
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Eldering goes on to explain that its system is configured to develop a profile 

for the whole household that tracks “viewing characteristics” over a “compilation 

of viewing sessions.”  EX1004, [0101]-[0105].  Each of these viewing sessions 

“will be identified by some unique identification, which may include but it not lim-

ited to...Internet Protocol (IP) address,” which the Petition explains is used to cor-

relate the sessions across the household’s devices.  EX1004, [0091]; Pet., 31-34.  

Eldering’s system then uses the data collected in the household profile to serve ad-

vertisements (i.e., take an action) to the devices associated with the household.  See 

Pet., 38-43. 

Failing to recognize the teachings of Eldering as directly applicable to the 

claim limitations identified as leading to allowance of the ’398 patent’s claims con-

stitutes material error. 
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B. The Prior Challenges to the ’398 Patent Do Not Address the Ma-
terial Error, and Instead Reveal Further Material Error 

Patent Owner highlights an ex parte reexamination that “considered the pa-

tentability of claims 1–2 over three separate grounds of unpatentability, and con-

firmed the validity of the claims.”  Paper 7 (“DD”), 6.  However, in its “Statement 

of Reasons for Patentability and/or Confirmation,” the Examiner in the reexamina-

tion highlighted one of the same features identified during original prosecution as 

leading to allowance, which Eldering teaches.  See EX1021, 4-5. 

The reexamination did not consider the patentability of the claims of the 

’398 patent based on Eldering.  See generally EX1022.  And the reexamination 

only found patentability with respect to the “applied references,” not all of the 

prior art cited in the original examination or the information disclosure statements 

submitted in the reexamination.  See EX1021, 6-7.  Thus, the reexamination did 

not address the material error committed during original prosecution of the ’398 

Patent. 

Moreover, the conclusions of the Examiner in the reexamination have since 

been demonstrated to be of highly questionable merit.  Specifically, on October 14, 

2025 (over a year after the “Notice of Intent to Issue Ex Parte Reexamination Cer-

tificate” was filed by the Examiner in the reexamination of the ’398 Patent), the 

Board issued a final written decision determining that all claims of U.S. Patent No. 
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7,861,260 are unpatentable based on the same Baig reference applied in the reex-

amination of the ’398 patent.  Compare EX1023, 8 with EX1022, 5.  The ’260 pa-

tent is the parent of the ’398 patent.  EX1001, p. 1.  Moreover, the claims of the 

parent ’260 patent were similar enough to the claims of the ’398 patent that the Ex-

aminer of the ’398 patent issued an obviousness-type double patenting rejection 

with respect to the ’260 patent.  EX1002, 189.  And instead of traversing the rejec-

tion, Patent Owner filed a terminal disclaimer with respect to the ’260 patent.  

EX1002, 172.  Accordingly, the Board’s decision to hold the claims of the ’260 pa-

tent unpatentable based on Baig not only undermines the credibility of the prior 

reexamination of the ’398 patent based on the same Baig reference, it reveals fur-

ther material error in the Office’s prior consideration of the ’398 Patent.1 

 
 
1 The ’398 Patent was also the subject of several prior IPR petitions.  See Pet., 69-

70.  However, Patent Owner conspicuously does not cite to these prior challenges 

in arguing for discretionary denial.  See generally DD.  This silence stands to rea-

son, because the Board instituted IPR2022-00773 against the ’398 patent based on 

the same Baig reference at issue in the ’398 reexamination and ’290 patent IPR.  

EX1024, 5.  However, IPR2022-00773 was terminated due to settlement prior to 

the Board adjudicating the patentability of the ’398 patent claims.  The remaining 
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C. The Material Error During Prosecution of the ’398 Patent War-
rants Referral 

These significant errors—failing to consider a key prior art reference of 

which the Examiner was aware and failing to properly consider prior art in a reex-

amination—strongly weigh against discretionary denial and independently justify 

referring the Petition to the merits panel.  Indeed, the Director has referred peti-

tions to the merits panel under similar and even less compelling circumstances.  

For example, in Freightcar, the Director referred the petition despite the pa-

tent having been in force for over thirteen years.  Freightcar, 1.  In referring the 

petition, the Director explained that “Petitioner persuasively demonstrates that the 

patent examiner overlooked certain teachings of [a reference cited in an IDS] that 

appear to disclose the allowable features of the claims.”  Freightcar, 2-3.  The ex-

act same material error exists here.  Further, in Eunsung, the challenged patent, 

which had been in force for 8 years, was referred to the merits panel because the 

Examiner overlooked certain teachings in a prior art reference that disclosed the al-

lowable features of the challenged claims.  Eunsung, 2.  By overlooking the teach-

 
 
IPRs were all denied institution on procedural issues inapplicable here, not on the 

merits. 
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ings of Eldering, the Office committed a similar material error “and it is an appro-

priate use of Office resources to review the potential error.”  Freightcar, 3.  

III. BOARD REVIEW WOULD STREAMLINE COMPLEX ISSUES IN 
THE CO-PENDING DISTRICT COURT LITIGATION. 

AlmondNet’s assertion of a “large number and vast scope of [] patents” di-

rected toward “a diverse range of subject matter” in the parallel district court pro-

ceeding is the precise situation for which “the Board is better suited to review” is-

sues of validity. Tesla, Inc. v. Intellectual Ventures II LLC, IPR2025-00217, Paper 

9, at 2-3 (Jun. 13, 2025).  The ’398 patent is one of four patents originally asserted 

in the district court litigation, and the other three patents are in unrelated families 

and cover subject matter distinct from the ’398 patent. EX1022, 1.   

For example, the ’398 patent is related to causing an action to be performed 

on a second electronic device (e.g., displaying an advertisement) in response to 

recognizing that a second electronic device is connected to the same local area net-

work as a first electronic device.  EX1001, 24:49-54.  However, the ’445 patent is 

related to delivering an advertisement to a visitor device as a result of comparing 

(1) a visitor profile linked to a visitor device by a tag and (2) stored requests from 

media property entities. EX1026, 15:3-14.  The ’146 patent is related to displaying 

an advertisement to an electronic visitor on a second media property based on a 

profile attribute correlated with the advertisement being received after the elec-
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tronic visitor visits a first media property. EX1027, 12:64-13:5.  And the ’904 pa-

tent is related to receiving a URL-redirected partial profile for use with delivering 

third-party advertisements.  EX1028, 16:61-17:5.  

Although all are related to electronic advertising, these patents focus on a 

broad array of complex and disparate subject matter within electronic advertising.  

Such diverse technology in the district court litigation favors institution, as institu-

tion here would help narrow the issues in the co-pending litigation, ultimately con-

serving resources of the parties, the judiciary, and the Board. 

IV. PATENT OWNER OVERESTIMATES ITS SETTLED EXPECTA-
TIONS REGARDING THE ’398 PATENT. 

Patent Owner’s claim of settled expectations for the ’398 patent is under-

mined by a history of developments affecting its scope and validity. First, the par-

ent ’260 patent, with similar claims, had all challenged claims found unpatentable.  

EX1023.  Second, the ’398 patent’s flawed examination process, resulting in mate-

rial error, outweighs settled expectations. See Anthony, IPR2025-00559, Paper 12, 

at 2; supra Section II. Thus, discretionary denial is unwarranted despite the pa-

tent’s age. 

V. NEITHER THE PETITION’S EXPERT TESTIMONY NOR ITS RE-
LIANCE ON OBVIOUSNESS GROUNDS FAVORS DISCRETION-
ARY DENIAL. 

Patent Owner argues that the Petition’s extensive expert testimony favors 

discretionary denial, as district courts better assess witness credibility.  DD, 6.  
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However, Patent Owner states that the expert merely “explain[s] the relevance of 

the prior art,” and Patent Owner does not even assert that the Petition relies on ex-

pert testimony to fill gaps in prior art for one simple reason: no such gaps exist.  Id.  

Further, the declaration complies with the Consolidated Trial Practice Guide 

(TPG), establishing the level of skill in the art, explaining prior art teachings, and 

providing reasons to combine references without substituting for prior art disclo-

sures.  iRhythm Techs., Inc. v. Welch Allyn, Inc., IPR2025-00377, Paper 10, at 2 

(PTAB June 6, 2025); TPG 34-36; VLI-1003, generally.  Thus, the expert testi-

mony does not support denial. 

Patent Owner’s claims that the Petition’s relies on obviousness (§ 103) ra-

ther than anticipation (§ 102) is equally weak and unavailing.  DD, 12-13.  The 

statutory basis does not determine the challenge’s merits, which depend on the 

strength of facts and law.  Patent Owner identifies no evidentiary or legal flaws in 

the Petition’s prior art or arguments.  Thus, the use of obviousness does not favor 

discretionary denial.  

VI. THE FINTIV FACTORS DO NOT FAVOR DISCRETIONARY DE-
NIAL. 

Every Fintiv factor is either neutral or weighs against discretionary denial. 

Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 (PTAB Mar. 20, 2020) (prece-

dential). 
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A. Factors 1 and 5: No Stay Has Been Requested, and the Same Par-
ties Are in the Co-Pending Litigation. 

Factors 1 and 5 are neutral.  No litigation stay has been requested in the 

LiveIntent trial.  Further, the parties in the co-pending litigation and this IPR are 

the same. 

B. Factors 2-3: The Court’s Trial Date Would Occur Well After the 
Final Written Issue Is Issued, and Limited Resources Would Have 
Been Expended by Institution. 

Factors 2 and 3 favor referral and, at worst, are neutral.  The LiveIntent trial 

is scheduled for October 4, 2027.  EX1029, 5.  The Final Written Decision in this 

IPR is expected in late January, 2027—well before the scheduled trial date.  In-

deed, Patent Owner and Petitioner have not exchanged infringement or invalidity 

contentions, proposed terms for claim constructions, or scheduled depositions.  

Claim construction briefs are due September 25, 2026, fact discovery is not ex-

pected to be completed until August 28, 2026, and opening expert reports are not 

due until January 15, 2027.  EX1029, 5. 

C. Factor 4: There Is No Overlap Between the Issues in the Petition 
and the District Court Proceeding. 

Factor 4 strongly favors institution.  In Patent Owner’s view, Petitioner’s 

broader-than-Sotera stipulation is insufficiently broad because it permits Petitioner 

to raise an invalidity ground based on system prior art in combination with prior art 

that reasonably could have been raised in this IPR proceeding.  DD, 9-11.  But the 

breadth of Petitioner’s stipulation is identical to the breadth of stipulations in other 
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proceedings where the Director determined the stipulations weighed against discre-

tionary denial.  See Tesla, Inc. v. Intellectual Ventures II LLC, IPR2025-00217, Pa-

per 9, at 2 (PTAB June 13, 2025); Tesla, IPR2025-00217, Paper 8, at 10-11 (PTAB 

May 27, 2025) (stipulation having same breadth as Petitioner’s stipulation); Tesla, 

Inc. v. Intellectual Ventures II LLC, IPR2025-00341, Paper 12, at 2 (PTAB 

June 13, 2025); Tesla, Inc. v. Intellectual Ventures II LLC, IPR2025-00341, Pa-

per 10, at 10-11 (PTAB May 27, 2025) (stipulation having same breadth as Peti-

tioner’s stipulation).  Patent Owner’s observation that the stipulation could be even 

broader does not alter the conclusion that Petitioner’s stipulation weighs against 

discretionary denial.  

Patent Owner claims Petitioner’s broader-than-Sotera stipulation allows sub-

sequent ex parte reexamination requests, potentially causing inefficiencies.  DD, 

11.  However, this is irrelevant to inefficiencies with respect to co-pending district 

court litigation and speculative, as no such reexamination exists.  Statutory and ad-

ministrative mechanisms mitigate inefficiencies: estoppel under 35 U.S.C. § 

315(e)(1) prevents Petitioner from raising IPR grounds in later reexaminations; the 

Director can manage concurrent proceedings under 35 U.S.C. § 314(d); and the pa-

tent Office can deny abusive reexamination requests under 35 U.S.C. § 325(d).  In 

re Vivint, Inc., 14 F.4th 1342, 1354 (Fed. Cir. 2021).  Thus, an even broader stipu-

lation is unnecessary. 
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D. Factor 6: Other Circumstances Weigh in Favor of Referral. 

Factor 6 strongly favors referral. As discussed above, contrary to Patent 

Owner’s assertion, the Petition’s reliance on obviousness grounds has no bearing 

on the merits of unpatentability.  DD, 12-13; see supra Section V.  The Petition’s 

merits are strong at least because it offers compelling evidence as to why the prior 

art teaches all features of the Challenged Claims of the ’398 patent.  See supra Sec-

tion II.  And the other factors raised in Patent Owner’s briefing—including settled 

expectations and expert testimony—do not favor discretionary denial, as discussed 

above.  See supra Section IV.  In fact, other factors, such as material error and liti-

gation complexity, favor referral. See supra Sections II-III. 

VII. CONCLUSION 

For these reasons, a holistic evaluation of the record strongly weighs against 

discretionary denial.  Petitioner therefore respectfully requests that this case pro-

ceed to an institution determination on the merits. 
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