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As discussed in the Discretion Opposition (IPR2025-01275 (“DD Opp.”), 

Paper 10), discretionary denial is not appropriate in this case. Rather than addressing 

any new developments which support such denial, PO’s Discretion Reply shows the 

lengths to which PO will go to avoid a decision on the merits. The Director should 

institute this IPR. 

I. FWD Is Likely To Precede The District Court Trial Date. 

The district court has not yet set a trial date. EX-1052. This alone, or when 

considered together with relevant time-to-trial statistics, shows an FWD will almost 

certainly occur well before a district court trial. Id.; DD Opp., 3-4. Nothing has 

changed affecting this analysis.  

Both the parties’ proposed schedule (EX-2006) and the district court’s entered 

one (EX-1052) set Markman briefing to be complete by January 9, 2026, do not set 

a date certain for a Markman order, tie deadlines through case dispositive motions 

to the date that order issues, and do not set a trial date or provide a way to calculate 

one. Put simply, PO cannot predict a trial date based on the now-set Markman 

hearing date more accurately than time-to-trial statistics.   

PO’s concocted trial date (26 months after complaint filing) is based on two 

unfounded assumptions: (1) Judge Wolson “typically issues Markman orders about 

one month after the hearing” (DD Reply, 2 n.1), and (2) he sets a trial date within 
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three months of dispositive/Daubert briefing (id., 2). None of the cases PO cites for 

these assumptions supports a trial in just over two years.  

First, PO cites three cases to support its one-month-to-Markman-order 

assumption but conveniently ignores their specific facts. See EX-1065, 1066, 1067.  

For all three cases, PO fails to note the Markman hearing was delayed by months or 

in one case over a year from when it was originally scheduled. EX-1065, D.I. 34 

(originally setting Markman hearing for April 25, 2024), D.I. 138 (rescheduling it to 

June 21, 2024); EX-1066,1 D.I. 24 (originally setting Markman hearing for April 25, 

2024), D.I. 25 (rescheduling it to June 4, 2024), D.I. 72 (further rescheduling it to 

June 21, 2024); EX-1067, D.I. 39 (originally setting Markman hearing for January 

24, 2023), D.I. 67 (rescheduling it to February 6, 2024). Thus, at best, PO’s cherry-

picked cases support the Markman hearing will occur at least 2 months after it is 

currently scheduled, or April 5, 2026, delaying PO’s speculative trial date to March 

2027, after the expected FWD (no later than Jan. 21, 2027).   

Second, PO cites a single case to support its three-months-from-dispositive-

briefing-to-trial assumption. DD Reply 2 (citing DD Req. 16). PO, however, neglects 

to mention that in that case, trial began over four years after the complaint was filed. 

 
1 This case is related to the first, and the district court severed counterclaims from 

the first into a new case. D.I. 1.   
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EX-1068, D.I. 1, D.I. 353. And in the only docket entry PO cites (DD Req. 16 (citing 

D.I. 284)), the district court vacated the prior schedule and delayed trial by four 

months. EX1069. Indeed, in that case, time from completion of dispositive motion 

briefing to start of trial was two years, not three months. EX-1068, D.I. 223-24 (reply 

dispositive motion briefs filed Feb. 4, 2020), D.I. 353 (trial began April 5, 2022). 

Thus, that case does not support that the co-pending litigation will make it to trial in 

26 months from filing, as PO alleges here. 

In sum, PO relies on a cascade of assumptions not supported by the cases it 

cites to manufacture a trial date near the FWD deadline. This speculation should be 

rejected.  

II. Petitioner Expected to Be Able to Challenge the ’797 Patent and PO Has 
Not Developed Settled Expectations Otherwise 

The ’797 Patent issued on November 1, 2022. PO continues to claim settled 

expectations for such a newly-issued patent, but the emails PO cites in its Discretion 

Reply are more of the same that Petitioner already addressed in the Opposition. The 

two cited exhibits (EX-2019, 2020) relate to solicitations by Inflexion Point Strategy 

(“IPS”), a broker representing the company from whom PO acquired patent rights, 

XMG Studio, Inc. (“XMG”), in attempts to sell XMG’s patent portfolio in late 

2018/early 2019. But PO has no answer to the fact that the relevant part of that 

portfolio (the ’406 App.) was abandoned during the entire time that IPS was 

soliciting Niantic. DD Opp. 9-12. Petitioner had no reason to monitor an abandoned 
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application to see if it would later be revived or result in issued patents.2 PO’s 

strident statements about its settled expectations do not withstand scrutiny, and they 

should be rejected. 

III. The USPTO’s Proposed Rules Are Not in Effect and Are Not a Basis to 
Deny Institution. 

In a last-ditch effort to argue for discretionary denial, PO points to the October 

17, 2025 Notice of Proposed Rulemaking that would require a stipulation broader 

than the statutory estoppel prior to institution. DD Reply 4-5 (citing EX-2021). But 

these proposed rules are not in effect and may be modified based on comments 

received or may never be promulgated at all. PO recognizes this, but states “the 

proposed rule reflects current USPTO policy.” Id., 5 (emphasis in original). Not so. 

Sotera Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12, at 18-19 (Dec. 1, 

2020) remains precedential as to §II.A. That decision found a “broad” stipulation of 

the same scope as Petitioner provided here (EX-1050) “mitigates any concerns of 

duplicative efforts between the district court and the Board, as well as concerns of 

 
2 And as noted in the Opposition, this was not a threat of infringement or a licensing 

demand—it was an offer to sell a portfolio, after which apparently ImagineAR 

acquired said portfolio. Petitioner would have had no reason to bring an invalidity 

challenge against patents an entity merely offered to sell. DD Opp. 11. 
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potentially conflicting decisions” and weighed that stipulation strongly against 

discretionary denial. Sotera, IPR2020-01019, Paper 12, at 18-19. 

PO’s argument invites the Director to engage in shenanigans by applying 

proposed rules retroactively to this IPR, contrary to the Office’s own binding 

precedent and prior to the Office even completing the notice-and-comment 

rulemaking process. The Director should decline to do so.  

IV. CONCLUSION 

All relevant considerations here weigh against discretionary denial of 

institution in this IPR. Notably, there is no trial date in the district court litigation; 

statistics show such a trial will occur well after FWD; and PO has no settled 

expectations as to the Challenged Patent which issued approximately two years 

before this IPR was filed. This IPR should be instituted. 
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