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I. INTRODUCTION

Petitioners’ claim constructions in the parallel Texas Case do not impact this
[PR. Regarding potentially indefinite terms, the Petition explains how “the prior art
discloses and renders obvious the indisputable scope of” those terms consistent with
Tesla, Inc. v. Intell. Ventures Il LLC, IPR2025-00340, Pap. 18, at 3-4 (Director Nov.
5, 2025). Regardless, Petitioners withdrew all indefiniteness positions in the Texas
Case before PO’s Preliminary Response (“POPR”) was due—eliminating any
alleged inconsistencies and complying with Revvo Techs., Inc. v. Cerebrum Sensor
Techs., Inc., IPR2025-00632, Pap. 20, at 3-5 (Director Nov. 3, 2025). And even if
there could be any inconsistency, Petitioners’ stipulation to not raise any
indefiniteness issue upon institution further moots this issue. Similarly, for the two
additional terms identified by PO, the Board already found that “beam™ does not
need to be construed in a prior IPR concerning this patent, and Petitioners’
construction of “filter” (dependent cls. 11, 18) is consistent with the Petition. The
Petition thus complies with 37 C.F.R. § 42.104(b)(3), Tesla, and Revvo.

I1. PROCEDURAL BACKGROUND

On July 18, 2025, Petitioners, except for OnePlus Technology (Shenzhen) Co.,
Ltd. who had not appeared in the case yet, served Supplemental Invalidity and
Subject Matter Eligibility Contentions in the Texas Case. Ex. 1023. The Contentions

identified certain ’533 claim terms as potentially indefinite. Id., 230-231.

-1-
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Recognizing the position in the Texas Case, the Petition explains that, “[r]egardless
of the outer bounds of these limitations, the prior art discloses and renders obvious
the indisputable scope of these limitations.” Paper 1 (“Pet.”), 16, n.4; 33, n.8; 37,
n.10; 58, n.15; 59, n.16. Likewise, Petitioners’ expert, Dr. Brian Anthony, provided
detailed testimony showing that, regardless of the interpretation, the prior art meets
these limitations. Ex. 1003, 4468-69, 117-118, 132-133, 189-190.

On October 10, 2025, as part of the Texas Case, Petitioners served their
Proposed Terms and Claim Elements for Construction pursuant to Eastern District
of Texas Patent Rule (“P.R.”) 4-1, which requires all “claim terms, phrases, or
clauses which [Defendants] contend[] should be construed or found indefinite by the

Court” to be included. See https://txed.uscourts.gov/?g=patent-rules. The P.R. 4-1

disclosure identified no indefinite terms for the *533, as confirmed by Petitioners’
P.R. 4-2 claim construction exchange on October 31, 2025. Ex. 2034.

On November 7, 2025, PO filed its POPR arguing that Petitioners took
inconsistent positions on (i) indefiniteness and (i1) the proposed constructions for the
terms “beam” (cl. 12)! and “one or more filters” (cls. 11 & 18). Paper 12 (“POPR”),

10-12. Petitioners sought to correct PO’s misrepresentation of the record, which

I “Beam” is also recited in previously-Cancelled Independent Claims 5 and 13 upon

which the Challenged Claims depend. Pet., 31-36.

-
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resulted in the Board’s December 9, 2025 authorization of this briefing. Ex. 1118.

I11. PETITIONERS’ POSITIONS HAVE BEEN CONSISTENT

Petitioners’ positions in this IPR and the Texas Case have been consistent. For
the terms identified as potentially indefinite in the Texas Case, the Petition,
supported by Dr. Anthony’s detailed declaration, makes clear that the asserted art
satisfies those terms regardless of the terms’ outer bounds. Pet., 16, n.4; 33, n.8; 37,
n.10; 58, n.15; 59, n.16. (citing Ex. 1003, 968-69, 117-118, 132-133, 189-190). In
contrast, the Tesla petitioner argued that a term was indefinite in the district court,
while proposing plain and ordinary meaning in its petition without addressing the
inconsistent positions. 7Tesla, IPR2025-00340, Pap. 18 at 3-4. Here, consistent with
the Director’s guidance, Petitioners showed that, “notwithstanding the alleged
indefiniteness of the claim term, an ordinarily skilled artisan would understand that
the asserted art satisfies the claim limitation (such as if the limitation prescribed a
range and only the outer bounds of the range were unclear).” Id.

Even if the Petition’s explanation were insufficient (it is not), Petitioners did
not identify any *533 term as indefinite in their P.R. 4-1 and 4-2 exchanges, thereby
withdrawing all indefiniteness positions before the POPR was due in this IPR. See
§II (discussing E.D. Tex. Local Patent Rules 4-1 and 4-2); Ex. 2034. No
indefiniteness dispute thus remains. PO’s assertion that Petitioners have maintained

these disputes is incorrect. EDTX courts recognize that “the Local . . . Rules prevent”

3-
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“reassert[ing]” indefiniteness defenses after “drop[ping]” them. Stratasys, Inc. v.
Shenzhen Tuozhu Tech. Co., No. 2:24-CV-00644, 2025 WL 3164626, at *2 (E.D.
Tex. Nov. 12, 2025) (denying leave to re-assert a withdrawn indefiniteness position).

Nonetheless, at PO’s request, Petitioners stipulate that Petitioners will not
raise any indefiniteness arguments in the Texas Case as to any claims subject to an
instituted IPR in this proceeding. See Ex. 1118. There was and is no inconsistency
in Petitioners’ indefiniteness positions, and there will be none.

PO’s complaints regarding the “beam” (cl. 12) and “filter” (cls. 11 and 18)
limitations likewise mischaracterize the facts. See POPR, 12. In a prior IPR directed
toward this patent, the Board was already presented with the Eastern District of
Texas’s prior construction of “beam,” which Petitioners have again proposed in the
Texas Case. Ex. 1018, at 7-9. The Board declined to construe the term in that case—
finding the claims unpatentable regardless. Ex. 1008 at 9-11; see also Pet., 17-18.
The Petition presents the same prior construction of “beam,” and explains that “the
prior art discloses and renders obvious th[e] term[] . . . under th[e] prior
construction[].” Pet., 16-18. For example, the Petition explains that Lisogurski
discloses “LEDs that emit and direct light toward[s] a subject’s tissue,” consistent
with Petitioners’ proposed construction of “photons or light transmitted to a
particular location in space.” Pet. 42-43 (relying on ’533-FWD) (color-coding

added).
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Likewise, Petitioners’ construction of “filter” in the Texas Case (“‘one or more
physical components or coatings configured in the device to selectively pass light of
a particular wavelength or range(s) of wavelengths”) is consistent with the plain and
ordinary meaning of the term, as proposed in the Petition. Ex. 2034 at Ex. A; Pet.,
16-18; see also Ex. 1019 (prior EDTX claim construction regarding patents related
to ’533), at 20-22 (noting that the “customary meaning of filter” is “[a] device which

99 ¢¢

transmits a selected range or energy” “to suppress unwanted frequencies or noise”)
(color-coding added). Indeed, the Petition’s discussion of the “filter” limitation
(dependent cls. 11 and 18) shows the prior art meets this limitation even under
Petitioners’ proposed construction. Pet., 58-61 (relying on Carlson’s disclosure of a
physical “optical wavelength filter or double pass filter” that “guarantee[s] that only
light in [certain] range ... is transmitted through the filter”) (color-coding added).
Thus, regardless of the “outer bounds” of the scope of the term, the limitation is met
as the Petition consistently provides. Pet., 16-17. The limitation also does not need
to be construed if there is no dispute that the prior art meets it. Nidec Motor Corp. v.
Zhongshan Broad Ocean Motor Co. Ltd., 868 F.3d 1013, 1017 (Fed. Cir. 2017). And

consistent with Revvo, Petitioners demonstrate alignment across forums.

IV. CONCLUSION

Petitioners’ claim constructions are consistent between the IPR and the Texas

Case, and comply with Tes/la and Revvo. This IPR should be instituted.
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