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I. INTRODUCTION

Samsung submits that discretionary denial is not warranted in this proceeding
involving the *429 Patent and instead, interests of justice, efficiency, and promoting
a strong patent system counsel in favor of an adjudication on the merits.

Samsung is a technology leader with significant and sustained economic ac-
tivity in the United States, including billions of dollars in new and ongoing invest-
ment in this country. See §II1.B.6; SAMSUNG-1083, -1084, -1085. In contrast,
Headwater is a patent assertion entity that has launched an aggressive litigation cam-
paign over the last two-to-three years, that has the potential to disrupt Samsung’s
significant business and economic activity in the United States. As part of its litiga-
tion campaign, Headwater has sequentially filed five lawsuits and asserted 21 patents
against Samsung. The 429 Patent is among those 21 asserted patents. SAMSUNG-
1086, 2-4.2

Samsung diligently prepared and filed a petition requesting IPR of all claims
of the 429 patent months ahead of the statutory one-year deadline—thereby seeking

an efficient resolution at the PTAB of these claims, which should have never issued

2 This case and patent count does not include Headwater Research LLC v. Sam-
sung Electronics Co., Ltd. et al., 2-22-cv-00467 (included in SAMSUNG-1076),

which was dismissed shortly after filing.
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in the first instance. Headwater argues that the District Court in the Eastern District
of Texas—where the litigation involving the *429 Patent is pending—is best suited
to resolve the patentability of this patent’s claims. This, however, ignores the Dis-
trict Court’s Order, confirming that the Court will not address the patentability of a
majority of the claims (i.e., at least 7 of the 12 claims of the patent will not be ad-
dressed by the District Court). See SAMSUNG-1011, 3; EX-2002, 3. What’s more,
the *429 Patent’s claims underwent little or no scrutiny during prosecution, emerging
therefrom without a single prior art rejection. See generally SAMSUNG-1002.
Therefore, interests of efficiency and promoting a strong patent system are best
served by maintaining this proceeding at the PTAB so that the patentability of all
claims of the *429 Patent can be properly addressed.

Moreover, the merits of the Petition are particularly strong and underpinned
by competent expert testimony that is heavily corroborated by a large number of
patents and printed publications. Headwater only presents a single feeble argument,
asserting that two subsystems in the presented combination are not “separately se-
cure” as recited in the claims. DB, 17. This argument is expressly refuted by the
teachings of the presented references, which confirm that the two “protected” sub-
systems at issue are not only “separate” but also include separate security modules
and provide separate security (e.g., encryption) mechanisms—thus, rendering these

subsystems as “separately secure,” as required by claim 1. Headwater also ignores
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embodiments of the *429 Patent that similarly disclose that the subsystems-at-issue
have separate security (e.g., encryption) mechanisms. Thus, the grounds presented
in the Petition are aligned and consistent with the embodiments of the *429 Patent
(as described further in §11.B.3 infra).

And, finally, to extinguish any concerns of potential overlap between this IPR
proceeding and the co-pending litigation, Samsung has submitted an updated stipu-
lation that is far more sweeping than a Sotera stipulation and further estops Samsung
(in the event institution is granted) from “relying on combinations of the prior art
asserted in this proceeding with unpublished system prior art (or any other type of
prior art).” SAMSUNG-1071; see Motorola Solutions, Inc. v. Stellar, LLC,
IPR2024-01205, 1PR2024-01206, IPR2024-01207 & IPR2024-01208, Paper 19
(PTAB Mar. 28, 2025)).

Thus, under the facts of this case and given the present record, Samsung re-
spectfully requests that the Director decline to exercise discretion to deny institution
so that this IPR can proceed to a determination on the merits.

II. THE PETITION SHOULD NOT BE DENIED ON DISCRETIONARY
GROUNDS

Headwater seeks to shield the ’429 Patent from an adjudication on the merits
by requesting discretionary denial of this IPR proceeding. Headwater purports that
an assessment of the Fintiv factors and three additional considerations recited in Di-

rector Stewart’s Memorandum of March 26, 2025 counsels in favor of discretionary
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denial.>* SAMSUNG-1072; Discretion Briefing (DB), 15-17. Contrary to Headwa-
ter’s contentions, and as explained below, a holistic evaluation of the Fintiv factors
and the additional considerations in the Stewart Memorandum confirm that discre-
tionary denial of the petition is not warranted.

A. Discretionary Denial is Not Warranted Under §314(a)

As explained below, discretionary denial is not warranted in this case because
each of the Fintiv factors is either neutral or weighs against discretionary denial. See
Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 5-6 (PTAB Mar. 20, 2020)
(precedential) (“Fintiv I).

1. Factor 1: No Stay Has Been Requested

Fintiv Factor 1 looks to “whether the court granted a stay or evidence exists
that one may be granted if a proceeding is instituted.” This factor is neutral given
that no litigation stay has been requested and no objective evidence exists regarding
whether a stay in the litigation will be granted.

As a starting point, neither party has requested a stay of the litigation. Head-

water does not dispute this. See DB, 3-6.

3 Headwater does not address any considerations under General Plastic or Advanced
Bionics. See generally DB. Samsung in turn does not address these considerations

in this paper but reserves the right to do so if Headwater later raises these issues.
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Moreover, there is no objective evidence indicating whether a stay will be
granted here if the IPR is instituted. Headwater’s assertion to the contrary is prem-
ised on a misguided reliance on cases from the Eastern District of Texas where a
motion to stay is filed in the co-pending litigation prior to institution in the IPR.
However, the critical inquiry under this factor is whether “evidence exists” that a
stay will be “granted if a proceeding is instituted.” Indeed, none of Headwater’s
cited cases categorically rule out stay motions being granted upon IPR institution in
the Eastern District of Texas. See Luminati Networks Ltd. v. Teso LT, UAB, No.
2:19-CV-00395-JRG, 2020 WL 6803255, at *1 (E.D. Tex. Oct. 30, 2020); Trover
Grp., Inc. v. Dedicated Micros USA, No. 2:13-CV1047-WCB, 2015 WL 1069179,
at *6 (E.D. Tex. Mar. 11, 2015) (Bryson, l.); Viavi Sols. Inc. v. Zhejiang Crystal-
Optech Co., No. 2:21-CV-00378-JRG, 2022 WL 16856099, at *5 (E.D. Tex. Nov.
10, 2022).

Headwater’s brief also wades into impermissible speculation on how “likely”
it is for the District Court to grant a stay of the co-pending litigation. DB, 4-6. Mo-
tions to stay invoke fact- and case-specific considerations, and it would be highly
prejudicial to Samsung for adverse inferences to be drawn from rulings on stay mo-
tions in different and unrelated cases. Indeed, for these reasons, the Board has re-
peatedly refused to “attempt to predict” how a District Court will rule on such stay

motions. See, e.g., Hulu, LLCv. SITO Mobile R&D IP, LLC,IPR2021-00298, Paper
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11 at 10-11 (May 19, 2021) (because “neither party has produced evidence that a
stay has been requested[,]” “[w]e decline to infer, based on actions taken in a differ-
ent case with different facts, how the District Court would rule should a stay be
requested by the parties in the parallel case here.”) (partially quoting Fintiv); Sand
Revolution II, LLC v. Continental Intermodal Group-Trucking LLC, IPR2019-
01393, Paper 24 at 7 (June 16, 2020) (informative).

2. Factor 2: The Court’s Trial Date is Speculative and the Trial

will Not Address Patentability of a Majority of Claims Chal-
lenged in Samsung’s Diligently Filed Petition

Fintiv Factor 2 looks to “proximity of the court’s trial date to the Board’s
projected statutory deadline for a final written decision” as part of a holistic evalua-
tion of fairness and efficiency, which includes considering which forum will assess
the patentability of the challenged claims. See Fintiv I, at 5-6; see also Apple Inc. v.
Fintiv, Inc., IPR2020-00019, Paper 15 at 7-17 (PTAB May 13, 2020) (informative)
(“Fintiv IT”) (explaining that, in evaluating the Fintiv factors, the Board “takes a
holistic view of whether efficiency and integrity of the system are best served by
denying or instituting review”); Illumina, Inc. v. Natera, Inc., IPR2019-01201, Paper
19 at 6 (PTAB Dec. 18, 2019) (“We have considered the positions of the parties and
find that, on this record, considerations of efficiency, fairness, and the merits of the
grounds in the Petition do not weigh in favor of denying the Petition.”). This factor

weighs against discretionary denial or at worst, is neutral.
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As a starting point, trial dates routinely change, as Headwater concedes. DB,
6. Further, such trial date changes are common in the Eastern District of Texas.
Indeed, in two prior Headwater suits filed against Samsung, the actual trial occurred
3-5 months after the originally-scheduled trial date. SAMSUNG-1078; SAM-
SUNG-1079; SAMSUNG-1080; SAMSUNG-1081. Unsurprisingly, even the Of-
fice has previously recognized that “scheduled trial dates are unreliable and often
change.” SAMSUNG-1009, 8. Thus, while the District Court trial is currently
scheduled (February 9, 2026) to occur a little over five months before the Final Writ-
ten Decision will issue (July 29, 2026), that time difference is likely to be reduced,
or perhaps eliminated entirely.

Moreover, contrary to Headwater’s assertion (DB, 7), Samsung was diligent
in filing its petition challenging all twelve claims of this patent about two-and-a-half
months before the statutory one-year deadline.

Headwater also argues, incorrectly, that the earlier district trial date (even
assuming arguendo that date does not change) means “the question of patentability
will already be resolved by the District Court” prior to the Final Written Decision.
DB, 6-7. Not true. The District Court will not resolve the patentability of a majority
of the claims of the ’429 patent. Indeed, as Headwater is aware, the District Court
has limited Headwater to only assert five claims. In other words, while Headwater

initially asserted all claims against Samsung, the District Court’s trial will at most
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only address the validity of the selected (e.g., five or fewer) claims.

Secondary Election of Asserted Claims

July 15, 2025 N/A Plamtiff shall serve a Secondary Election of
Asserted Claims, identifying no more than 5
claims per asserted patent.

SAMSUNG-1011, 3; EX-2002, 3. What’s more, the above-referenced order also
does not foreclose Headwater from asserting the other claims in a future litigation
against Samsung (at which time, Samsung will no longer have the ability to file an
IPR). Thus, efficiency dictates a resolution of the patentability as to all claims,
which is possible at the PTAB but not in the co-pending litigation.

In summary, Fintiv factor 2 weighs against discretionary denial because the
District Court’s trial date is speculative and because the District Court will not
address the patentability of a majority of the 429 Patent’s claims, which Samsung
challenged in the petition that it diligently filed months ahead of the one-year
statutory deadline.

3. Factor 3: Limited Resources Would Have Been Expended by
the Time of the Decision on Institution

Fintiv factor 3—which considers the “amount and type of work already com-
pleted in the parallel litigation by the court and the parties at the time of the institu-
tion decision”—also favors institution.

As of the petition’s filing, the parties had only exchanged infringement and

invalidity contentions. And, as of the filing of this paper, the case has not advanced
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much since the filing of the petition, e.g., no depositions have been scheduled or
have occurred. Moreover, Headwater’s assertions of the “significant resources” that
would be invested in the District Court as of the Decision on Institution are mislead-
ing. See DB, 7-8. In particular, while the claim construction briefing and hearing
would have occurred shortly before the decision on institution (expected around
mid-to-late August)*, the claim construction order may not have been issued’, fact
discovery will still be ongoing for another month (September 22, 2025) during which
time most of the depositions would likely occur, expert discovery would not have
begun and would not conclude for about three more months (September 22, 2025 to
submit opening expert reports and November 3, 2025 to conclude expert discovery),
and dispositive motion briefing would not conclude for about three months (Novem-

ber 3, 2025). See SAMSUNG-1011, 3; EX-2002, 3.

4 Note that the petition was filed on January 28, 2025, and the Notice of Accord
of Filing Date was received almost a month later on February 26, 2025. The parties
have no control over when this notice is issued and it stands to reason that, had the
notice been issued earlier, some of the claim construction deadlines (e.g., the claim
construction hearing) would not occur by the time of the Decision on Institution.

5

The Court’s Order does not specify when the claim construction order will

be issued. See SAMSUNG-1011; EX-2002.
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Thus, as a practical matter, the litigation will continue to be in its early stages
by the time a Decision on Institution is entered in this matter, which further counsels
against discretionary denial.

4. Factor 4: No Overlap Between This IPR and the District Court
Proceeding

Fintiv factor 4—which considers overlap between issues raised in the petition
and in the parallel proceeding—strongly favors institution. As described above, the
grounds raised in the Petition cover a majority of the claims that will not be adjudi-
cated in the co-pending litigation, and Samsung’s updated stipulation eliminates any
potential overlap between the proceedings relating to the minority subset of the
claims that Headwater may assert at trial.

In support of its argument for this factor, Headwater first asserts that “the Pe-
tition challenges claims 1-12, covering all claims ... asserted in the District Court
litigation.” DB, 9. This statement is misleading. As explained above, the District
Court will limit Headwater to assert five claims (notwithstanding Headwater’s initial
assertion of all claims of the patent). SAMSUNG-1011, 3; EX-2002, 3.

Thus, the extent of any perceived overlap is limited to at most five of the 12
claims in the ’429 patent—and not all claims, as Headwater suggests. In other
words, at least seven of the patent’s claims will go unaddressed in the District Court,
particularly as the case advances through discovery and to trial. Therefore, Head-

water’s statement—“if the Board were to grant institution in this proceeding, it
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would be considering the same claims of the *429 patent whose validity would have
been previously tried before the District Court”™—is false. DB, 13 (emphasis added).

Additionally, to eliminate any possible perception of overlap between the
PTAB and District Court, Samsung filed an updated stipulation (SAMSUNG-1071)
stating that if the PTAB institutes review in this proceeding, Samsung will not pursue
in District Court litigation:

e the specific grounds asserted in inter partes review in this proceeding,
or any other ground that could have been reasonably raised in this pro-
ceeding (i.e., any ground that could have been raised under §§102 or
103 on the basis of prior art patents or printed publications) (see Sotera
Wireless, Inc. v. Masimo Corporation, 1IPR2020-01019, Paper 12
(PTAB Dec. 1, 2020)); and

e combinations of the prior art asserted in this proceeding with un-
published system prior art (or any other type of prior art) (see Motorola
Solutions, Inc. v. Stellar, LLC, 1PR2024-01205, 1PR2024-01206,
IPR2024-01207 & IPR2024-01208, Paper 19 (PTAB Mar. 28, 2025)).

As evidenced by the above, Samsung’s updated stipulation is far more sweep-
ing than even a Sotera stipulation and goes further to allay the concerns raised in the

Director’s Motorola decision (see id.) by additionally precluding Samsung’s reli-
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ance (upon institution) on combinations of art asserted in the proceeding with un-
published system art or any other type of prior art for that matter.®

In summary, the District Court trial will not address the majority of the 429
Patent’s claims, and in light of Samsung’s updated stipulation, institution serves “ef-
ficiency and integrity goals” by “not duplicating efforts” and “resolving materially
different patentability issues.” Apple, Inc. v. SEVEN Networks, LLC, IPR2020-
00156, Paper 10, 19 (June 15, 2020); Sand Revolution II, LLC v. Continental Inter-
modal Group-Trucking LLC, IPR2019-01393, Paper 24, 12 (June 16, 2020); Google
LLC v. Flypsi, Inc., IPR2023-00360, Paper 9, 36-39 (August 2, 2023). Therefore,
Fintiv factor 4 strongly favors institution.

5. Factor 5: The Same Parties are in the Co-Pending Litigation

Fintiv Factor 5—which considers whether the same parties are at issue in the
IPR and the co-pending litigation—is neutral for purposes of assessing whether dis-

cretionary denial is warranted.

6 Headwater also argues that Samsung’s stipulation permits a subsequent ex parte
reexamination on grounds that could have been raised in the Petition. DB, 12-13.
This argument is speculative and also incorrect because, if an IPR is instituted here
and proceeds to a Final Written Decision, Samsung would be estopped from using

the grounds used in the Petition in a subsequently-filed ex parte reexamination.
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Other than noting that the same parties are involved in the District Court liti-
gation and this proceeding, Headwater provides no analysis to support its argument
that this factor weighs in favor of discretionary denial. See DB, 13. Importantly—
and contrary to Headwater’s suggestion—Fintiv did not say that this factor favors
denial simply because the petitioner is also the defendant in a parallel proceeding.
Rather, Fintiv simply noted that “if a petitioner is unrelated,” the Board has weighed
that “fact against exercising discretion.” Fintiv I, Paper 11, 13-14. Here, the simi-
larity of parties in the PTAB and the litigation does not bear on discretionary denial;
rather, interests of justice, efficiency, and fairness are best served by adjudicating
the merits of Samsung’s PTAB challenge (as explained throughout this brief).

6. Factor 6: Headwater’s Identified “Other Circumstances” Lack
Merit and Do Not Weigh in Favor of Discretionary Denial

As explained below, Headwater’s arguments regarding “other circumstances
that impact the Board’s exercise of discretion” lack merit and also do not counsel in
favor of discretionary denial.

First, Headwater asserts that “Petitioner waited nearly an entire year to file its
Petition, all but ensuring that the validity of the 429 patent claims would be decided
in the District Court litigation months prior to any Final Written Decision in these
proceedings.” DB, 14. This assertion fails for at least two reasons: (i) the Petition
was filed just over nine months after Headwater served its complaint, not “nearly an

entire year,” as Headwater contends, and (ii) as described above, the District Court
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will not consider the patentability of a majority of the *429 Patent’s claims.

Second, Headwater contends that the Petition does not present compelling
merits of unpatentability, and premises its contention on two assertions: (i) the Pe-
tition allegedly does not present any anticipation grounds; and (ii) the Petition pur-
portedly fails to render the claims obvious “for reasons that Patent Owner will high-
light in its POPR merit-based briefing (and as illustrated by the expert declaration of
Mr. de la Iglesia—Ex. 2006).” See DB, 14. Both assertions fail.

Headwater’s first assertion ignores that obviousness has long been recognized
as a basis for unpatentability and was expressly identified by Congress as a statutory
basis for IPRs. See Graham v. John Deere Co. of Kan. City, 383 U.S. 1, 3-4 (1966)
(obviousness “was intended to codify judicial precedents embracing the principle
long ago announced by this Court in Hotchkiss v. Greenwood, 52 U.S. 248 (1850)”);
35 U.S.C. §311(b). The Board has therefore consistently instituted IPRs on obvi-
ousness grounds, and Headwater has failed to identify a single instance in which the
Board found that reliance on obviousness alone undermined the merits of a petition.

Headwater’s second assertion also fails because the sole “weakness” in the
Petition that Headwater identifies in its brief is expressly refuted by the evidence and
arguments put forth in the Petition, which are consistent and aligned with the em-
bodiments described in the *429 Patent’s specification—as further explained in §11.B

infra.

14
Omni MedSci Ex. 2013
Samsung Electronics Co. Ltd., et al., v. Omni MedSci - IPR2025-01250



Proceeding No. IPR2025-00482
Attorney Docket No: 39843-0185IP1

Third, Headwater also asserts that “‘additional conditions’ weigh in favor of
discretionary denial, including the Petition’s over-reliance on expert testimony to
gap-fill holes in the prior art, as well as the length of time the challenged claims have
been in effect.” DB, 14-15. This argument lacks merit. The cited expert testimony
is not used to “gap-fill holes in the prior art,” and tellingly, Headwater did not iden-
tify a single example of such alleged gap filling. See generally DB. Moreover, as
explained in §11.B.4 infra, Headwater disregards that the provided expert testimony
not only provides context and explanation for the Petition’s advanced grounds, but
it is also extensively supported by over forty corroboration references.

Additionally, Headwater fails to explain how or why the “length of time the
challenged claims have been in effect” favors discretionary denial. See DB, 14-15.
If anything, the facts here actually indicate the opposite. The application for the 429
patent was allowed without a single prior art rejection and the patent issued in Au-
gust 2022 (see generally SAMSUNG-1002)—which is a little less than 2.5 years
before the Petition was filed. The limited scrutiny encountered by the claims during
prosecution and the short time that the claims have been in issuance strongly counsel
in favor of a merits-based assessment to properly evaluate the quality of this patent.
See SAMSUNG-1087, 30-40, 47-48 (explaining that post grant proceedings were
designed to serve the goal of improving patent quality by enabling efficient chal-

lenges to patents that should not have been issued in the first instance). Thus, these
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considerations counsel against—rather than in favor of—discretionary denial.

In summary, a holistic evaluation of the Fintiv factors strongly counsel against
discretionary denial at least because this PTAB proceeding will allow a just and ef-
ficient resolution of the patentability of all claims of the 429 patent (unlike the Dis-
trict Court litigation), while ameliorating, if not avoiding, overlapping or duplicative
functions being performed in the co-pending litigation.

B. Additional Considerations in the Stewart Memorandum Also
Counsel Against Discretionary Denial

The Stewart Memorandum dated March 26, 2025, titled “Interim Process for
PTAB Workload Management,” identified additional considerations that may be
evaluated when addressing discretionary issues. SAMSUNG-1072. These consid-
erations include:

1. Whether the PTAB or another forum has already adjudicated the valid-
ity or patentability of the challenged patent claims;

2. Whether there have been changes in the law or new judicial precedent
issued since issuance of the claims that may affect patentability;

3. The strength of the unpatentability challenge;

4. The extent of the petition's reliance on expert testimony;

5. Settled expectations of the parties, such as the length of time the claims

have been in force;
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6. Compelling economic, public health, or national security interests; and
7. Any other considerations bearing on the Director's discretion.
Headwater’s briefing only addresses considerations numbered 2 — 4 above.
See DB, 15-17. As explained below, a proper consideration of these considerations
confirms that discretionary denial is not warranted and that is only further amplified
when considering the other considerations recited in the Stewart Memorandum that
Headwater omitted from its analysis.

1. Whether the PTAB or another forum has already adjudicated
the validity or patentability of the challenged patent claims

No other forum has already adjudicated the validity of the challenged claims.
And, as explained in §II.A supra, the District Court will not address the validity of
a majority of the 429 Patent’s claims, leaving the PTAB as the only forum to resolve
these issues.
2. Whether there have been changes in the law or new judicial

precedent issued since issuance of the claims that may affect
patentability

As explained in the Petition and as further confirmed by this brief, the strong
merits of the Petition demonstrate that the 429 Patent’s claims are unpatentable in
view of the prior art and grounds—which were not previously before the Patent
Office. There has been no change in law or judicial precedent, particularly as it re-
lates to obviousness under Section 103, that would alter a determination of un-

patentability of these claims. Headwater identifies nothing to the contrary.
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3. The strength of the unpatentability challenge

The Petition’s unpatentability grounds are based on references and invalidity
grounds that have never been presented or considered by the Office and are
particularly strong on the merits. Indeed, as explained below, the sole “weakness”
that Headwater purports to identify within the Petition is premised on an erroneous
technical argument that is refuted by the record evidence submitted with the Petition,
which is also aligned and consistent with embodiments described in the 429 Patent’s
specification.

Headwater asserts that the Schmidt-De Beer (Schmidt-DB) ground presented
in the Petition fails to satisfy the claim 1 limitation reciting that the “secure execution
environment” is “separately secure from the secure modem subsystem.” DB, 17.
Headwater argues that “Dr. McDaniel presents only conclusory testimony” and “Dr.
McDaniel sets forth no plausible theory regarding how those components could ac-
tually be separately secure as the claims require.” Id. Headwater’s expert, Mr. de
la Iglesia, further contends that “the claim does not merely require that the two sys-
tems be ‘separate’ and ‘secure,” but instead requires that they be separately secure
such that the security of one is separate from the security of the other.” SAMSUNG-
2006, 9933-34. As explained below, these assertions and conclusions are refuted by
the express teachings of Schmidt, as leveraged in the presented Schmidt-DeBeer

ground.
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As background, Schmidt describes a Mobile Trusted Platform (MTP) that in-
cludes three trusted subsystems (TSSs) that operate on behalf of the device manu-
facturer (TSS-DM), the network service provider (TSS-MNO), and the device-
owner/user (TSS-DO). SAMSUNG-1005, [0028]; *429 Petition (“Petition”),
§SIILA.1.a, II.A.1.c, III.A.1.d, ITII.A.4.[1.4]; SAMSUNG-1003, 9987, 91-94, 233.
Schmidt describes these as “three separate trusted sub systems” and “multiple pro-
tected, separate execution environments,” as depicted below. SAMSUNG-1005,

[0028], [0030]; Petition, §IIT.A.3.c; SAMSUNG-1003, 9233.
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SAMSUNG-1005, FIG. 2 (annotated);’” Petition, SIII.A.1.

7 Although Schmidt’s FIG. 2 lists “TM-SIGMA (TM-DM) #2” in the TSS-MNO
subsystem, that is a typographical error and should instead read “TM-SIGMA
(TM-MNO) #2” as shown in FIG. 3 (reproduced below). This is further confirmed
by Schmidt’s teaching that “[a] trusted subsystem TSS-sigma is configured as a

logical unit comprising the trusted execution environment (TE-sigma) and the non-
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SAMSUNG-1005, FIG. 3; Petition, SIII.A.1.
As depicted above and further illustrated below, each of these separate trusted
subsystems (TSSs) (which Schmidt also refers to as “trusted engines”) includes

trusted resources and a “trusted execution environment (TE-sigma)” and “security

exchangeable security module (trusted module, TM) or the entity of the security
module (TM-sigma) associated with the remote owner (RO) or stakeholder
(sigma).” SAMSUNG-1005, [0031]; see id., [0042] (describing setup of the “TM-
MNO” security module for the MNO’s subsystem/execution environment).

Therefore, TM-MNO is associated with TSS-MNO.
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module (trusted module, TM) for the entity of the security module (TM-sigma) as-
sociated with the remote owner (RO) or stakeholder (sigma).” SAMSUNG-1005,
[0031] (“Sigma” identifies DO/User, MNO or DM); Petition, §III.A.1. Each TSS-
sigma is “configured to sign and encrypt’ data. (Emphasis added.) SAMSUNG-

1005, [0031]; Petition, §IIL.A.1, §III.A.3.
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SAMSUNG-1005, FIG. 2 (red annotation identifies trusted engines and blue anno-
tations identify the trusted resources); Petition, §II1.A.1
In view of at least these teachings, the Petition and Dr. McDaniel’s declaration
explained that the presented Schmidt-De Beer combination includes:
e (1) a “secure modem subsystem” that corresponds to transceiver com-
ponents (TX/RX) and the TSS-DM trusted subsystem, which provides
“communications services” and “controls all internal and external com-

munications and secures the communications channel;” and
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e (2) a “secure execution environment” that corresponds to the TSS-
MNO trusted subsystem and the associated TM-SIGMA, which are re-
sponsible for managing “subscription-dependent and subscriber-related

network provider services” e.g., GSM and data services.
SAMSUNG-1005, FIG. 2 (modified), [0026], [0032]-[0033]; SAMSUNG-1006,
FIGS. 1-2 (modified); Petition, §§II1.A.1, ITII.A.3; SAMSUNG-1003, 9163. The “se-
cure modem subsystem” and the “secure execution environment” in Schmidt-DB are
illustrated below. Headwater’s expert does not challenge this combination nor does
he dispute that these components in Schmidt-DB are the claimed “secure modem

subsystem” and “secure execution environment.” See EX-2006, §30.

8 Mr. de la Iglesia stated that Dr. McDaniel maps the secure execution environment
to Schmidt’s TSS-MNO. EX-2006, 430. This, however, omits that Dr. McDaniel
also identified the TM-SIGMA associated with TSS-MNO, as part of the claimed
“secure execution environment.” See Petition, §III.A.1.[1.4]; SAMSUNG-1003,

1165, n 14.
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SAMSUNG-1005, FIG. 2 (modified); SAMSUNG-1006, FIGS. 1-2 (modified), Peti-
tion, §IIILA.3; SAMSUNG-1003, 4163.

In view of teachings in Schmidt and how they are leveraged in combination,

Dr. McDaniel explained that the TSS-MNO (which is part of the claimed “secure

execution environment”) is separately secure from the TSS-DM (which is part of the

claimed “secure modem subsystem”) because Schmidt teaches that (1) these are

“separate trusted sub systems,” (2) they are provided as “multiple protected, sepa-

rate execution environments,” and (3) each of these separate trusted subsystems
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includes separate security modules (TM-DM and TM-MNO) and “is always config-
ured to sign and encrypt any given data”” SAMSUNG-1005, [0028], [0030]-
[0031]; SAMSUNG-1003, 9233.

In rebuttal, Headwater’s expert first asserts that the TSS-DM and TSS-MNO
subsystems are not “separately secure,” as recited in the claims. EX-2006, 932. Ac-
cording to Headwater’s expert, Schmidt’s teaching of TSS-DM “control[ling] all in-
ternal and external communications” means that TSS-DM and TSS-MNO “are not
separately secure from one another.” Id. This assertion is refuted by the above-
described teachings in Schmidt, which confirm that TSS-MNO and TSS-DM are
separate, trusted, and protected execution environments and thus, are “separately
secure.” SAMSUNG-1005, [0028], [0030]-[0031]; Petition, §III.A.3.c. Headwa-
ter’s assertion is further discredited by Schmidt’s disclosure that each trusted sub-
system has a dedicated component that “is always configured to sign and encrypt
any given data.” SAMSUNG-1005, [0031] (emphasis added), [0028], [0041]; SAM-
SUNG-1003, 9233. Thus, Schmidt clearly discloses that each TSS—i.e., each of
TSS-MNO and TSS-DM—has its own separate security module (TM-DM and TM-
MNO) and encrypts “any given data” that it provides/communicates. Headwater’s
expert does not point to any disclosure in Schmidt that indicates the encryption per-
formed by the different TSSs are integrated. See generally SAMSUNG-1005,

[0031]; EX-2006.
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Headwater’s expert next argues that the TSS-MNO and TSS-DM are not sep-
arately secure because, according to him, “a POSITA would realize that their secu-
rity is highly integrated and that the TSS-DM is responsible for securing the TSS-
MNO.” EX-2006, 432; see also POPR, 15 (arguing TSS-DM and TSS-MNO have
a security interdependence). As a threshold matter, the expert’s only basis for this
assertion is the statement in Schmidt that TSS-DM “controls all internal and external
communications.” EX-2006, 32 (citing SAMSUNG-1005, [0032]). However, as
explained above, this contention fails to consider Schmidt’s teachings, as leveraged
in combination, that each of TSS-DM and TSS-MNO are “separate” “trusted” sub-
systems with separate security modules (TM-DM and TM-MNO), and each subsys-
tem encrypts its respective communications and includes dedicated components for
performing such encryption. SAMSUNG-1005, [0028], [0030]-[0035], [0036]-
[0037], [0042], FIGS. 2, 3; SAMSUNG-1003, 9987, 91-94, 233. Thus, in the com-
bination, where TSS-MNO and TSS-DM are provided as separate and protected ex-
ecution environments/subsystem that encrypt their respective communications, there
is, by design, no integration. See id.

Unsurprisingly, Headwater’s expert cites no corroborating references in sup-
port of his conclusion that the security is “highly integrated” because, as explained

below, even a rudimentary understanding of secure systems contradicts his conclu-
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sion. EX-2006, 432; see generally SAMSUNG-1005. Indeed, much like the pre-
sented combination where a device’s communication over a network can be secured
using multiple separate security mechanisms, in the relevant timeframe, it was com-
mon for multiple security mechanisms to be implemented for network communica-
tion. Consider the common use of a computing device where a user can access a
secure website (which is protected using the HTTPS protocol as indicated by https
in a web link, e.g., https://www.example-website.com) over a VPN connection. See,
e.g., SAMSUNG-1074, 1-2 (explaining that HTTPS uses TLS or SSL-based secu-
rity mechanisms for HTTP traffic for accessing the website), 4-5 (contemplating use
of symmetric encryption as part of TLS/SSL protocols); see id., SAMSUNG-1075,
1, 4, SAMSUNG-1076, 10 (explaining that “VPNs allow you to create a secure,
private network over a public network such as the Internet” using a secure link cre-
ated “through encryption, authentication, packet tunneling, and firewalls.”), 14
(VPNSs use an encryption protocol that “essentially packages data into a secure en-
velope”), 15 (using IPSec for the encryption of VPN traffic). In such use cases,
both HTTPS and VPN protocols would secure communications when a device ac-
cesses a website using HTTPS. See id. And even though they are used together,
each still “separately secure[s]” the communication, e.g., each separately encrypts
the data, and even uses different encryption standards (TLS for HTTPS and IPSec

for VPN). See id.
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Similarly, in the Schmidt-De Beer combination, both TSS-DM and TSS-
MNO includes separate security modules and each is configured to “sign and encrypt
any given data” provided by that subsystem (SAMSUNG-1005, [0028], [0030]-
[0031])—such that TSS-MNO encrypts data and passes it to TSS-DM, and TSS-DM
in turn separately encrypts the data and transmits this dually encrypted data, e.g., to
an entity in the network. One example of this communication flow is illustrated in

the Petition in §III.A.4.[3.2] and reproduced below.

CALL
DESTINATION

212c

TRUSTED SERVICES | TRUSTED SERVICES | |

i CONTROL
7 CENTRE
‘;/ 2 14 8§ =
&numu \ 9 d I I
§ 4 15 Modem loca Host service
N channel control link
S / |\
"y Second secure 7\
N TRUJTED ENGINE #1 TRUSTED NGINE #2 TRUSTED ENGINE 3 \\
N control channel thyg;.mnumcwwe 5U NETWORK SERJICE PROVIDER | DEVICE OWNER (DOVUSER (U)
- wjo)

N 7 =1 b ( . —

N AL services [MER| { NorvaL serfoes TR |l NorvaL semvices |V |

FACE rce|| feos A |

\
! 7T 1. ] et 8
- | —t—) e
> | VICE “fiM Core” ERVICE “YSIM Mgt i
INT N Al
II At [ meRACE |
TRUSTED SERVICES

x

|

INTERFACE 1\ INTERFACE INTERFACE 1,

msmn&sowcssl@ TRUSTED RESOURCES /25 TRUSTED RESOURCES) (3

Modem L . i ) - ‘J
Control o1k T I o4

Hnk [m-sicma oM #1] [] 1

% ' TM-SIGMA (TM-DM) HL\-.L - fI'TVSIGMA (TM-DO) #3 — ]\
b| | — —

Petition, §111.4.4.[3.2]; SAMSUNG-1005, FIG. 2 (annotated);, SAMSUNG-1006,

FIGS. 1, 2 (annotated); SAMSUNG-1003, 9269.
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In addition, since TSS-MNO and TSS-DM separately encrypt the data, TSS-
DM cannot access data encrypted by TSS-MNO, and vice-versa. Further, data trans-
mitted by TSS-MNO is secure regardless of whether it is subsequently also trans-
mitted by TSS-DM, and data transmitted by TSS-DM is secure regardless of whether
it originated at TSS-MNO. Thus, TSS-MNO and TSS-DM are separately secure at
least because the security of one does not depend on the security of the other. Thus,
even if the claim is interpreted to “require[] that [these components] be separately
secure such that the security of one is separate from the security of the other”
(SAMSUNG-2006, 933 (emphasis added)), that is plainly the case in the Schmidt-
De Beer combination (per Schmidt’s teachings), where the encryption performed by
each TSS is separate from the encryption of other TSSs. SAMSUNG-1005, [0031];
SAMSUNG-1003, 99215, 233. Indeed, Headwater itself acknowledges that “each
subsystem’s use of encryption mechanisms would imply that communications from
each subsystem might be independently secured.” POPR, 15.

Finally, the above-described teachings of separate subsystems that provide
their own separate encryption are analogous to disclosures in the *429 Patent itself.
As a starting point, the 429 Patent does not use the phrase “separately secure” in the
context of describing a secure modem subsystem and a secure execution environ-
ment. See generally SAMSUNG-1001. The patent does, however, depict (as shown

below) and disclose each of a “protected DAS execution partition 414” (highlighted

29
Omni MedSci Ex. 2013
Samsung Electronics Co. Ltd., et al., v. Omni MedSci - IPR2025-01250



Proceeding No. IPR2025-00482
Attorney Docket No: 39843-0185IP1

in blue; which may correspond to the claimed “secure execution environment™) and
the “modem sub system 125” (highlighted in green; which may correspond to the

claimed “secure modem subsystem”) including an encryption component (high-

lighted in yellow).
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SAMSUNG-1001, FIG. 4 (annotated).
Thus, much like the ’429 Patent’s embodiment where the secure modem sub-
system and secure execution partition are separately secure in that each has a respec-
tive encryption component, Schmidt’s teachings as leveraged in the Schmidt-DB

combination similarly disclose that the corresponding components in Schmidt-De
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Beer (i.e., TSS-MNO and TSS-DM) are also separately secure because they are sep-
arately protected and have separate encryption sub-components for encrypting the
data and communications of these components.

In summary, Headwater’s sole challenge to the strength of the petition lacks
merit and is refuted by express teachings in Schmidt, which are further aligned with
the description of the same feature in the 429 Patent’s specification. Thus, the com-
pelling merits of the Petition strongly weigh against discretionary denial.

4. The extent of the petition’s reliance on expert testimony

The Petition is supported by the expert declaration of Dr. Patrick McDaniel.
See generally SAMSUNG-1003. As explained below, Dr. McDaniel’s declaration
includes testimony, which is not only guided by years of education and experience,
but is further corroborated by ample documentary evidence that confirms and am-
plifies the positions and unpatentability arguments advanced in the Petition.

Patent Owner notes the expert declaration is 227 pages. DB, 16.° As the
PTAB further clarified in its “FAQs for Interim Processes for PTAB Workload Man-

99 ¢¢

agement,” “[1]t is most helpful if an expert is providing focused testimony, for ex-

ample to provide helpful context or to explain terms of art.” SAMSUNG-1073, 6.

? In its page count, Headwater misleadingly includes Dr. McDaniel’s experiences,

CV, POSITA definition, and understanding of legal standards.
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Consistent with this guidance, Dr. McDaniel’s expert declaration provides such con-
text and explanations. For example, Dr. McDaniel provides the context of mobile
devices (SAMSUNG-1003, 9950-53), a description of policy-based management
(SAMSUNG-1003, 9954-63), and an overview of [communication] channels (SAM-
SUNG-1003, 9964-76). Among numerous other examples, Dr. McDaniel provides
context for Schmidt’s invention (SAMSUNG-1003, 99483-84), explains “trust an-
chors” (487), provides the context of the Trusted Computing Group’s Mobile Refer-
ence Architecture (SAMSUNG-1003, 4989-90), explains the term “seal” in the con-
text of cryptography (SAMSUNG-1003, 992, n8), describes subscriber identification
and authentication in GSM networks (SAMSUNG-1003, 9124), and explains the
OSI networking model (SAMSUNG-1003, 99228-231)—all of which support the
unpatentability theories in the Petition. Additionally, Dr. McDaniel provides testi-
mony—that is heavily corroborated by documentary evidence—demonstrating ob-
viousness of the presented combinations, including providing motivations for why
and how a POSITA would have combined the teachings of the references, and de-
tailing the reasonable expectation of success underpinning such combinations.
SAMSUNG-1003, q111-165, 175-183, 187-193, 211-212. Dr. McDaniel’s robust
testimony is confirmed and corroborated by approximately 40 corroborating refer-
ences. See generally SAMSUNG-1003, 918.

In summary, the Petition advances strong and meritorious grounds that are
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supported by Dr. McDaniel’s testimony, which provides detailed context and expla-
nations for the presented grounds and which are supported by numerous corroborat-
ing references—an overwhelming majority of which Headwater does not contest or
take issue with.

5. Settled expectations of the parties, such as the length of time the
claims have been in force

While the ’429 patent claims priority to an application filed in January 2009,
this patent issued a little over two-and-a-half years ago (August 2022). Further, the
’429 patent issued without a substantive office action and has not been challenged
either at the PTAB or in District Court (apart from in the current IPR and the co-
pending litigation). Therefore, there are no “settled expectations™ of the parties
given the limited time the claims “have been in force.” Indeed, the limited scrutiny
encountered by the claims during prosecution and the short time that the claims have
been in issuance strongly counsel against discretionary denial and in favor of a mer-
its-based assessment to properly evaluate the quality of the 429 Patent.

6. Compelling economic, public health, or national security inter-
ests

Samsung is responsible for substantial and sustained investments and eco-
nomic activity in the United States. For example, Samsung’s investment in the US
totals $47 billion since 1978 (SAMSUNG-1082), and Samsung proposes $191 bil-

lion in further investment, largely in Texas. SAMSUNG-1083. Further, “[s]ince
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1996, Samsung Semiconductor has invested $18 billion in operating two fabs at its
Austin, Texas, campus—making it one of the largest direct foreign investments in
United States history.” SAMSUNG-1084 (emphasis added). Additionally, Sam-
sung’s investment is ongoing, with “President Trump Say[ing]| Samsung Is Planning
a ‘Massive Investment’ In The US.” SAMSUNG-1085. Thus, Samsung’s massive
and ongoing investment presents a compelling economic interest, and Samsung’s
investment (e.g., in US-made semiconductors) supports the US’s national security
interests.

Such considerations weigh heavily against discretionary denial and Samsung
respectfully requests an opportunity for the strong grounds presented in its dili-
gently-filed petition to be considered at the PTAB. In this regard, Samsung seeks
efficient resolution at the PTAB of the patentability of the challenged claims of yet
another patent asserted against it by a highly-litigious and non-practicing entity that
is actively pursuing multi-patent litigation campaigns against Samsung, and other
entities. SAMSUNG-1086, 2-4 (over 5 different suits, Headwater has asserted 21
patents against Samsung); SAMSUNG-1086, 1-7 (Headwater has sued multiple
other entities, including Verizon, T-Mobile, Google, and AT&T, over claims of in-

fringement of over 70 patents).

IHI. CONCLUSION

For the foregoing reasons, a holistic evaluation of the Fintiv factors and the
34

Omni MedSci Ex. 2013
Samsung Electronics Co. Ltd., et al., v. Omni MedSci - IPR2025-01250



Proceeding No. IPR2025-00482
Attorney Docket No: 39843-0185IP1

additional considerations laid out in the Stewart Memorandum strongly weigh

against discretionary denial. Petitioner therefore respectfully requests that this case

proceed to an institution determination on the merits.

Dated May 28. 2025

Respectfully submitted,

/Karan Jhurani/
W. Karl Renner, Reg. No. 41,265
Jeremy J. Monaldo, Reg. No. 58,680
Karan Jhurani, Reg. No. 71,777
Fish & Richardson P.C.
60 South Sixth Street, Suite 3200
Minneapolis, MN 55402
T: 202-783-5070
F: 877-769-7945

Attorneys for Petitioner
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Under the provisions of 37 CFR § 42.24(d), the undersigned hereby certifies
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lowed under 37 CFR § 42.24.
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60 South Sixth Street, Suite 3200
Minneapolis, MN 55402
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