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I. INTRODUCTION

On August 21, 2025, the Board authorized Petitioners Amazon.com, Inc. and
Amazon Web Services. Inc. to move to withdraw their pending petitions for inter
partes review of U.S. Patent Nos. 10,715,806 (“806 patent”), 10,412,141 (“141
patent”), and 11,611,785 (“785 patent”), relating to Petition Nos. IPR2025-01062,
IPR2025-01222, and IPR2025-01223, respectively. Petitioners now file this
unopposed motion to withdraw.! This proceeding is at a preliminary phase: Patent
Owner filed its opening discretionary denial briefing two days before Petitioners
filed this motion, Patent Owner has not filed its preliminary response, and the Board
has not reached the merits or issued an institution decision. Permitting the
withdrawal of the petition, and terminating Petition No. IPR2025-01223, would
promote efficiency and preserve resources of the Board and the parties.

II. BACKGROUND

On May 27, 2025, Petitioners filed a petition for inter partes review of the
806 patent. Amazon.com, Inc. v. DivX, LLC, IPR2025-01062, Paper 5 at 1 (P.T.A.B.
June 20, 2025). On June 30, 2025, Petitioners filed petitions for inter partes review

of the 785 and 141 patents. Amazon.com, Inc. v. DivX, LLC, IPR2025-01222, Paper

'On August 21, 2025, Petitioners filed motions in [IPR2025-01062, IPR2025-01222,

and IPR2025-01223.
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3at 1 (P.T.A.B. July 17, 2025); Amazon.com, Inc. v. DivX, LLC, IPR2025-01223,
Paper 3 at 1 (P.T.A.B. July 17, 2025).

On July 1, 2025, the district court in the parallel litigation involving the 806,
141, and 785 patents denied Petitioners’ motion to stay the litigation. DivX, LLC v.
Amazon.com, Inc., No. 1:24-cv-02061 (CMH/LRV), Dkt. No. 68 (E.D.Va. Jul. 1,
2025). On July 22, 2025, the district court set a final pretrial conference date for
December 18, 2025. See id., Dkt. 73.

On August 13, 2025, Petitioners informed Patent Owner that they plan to seek
authorization from the Board to file a motion to withdraw the petitions, and asked
whether the Patent Owner consented to the withdrawal. On August 19, 2025, Patent
Owner confirmed it did not oppose, but requested to review Petitioners’ proposed
email to the Board and include a detailed explanation for its position. See EX1037.
The same day, Patent Owner filed its opening discretionary denial briefings for each
of the inter partes reviews. IPR2025-01062, Paper 9 (P.T.A.B. Aug. 19, 2025);
IPR2025-01222, Paper 9 (P.T.A.B. Aug. 19, 2025); IPR2025-01223, Paper 9
(P.T.A.B. Aug. 19, 2025). On August 20, 2025, Patent Owner finally approved the
email and provided its detailed position.

Patent Owner has not filed its preliminary response, and the Board has not

reached the merits or issued an institution decision.
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III. GOOD CAUSE EXISTS FOR WITHDRAWING THE PETITIONS
Under 37 C.F.R. §§ 42.71(a), 42.5(a), and Board precedent allowing

petitioners to withdraw petitions prior to institution, good cause exists for
Petitioners’ request to withdraw IPR2025-01223. See Reolink Digit. Tech. Co., Ltd.
v. KT Imaging USA, LLC, IPR2024-01154, Paper 6 at 3 (P.T.A.B. Sept. 23, 2024)
(granting withdrawal of petition before institution); Gen. Elec. Co. v. Siemens
Gamesa Renewable Energy A/S, IPR2021-00722, Paper 11 at 3 (P.T.A.B. Oct. 7
2021) (same); Materialise N.V. v. Osteoplastics, LLC, IPR2021-00245, Paper 12 at
3 (P.T.A.B. June 2, 2021) (same); Lenovo (United States) Inc. v. Collision Comms.,
Inc., TPR2025-00284, Paper 11 at 1-2 (P.T.A.B. May 20, 2025) (same). This
proceeding is at a preliminary stage: Patent Owner just filed its discretionary denial
brief two days before Petitioners filed this motion, Patent Owner has not filed its
preliminary response, and the Board has not reached the merits or issued an
institution decision. No prejudice exists because Patent Owner does not oppose the
motion. Reolink, IPR2024-01154, Paper 6 at 2. The Board should grant Petitioners’
unopposed motion to withdraw to promote efficiency and preserve both the Board’s
and the parties’ resources. See, e.g., id., 2-3 (the Board granting unopposed motion
to withdraw under similar circumstances); Intel Corp. v. Tela Innovations, Inc.,
IPR2019-01257, Paper 16 at 3 (P.T.A.B. Jan. 2, 2020) (the Board granting

unopposed motion “to dismiss petitions and terminate the proceedings to promote
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efficiency and minimize unnecessary costs”).

IV. CONCLUSION

For these reasons, Petitioners respectfully request that the Board grant the

motion to withdraw its petition and terminate Case No. [PR2025-01223.

Dated: August 21, 2025 FENWICK & WEST LLP

/J. David Hadden/
J. David Hadden
Reg. No. 40,629

Attorney for Petitioner
Amazon.com, Inc. and
Amazon Web Services, Inc.
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