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Application No. Applicant(s)

16/746,294 Millington et al.
Office Action Summary Examiner ArtUnit | AIA (FITF) Status
GLENFORD J MADAMBA 2451 No

-- The MAILING DATE of this communication appears on the cover sheet with the corresponderice address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING
DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the mailing
date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6} MONTHS from the mailing date of this communication.

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any earned patent term
adjustment. See 37 CFR 1.704(b).

Status
1) Responsive to communication(s) filed on 17 January 2020.
0 A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon
2a)(] This action is FINAL. 2b) ¥ This action is non-final.

3)(J An election was made by the applicant in response to a restriction requirement set forth during the interview
on ____;therestriction requirement and election have been incorporated into this action.

4)J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under £x parre Quayte, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims*
5) Claim(s) 1-20 is/are pending in the application.

5a) Of the above claim(s) _____is/are withdrawn from consideration.
6) (J Claim(s) ____is/are allowed.
7) Claim(s) 1-20 is/are rejected.
8) [ Claim(s) ____is/are objected to.
9) (J Claim(s) are subject to restriction and/or election requirement
* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a

participating intellectual property office for the corresponding application. For more information, please see
http://www.uspto.gov/patents/init_events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov.

Application Papers
10)[10 The specification is objected to by the Examiner.
11)[0J The drawing(s) fledon _____is/are: a)(] accepted or b){] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119

12)[1] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

a)ld All b)(J Some** ¢)d None of the:
1.[J Certified copies of the priority documents have been received.
2.(J Certified copies of the priority documents have been received in Application No.

3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).

** See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) Notice of References Cited (PTO-892) 3) [ Interview Summary (PTO-413)
. . Paper No(s)/Mail Date

2) [ Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b) 4) (] Other:

Paper No(s)/Mail Date

U.S. Patent and Trademark Office
PTOL-326 (Rev. 11-13) Office Action Summary Part of Peger No./Mail Date 20200217
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Application/Control Number: 16/746,294 Page 2
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DETAILED ACTION

Double Patenting

1. The non-statutory double patenting rejection is based on a judicially created
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the
unjustified or improper timewise extension of the "right to exclude" granted by a patent
and to prevent possible harassment by multiple assignees. See In re Goodman, 11F.3d
1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645
(Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thorington, 418

F.2d 528, 163 USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be
used to overcome an actual or provisional rejection based on a non-statutory double
patenting ground provided the conflicting application or patent is shown to be commonly
owned with this application. See 37 CFR 1.130(b).

Effective January 1, 1994, aregistered attorney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with

37 CFR 3.73(b).

2. Claims 1-20 of the instant application {hereinafter Millington ‘515} are rejected on
the ground of non-statutory obviousness-type double patenting as being unpatentable

over claims 1-20 of co-pending application to Millington et al, U.S. Patent Application
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16/298,542 {hereinafter Millington ‘542}. Although the conflicting claims are not

identical, they are not patentably distinct from each other.

The subject matter claimed in the instant application is technically disclosed in
the co-pending application since the instant application and the co-pending application
are claiming common and/or overlapping subject matter. Claims 1, 14, 20 of the instant
application and independent claims 1, 13 and 20 of the co-pending application both
recite, in part, a playback device performing functions comprising “detecting a triggering

event that causes the playback device to enter a setup mode in which the playback device
transmits at least a first message indicating that the playback deviceis available for setup;

while in the setup mode, receiving a response to the first message that facilitates
establishing an initial communication path with a computing device operating on a
secure wireless local area network (WLAN), wherein the initial communication path is
outside of the secure WLAN; receiving, from the computing device via the initial
communication path, at least a second message containing network configuration
parameters for the secure WLAN, wherein the network configuration parameters
comprise an identifier of the secure WLAN and a security key for the secure WLAN,;
using the network configuration parameters to connect to the secure WLAN; and
transitioning from communicating with the computing device via the
initial communication path to communicating with the computing device via the secure
WLAN”.

Claims 1-20 of the instant application are drawn to the same invention as that
recited by co-pending application to Millington ‘542; however, claims 1, 13 and 20 of the

co-pending application {Millington ‘542} recites the added feature(s) of “while operating
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on a secure wireless local area network (WLAN), (a) receiving user input
indicating that a user wishes to set up a playback device to operate on the
secure WLAN and (b) receiving a first message indicating that a given playback
device is available for setup”. Claims 1-20 of the co-pending application accordingly
anticipates all of the limitations and features recited by claims 1-20 of the instant
application {Millington ‘515}.

In removing these limitations {in the co-pending application}, the scope of the
claim(s) is merely broadened by eliminating elements and their functions. It has been
held that omission of an element and its function is an obvious expedient if the
remaining elements perform the same function as before. In re Karlson, 136 USPQ 184
(CCPA). Also note Ex parte Rainu, 168 USPQ 365 (Bd. App. 1969) (omission of a
reference element whose function is not needed would be obvious to one skilled in the

art).

Claim Rejections - 35 USC § 102

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form

the basis for the rejections under this section made in this Office action:
A personshall be entitled to a patentunless —

(e) the invention was described in (1) an application for patent, published under section 122(b), by
anotherfiled in the United States before the invention by the applicantfor patentor (2) a patent
granted on an application for patentby anctherfiled in the United States before the invention by the
applicantfor patent, except that an international application filed under the treaty defined in section
351(a) shall have the effects for purposes ofthis subsection ofan application filed in the United States
only if the international application designated the United States and was published under Article 21(2)
of such treaty in the English language.
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1. Claims 1, 2,4, 5, 6,12, 14, 15, 16, 17, 18, 20 are rejected under pre-AlA 35
U.S.C. 102(e) as being anticipated by Ladas et al (hereinafter Ladas), U.S. Patent

Publication 2004/0168081 A1.

As per claim(s) 1, 14, 20, Ladas discloses particular features of the invention, such as a
playback device comprising:
a network interface that is configured to provide an interconnection with at

least one data network

at least one processor
a non-transitory computer-readable medium {

i and

program instructions stored on the non-transitory computer-readable
medium that, when executed by the at least one processor, cause the playback

device to perform functions

1] comprising:
detecting a triggering event that causes the playback device to enter

a setup mode

in which the playback device transmits at least a first message indicating

that the playback device is available for setup
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while in the setup mode, receiving a response to the first message
that facilitates establishing an initial communication path with a computing

device operating on a secure wireless local area network (WLAN)

, Wherein the initial communication path is outside of the

secure WLAN {

receiving, from the computing device via the initial communication

path, at least a second message containing network configuration parameters for

the secure WLAN, wherein the network configuration parameters comprise an

identifier of the secure WLAN and a security key for the secure WLAN ¢
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using the network configuration parameters to connect to the secure

and transitioning from communicating with the computing device via
the initial communication path to communicating with the computing device via

the secure WLAN
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Claim(s) 14, 20 recite(s) substantially the same limitations as claim 1, is/are
distinguishable only by its/their statutory category (computer-readable media, method),

and accordingly rejected on the same basis.

As per claim(s) 2, 15, Ladas discloses the device wherein the triggering event
comprises one of (a) powering on the playback device or (b) receiving user input

via a physical interface of the playback device

Claim(s) 15 recite(s) substantially the same limitations as claim 2, is/are
distinguishable only by its/their statutory category (computer-readable media, method),

and accordingly rejected on the same basis.

As per claim(s) 4, 16, Ladas discloses the device further comprising program
instructions stored on the non-transitory computer-readable medium that, when
executed by the at least one processor, cause the playback device to perform
functions comprising:

after receiving the second message, providing an indication that the
playback device has successfully received the network configuration parameters

for the secure WLAN
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Claim(s) 16 recite(s) substantially the same limitations as claim 4, is/are
distinguishable only by its/their statutory category (computer-readable media, method),

and accordingly rejected on the same basis.

As per claim(s) 5, 17, Ladas discloses the device wherein providing the indication
comprises transmitting, to the computing device via the initial communication

path, at least a third message indicating that the playback device has

successfully received the network configuration parameters

Claim(s) 17 recite(s) substantially the same limitations as claim 5, is/are

distinguishable only by its/their statutory category (computer-readable media, method),

and accordingly rejected on the same basis.

As per claim(s) 6, 18, Ladas discloses the device wherein providing the indication

comprises providing an indication that the playback device has successfully

connected to the secure WLAN using the network configuration parameters
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Claim(s) 18 recite(s) substantially the same limitations as claim 6, is/are
distinguishable only by its/their statutory category (computer-readable media, method),

and accordingly rejected on the same basis.

As per claim(s) 12, Ladas discloses the device wherein the second message
comprises a command for the playback device to adopt the network configuration

parameters
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Claim Rejections - 35 USC § 103

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patentmay not be obtained though the invention is notidenticallydisclosedordescribed as set
forth in section 102 ofthis title, if the differences between the subjec matter soughtto be patented and
the priorart are such that the subject matter as a whole would have been obvious atthe time the
invention was made to a person having ordinaryskill in the art to which said subjectmatter pertains.
Patentabilityshall notbe negatived by the mannerin which the invention was made.
2. Claims 3, 7,8, 10, 11, 13, 19 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Ladas in view of Isley et al (hereinafter Isley), US Patent Publication

2002/0124097 A1

As per claim(s) 3, while Ladas discloses features of the invention as above, he does not
explicitly disclose the additional recited feature{s} of the computing device wherein the
computing device comprises a contiroller device of a networked audio system.
Nonetheless, the said feature(s) is/are expressly disclosed by Isley in a related
endeavor.

Isley discloses as his invention a system and method for dynamic distribution of
‘audio signals’ at a ‘site’ {i.e., local network, such as a ‘home audio system’} based on

defined zones with the site [Isley: Abstract] [0011] [Fig. 1]. In particular, Isley discloses

disclose the additional recited feature{s} of the computing device wherein the

computing device comprises a contiroller device of a networked audio system
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It would thus be obvious to one of ordinary skill in the art at the time of the
invention to modify and/or combine Ladas’s invention with the above said additional
feature, as disclosed by Isley, for the motivation of providing a system and method for
dynamic distribution of ‘audio signals’ at a ‘site’ {i.e., a ‘home audio system’} based on

defined zones with the site [Isley: Abstract] [0011].

As per claim(s) 7, while Ladas discloses features of the invention as above, he does not
explicitly disclose the additional recited feature{s} of the computing device performing
functions further comprising program instructions stored on the non-transitory computer-
readable medium that, when executed by the at least one processor, cause the
playback device to perform functions comprising: after connecting to the secure

WLAN, establishing a new networked audio system on the secure WLAN.
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Nonetheless, the said feature(s) is/are expressly disclosed by Isley in a related
endeavor.

Isley discloses as his invention a system and method for dynamic distribution of
‘audio signals’ at a ‘site’ {i.e., local network, such as a ‘home audio system’} based on
defined zones with the site [Isley: Abstract] [0011] [Fig. 1]. In particular, Isley discloses
disclose the additional recited feature{s} of the computing device performing functions
further comprising program instructions stored on the non-transitory computer-readable
medium that, when executed by the at least one processor, cause the playback device
to perform functions comprising: after connecting to the secure WLAN, establishing

a new networked audio system on the secure WLAN

It would thus be obvious to one of ordinary skill in the art at the time of the

invention to modify and/or combine Ladas’s invention with the above said additional

feature, as disclosed by Isley, for the motivation of providing a system and method for

dynamic distribution of ‘audio signals’ at a ‘site’ {i.e., a ‘home audio system’} based on

defined zones with the site [Isley: Abstract] [0011].
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As per claim(s) 8, Ladas in view of Isley discloses substantial features of the invention
as above. In particular, Isley discloses the additional recited feature(s) of the computing
device performing function further comprising after connecting to the secure WLAN,

joining an existing networked audio system operating on the secure WLAN

It would thus be obvious to one of ordinary skill in the art at the time of the
invention to modify and/or combine Ladas’s invention with the above said additional
feature, as disclosed by Isley, for the motivation of providing a system and method for
dynamic distribution of ‘audio signals’ at a ‘site’ {i.e., a ‘home audio system’} based on

defined zones with the site [Isley: Abstract] [0011].

As per claim(s) 10, Ladas in view of Isley discloses substantial features of the invention

as above. In particular, Isley discloses the additional recited feature(s) of the computing

device wherein communicating with the computing device via the secure WLAN

comprises receiving a command related to playback of audio content
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It would thus be obvious to one of ordinary skill in the art at the time of the
invention to modify and/or combine Ladas’s invention with the above said additional
feature, as disclosed by Isley, for the motivation of providing a system and method for

dynamic distribution of ‘audio signals’ at a ‘site’ {i.e., a ‘home audio system’} based on

defined zones with the site [Isley: Abstract] [0011].

As per claim(s) 11, 19, Ladas in view of Isley discloses substantial features of the
invention as above. In particular, Isley discloses the additional recited feature(s) of the
computing device wherein the command comprises a command to retrieve audio

content for playback from an audio source that is accessible via a communication

path that includes the secure WLAN {
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and wherein the
playback device further comprises program instructions stored on the non-
transitory computer-readable medium that, when executed by the at least one
processor, cause the playback device to perform functions comprising:

in response to receiving the command, retrieving the audio content from the

audio source via the communication path that includes the secure WLAN {

It would thus be obvious to one of ordinary skill in the art at the time of the

invention to modify and/or combine Ladas’s invention with the above said additional
feature, as disclosed by Isley, for the motivation of providing a system and method for
dynamic distribution of ‘audio signals’ at a ‘site’ {i.e., a ‘home audio system’} based on
defined zones with the site [Isley: Abstract] [0011].

Claim(s) 19 recite(s) substantially the same limitations as claim 11, is/are
distinguishable only by its/their statutory category (computer-readable media, method),

and accordingly rejected on the same basis.
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As per claim(s) 13, Ladas in view of Isley discloses substantial features of the invention
as above. In particular, Isley discloses the additional recited feature(s) of the computing
device further comprising program instructions stored on the non-transitory computer-
readable medium that, when executed by the at least one processor, cause the
computing device to perform functions comprising after transitioning to
communicating with computing device via the secure WLAN, receiving, from the
computing device,a command to form a group with at least a first

playback device of a networked audio system such that the playback device is
configured to play back audio content in synchrony with at least the first

playback device
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It would thus be obvious to one of ordinary skill in the art at the time of the
invention to modify and/or combine Ladas’s invention with the above said additional
feature, as disclosed by Isley, for the motivation of providing a system and method for
dynamic distribution of ‘audio signals’ at a ‘site’ {i.e., a ‘home audio system’} based on

defined zones with the site [Isley: Abstract] [0011].

3. Claim 9is rejected under 35 U.S.C. 103(a) as being unpatentable over Ladas in

view of Vasisht et al (hereinafter Vasisht), US Patent Publication 2004/0133689 Af

As per claim(s) 9, while Ladas discloses features of the invention as above, he does not
explicitly disclose the additional recited feature{s} of the computing device further
comprising program instructions stored on the non-transitory computer-readable

medium that, when executed by the at least one processor, cause the computing device
to perform functions comprising receiving, from the computing device,a command
to assign a name to the playback device. Nonetheless, the said feature(s) is/are
expressly disclosed by Vasisht in a related endeavor.

Vasisht discloses as his invention a system and method for automatically
configuring a communications network for a user, including the instantiation of a
communications network and automatically generating a plurality of unique network
configurations settings for one or more network devices of the communications network

[Vasisht: Abstract] [0024-0025] [Figs. 2 & 4]. In particular, Vasisht discloses the

Page 19 of 47 SONOS EXHIBIT 2123



Application/Control Number: 16/746,294 Page 19
ArtUnit: 2451

additional recited feature{s} of the computing device further comprising program
instructions stored on the non-transitory computer-readable medium that, when
executed by the at least one processor, cause the computing device to perform

functions comprising receiving, from the computing device,a command to assign a

name to the playback device

It would thus be obvious to one of ordinary skill in the art at the time of the
invention to modify and/or combine Ladas’s invention with the above said additional
feature, as disclosed by Vasisht, for the motivation of providing a system and method
for automatically installing and configuring a communications network for a user, such
as a ‘home network’, Small Office and Home Office {SOHQO} networks, and the like
[Vasisht: Abstract] [0003] [0024].

Claim(s) 17 recite(s) substantially the same limitations as claim 8, is/are
distinguishable only by its/their statutory category (computer-readable media, method),

and accordingly rejected on the same basis.

Conclusion

1. Any inquiry concerning this communication or earlier communications from the

examiner should be directed to GLENFORD J MADAMBA whose telephone number is

(5671)272-7989. The examiner can normally be reached on Monday through Friday

9am-5pm.
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Examiner interviews are available via telephone, in-person, and video
conferencing using a USPTO supplied web-based collaboration tool. To schedule an
interview, applicant is encouraged to use the USPTO Automated Interview Request

(AIR) at http://www.uspto.gov/interviewpractice.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's
supervisor, Christopher Parry can be reached on 571-272-8328. The fax phone number
for the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public
PAIR. Status information for unpublished applications is available through Private PAIR

only. For more information about the PAIR system, see http:/pair-direct.uspto.qgov.

Should you have questions on access to the Private PAIR system, contact the
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like
assistance from a USPTO Customer Service Representative or access to the
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-

1000.

/GLENFORD J MADAMBA/
Primary Examiner, Art Unit 2451
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
(Docket No. 05-0601-CON0120)

In the Application of:

Sonos, Inc. Examiner: Glenford Madamba

Application No.: 16/746,294 Group Art Unit: 2451
Filed: January 17, 2020 Confirmation No. 1099

Title: Playback Device Connection

N’ N’ v N N N N N N’

RESPONSE TO NON-FINAL OFFICE ACTION
MAILED FEBRUARY 21, 2020

In response to the Non-Final Office Action mailed February 21, 2020, Applicant submits
the following amendments and remarks.

Specification Amendments begin at page 2.

Claim Amendments begin at page 3.

Remarks begin at page 13.

Applicant believes that all fees required for the present response have been filed during the
electronic filing process. Applicant authorizes the office to charge any underpayment or credit any
overpayment to Deposit Account No. 506632, and to treat any filing in this matter that requires an

extension of time as incorporating a request for the extension.
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Amendment to the Specification

o Please insert the following new paragraph into the specification immediately after current

paragraph [0039] and update all subsequent paragraph numbers:

[0040] In one embodiment, a user creates a zone group including at least two zone players
from the controller 240 that sends signals or data to one of the zone players. As all the zone
players are coupled on a network, the received signals in one zone players can cause other zone
players in the group to be synchronized so that all the zone players in the group playback an
identical audio source or a list of identical audio sources in a timely synchronized manner.
Similarly, when a user increases the audio volume of the group from the controller, the signals or
data of increasing the audio volume for the group are sent to one of the zone players and causes

other zone players in the group to be increased together in volume and in scale.
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Claim Amendments

1. (Currently Amended) A playback device comprising:

a network interface that is configured to provide an interconnection with at least one data
network;

at least one processor;

a non-transitory computer-readable medium; and

program instructions stored on the non-transitory computer-readable medium that, when
executed by the at least one processor, cause the playback device to perform functions
comprising:

detecting a triggering event that causes the playback device to enter a setup mode

o

O ORE o mare 8
N L R N

in which the playback device transmits ss-tesss-a first 3¢

indicating that the playback device is available for setup;

while in the setup mode, sessrangarasponsedethe-fsstmonsage-that-faeilsates

sabasesnetwork-y

-
TS AT IR OWS YOTURaYe R oYy
Y ODG OF OIS NETWAOTK ;

communication path-ts-estsrde-af-the-sesure-W

A

configuration parameters for the secure-3WE-4N wirgless networ

<, and wherein the
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transitioning from communicating with the computing device via the initial

communication path to communicating with the computing device via the secure-\Wi-aN

2. (Currently Amended) The playback device of claim 1, wherein the triggering event

\
¥

wwpowering on the playback device-os

CoOMprises sxe-ed

4. (Currently Amended) The playback device of claim 1, further comprising program
instructions stored on the non-transitory computer-readable medium that, when executed by the

at least one processor, cause the playback device to perform functions comprising:

aftersssoivingdhesossnds

vork, providing an indication that the playback
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device has-susees

5. (Currently Amended) The playback device of claim 4, wherein providing the indication

COMPI1SES-FERREEH I T T N T g S T T T T T P

6-9.  (Canceled)

10.  (Currently Amended) The playback device of claim 1, wherein communicating with the

s

computing device via the secure- s network comprises receiving a command

related to playback of audio content.

11.  (Currently Amended) The playback device of claim 10, wherein the command comprises

a command to retrieve audio content for playback from an audio source that is accessible via a

communication path that includes the secure-\WE-AN wireless netwark, and wherein the playback

device further comprises program instructions stored on the non-transitory computer-readable
medium that, when executed by the at least one processor, cause the playback device to perform

functions comprising:
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-receiving the command, retrieving the audio content from the

audio source via the communication path that includes the secure-

12.  (Canceled)

nal playback device sfsastwvorkedandiamsinton

'k such that the playback device is configured to play back audio content in synchrony

playback device.

ltlz\ addoncdtdhadioat tha of Tanaat mye ar
WITN-S SRS IRe-SRNE 108 81 18351 Ong ag

14. (Currently Amended) A non-transitory, computer-readable storage medium, wherein the
non-transitory computer-readable storage medium is provisioned with program instructions that
are executable to cause a playback device to perform functions comprising:

detecting a triggering event that causes the playback device to enter a setup mode in

which the playback device transmits atdessta first get of one of snorg messages.

indicating that the playback device is available for setup;
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»powering on the playback device-e
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(Currently Amended) The non-transitory, computer-readable storage medium of claim

14, wherein the triggering event comprises
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16. (Currently Amended) The non-transitory, computer-readable storage medium of claim
14, wherein the non-transitory computer-readable medium is also provisioned with program

instructions that are executable to cause the playback device to perform functions comprising:

sg.network, providing an indication that the playback

device has-suesossiniiyvrogsived-thenotivesk-cont

17. (Currently Amended) The non-transitory, computer-readable storage medium of claim

16, wherein providing the indication comprises-iransm

18.  (Canceled)

19. (Currently Amended) The non-transitory, computer-readable storage medium of claim

14, wherein communicating with the computing device via the secure-

comprises receiving a command to retrieve audio content for playback from an audio source that

is accessible via a communication path that includes the secure-3W&-AN gvirgless network

wherein the non-transitory computer-readable medium is also provisioned with program

instructions that are executable to cause the playback device to perform functions comprising:
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transitioning from communicating with the computing device via the initial

communication path to communicating with the computing device via the secure-

21.  (New) The playback device of claim 13, wherein the playback device and the at least one

additional playback device are associated with a common networked-audio-system identifier.

22, (New) The playback device of claim 21, wherein the computing device is associated

with the common networked-audio-system identifier.

23. (New) The playback device of claim 13, wherein communicating with the computing
device via the secure wireless network further comprises receiving a command to adjust a
volume of the group of playback devices, and wherein the playback device further comprises
program instructions stored on the non-transitory computer-readable medium that, when
executed by the at least one processor, cause the playback device to perform functions
comprising:

based on the command to adjust the volume of the group, (a) causing an adjustment of an
individual volume of the playback device and (b) transmitting, to the at least one additional
playback device via the secure wireless network, a command to adjust an individual volume of

the at least one additional playback device.

10
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24, (New) The playback device of claim 1, wherein, after using the network configuration
parameters to connect to the secure wireless network, the playback device is included in the one

or more network devices that define the secure wireless network.

25. (New) The playback device of claim 1, wherein, after using the network configuration
parameters to connect to the secure wireless network, the playback device is associated with a
networked-audio-system identifier that is defined based on user input provided via the software

for controlling the playback device.

26.  (New) The playback device of claim 1, wherein the first set of one or more messages is a

single first message.

27.  (New) The playback device of claim 1, wherein the second set of one or more messages
is a single second message that contains both the identifier of the secure wireless network and the

security information for the secure wireless network.

28.  (New) The playback device of claim 1, wherein the security information for the secure

wireless network comprises a security key.

29.  (New) The playback device of claim 1, wherein the secure wireless network comprises a

local area network (LAN).

11
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30.  (New) The playback device of claim 1, wherein the playback device further comprises
program instructions stored on the non-transitory computer-readable medium that, that, when
executed by the at least one processor, cause the playback device to perform functions
comprising:

after connecting to the secure wireless network, joining a networked audio system that is

operating on the secure wireless network.

31 (New) The playback device of claim 30, wherein the software for controlling the

playback device comprises software for controlling the networked audio system.

12
Page 33 of 47 SONOS EXHIBIT 2123



REMARKS

1. Summary of the Office Action

In the Non-Final Office Action dated February 21, 2020, (“the Action”) the Examiner
rejected claims 1-20 on the ground of nonstatutory double patenting as allegedly being
unpatentable over claims 1-20 of co-pending application 16/298,542; rejected claims 1, 2, 4-6, 12,
14-18, and 20 under 35 U.S.C. § 102(e) as allegedly being unpatentable over U.S. Publication
2004/0168081 (Ladas et al.); rejected claims 3, 7, 8, 10, 11, 13, and 19 under 35 U.S.C. § 103(a)
as allegedly being unpatentable over Ladas in view of U.S. Publication 2002/0124097 (Isley et
al.); and rejected claim 9 under 35 U.S.C. § 103(a) as allegedly being unpatentable over Ladas in

view of U.S. Publication 2004/0133689 (Vasisht et al.).

2. Summary of Examiner Interview

A telephonic Examiner Interview took place on May 21, 2020. Participants included
Examiner Glenford Madamba and Applicant’s representative Brandon Kennedy. During the
interview, the participants discussed proposed amendments to the claims and previously allowed
applications related by priority. No agreement regarding allowance was reached. Applicant

thanks the Examiner for his time in conducting the interview.

3. Amendments to the Specification
In accordance with 37 CFR 1.57(g), Applicant inserts material into the specification that
was previously incorporated by reference in this application. In particular, the inserted material

can be found at least at p. 12, lines 15-19 of provisional application 60/577,284, the entirety of

13
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which was incorporated by reference on the filing date of this application. No new matter has been

added by way of these amendments.

4. Status of the Claims

Without conceding the merits of the claim rejections and solely to advance prosecution,
Applicant has amended claims 1-5, 10-11, 13-17, and 19-20, has canceled claims 6-9, 12, and 18,
and has added new claims 21-31. Now pending are claims 1-5, 10-11, 13-17, and 19-31, of which

claims 1, 14, and 20 are independent and the remainder are dependent.

S. Response to Non-Statutory Double Patenting Rejections

As noted above, the Examiner rejected claims 1-20 on the ground of nonstatutory double
patenting as allegedly being unpatentable over claims 1-20 of co-pending application 16/298,542
(now US Patent 10,439,896). Applicant respectfully requests that the double patenting rejections

be held in abeyance until the claims of the present application have been allowed.

6. Response to § 102 Rejections

As noted above, the Examiner rejected independent claims 1, 14 and 20 under § 102 as
anticipated by Ladas. However, Applicant submits that Ladas does not teach at least “establishing
an initial communication path with a computing device that is installed with software for
controlling the playback device, wherein the computing device is connected to a secure wireless
network for exchanging digital data packets that is defined by one or more network devices, and
wherein the initial communication path with the computing device does not traverse any of the one
or more network devices . . . [and] connect to the secure wireless network” in combination with

the other elements of amended claims 1, 14 and 20.

14
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In the Action, the Examiner equated the access point 102 in Ladas to the “computing
device” of Applicant’s claims. (Action at p. 6). For example, the Examiner points to paragraph
[0041] in Ladas for the discussion of a “temporary alternate network™ (Action at p. 6), which the
Examiner has construed as the “initial communication path” of Applicant’s claims. Ladas states
that “[a] new temporary alternate network used only while joining the computing device to the
secure wireless network is created in a step 404; this alternate network is used only by the access
device and the computing device when joining the computing device to the normal secure
network.” Ladas at [0041].

Ladas also states that “[t]he computing device then uses the SSID and WEP key that it
received from the access point to make a connection to the wireless network in a step 222. The
access point . . . accepts the connection in a step 224 so that the computing device is now joined
to the secure wireless network.” Id. at [0039]. Thus, the connection to the secure wireless
network in Ladas is another connection to the access point 102, which can be seen visually in
Figure 5 (i.e., “CONNECT” at steps 222 and 224). The same is shown in Figure 6, at steps 322
and 324.

This arrangement in Ladas cannot anticipate Applicant’s claims, as amended. In
particular, Applicant’s claims include “the initial communication path with the computing device
does not traverse any of the one or more network devices . . . [and] connect to the secure wireless
network.” Accordingly, the access point 102 of Ladas cannot be construed as both the “one or
more network devices” and the “computing device” as presented in Applicant’s claims.

Because Ladas does not teach every element of independent claims 1, 14, and 20, Ladas
does not render claims 1, 14, and 20 unpatentable. Consequently, Applicant requests withdrawal

of the § 102 rejections of claims 1, 14, and 20 over Ladas, and submits that claims 1, 14, and 20

15
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should be allowed. Further, Applicant submits that dependent claims 2-5, 10-11, 13, 15-17, and
19-26 should be allowed as well for at least the reason that they each depend from an allowable

independent claim.

7. Conclusion

For at least the foregoing reasons, Applicant submits that the claims are in condition for
allowance. Applicant thus respectfully requests favorable reconsideration and allowance of the
claims. Applicant does not acquiesce in any assertion by the Examiner that is not expressly
addressed by these remarks. Should the Examiner wish to discuss this case, the Examiner is

encouraged to call the undersigned at (312) 754-9315.

Respectfully submitted,

LEE SULLIVAN SHEA &
SMITH LLP

Date: __July 31, 2020 By: /Brandon J. Kennedy/
Brandon J. Kennedy
Reg. No. 67,894
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