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I. INTRODUCTION 

When a Petitioner “provides no explanation for its different claim 

construction positions in the two forums. This alone favors denial of institution.” 

American Airlines, Inc. and Southwest Airlines Co. v. Intellectual Ventures I LLC,, 

IPR2025-01055, Paper 11 at 13 (Nov. 21, 2025); Revvo Technologies, Inc. v. 

Cerebrum Sensor Technologies, Inc., IPR2025-00632, Paper 20 (Nov. 3, 2025) 

(precedential) (a petitioner must explain why it takes different claim construction 

positions in the petition and in district court); Tesla, Inc. v. Intellectual Ventures II 

LLC, IPR2025-00340, Paper 18 (Nov. 5, 2025) (informative) (a petitioner’s 

explanation that it could not argue indefiniteness in an IPR is insufficient to show 

why different claim construction positions are warranted). 

In its Petition, Petitioner stated that “no terms need construction to resolve the 

controversy in this forum” and that “[f]or this Petition, Petitioner applies prior art in 

a manner consistent with Patent Owner’s allegations of infringement before the 

district court.” (Petition, 10.) Petitioner thus elected Patent Owner’s constructions, 

declined to identify any term requiring construction, and offered no explanation for 

doing so.  

In the district court, however, Petitioner has taken the opposite approach, 

asserting that numerous terms require construction and that several terms are 

indefinite. Petitioner has never explained why it advances narrower positions in 
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district court but a broader approach here. In fact, the Board was first informed of 

Petitioner’s inconsistent claim construction positions in Patent Owner’s Preliminary 

Response (Paper 10 at 12). See American Airlines v. Intellectual Ventures I LLC., 

IPR2025-01055, Paper 11 at 13 (noting that Petitioner is obligated by its duty of 

candor and good faith pursuant to 37 C.F.R. § 42.11 to inform the Board of different 

claim construction positions and stating “Patent Owner should not have been the 

first party to inform the Board as to Petitioner’s different claim construction 

positions in the two forums.”) 

Under Revvo and Tesla, a petitioner taking different claim construction 

positions across forums must explain why alternative positions are warranted. 

Petitioner has provided no such explanation in the Petition, or any other IPR paper. 

This unexplained inconsistency reflects noncompliance with 37 C.F.R. § 

42.104(b)(3) and warrants denial of institution. 

II. GOVERNING PRINCIPLES FROM REVVO AND TESLA 

In Revvo, the Director held that “when a petitioner takes alternative positions 

before the Board and a district court, that petitioner should, at a minimum, explain 

why alternative positions are warranted.” Revvo at 3-4. The Director further clarified 

that, “Simply noting that the petitioner is adopting a patent owner’s claim 

construction proposals from district court, however, is not a sufficient reason for 

advancing different positions in the two forums.” Id. at 5. Revvo also explained that 
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when a petition lacks the required explanation, it fails to comply with Rule 

42.104(b)(3), and that such failure “would mean a denial of institution.” Id. 

In Tesla, the Director confronted a similar inconsistency where a petitioner 

argued indefiniteness in district court but urged “plain and ordinary meaning” at the 

PTAB. The Director held that an assertion that some claim construction positions, 

such as indefiniteness, are unavailable in an IPR “is not a sufficient explanation” for 

differing positions. Tesla at 3. Tesla emphasized that unexplained inconsistencies in 

claim construction “detracts from… the Office’s goal[.]” Id. at 4. Indeed, in Tesla, 

where the “Petitioner argued indefiniteness in the district court and then adopted 

Patent Owner’s plain and ordinary meaning construction from the district court 

litigation in its Petition” that “denial of institution is appropriate in this case.” Id. 

Together, these decisions require a petitioner to explain in the petition why it 

takes different claim construction positions across forums. A conclusory plain-

meaning assertion or a reference to procedural differences is insufficient. 

III. PETITIONER’S POSITION IN THE PETITION 

Petitioner’s claim construction position in the Petition is clear: 

“Here, no terms need construction to resolve the controversy in this 

forum... For this Petition, Petitioner applies prior art in a manner consistent 

with Patent Owner’s allegations of infringement before the district court.” 

(Petition, 10. Emphasis added.) 

 
Under Qualcomm, “[Petitioner] should be held to the phrasing of its petition 
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because an IPR petitioner is the ‘master of its own petition.’” Qualcomm 

Incorporated v. Apple Inc., 134 F.4th 1355,1367 (Fed. Cir. 2025). The Petition 

identifies no term requiring construction, offers no express construction, and 

provides no explanation. Furthermore, Petitioner has made no attempt to cure this 

inconsistency and, despite multiple opportunities to do so, Petitioner is silent.  

IV. PETITIONER’S DISTRICT COURT POSITIONS 

Taking a contrary district court position, Petitioner argues that the claims 

require numerous narrowing constructions to avoid infringement and several terms 

are indefinite. Briefly, for example, Petitioner in the district court construes inter 

alia “polymer layer” as “continuous polymer layer” and “an aluminum layer 

deposited on the fourth surface” as “vacuum depositing aluminum onto the fourth 

surface.” [Amended Joint Claim Construction Chart, EX2029.] These are not 

superficial differences. They are substantive narrowing constructions that Petitioner 

asserts impact non-infringement. Yet none are acknowledged in the Petition. 

V. THE PETITION IS NONCOMPLIANT WITH RULE 42.104(b)(3) 

Under 37 C.F.R. § 42.104(b)(3), petitioners must clearly articulate in the 

petition “[h]ow the challenged claim is to be construed.” Here, Petitioner has 

provided no explanation for its different claim construction positions in the two 

forums. Under Revvo and Tesla, “[t]his alone favors denial of institution.” American 

Airlines, at 13. 
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VI. CONCLUSION 

Both Revvo and Tesla establish that petitioners taking different claim 

construction positions before the Board and in district court must explain, in the 

petition, why those differing positions are warranted, and that unexplained 

inconsistencies result in noncompliance with Rule 42.104(b)(3) and support denial 

of institution.  

Petitioner did not provide any explanation in the Petition, or anywhere else, 

despite advancing extensive narrowing and indefiniteness positions in district court. 

Consistent with Revvo and Tesla, this failure reinforces that the Board should assess 

the Petition in light of Petitioner’s noncompliance with § 42.104(b)(3) and deny 

institution.  

Patent Owner does not raise any issue outside the authorized scope of this 

supplemental briefing. Patent Owner also reserves the right to respond to any new 

explanation Petitioner may offer for the first time in its own supplemental brief. 
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