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INTRODUCTION 

Patent Owner (“PO”) has been pressing a campaign against the coal industry 

since at least 2019 with a group of patents, including U.S. Patent No. 10,343,114 

(“the ‘114 Patent”), that the Board has repeatedly found are likely not valid.  Indeed, 

in IPR2025-00274 and IPR2025-00278 (“the 2025 IPRs”), the Board instituted 

separate IPRs against the ‘114 Patent just as it did in 2020 on similar grounds in two 

other IPRs directed against the ‘114 Patent. See EX1038 (Institution Decision in 

IPR2020-00832); EX1039 (Institution Decision in IPR2020-00834) (“the 2020 

IPRs”).  And here, PO has given no defense against the prior art cited in this IPR as 

there is no defense.  All claims of the ‘114 Patent are simply invalid and it is not a 

close question. 

But rather than facing the merits of the 2020 IPRs, PO settled with those 

petitioners shortly after institution on terms where the 2020 IPRs were dismissed 

without a decision on the merits.  PO then took the remaining defendants to trial and 

obtained a verdict where the validity of the ‘114 Patent was not substantively 

challenged.   

Here, PO filed a second lawsuit against another large group of defendants, 

several of whom joined in filing the 2025 IPRs.  True to form, PO has now settled 

with all of those defendants except one, PacifiCorp, and one other party who is not 

a defendant in the lawsuit.  PO thus is just two settlements short of again avoiding a 
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decision on the merits invalidating the ‘114 Patent.  Furthermore, the Patent Office 

issued an Order dated November 25, 2025, remanding the institution decisions in the 

2025 IPRs back to the Board for further proceedings to reconsider whether RPI or 

privity issues warrant the Board vacating those institution decisions and dismissing 

the 2025 IPRs.  IPR2025-00278, Paper 55. 

Whether through a potential settlement or reconsideration of the RPI and 

privity issues, there is a risk the ‘114 Patent will again escape review and, Petitioner 

submits, invalidation on the merits.  Public policy demands that known invalid 

patents be found to be invalid, particularly where, as here, the patents cover the 

removal of mercury from coal emissions. 

Under the existing Patent Office rules in place when the Petition was filed, 

each accused defendant has the individual right to defend itself from patent 

infringement allegations, including the right to file separate IPR petitions against the 

asserted patents.  Changes to those rule are currently subject to a notice and comment 

period that is still open under the Administrative Procedure Act. But the rule today 

allowing defendants to file separate IPRs is still the rule and Petitioner filed its IPR 

Petition here in reliance on the rule.   

In fairness, Petitioner respectively requests Director Review and relief with 

respect to the “Notice of Decisions on Institution” dated October 31, 2025 (Paper 

20) as amended on November 20, 2025 through the “Amended Notice of Decisions 
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on Institution” (Paper 22) as follows:  

(1) reversal of the discretionary denial decision and that Petitioner be allowed 

to proceed with its ‘114 IPR Petition; 

(2) reversal of the discretionary denial decision and entry of a stay order 

staying Petitioner’s ‘114 IPR Petition which stay order would be lifted in the event 

the 2025 IPRs do not proceed to a final written decision by the Board; OR 

(3) Petitioner be granted leave to file a motion out of time to join the 2025 

IPR petitions pursuant to the rules and practice provided for under 37 C.F.R. §§ 

42.122 and 42.22. 

ARGUMENT 

I. The ‘114 Patent is Invalid. 

In unusually strong language, the Board has repeatedly found that the ‘114 

Patent and members in the ‘114 Patent family lack priority back to the initial 

provisional application and that the cited prior art likely renders one or more claims 

of the ‘114 Patent invalid.  See Paper 49 (Institution Decision) in IPR2025-00278 

and Paper 50 (Institution Decision) in IPR2025-00274.  See also, the Institution 

Decisions in the 2020 IPRs in EX1038 (Institution Decision in IPR2020-00832) and 

EX1039 (Institution Decision in IPR2020-00834).  The Board’s decisions instituting 

review in both 2020 IPRs and in both 2025 IPRs, all against the ‘114 Patent. are thus 

highly relevant to the Petition here. 
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Further, the Petition here cites to still more prior art proving the invalidity of 

each claim of the ‘114 Patent.  In its Preliminary Patent Owner Response, PO did 

not contest that Blankinship cited in Ground 3 of the Petition individually disclose 

every element of numerous Challenged Claims.  Nor did PO contest that the 

obviousness combinations set forth in Grounds 1, 2, and 4 disclose every element of 

the Challenged Claims or that a POSITA would have been motivated to make the 

combinations.  PO instead relied on priority date and reduction to practice arguments 

the Board has already rejected. See IPR2020-00832, Paper 18, at 18-31; IPR2025-

00278, Paper 33, at 44; see also M.P.E.P. § 201.08; September 16, 2025 Stewart 

Memorandum.  The merits of the Petition are very strong and the ‘114 Patent should 

be found invalid.   

In addition, Grounds 1, 2 and 4 plainly present new art and arguments. 

Grounds 3-4 depend on Blankinship or Blankinship and Julien, but neither has ever 

been cited in any Patent Office proceeding.       

Grounds 1, 2 and 4 depend on Vosteen as a primary or secondary reference 

and the Board, as PO knows, has already concluded the Examiner did not fully 

consider Vosteen. See IPR2020-00834, Paper 18, at 40-41 (“We find that Petitioner 

has sufficiently shown how the Examiner failed to fully consider the aspects of 

Vosteen not related to ‘monitoring the mercury content,’ such as the amended claims 

requiring that ‘coal must comprise particular bromine-containing species.’”).  
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Grounds 1, 2 and 4 thus also present new arguments.   

Further, PO’s conclusory assertion Blankinship, Altman, Nelson and Olson-

235 cited by Petitioner are “cumulative” or “substantially similar” to art “previously 

presented to the office” (Downs and Vosteen) is not correct. See Paper 10 at 6-7.  

For a fuller explanation of the material differences between Blankinship, Altman, 

Nelson, and Olson-235 cited by Petitioner and Downs and Vosteen, see Paper 15 

(Petitioner’s Opposition to Patent Owner’s Request for Discretionary Denial) at 

pages 3-4.  

In sum, the references relied on by Petitioner are not the same or substantially 

the same as those relied on by the Examiner or in other proceedings including the 

2025 IPRs and they plainly invalidate each and every claim of the ‘114 Patent. 

As an aside, the Delaware jury trial did not substantively address the validity 

of the ‘114 Patent as the jury was not asked whether the ‘114 Patent is valid.  More 

importantly, the Delaware jury trial did not address validity at all.  Indeed, the 

Delaware defendants did not present any evidence of invalidity at trial (“not a word,” 

as stated by PO’s counsel).  See EX2004 at 921:12-17, 1117:9-14, 1194:11-1195:8. 

Because the Delaware defendants did not put validity at issue, the Delaware court 

granted PO’s uncontested JMOL on invalidity. Id., 1119:23-1120:8.  Such stands in 

stark contrast to the Board’s various Institution Decisions repeatedly supporting the 
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predicate lack of written description and priority issues for a finding that all claims 

of the ‘114 Patent are invalid. 

II. The Board Must Conduct an IPR of the ‘114 Patent. 

The evidence against the validity of the ‘114 Patent is very strong, both here 

and in the 2025 IPRs filed by PacifiCorp.  The concern is that PO will again evade 

the IPR process through settlement or otherwise and Petitioner will be improperly 

left without the benefit of its Petition after most of the work has been done and after 

the Board has spent a lot of time analyzing the technical written description and 

priority issues underlying the invalidity of the ‘114 Patent.  Similarly, it would be 

very inefficient for the federal court system to have to resolve these same issues 

again. 

History is telling.  Rather than facing the merits of the 2020 IPRs, PO settled 

with those petitioners shortly after institution on terms where the 2020 IPRs were 

dismissed without a decision on the merits.  PO then took the remaining defendants 

to trial and obtained a verdict where the validity of the ‘114 Patent was not 

substantively challenged.   

PO filed a second lawsuit against another large group of defendants, several 

of whom joined in filing the 2025 IPRs.  True to form, PO has now settled with all 

of those defendants except one, PacifiCorp, and one other party who is not a 

defendant in the lawsuit, Berkshire Hathaway Energy Company.  PO thus is just two 
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settlements short of again avoiding a decision on the merits invalidating the ‘114 

Patent.  See IPR2025-00274, Paper 53 (announcing settlement with MidAmerican 

Energy Company leaving only PacifiCorp and Berkshire Hathaway Energy 

Company as Petitioners); Papers 32 and 51 (Orders covering settlement with other 

petitioners); and IPR2025-00278, Paper 51 (announcing settlement with 

MidAmerican Energy Company leaving only PacifiCorp and Berkshire Hathaway 

as Petitioners); Papers 32 and 50 (Orders covering settlement with other petitioners). 

Furthermore, the Patent Office issued an Order dated November 25, 2025, 

remanding the institution decisions in the 2025 IPRs back to the Board for further 

proceedings to reconsider whether RPI or privity issues warrant the Board vacating 

those institution decisions and dismissing the 2025 IPRs.  See IPR2025-00274, Paper 

57 and See IPR2025-00278, Paper 55. 

Whether through a potential settlement or reconsideration of the RPI and 

privity issues, there is a risk the ‘114 Patent will again escape IPR review and, we 

submit, invalidation on the merits.  Public policy demands that known invalid patents 

be found to be invalid, particularly where, as here, the patents cover the removal of 

mercury from coal emissions. 

The IPR process was established by Congress for this very situation where an 

invalid patent is being broadly asserted an industry to the detriment of the public 
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interest.  The Board must be allowed to proceed with an IPR proceeding and 

efficiently determine the validity of the ‘114 Patent. 

III. The Current Patent Office Rules Allow for Multiple IPR Petitioners. 

Petitioner “ha[s] individual rights to defend [itself] from allegations of patent 

infringement by challenging the validity of the [] patent here [at the PTAB] and in 

district court.” See Olympus Corp. v. Optimum Imaging Techs., LLC, IPR2024-

01220, Paper 13 (Feb. 24, 2025) at 9 (denying request for discretionary denial based 

on earlier co-pending IPR petition where the petition at issue also “raise[d] 

references not cited to in the [other] IPR”)). Monolithic Power Systems, Inc. v. 

Greenthread, LLC, IPR2024-0550, Paper 20 (Sept. 25, 2024) at 9-10 (“…per Ford 

and Videndum, we will not discretionarily deny a later petition in view of an earlier 

petition where the earlier and later petitioners are neither the same party nor have a 

‘significant relationship.’”); Videndum Prod. Sols., Inc v. Rotolight Ltd., IPR2023-

01218, Paper 12 (Vidal Apr. 19, 2024) (where “the first and second petitioners are 

neither the same party, nor possess a significant relationship under Valve, General 

Plastic factor one necessarily outweighs the other General Plastic factors.”). 

Olympus is on all fours here.  Petitioner is not a party to nor related to any 

party in the 2025 IPRs.  And the Petition here raises references—Altman (EX1007), 

Nelson (EX1008), and Blankinship (EX1012) as evidenced by Julien (EX1014)—

not raised in the 2025 IPRs.   



      IPR2025-01118 
        U.S. Patent No. 10,343,114 

9 

Further, the Advanced Bionics/Becton factors, the Fintiv factors, and the 

March 2025 Memorandum each weigh in favor of the ‘114 Patent IPR proceeding 

to a decision on the merits.  See Paper 15 (Petitioner’s Opposition to Patent Owner’s 

Request for Discretionary Denial) at pages 2-20. 

IV. Petitioner Requests Alternative Relief in the Discretion of the Director. 

Given that the Board and multiple petitioners have collectively expended 

considerable effort showing that all claims of the ‘114 Patent are invalid, the Board 

should be allowed to conduct an IPR and reach a final written decision concerning 

the validity of the ‘114 Patent.  The public interest demands no less. 

And given PO’s history of settling with petitioners to avoid a decision on the 

merits and given the current Patent Office rules allowing for defendants to file their 

IPR petitions, Petitioner respectively requests Director Review and relief with 

respect to the “Notice of Decisions on Institution” dated October 31, 2025 (Paper 

20) as amended on November 20, 2025 through the “Amended Notice of Decisions 

on Institution” (Paper 22) in any of the following alternatives to ensure that the 

Board is allowed to reach a final decision on the merits:   

(1) reversal of the discretionary denial decision and that Petitioner be allowed 

to proceed with its ‘114 IPR Petition; 

(2) reversal of the discretionary denial decision and entry of a stay order 

staying Petitioner’s ‘114 IPR Petition which stay order would be lifted in the event 
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the 2025 IPRs do not proceed to a final written decision by the Board; OR 

(3) Petitioner be granted leave to file a motion out of time to join the 2025 

IPR petitions pursuant to the rules and practice provided for under 37 C.F.R. §§ 

42.122 and 42.22. 

CONCLUSION 

For the foregoing reasons, Petitioner respectfully requests that the Director 

conduct his review and grant any of the relief set forth above in Section IV. 

 

Dated:  December 1, 2025  Respectfully submitted, 

/Robert M. Evans, Jr./  
Robert M. Evans, Jr., Reg. No. 36,794 
Kathleen M. Petrillo, Reg. No. 35,076 
Michael J. Hartley, Reg. No. 67,230 
LEWIS RICE LLC 
600 Washington Avenue, Suite 2500 
St. Louis, MO  63101 
T:  314-444-7784; F:  314-612-7784 
Email: revans@lewisrice.com  
 mhartley@lewisrice.com  

Counsel for Petitioner 
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CERTIFICATE OF SERVICE 

It is hereby certified that on this 1st day of December, 2025, a copy of the 

foregoing document was served via electronic mail, as consented to by Patent 

Owner upon the following counsel of record: 

Hamad M. Hamad, Reg. No. 64,641  
CALDWELL CASSADY CURRY, P.C.  
2121 N. Pearl St., Suite 1200, Dallas, TX 75201  
T: 214-888-4848;  
F: 214-888-4849  
Email: hhamad@caldwellcc.com;   
jnemunaitis@caldwellcc.com;   
rcochrane@caldwellcc.com;   
ehorsley@caldwellcc.com;   
midwest@caldwellcc.com. 

 
 

By: /Robert M. Evans, Jr./  
Lead Counsel for Petitioner 
Robert M. Evans, Jr. 
Reg. No. 36,794 

 

  

 


