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I. INTRODUCTION 

 In its opening Brief (Paper 10), Patent Owner (“PO”) incorrectly asserted that 

non-parties Chem-Mod, LLC (“Chem-Mod”) and its sublicensees, Buffington 

Partners, LLC (“Buffington”) and Larkwood Energy, LLC (“Larkwood”), should be 

considered real parties-in-interest (“RPI”) and/or privies of Petitioner.   

Petitioner’s Opposition (Paper 14) proved there was no evidence to support 

such a finding as: (1) none of Chem-Mod, Buffington, or Larkwood is controlling, 

funding, directing or otherwise involved in this Petition in any way; and (2) 

Petitioner had no opportunity to litigate the validity or infringement of the ‘517 

Patent in the Delaware case as Petitioner was not a party thereto nor a party in any 

IPR related to that case.  Petitioner also noted the Board had already rejected nearly 

identical RPI and privity arguments in IPR2025-00281.  

In its Reply, PO asserts only that Buffington and Larkwood are privies of 

Petitioner premised on purported “factual findings and legal conclusions” in a 

Delaware Court’s September 22, 2025 Order denying the Delaware Defendants’ 

post-trial motion for JMOL.  Reply at 4-5.  That Order contains no facts to support 

a privity finding here, and there remains zero evidence that Buffington or Larkwood 

is controlling, funding, directing, or otherwise involved in this proceeding in any 

way – because they simply are not.  For these reasons, and for those established in 

Petitioner’s Opposition, PO’s discretionary denial request should be denied. 
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II. ARGUMENT 

A. Legal Standards Regarding Privity 

“Privity” is a limited exception to the “deep-rooted historic tradition that 

everyone should have his own day in court.”  Taylor v. Sturgell, 553 U.S. 880, 892–

93, 894 n.8 (2008) (quotation omitted).  For IPRs, the “[privity] analysis seeks to 

determine whether the relationship between the purported ‘privy’ and the relevant 

other party is sufficiently close such that both should be bound by the trial outcome 

and related estoppels.”  PTAB November 2019 Consolidated Trial Practice Guide, 

(“CTPG”) at 14-15.  Privity “is essentially a shorthand statement that collateral 

estoppel is to be applied in a given case.” CTPG at 15. 

“[T]he privity inquiry in this context naturally focuses on the relationship 

between the named IPR petitioner and the party in the prior lawsuit.”  WesternGeco 

LLC v. Ion Geophysical Corp., 889 F.3d 1308, 1319 (Fed. Cir. 2018).  “For example, 

it is important to determine whether the petitioner and the prior litigant’s 

relationship—as it relates to the lawsuit—is sufficiently close that it can be fairly 

said that the petitioner had a full and fair opportunity to litigate the validity of 

the patent in that lawsuit.”  Id. (emphasis added).  “[A] manufacturer-customer 

relationship alone does not establish privity, even with indemnity provisions.”  

Samsung Electronics Co. Ltd. v. Netlist Inc., IPR2022-00615, Paper 62 at 23 (PTAB 

June 30, 2023) (citation omitted); See also WesternGeco, 889 F.3d at 1319. 
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The CTPG further explains that the relevant considerations for privity include:  

(1) whether the non-party had the opportunity to exercise control over the 

petitioner’s participation in the IPR; (2) the non-party’s relationship with the 

petitioner and with the petition, including any involvement in the filing; and (3) the 

nature of the entity filing the petition.  CTPG at 15-18; see also Microsoft Corp. v. 

Worlds, Inc., IPR2021-00277, 2021 WL 2460652, *6 (PTAB June 16, 2021). 

B. Neither Buffington Nor Larkwood is a Privy of Petitioner 

PO’s opening Brief identified no evidence that Buffington or Larkwood is 

controlling, funding, or otherwise has any involvement with the Petition or 

Petitioner’s role in this proceeding. There is also no evidence of any coordination 

between Petitioner and either of Buffington or Larkwood as to Petitioner’s decision 

to bring this proceeding or the contents of the Petition. There is no such evidence 

because Petitioner is acting independently here, in the MDL, and in the Missouri 

case to defend itself against PO’s infringement claims as is Petitioner’s right.  

Nothing in the Delaware Court’s recent post-trial order changes these facts. 

Contrary to PO’s assertions otherwise, the Delaware Court’s post-trial 

decision that there was sufficient evidence presented during the Delaware trial to 

“support the [jury’s] conclusion that CERT took affirmative steps to encourage 

infringement” and acted willfully in doing so (EX2016 at 17, n. 19) does not fill the 

void of evidence of privity in PO’s opening Brief.  Nothing in the Delaware Court’s 
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Order even suggests that Buffington or Larkwood is: (1) controlling the Petition or 

Petitioner’s role in this proceeding; (2) funding this proceeding; or (3) coordinating 

with Petitioner or had any substantive involvement with Petitioner’s decision to 

bring this proceeding. And PO has identified no evidence that Petitioner is somehow 

acting as a proxy for Buffington or Larkwood to provide either with the opportunity 

to “lodg[e] a successive attack for which it already had a first bite.”  See Uniloc 2017 

LLC v. Facebook, Inc., 989 F.3d 1018, 1028 (Fed. Cir. 2021).  

The Board and the Federal Circuit have made clear that it would be 

“improper” to find a party is a privy of a petitioner where there is such a lack of 

evidence. To quote the Board in ASSA Abloy AB v. CPC Patent Tech. Pty, Ltd: 

There is no persuasive evidence that Apple has any control or 
substantive involvement over the Petition or over Petitioner’s role in 
this proceeding.  There is no persuasive evidence of joint funding. 
There is no persuasive evidence of direct or implied coordination 
between Apple and Petitioner as to their respective decisions to bring 
these proceedings. There is no persuasive evidence that Apple was a 
“litigating agent” for Petitioner. Under these circumstances, a 
finding that Apple is a privy of Petitioner “would be improper.” 

IPR2022-01006, 2024 WL 3799645, *24 (PTAB Aug. 13, 2024) (emphasis added); 

Uniloc 2017, 989 F.3d at 1029 (“improper” to find party was an RPI or privy where 

no “evidence of control,” “joint funding,” or “substantial coordination”); Luminex 

Int’l Co. v. Signify Holdings B.V., IPR2024-00101, Paper 20, at 9, 23 (PTAB Nov. 

21, 2024) (RPI and privity concern whether an “unnamed party is controlling, 

funding, or directing an IPR proceeding”).  The same result should follow here. 
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PO’s reliance on generic indemnity provisions continues to miss the point.  

See Reply at 4-5; see also EX2016 at 17.  What the jury “could” infer during the 

Delaware trial does not change the plain and generic language of the indemnity 

provisions here (which were entered into many years before the ‘517 Patent issued) 

or that neither Buffington nor Larkwood is indemnifying Petitioner – they are not. 

The law is clear that such indemnity provisions do not create privity.  Bae Sys. Info. 

& Elec. Sys. Integration, Inc. v. Cheetah Omni, LLC, IPR2013-00175, Paper 20 at 4 

(PTAB July 23, 2013) (holding indemnity provisions do not establish a right of 

control of a proceeding, and noting “indemnification is not one of the ‘substantive 

legal relationships’ cited in Taylor, 553 U.S. at 894, as binding a person not a party 

to a lawsuit to a judgment in that suit.”); WesternGeco, 889 F.3d at 1321-22.  

III. ADDITIONAL CONSIDERATION REGARDING FINTIV FACTOR 1 

After this Surreply was authorized (EX3001), the MDL granted a Joint 

Motion to Stay Proceedings filed by both PO and the MDL Defendants. EX1095, 

EX1096. The Stay Order continued all case deadlines. Id. PO joined the Motion to 

Stay despite its representation in its Brief that a “stay is unlikely.” Paper 10 at 17. 

IV. CONCLUSION 

 The “general rule against nonparty preclusion” applies here as Petitioner is 

not “simply serving as a proxy” of Buffington or Larkwood.  And PO does not allege 

such. There is no privity and PO’s request for discretionary denial should be rejected. 
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