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Pursuant to the Board’s authorization via email on November 4, 2025,
Petitioner Apple Inc. (“Apple”) submits this Motion to Withdraw all challenges to
claims 1-6 of U.S. Patent No. 8,230,101 (“the 101 Patent”).

On October 10, 2025, a Markman order issued in Patent Owner’s litigation
with Google LLC, captioned as Case No. 2:24-CV-353-JRG. APPLE-1108. In the
Markman order, the district court determined that, with respect to the 101 Patent,
the term “a list information transmission unit adapted to respond to a list presentation
request for the held digital contents of the server device for media from the network
player by transmitting list information to the network player, wherein the list
information lists the digital contents left in the internal storage device and the digital
contents transferred from the internal storage device to the network storage device
and stored in the network storage device, and wherein the list information maintains
a tree structure of the digital contents in the internal storage device before
transferring the digital contents to the network storage device” is governed by 35
U.S.C. § 112, 9 6 and indefinite as lacking corresponding structure. /d., 38—42.

The district court’s finding of indefiniteness implicates claims 1-6 of the *101
Patent but does not implicate claims 7—12 of the *101 Patent, which do not include
the relevant claim term or any other term that has been identified as subject to 35
U.S.C. § 112, 9 6 or potentially subject to 35 U.S.C. § 112, 4 6. In an effort to

streamline the Board’s review of the Petition and to make the most efficient use of
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Board resources, Petitioner moves to withdraw its challenges to claims 1-6, leaving
only challenges to claims 7-12 in the Petition.

With this motion, Petitioner asks the Board to consider within the Petition
only the challenges to claims 7-12 and to disregard the challenges to claims 1-6 for
at least the following reasons. First, in the e-mail from Patent Owner’s counsel on
November 3, 2025, Patent Owner has stated that it does “not oppose a motion to
withdraw the challenges to claims 1-6.” APPLE-1109. Second, limiting the
proceeding to challenges other than those to claims 1-6 promotes efficient use of the
resources of the Board, streamlines the issues under consideration, and saves
expense, time and resources for the parties and Board. Third, the Board has regularly
withdrawn challenges to claims within prior petitions. See, e.g., IPR2017-01328,
Paper 25; IPR2017-00782, Paper 27; IPR2017-00701, Paper 65; IPR2017- 01355,
Paper 22.

In IPR2019-00510, the Board granted a similar request by Petitioner to
remove challenges to a claim from the Petition as if the claim were never challenged.
IPR2019-00510, Paper 21 at 1 (“On May 15, 2020, Petitioner filed an unopposed
request to withdraw the challenges set forth in the Petition with respect to claim 18.
Ex. 3001. In essence, Petitioner requests removal of the challenges to claim 18 from
the Petition as if claim 18 was never challenged. Id. We grant Petitioner’s request.”).

In that case, the challenged claim had been found indefinite in co-pending litigation
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and it was therefore deemed most efficient for the Board to move forward with only
the challenge to the remaining claim that had not been found indefinite. [IPR2019-
00510, Ex. 3001; Paper 17 at 5 (“I would like to ask a question about claim 18,
before we get started. I’'m under the impression that there was a recent federal circuit
decision on claim 18, and in that decision, they affirm the district court’s
determination that claim 18 is indefinite.”). For reasons similar to those justifying
requested changes in [IPR2019-00510, Petitioner asks the Board to streamline the
present review, withdraw the challenges to claims 1-6, and grant institution of
claims 7—12 that lack the indefiniteness issue identified by the district court.
Moreover, good cause exists to limit the Petition as requested because the
Markman order issued well after the Petition was filed. Specifically, the Petition in
IPR2025-01103 was filed on June 4, 2025, and the Markman order 1ssued months
later on October 10, 2025. Because Petitioner was not a party to the litigation in
which the indefiniteness finding was made, Petitioner did not immediately receive a
copy of the Markman order. However, upon learning of the order, Petitioner
promptly brought it to the attention of Patent Owner and the Board while requesting
withdrawal of the challenges to the indefinite claims. Accordingly, consistent with
Board goals, Petitioner acted efficiently to conserve resources of the parties and the
Board by requesting withdrawal of challenges to claims 1-6 as soon as Petitioner

learned that those claims had been found indefinite.
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For the foregoing reasons, Petitioner respectfully requests that the Board
remove claims 1-6 of the 101 Patent from this inter partes review proceeding and

limit the institution decision to claims 7—12.

Respectfully submitted,

Dated: November 10, 2025 /W. Karl Renner/
W. Karl Renner, Reg. No. 41,265
Jeremy J. Monaldo, Reg. No. 58,680
Jennifer J. Huang, Reg. No. 64,297
Kiersten Batzli, Reg. No. 75,476
Fish & Richardson P.C.
60 South Sixth Street, Suite 3200
Minneapolis, MN 55402
T: 202-783-5070
F: 877-769-7945

Counsel for Petitioner
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CERTIFICATE OF SERVICE

Pursuant to 37 CFR § 42.6(e)(4), the undersigned certifies that on November
10, 2025, a complete and entire copy of this Petitioner’s Motion to Withdraw all
challenges to claims 1-6 of U.S. Patent No. 8,230,101 and Accompanying Exhibits
were provided by email to the Patent Owner by serving the correspondence email

address of record as follows:

Peter Lambrianakos
Vincent J. Rubino, 111
Alfred R. Fabricant
Joseph M. Mercadante
Julian G. Pymento

FABRICANT LLP
411 Theodore Fremd Avenue,
Suite 206 South
Rye, New York 10580
Tel. 212-257-5797
Fax. 212-257-5796

PTAB@fabricantllp.com

/Crena Pacheco/

Crena Pacheco
Fish & Richardson P.C.
60 South Sixth Street, Suite 3200

Minneapolis, MN 55402
pacheco@fr.com
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