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IN THE UNITED STATES DISTRICT COURT 

EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 

 

 

ADVANCED INTEGRATED CIRCUIT 

PROCESS LLC, 

 

                              Plaintiff, 

 

v. 

 

UNITED MICROELECTRONICS 

CORPORATION, 

 

                              Defendant. 

 

Case No.: 2:24-cv-00730-JRG 

(Lead Case) 

ADVANCED INTEGRATED CIRCUIT 

PROCESS LLC, 

 

                              Plaintiff, 

 

v. 

 

TAIWAN SEMICONDUCTOR 

MANUFACTURING COMPANY LIMITED, 

 

                             Defendant. 

 

Civil Action No.: 2:24-cv-623 

 

 

 

REQUEST FOR INTERNATIONAL JUDICIAL ASSISTANCE (LETTER ROGATORY) 

The United States District Court for Eastern District of Texas presents its compliments to 

the Appropriate Judicial Authority in 日本国 (Nippon-koku) (hereinafter “Japan”) and 

respectfully requests, in the interest of justice, international judicial assistance to obtain evidence 

located in Japan that will be used in a civil proceeding before this Court in the above-captioned 

matter. 
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I. REQUEST FOR JUDICIAL ASSISTANCE 

In the proper exercise of authority, this Court has determined that the evidence sought 

pursuant to the requests below is necessary to develop the factual record needed to resolve the 

issues in this litigation.  The Court therefore requests the assistance described herein in the 

interests of justice.  The assistance requested is that the Appropriate Judicial Authority of Japan 

compel production of the documents identified below in Schedule A and deposition testimony 

identified below in Schedule B from the following foreign third party: 

Nuvoton Technology Corporation Japan 

1 Kotari-yakemachi,  

Nagaokakyo City,  

Kyoto 617-8520, Japan 

Responses returned to this Court may be submitted as evidence at trial and may be 

necessary for the conclusion of this proceeding.  As allowed by international laws of Japan, 

please have all returned evidence verified and/or certified as to completeness and authenticity. 

If any portion of this Request is deemed to be unacceptable under the laws of Japan, 

please disregard that portion and continue to comply with as much of the Request as legally 

permissible. 

II. NATURE OF THE PROCEEDING AND SUMMARY OF THE FACTS 

On August 1, 2024, Advanced Integrated Circuit Process LLC (“AICP”) filed a 

complaint in the above-captioned suit alleging that Taiwan Semiconductor Manufacturing 

Company Ltd. (“TSMC”) has infringed U.S. Patent Nos. 7,579,227; 7,923,764; 8,198,686; 

8,253,180; 8,587,076; 8,796,779; and 8,907,425 based on TSMC’s manufacturing of certain 

semiconductor products.  All the asserted patents originated from Panasonic Corporation 

(“Panasonic”).  Public assignment records show that Panasonic transferred the asserted patents to 
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Nuvoton Technology Corporation Japan (“Nuvoton Japan”).  Within days of acquiring the 

asserted patents from Nuvoton Japan, AICP filed suit against TSMC.   

During discovery, TSMC has sought the production of documents and testimony from 

AICP pertaining to Nuvoton Japan’s ownership of the asserted patents, including related 

negotiations, valuations, and agreements.  AICP maintains that such evidence resides with 

Nuvoton Japan.   

This Letter Rogatory is therefore intended to obtain evidence from Nuvoton Japan that is 

unavailable through other means and reasonably likely to be material to Defendant’s defenses 

and damages theories.  The evidence to be obtained consists of documents and testimony for use 

at trial or in preparing for trial in this matter.  While this Court expresses no view at this time as 

to the merits in the above-captioned case, it is satisfied that the evidence requested is relevant to 

the claims and defenses of the parties in this action. 

III. IDENTITIES AND ADDRESSES OF THE PERSONS AND ENTITIES TO BE 

EXAMINED 

The business address of the entity to be examined is 1 Kotari-yakemachi, Nagaokakyo 

City, Kyoto 617-8520, Japan.  This address is based on currently available information for the 

headquarters of Nuvoton Japan. 

IV. EVIDENCE REQUESTED 

Schedule A contains the documents to be produced, and Schedule B contains the 

deposition questions to be answered.   
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V. PERSONS TO WHOM THE EXECUTED REQUEST IS TO BE RETURNED 

Jennifer Truelove 

MCKOOL SMITH, P.C. 

104 E. Houston Street, Suite 300 

Marshall, Texas 75670 

Telephone: (903) 923-9000 

Facsimile: (903) 923-9099 

Email: jtruelove@mckoolsmith.com 

VI. PROTECTIVE ORDER 

Some of the documents requested in Schedule A and some of the testimony sought in 

Schedule B may call for confidential information.  The Court entered a Protective Order that 

governs the production of documents, testimony, and any other evidence in connection with this 

action, including the document production or testimony of third parties. A copy of the governing 

Protective Order is attached as Exhibit 1.  This Protective Order will serve to protect any 

confidential and propriety business information produced by Nuvoton Japan from public 

disclosure. 

VII. OFFER OF RECIPROCAL ASSISTANCE 

The United Stated District Court for Eastern District of Texas is willing and able to 

provide similar assistance to the Judicial Authorities of Japan, should those authorities make a 

similar request. 

VIII. REIMBURSEMENT FOR COSTS 

Should there be any costs associated with the service herein, it will be the responsibility 

of the attorneys for TSMC to reimburse the appropriate Judicial Authority in Japan concerning 

the same.   
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Please direct any correspondence or communications concerning costs to: 

Jennifer Truelove 

MCKOOL SMITH, P.C. 

104 E. Houston Street, Suite 300 

Marshall, Texas 75670 

Telephone: (903) 923-9000 

Facsimile: (903) 923-9099 

Email: jtruelove@mckoolsmith.com 

Date: ____________________________  ___________________________________ 

The Honorable Rodney Gilstrap 

United States District Judge 

Eastern District of Texas 

(SEAL OF THE COURT)    100 E. Houston St. 

Marshall, TX 75760 
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SCHEDULE A 

DEFINITIONS 

The Definitions apply to all Instructions, Requests, Topics, and Questions regardless of 

whether upper or lower case letters are used. 

1. “You,” “Your,” or “Nuvoton Japan” refers to Nuvoton Technology Corporation 

Japan, including without limitation all predecessors, predecessors-in-interest, subsidiaries, 

parents and affiliates, and all past or present entities acting in joint ventures, licensing 

agreements, or partnership relationships with Nuvoton Technology Corporation Japan. 

2. The term “TSMC” refers to Taiwan Semiconductor Manufacturing Company 

Limited, including all predecessors, successors, subsidiaries, divisions, parents, and/or affiliates 

thereof, past or present, and all past or present officers, directors, agents, employees, consultants, 

accountants, attorneys, representatives, and any other person or entity acting on behalf of any of 

the foregoing. 

3. The term “Asserted Patent(s)” refers to the patents asserted in the Complaint, i.e., 

U.S. Patent Nos. 7,579,227 (“ʼ227 patent”); 7,923,764 (“ʼ764 patent”); 8,198,686 (“ʼ686 

patent”); 8,253,180 (“ʼ180 patent”); 8,587,076 (“ʼ076 patent”); 8,796,779 (“ʼ779 patent”); and 

8,907,425 (“ʼ425 patent”), as well as any patents asserted in the Complaint as amended, as well 

as any supplements thereto or amended version thereof.  

4. “Prior Art” shall mean all documents, activities, and things that constitute, 

describe, or refer to part or all of the subject matter claimed in any of the Asserted Patents that 

existed prior to the filing dates of the Asserted Patents, including any products containing the 

same.  By way of example, and without limitation, the term “Prior Art” includes the items 

described in 35 U.S.C. §§ 102 and 103, including publications, patents, physical devices, 

prototypes, knowledge, uses, sales, and offers for sale, and any document or thing evidencing 
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any of the foregoing, whether before or after any alleged reduction to practice dates of the 

alleged inventions of the Asserted Patents, and whether the documents, activities, and products 

relate to the United States or other countries. 

5. “Communication(s)” shall mean and refer to any transmission of information, in 

any form, via any medium, including, without limitation, documents incorporating, summarizing, 

or describing the contents of the transmission, meetings and discussions, telephone 

conversations, electronic communications, telegraphic communications, or any document 

containing a recording, transcription, summary, or description or identifying the time, place, 

subject matter, medium of transmission, or participants in the transmission. 

6. “Document(s)” shall be construed under the broadest possible construction under 

the Federal Rules of Civil Procedure, and shall include without limitation any written, recorded, 

graphic, or other matter, whether sent or received or made or used internally, however produced 

or reproduced and whatever the medium on which it was produced or reproduced (whether on 

paper, cards, charts, file, or printouts; tapes, discs, belts, videotapes, audiotapes, tape recordings, 

cassettes, or other types of voice recordings or transcriptions; computer tapes, databases, e-mails; 

pictures, photographs, slides, films, microfilms, motion pictures; or any other medium), and any 

other tangible item or thing of readable, recorded, or visual material of whatever nature including 

without limitation originals, drafts, and all non-identical copies of each document (which, by 

reason of any variation, such as the presence or absence of hand-written notes or underlining, 

represents a distinct version).  By way of example, the term “Document(s)” as used herein shall 

include, without limitation: correspondence; blueprints; memoranda; notes; diaries; letters; 

telegraphs; telegrams; telexes; emails; metadata; minutes; agendas; contracts; reports; studies; 

checks; statements; receipts; returns; summaries; pamphlets; circulars; press releases; 
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advertisements; books; inter-office and intra-office communications; handwritten or typewritten 

notes; notations or summaries of telephone conversations, meetings, or conferences; bulletins; 

computer printouts; databases; teletypes; telefaxes; invoices; worksheets; photographs; tape 

recordings; and all other tangible items of readable, recorded, or visual material of any kind.  The 

term Document(s) shall include Communication(s) as it is defined herein. 

7. “Thing(s)” has the broadest meaning allowable under Federal Rule of Civil 

Procedure 34 and includes any tangible object other than a Document, including, without 

limitation, objects of every kind and nature, as well as prototypes, models, or physical specimens 

thereof. 

8. “Date(s)” means the exact date(s), if known, or the closest approximation to the 

exact date(s) as can be specified, including, without limitation, the year, month, week in a month, 

or part of a month. 

9. The terms “entity” and “entities” include natural persons, proprietorships, 

partnerships, firms, private corporations, public corporations, municipal corporations, groups, 

associations, joint ventures, organizations, governments (including foreign national governments, 

the government of the United States, or any state or local government), governmental 

departments and agencies, any other legal entity, any combination thereof, and all predecessors 

in interest, successors, affiliates, subsidiaries, agents, and related entities. 

10. The terms “person” and “persons” include both natural persons and entities. 

11. “Relate to,” “Related to,” or “Relating to” shall mean in whole or in part 

concerning, constituting, containing, embodying, reflecting, describing, analyzing, identifying, 

mentioning, stating, referring directly or indirectly to, dealing with, or in any way pertaining to 

or associated with. 
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12. “Describe,” when used in relation to an act, event, instance, occasion, transaction, 

conversation, or communication, shall mean (1) to state the date and place thereof; (2) to identify 

the individual participants; (3) to summarize separately for each individual participant what he 

said or did; and (4) to identify each document used or prepared in connection therewith or 

making any reference thereto. 

13. “Identify” shall mean to include in a response with respect to: 

a. A natural person 

i. His or her name; 

ii. His or her last known home and business addresses and respective 

phone numbers; 

iii. His or her current or last known employer; 

iv. His or her job or current or last known position title; and 

v. If applicable, his or her connection to the subject matter of the 

request. 

b. An entity or organization 

i. Its name; 

ii. Its last known address and phone number for its principal place of 

business; 

iii. Its type (e.g., corporation, partnership, trust, etc.); 

iv. Its date and place of formation; and 

v. Its registered agent. 

c. A Document 

i. Its Bates Number; 

ii. Its type; 

iii. Its date; 

iv. A detailed description of its subject matter and contents; 

v. The identity of each author and recipient (including designated 

recipients of copies); and 

vi. Its location and custodian. 

d. A Communication 

i. Its date and place; 

ii. The person(s) who participated in it, were present during any part 

of it, or have knowledge about it; and  

iii. Its substance. 
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e. Any other tangible thing 

i. Its type (e.g., a base station, access unit, etc.); 

ii. Its purchase date; 

iii. A detailed description of its subject matter; 

iv. Who made it, if applicable; and 

v. Its current location and custodian, i.e., the person who last had 

knowledge, possession, custody or control thereof. 

f. An event 

i. Its type (e.g., oral communication, telephone call, meeting 

conference, teletype communication, purchase, sale, etc.); 

ii. Its date, time and place; 

iii. The identity of all persons participating, attending and observing; 

iv. A detailed description of the event and what transpired; and 

v. The Bates Number of or other identifier for all Documents 

referenced, referred to, relied upon or created in connection with 

the event (including any record made of the event). 

14. The singular form of a word should be interpreted in the plural as well. Any 

pronoun shall be construed to refer to the masculine, feminine, or neutral gender as in each case 

is most appropriate.  The words “and” and “or” shall be construed conjunctively or disjunctively, 

whichever makes the request most inclusive.  The word “including” shall be without limitation. 

The terms “each” and “any” shall mean any and all.  The use of a verb in any tense shall be 

construed as the use of the verb in all other tenses.  The singular form of any word shall be 

deemed to include the plural, and the plural form of any word shall be deemed to include the 

singular. 

15. “United States” or “U.S.” shall mean the United States of America, including its 

customs territories, the District of Columbia, and Puerto Rico. 

INSTRUCTIONS 

The following instructions apply to each specific request for production unless otherwise 

explicitly stated.   
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1. These requests call for Documents and Things that are known or available to You, 

or in Your possession, custody, or control, including all information known or available to Your 

attorneys, agents, representatives, or any other Person acting or purporting to act on Your behalf 

or under the direction or control of You or Your attorneys, agents, representatives, or 

investigators. 

2. A Protective Order has been entered in this case and is attached hereto as Exhibit 

1.  The Protective Order provides for the protection of confidential business information 

produced by a third party to the case.  Any confidential business information you provide may be 

so designated as provided for in the Protective Order.  For every document that you produce, 

mark each page which you consider to contain confidential business information with the 

designation set forth in the Protective Order issued in this case.  If a page is not marked with 

such designation, it is assumed that it does not contain confidential business information. 

3. You must preserve and retain all documents, including electronic documents, and 

other information potentially responsive to any of the Requests for Production and Deposition 

Topics and Questions set forth below. 

4. If You withhold any Document or Thing, or portion thereof, in response to any of 

the requests set forth below on grounds of privilege or any other claim of immunity from 

discovery, then for each Identification, Document, Communication, or portion thereof withheld, 

state the following: 

a. the type of Document (e.g., letter, memorandum, contract, etc.);  

b. its title;  

c. its Date;  

d. its subject matter;  
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e. the name, address, and employer at the time of preparation of the 

individual(s) who authored, drafted, or prepared it;  

f. the name, address, and employer at the time of dissemination of the 

individual(s) to whom it was directed, circulated, or copied, or who had access thereto; 

and  

g. the grounds on which the Document is being withheld (e.g., “attorney- 

client privilege,” “work product immunity,” etc.). 

5. In the event that You object to any request on the ground that it is overbroad 

and/or unduly burdensome for any reason, respond to that interrogatory as narrowed to the least 

extent necessary, in Your judgment, to render it not overbroad/unduly burdensome and state 

specifically the extent to which You have narrowed that interrogatory for purposes of Your 

response. 

6. In the event that You object to any request on the ground that it is vague and/or 

ambiguous, Identify the particular words, terms or phrases that are asserted to make such request 

vague and/or ambiguous and specify the meaning actually attributed to You by such words for 

purposes of Your response thereto. 

7. If no Documents are responsive to a particular request, you are to state that no 

responsive Documents exist. 

8. To the extent You believe that responsive information, Documents, or Things are 

in the possession, custody, or control in the possession of a Third Party, (i) Describe the 

complete basis for Your belief, (ii) Identify the Documents, Things, or other sources upon which 

You relied to form that belief, (iii) Describe in detail the steps You, or anyone on Your behalf, 
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have taken to verify or substantiate that belief, and (iv) state the Date(s) on which Your belief 

was formed. 

9. In the event that any Document or Thing called for by these requests for 

production or subsequent requests has been destroyed or discarded, that Document or Thing is to 

be Identified by stating: (i) the author(s), addressee(s), and any indicated or blind cop(y/ies); (ii) 

the Date, number of pages and attachment or appendices; (iii) the subject matter; (iv) the Date of 

destruction or discard, manner of destruction or discard, and reason for destruction or discard; (v) 

the Persons who were authorized to carry out such destruction or discard; and (vi) whether any 

copies presently exist, and, if so, the name of the custodian of each copy. 

10. In the event any information is withheld on a claim of attorney-client privilege, 

attorney work-product immunity, or any other privilege, Identify: (i) the date the information 

was created or communicated; (ii) the author(s), sender(s), or speaker(s) of the information; (iii) 

all recipients of the information, including copy recipients; (iv) the employer and position for 

each author, sender, speaker, or recipient, including whether that person is an attorney or foreign 

patent agent; (v) the general subject matter of the information; and (vi) the type of privilege or 

protection claimed, together with a certification that all elements of the claimed privilege have 

been met and have not been waived with respect to the information.  To the extent such 

information is contained within a document for which a claim of privilege has been made, you 

must provide a privileged document list within ten (10) days of making the claim.  In the event 

you refuse to fully respond to a Request, Topic, or Question on the basis of a claim of attorney-

client privilege, attorney work-product immunity, or any other privilege, you shall at least 

respond to that portion of the Request, Topic, or Question that is unobjectionable and specifically 

identify that portion of the Request, Topic, or Question that is allegedly protected. 
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11. All Documents requested are to be produced in the same file or other 

organizational environment in which they are maintained.  For example, a Document that is part 

of a file, docket, or other grouping, should be physically produced together with all other 

Documents from said file, docket or grouping, in the same order or manner of arrangement as the 

original.  Alternatively, as to each Document and Thing produced in response hereto, you shall 

Identify the request for production and where applicable, the interrogatory number, in response 

to which the Document or Thing is being produced.  Where a Document or Thing exists in hard 

copy and electronic format, you shall produce both the hard and the electronic copy. 

12. Documents including electronically stored information shall be produced in their 

native format with metadata.  Documents which exist only on paper shall be scanned and 

produced in electronic format as Described below.  Any comment or notation appearing on any 

Document, and not a part of the original text, is to be considered a separate Document.  

13. These requests seek all responsive Documents in their original language and, if 

such original language is not English, these requests also seek all English-language translations 

that may exist for any such Documents. 

14. Each Document is to be produced along with all drafts, without abbreviation or 

redaction.  

15. To the extent any of these instructions or definitions conflict with any stipulation 

the parties enter into regarding discovery requests, responses, privilege logs, or other discovery 

procedures, the signed stipulation shall control. 

16. Each document electronically produced shall be produced in single-page Tagged 

Image File Format (“TIFF”) format, along with extracted text or OCR in UTF-8 format, and 

Concordance (.DAT & .OPT) load files for ingestion of document and image-level data into an 
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ESI review platform or as otherwise agreed upon by the parties. TIFF files shall be single page 

and shall be named with a unique production number followed by the appropriate file extension.  

Load files shall indicate the location and unitization of the TIFF files.  If a document is more 

than one page, the unitization of the document and any attachments or affixed notes shall be 

maintained as they existed in the original document. 

REQUESTS FOR PRODUCTION 

1. All Documents, Communications, and Things Relating to licenses, covenants not 

to sue, supply agreements, manufacturing agreements, or other agreements involving the 

Asserted Patents. 

2. All licenses, covenants not to sue, supply agreements, manufacturing agreements 

relating to the Asserted Patents, including any agreements conveying have-made rights or a 

springing right or interest that may arise in the future.  

3. All Documents, Communications, and Things Relating to any meetings, 

negotiations, or other discussions with AICP Concerning any Asserted Patents or the subject 

matter claimed therein, including, without limitation, meeting minutes, memoranda, notes, or 

other Documents summarizing or memorializing any such meetings. 

4. All Documents, Communications, and Things Relating to the patentability, 

enforceability, or infringement of the Asserted Patents. 

5. All Documents, Communications, and Things Relating to the preparation, filing, 

prosecution, and/or maintenance of the Asserted Patents. 

6. All Documents, Communications, and Things Relating to any decision as to what 

Prior Art references to cite, or not to cite, including all Prior Art search results, during the 

prosecution of the Asserted Patents. 
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7. All Documents, Communications, and Things Relating to the Asserted Patents, 

including but not limited to all Documents that Relate to the subject matter disclosed and/or 

claimed in the Asserted Patents. 

8. All Documents, Communications, and Things Relating to the conception and 

reduction to practice of the Asserted Patents. 

9. All Documents, Communications, and Things Relating to any valuation of the 

Asserted Patents. 

10. All Documents, Communications, and Things Relating to the ownership, title, 

transfer, purchase, sale, or assignment of the Asserted Patents, including but not limited to the 

transfer of the Asserted Patents from Panasonic Semiconductor Solutions Co., Ltd. to Nuvoton 

Japan. 

11. All Documents, Communications, and Things Relating to due diligence 

undertaken in connection with the Asserted Patents as part of Nuvoton Technology 

Corporation’s acquisition of Panasonic Semiconductor Solutions Co., Ltd. 
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SCHEDULE B 

Schedule B incorporates by reference the definitions and instructions set forth above.   

DEPOSITION TOPICS 

1. Your communications regarding the Asserted Patents. 

2. The subject matter disclosed and claimed by the Asserted Patents.   

3. The prior art relating to the Asserted Patents.   

4. The invention of the inventions claimed in the Asserted Patents.  

5. The preparation, filing, prosecution, and maintenance of the Asserted Patents.   

6. Any or all transfers of title or ownership of the Asserted Patents, whether inbound, 

outbound, or between third-parties, including the relevant communications, agreements, draft 

agreements, negotiations, valuations, diligence, and documents collected or analyzed.   

7. Any or all licenses, covenants not to sue, supply agreements, manufacturing 

agreements, agreements granting have-made rights, or any other right transfers, whether inbound, 

outbound, or between third-parties, exclusive or non-exclusive, express or implied, including the 

relevant communications, agreements, draft agreements, negotiations, valuations, diligence, and 

documents collected or analyzed.   

8. Infringement analysis or communications relating to the Asserted Patents. 

DEPOSITION QUESTIONS 

1. What is your name? 

2. Where are you currently employed, when did you begin working there, and what is 

your current position? 

3. Please describe your employment at Nuvoton Japan, including the roles 

responsibilities, and job titles you held during your employment, and the dates of your hiring and 

job transitions.  
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TOPIC 1: Communications Regarding the Asserted Patents 

4. Please describe Nuvoton Japan’s internal communications relating to the Asserted 

Patents. 

5. Please describe Nuvoton Japan’s communications with other entities relating to the 

Asserted Patents. 

6. Did Nuvoton Japan discuss the potential assertion of the Asserted Patents with its 

successor-in-interest?  If so, with whom (if not attorneys) were those discussions, and what was 

discussed?   

7. Has Nuvoton Japan discussed the above-captioned case internally or with other 

entities?  If so, with whom (if not attorneys) were those discussions, and what was discussed?   

TOPIC 2: Asserted Patents’ Subject Matter 

8. Did Nuvoton Japan analyze the subject matter of the Asserted Patents?   

9. In your own words, what is your understanding of the subject matter covered by 

each Asserted Patent? 

10. In your own words, what is your understanding of the key elements, if any, that 

distinguish the invention claimed in each Asserted Patent from the prior art? 

TOPIC 3: Prior Art 

11. Did Nuvoton Japan research or investigate prior art for the Asserted Patents?  If so, 

what were the results? 

12. Did Nuvoton Japan receive prior art or prior art analysis from any other entity?  If 

so, what was that prior art or analysis?  
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13. Are you aware of discussions within Nuvoton Japan, or by Nuvoton Japan with 

other entities, about the patentability, validity, or enforceability of the Asserted Patents?  If so, 

with whom (if not attorneys) were those discussions, and what was discussed?  

14. When Nuvoton Japan acquired the Asserted Patents, was it aware of commercially 

available products similar to inventions claimed in the Asserted Patents?  If so, what were those 

products? 

TOPIC 4: Invention 

15. Does Nuvoton Japan have documents relating to the invention (i.e., conception 

and/or reduction to practice) of the claimed inventions in the Asserted Patents?  If so, what 

documents does Nuvoton Japan have? 

16. Did Nuvoton Japan discuss the invention (i.e., conception and/or reduction to 

practice) of the claimed inventions of the Asserted Patents with other entities?  If so, with whom 

(if not attorneys) were those discussions, and what was discussed?  

TOPIC 5: Prosecution 

17. In connection with Nuvoton Japan’s acquisition of the Asserted Patents, did 

Nuvoton Japan analyze the Asserted Patents’ file histories?  If so, what were the results of that 

analysis? 

18. Did Nuvoton Japan discuss the prosecution of the Asserted Patents with other 

entities, such as any of its predecessors-in-interest or AICP?  If so, with whom (if not attorneys) 

were those discussions, and what was discussed?  

19. Is Nuvoton Japan aware of any effort to draft any claims of the Asserted Patents 

onto any commercially available products?  If so, please describe such efforts. 
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20. Is Nuvoton Japan aware of any prior art that may have been withheld during 

prosecution?  If so, please identify any such prior art.   

TOPIC 6: Ownership Transfers 

21. Is Nuvoton Japan in possession of all agreements in the chain of title that transfer 

title or ownership of the Asserted Patents?   

22. Is Nuvoton Japan in possession of valuations of the Asserted Patents?  If so, what 

are those valuations?   

23. What diligence did Nuvoton Japan perform in deciding to acquire the Asserted 

Patents? 

24. Describe the negotiations and discussions with Nuvoton Japan’s predecessor-in-

interest concerning Nuvoton Japan’s acquisition of the Asserted Patents.   

25. Describe the negotiations and discussions with Nuvoton Japan’s successor-in-

interest concerning Nuvoton Japan’s acquisition and sale of the Asserted Patents.   

26. Has Nuvoton Japan sent or received documents to its predecessors-in-interest or 

successors-in-interest in connection with any title transfers, whether inbound or outbound?  If so, 

what are those documents? 

TOPIC 7: Ownership Transfers and Licenses  

27. Is Nuvoton Japan aware of licenses, covenants not to sue, supply agreements, 

manufacturing agreements, agreements granting have-made rights, or any other rights transfers—

springing, exclusive, non-exclusive, express, implied, or otherwise—relating to the Asserted 

Patents?  If so, for each such rights transfer, who is/are the grantor(s), and who is/are the 

grantee(s)?   
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28. Is Nuvoton Japan in possession of documents or agreements showing such rights 

transfers?  If so, what are those documents or agreements?  

29. Has Nuvoton Japan discussed such rights transfers, either internally or with other 

entities?  If so, with whom (if not attorneys) were those discussions, and what was discussed?   

TOPIC 8: Infringement Analyses 

30. Did Nuvoton Japan perform analysis to determine whether any commercially 

available products might infringe any claims of the Asserted Patents?  If so, what were the results 

of that analysis?   

31. Did Nuvoton Japan ever discuss possible infringement of any or all of the Asserted 

Patents with any other entity?  If so, with whom (if not attorneys) were those discussions, and what 

was discussed?   

32. Does Nuvoton Japan have documents showing any analysis relating to infringement 

of the Asserted Patents by any commercially available product?  If so, what are those documents?   
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UNITED STATES DISTRICT COURT 
EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 
 

ADVANCED INTEGRATED CIRCUIT 
PROCESS LLC,  

Plaintiff,  

v.  

UNITED MICROELECTRONICS 
CORPORATION,  

Defendant. 

  

Case No. 2:24-cv-00730-JRG 
(Lead Case) 

 

JURY TRIAL DEMANDED 

   ADVANCED INTEGRATED CIRCUIT 
PROCESS LLC,  

Plaintiff,  

v.  

TAIWAN SEMICONDUCTOR 
MANUFACTURING COMPANY LIMITED,  

Defendant. 

  

Case No. 2:24-cv-00623-JRG 
(Member Case) 

 

JURY TRIAL DEMANDED 

    
PROTECTIVE ORDER 

WHEREAS, Plaintiff Advanced Integrated Circuit Process LLC (“AICP”) and Defendants 

United Microelectronics Corporation (“UMC”) and Taiwan Semiconductor Manufacturing 

Company Limited (“TSMC”) (collectively, “Defendants”), hereafter referred to as “the Parties,” 

believe that certain information that is or will be encompassed by discovery demands by the 

Parties in the above-captioned action involves the production or disclosure of trade secrets, 

confidential business information, or other proprietary information; 

WHEREAS, the Parties seek a protective order limiting disclosure thereof in accordance 

with Federal Rule of Civil Procedure 26(c); 
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THEREFORE, it is hereby stipulated among the Parties and ORDERED that: 
 
1. Each Party may designate as confidential for protection under this Order, in whole or in 

part, any document, information or material that constitutes or includes, in whole or in part, 

confidential or proprietary information or trade secrets of the Party or a Third Party to 

whom the Party reasonably believes it owes an obligation of confidentiality with respect to 

such document, information or material (“Protected Material”). Protected Material shall be 

designated by the Party producing it by affixing a legend or stamp on such document, 

information or material as follows: “CONFIDENTIAL.”  

2. To the extent a producing Party believes that certain Protected Material qualifying to be 

designated CONFIDENTIAL is so sensitive that its dissemination deserves even further 

limitation, a producing Party may designate the Protected Material as “HIGHLY 

CONFIDENTIAL – ATTORNEYS’ EYES ONLY,” and to the extent such Protected 

Material includes Sensitive Technical Information, the producing Party may designate such 

Protected Material as “HIGHLY CONFIDENTIAL – ATTORNEYS’ EYES ONLY- 

SENSITIVE TECHNICAL INFORMATION.”  Sensitive Technical Information includes 

documents or electronically stored information (“ESI”) that contains Defendants’ critically 

sensitive trade secret intellectual property, the disclosure of which reasonably could be 

expected to cause exceptionally severe and irreparable damage to the producing Party, and 

includes the following documents or ESI:  Recipes, Process Flows, Training Materials, and 

the like, and if produced, Layout Files (which may include GDS and GDSII files) of 

accused products or processes.  

(a) “Recipes” shall mean the human or machine-readable instructions used to configure 
and/or control the actual equipment used in connection with a specific step in a 
Process Flow; 
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(b) “Process Flows” shall mean a chart and/or other type of document that identifies 
and/or defines steps for the manufacturing process for a specific semiconductor 
device and/or integrated circuit;  
 

(c) “Training Materials” shall mean the materials used to train fabrication engineers 
about and how to use Defendants’ proprietary methods and materials for making 
semiconductor wafers;  
 

(d) “Layout Files” shall mean layout or mask files that are used for definition and/or 
data exchange of integrated circuit or IC layout artwork. Layout Files include, but 
are not limited to, GDS or GDSII (whether corrected or non-corrected GDS or 
GDSII files), CIF, OASIS, Mann, and any and all configuration and/or support files 
created during the design or review of the layout, including all mask and/or stencil 
sets that define geometry for any lithographic steps. 

The producing Party shall use its best efforts to ensure that Information or Items designated 

as Sensitive Technical Information are appropriately designated as such. Sensitive 

Technical Information designated as “HIGHLY CONFIDENTIAL – ATTORNEYS’ 

EYES ONLY – SENSITIVE TECHNICAL INFORMATION” will be made available for 

inspection only according to the procedures set forth in paragraph 11. 

3. “CONFIDENTIAL,” “HIGHLY CONFIDENTIAL – ATTORNEYS’ EYES ONLY” or 

“HIGHLY CONFIDENTIAL – ATTORNEYS’ EYES ONLY – SENSITIVE 

TECHNICAL INFORMATION” shall be placed clearly on each page of the Protected 

Material (except deposition and hearing transcripts) for which such protection is sought.  

For deposition and hearing transcripts, the word “CONFIDENTIAL” shall be placed on 

the cover page of the transcript (if not already present on the cover page of the transcript 

when received from the court reporter) by each attorney receiving a copy of the transcript 

after that attorney receives notice of the designation of some or all of that transcript as 

“CONFIDENTIAL.” 

4. Any document produced under Patent Rules 2-2, 3-2, and/or 3-4 before issuance of this 

Order with the designation “Confidential” or “Highly Confidential - Attorneys’ Eyes Only” 
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shall receive the same treatment as if designated “HIGHLY CONFIDENTIAL – 

ATTORNEYS’ EYES ONLY” under this Order, unless and until such document is 

redesignated to have a different classification under this Order. 

5. With respect to documents, information or material designated “CONFIDENTIAL,” 

“HIGHLY CONFIDENTIAL – ATTORNEYS’ EYES ONLY,” or “HIGHLY 

CONFIDENTIAL – ATTORNEYS’ EYES ONLY – SENSITIVE TECHNICAL 

INFORMATION” (“DESIGNATED MATERIAL”),1 subject to the provisions herein and 

unless otherwise stated, this Order governs, without limitation: (a) all documents, 

electronically stored information, and/or things as defined by the Federal Rules of Civil 

Procedure; (b) all pretrial, hearing or deposition testimony, or documents marked as 

exhibits or for identification in depositions and hearings; (c) pretrial pleadings, exhibits to 

pleadings and other court filings; (d) affidavits; (e) discovery responses, including answers 

to interrogatories and to requests for admission, and (f) stipulations. All copies, 

reproductions, extracts, digests and complete or partial summaries prepared from any 

DESIGNATED MATERIALS shall also be considered DESIGNATED MATERIAL and 

treated as such under this Order. 

6. A designation of Protected Material (i.e., “CONFIDENTIAL,” “HIGHLY 

CONFIDENTIAL – ATTORNEYS’ EYES ONLY,” or “HIGHLY CONFIDENTIAL – 

ATTORNEYS’ EYES ONLY – SENSITIVE TECHNICAL INFORMATION”) may be 

made at any time. Inadvertent or unintentional production of documents, information or 

 
1 The term DESIGNATED MATERIAL is used throughout this Protective Order to refer 

to the class of materials designated as “CONFIDENTIAL,” “HIGHLY CONFIDENTIAL – 
ATTORNEYS’ EYES ONLY,” or “HIGHLY CONFIDENTIAL – ATTORNEYS’ EYES ONLY- 
SENSITIVE TECHNICAL INFORMATION” both individually and collectively. 
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material that has not been designated as DESIGNATED MATERIAL shall not be deemed 

a waiver in whole or in part of a claim for confidential treatment. Any party that 

inadvertently or unintentionally produces Protected Material without designating it as 

DESIGNATED MATERIAL may request destruction of that Protected Material by 

notifying the recipient(s), as soon as reasonably possible after the producing Party becomes 

aware of the inadvertent or unintentional disclosure, and providing replacement Protected 

Material that is properly designated. The recipient(s) shall then destroy all copies of the 

inadvertently or unintentionally produced Protected Materials. 

7. “CONFIDENTIAL” documents, information and material may be disclosed only to the 

following persons, except upon receipt of the prior written consent of the designating party, 

upon order of the Court, or as set forth in paragraph 16 herein: 

(a) outside counsel of record in this Action for the Parties; 
 

(b) employees of such outside counsel assigned to and reasonably necessary to assist 
such counsel in the litigation of this Action; 

 
(c) in-house counsel for the Parties who either have responsibility for making decisions 

dealing directly with the litigation of this Action, or who are assisting outside 
counsel in the litigation of this Action, provided, however, that access by in-house 
counsel pursuant to paragraph 7(c) be limited to in-house counsel who exercise no 
competitive decision-making authority on behalf of the client; 

 
(d) up to and including three (3) designated representatives of each of the Parties to 

the extent reasonably necessary for the litigation of this Action, except that either 
party may in good faith request the other party’s consent to designate one or more 
additional representatives, the other party shall not unreasonably withhold such 
consent, and the requesting party may seek leave of Court to designate such 
additional representative(s) if the requesting party believes the other party has 
unreasonably withheld such consent; 

 
(e) outside consultants or experts (i.e., not existing employees or affiliates of a Party 

or an affiliate of a Party) retained for the purpose of this litigation and any 
employees or support staff of such outside consultants or experts, provided that: 
(1) such consultants or experts are not presently employed by the Parties hereto for 
purposes other than this Action; (2), before access is given, the consultant or expert 
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has completed the Undertaking attached as Exhibit A hereto and the same is served 
upon the producing Party with a current curriculum vitae of the consultant or expert 
at least ten (10) days before access to the Protected Material is to be given to that 
consultant or expert to object to and notify the receiving Party in writing that it 
objects to disclosure of Protected Material to the consultant or expert. The Parties 
agree to promptly confer and use good faith to resolve any such objection. If the 
Parties are unable to resolve any objection, the objecting Party may file a motion 
with the Court within fifteen (15) days of the notice, or within such other time as 
the Parties may agree, seeking a protective order with respect to the proposed 
disclosure. The objecting Party shall have the burden of proving the need for a 
protective order. In the event of such a dispute, no disclosure shall occur until all 
such objections are resolved by agreement or Court order; 

 
(f) independent litigation support services, including persons working for or as court 

reporters, graphics or design services, and photocopy, document imaging, and 
database services retained by counsel and reasonably necessary to assist counsel 
with the litigation of this Action;  

 
(g) any jury or trial consulting services, including mock jurors and support personnel, 

subject to their signing the “Acknowledgment and Agreement to Be Bound” 
(Exhibit A); 

 
(h) any mediator who is assigned to hear this matter, and his or her staff, subject to 

their signing the “Acknowledgment and Agreement to Be Bound” (Exhibit A); and 
 

(i) the Court and its personnel. 
 
8. A Party shall designate documents, information or material as “CONFIDENTIAL” only 

upon a good faith belief that the documents, information or material contains confidential 

or proprietary information or trade secrets of the Party or a Third Party to whom the Party 

reasonably believes it owes an obligation of confidentiality with respect to such documents, 

information or material. 

9. Documents, information or material produced in this Action, including but not limited to 

Protected Material designated as DESIGNATED MATERIAL (i) shall be used by the 

Parties only in this litigation for prosecuting, defending, or attempting to settle this Action; 

(ii) shall not be used for any other purpose, and (iii) shall not be disclosed to any person 

who is not entitled to receive such Protected Material as herein provided. All produced 
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Protected Material shall be carefully maintained so as to preclude access by persons who 

are not entitled to receive such Protected Material, and any person or entity who obtains 

access to DESIGNATED MATERIAL or the contents thereof pursuant to this Order shall 

not make any copies, duplicates, extracts, summaries or descriptions of such 

DESIGNATED MATERIAL or any portion thereof except as may be reasonably necessary 

in the litigation of this Action. Any such copies, duplicates, extracts, summaries or 

descriptions shall be classified DESIGNATED MATERIALS and subject to all of the 

terms and conditions of this Order. 

10. For Protected Material designated “HIGHLY CONFIDENTIAL – ATTORNEYS’ EYES 

ONLY,” access to, and disclosure of, such Protected Material shall be limited to individuals 

listed in paragraphs 7(a-b) and (e-i). Nothing in this paragraph precludes outside counsel 

for a Party from informing their client(s) designated under paragraph 7(d) and who agree 

to be bound by this Protective Order of high-level damages estimates, solely to aid in 

settlement discussions or mediation and advise on damages models, so long as no 

information “HIGHLY CONFIDENTIAL – ATTORNEYS’ EYES ONLY” is revealed. 

11. For Protected Material designated HIGHLY CONFIDENTIAL – ATTORNEYS’ EYES 

ONLY- SENSITIVE TECHNICAL INFORMATION, the following additional restrictions 

apply: 

(a) Access to a Party’s Sensitive Technical Information shall be provided only on 
“stand-alone” computers (that is, the computers may not be linked to any network, 
including a local area network (“LAN”), an intranet or the Internet), other than 
solely for the purposes of connecting to a remote device storing such Sensitive 
Technical Information. The stand-alone computers may be connected to a high-
resolution color laser printer. The hardware and software specifications of the 
stand-alone computers (e.g., processor speed, RAM, operating system, and 
monitor) shall be commensurate with that of computers used by the producing 
Party to work with the Sensitive Technical Information in the ordinary course of 
business. Additionally, the stand-alone computers may only be located at the 
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offices of the producing Party’s outside counsel or at another location designated 
by the producing Party in the United States;  
 

(b) The receiving Party shall make reasonable efforts to restrict its requests for such 
access to the stand-alone computers to normal business hours, which for purposes 
of this paragraph shall be 9:00 a.m. through 5:00 p.m. local time where the stand-
alone computers are located. However, upon reasonable notice from the receiving 
Party, the producing Party shall make reasonable efforts to accommodate the 
receiving Party’s request for access to the stand-alone computers outside of normal 
business hours. The Parties agree to cooperate in good faith such that maintaining 
the producing Party’s Sensitive Technical Information at the offices of its outside 
counsel shall not unreasonably hinder the receiving Party’s ability to efficiently 
and effectively conduct the prosecution or defense of this Action; 

 
(c) The producing Party shall provide the receiving Party with information explaining 

how to start, log on to, and operate the stand-alone computers in order to access 
the produced Sensitive Technical Information on the stand-alone computers; 

 
(d) No cell phones, PDAs, cameras, smartwatches or devices with camera 

functionalities, computers (other than a notetaking laptop computer that cannot 
connect to the Internet), or recordable or storage media (e.g., USB drive) will be 
permitted inside the same room as the stand-alone computers (“review room”). A 
telephone and internet access will be provided in a room convenient to and near 
the review room—i.e., a room in close proximity to the review room; a reviewer 
shall be permitted to access the internet and use a personal cell phone in that room.  

 
(e) The receiving Party’s outside counsel and/or expert shall be entitled to take notes 

relating to the Sensitive Technical Information by hand or on a notetaking laptop 
computer provided by the producing Party. The notetaking laptop computer shall 
be configured with Microsoft Word, such that the receiving Party’s outside counsel 
and/or expert can create and edit documents saved on the notetaking laptop 
computer. All documents that the receiving Party’s outside counsel and/or expert 
creates, edits, and/or saves to the notetaking laptop computer shall be encrypted 
using Microsoft Word’s “Encrypt with Password” functionality. The receiving 
Party’s outside counsel and/or expert may not take any electronic notes on the 
stand-alone computers. At the end of each review day, the producing Party and the 
receiving Party’s outside counsel and/or expert shall together remove the 
notetaking laptop computer from the review room to a nearby room, where the 
receiving Party’s outside counsel and/or expert can plug an encrypted USB 
memory device into the notetaking laptop computer for the sole purpose of 
transferring any encrypted documents from the notetaking laptop computer to the 
encrypted USB device. Such transfer shall take place under the supervision of the 
producing Party.  

 
(f) The receiving Party’s outside counsel and/or expert shall not copy Sensitive 
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Technical Information into their notes. Any notes relating to the Sensitive 
Technical Information will be treated as “HIGHLY CONFIDENTIAL – 
ATTORNEYS’ EYES ONLY.” 

 

(g) The producing Party shall make available on the stand-alone computer any 
software necessary to open and adequately review the Sensitive Technical 
Information. The receiving Party’s outside counsel and/or experts shall have access 
to the same Sensitive Technical Information review software and tools as provided 
to the producing Party’s outside counsel and/or experts when reviewing that 
Sensitive Technical Information. In addition, the producing Party’s expert(s) will 
be subject to the same printing restrictions as the receiving Party, and the producing 
Party shall not send to its expert(s) any Sensitive Technical Information in any 
electronic format. 
 

(h) Access to Protected Material designated “HIGHLY CONFIDENTIAL – 
ATTORNEYS’ EYES ONLY- SENSITIVE TECHNICAL INFORMATION” 
shall be limited to outside counsel and up to five (5) outside consultants or experts2 
(i.e., not existing employees or affiliates of a Party) retained for the purpose of this 
litigation and approved to access such Protected Materials pursuant to this 
Protective Order;  
 

(i) A receiving Party may include excerpts of Sensitive Technical Information in a 
pleading, brief, exhibit, expert report, discovery document, deposition transcript, 
or other Court document, provided that the document is appropriately marked 
under this Order, restricted to those who are entitled to have access to them as 
specified herein, and, if filed with the Court, filed under seal in accordance with 
the Court’s rules, procedures and orders; 

 
(j) To the extent portions of Sensitive Technical Information are quoted in a 

document, either (1) the entire document will be stamped and treated as “HIGHLY 
CONFIDENTIAL – ATTORNEYS’ EYES ONLY – SENSITIVE TECHNICAL 
INFORMATION” or (2) those pages containing quoted Sensitive Technical 
Information will be separately stamped and treated as “HIGHLY 
CONFIDENTIAL – ATTORNEYS’ EYES ONLY – SENSITIVE TECHNICAL 
INFORMATION”; 

 
(k) Except as set forth in paragraph 11(q) below, no electronic copies of Sensitive 

Technical Information shall be made without prior written consent of the 
producing Party, except as necessary to create documents which, pursuant to the 
Court’s rules, procedures, and orders, must be filed or served electronically;   

 
2 For the purposes of this paragraph, an outside consultant or expert is defined to include 

the outside consultant’s or expert’s direct reports and other support personnel, such that the 
disclosure to a consultant or expert who employs others within his or her firm to help in his or her 
analysis shall count as a disclosure to a single consultant or expert. 

Case 2:24-cv-00730-JRG     Document 71     Filed 03/20/25     Page 9 of 21 PageID #:  619Case 2:24-cv-00730-JRG     Document 116-1     Filed 06/20/25     Page 32 of 44 PageID #: 
3959

AICP EX2032 
UMC v AICP, IPR2025-01093 

Page 32 of 44



10 

(l) The reviewing Party may select portions of Sensitive Technical Information for
printing only when reasonably necessary to facilitate the reviewing Party’s 
preparation of court filings, expert reports, and exhibits, and the reviewing Party 
shall request for printing only such portions as are believed to be relevant to the 
claims and defenses in the case and are reasonably necessary for such purposes. 
The reviewing Party shall not request the printing of Sensitive Technical 
Information that has not been reviewed on the stand-alone computer, or in order to 
review the Sensitive Technical Information elsewhere in the first instance, i.e., as 
an alternative to reviewing the Sensitive Technical Information on the stand-alone 
computer. The reviewing Party shall designate the file excerpts, pages, or 
screenshots of Sensitive Technical Information for which it would like hard-copy 
printouts by saving copies of such file excerpts, pages, or screenshots to a 
designated folder on the stand-alone computer. At the request of the reviewing 
Party, the producing Party shall, within four (4) business days, provide five (5) 
hard copy printouts, printed using a high-resolution color laser printer on pre-Bates 
numbered, watermarked paper, of the specific file excerpts, pages, or screenshots 
of the designated Sensitive Technical Information not to exceed 200 consecutive 
lines from an Excel spreadsheet, 20 consecutive pages of any Word or PDF 
document, 20 consecutive slides from a PowerPoint presentation, 50 consecutive 
pages of a circuit layout file, and not to exceed a maximum of 15% of the total 
content of any individual document or file. If necessary, the receiving Party may 
request that the producing party print additional pages in excess of the above limits. 
The producing Party shall not unreasonably deny such requests. In the event of a 
dispute, the parties will meet and confer within two (2) business days of the 
objection being raised;

(m) Should such printouts or photocopies be transferred back to electronic media, such
media shall be labeled “HIGHLY CONFIDENTIAL – ATTORNEYS’ EYES
ONLY – SENSITIVE TECHNICAL INFORMATION” and shall continue to be
treated as such;

(n) If the receiving Party’s outside counsel, consultants, or experts obtain printouts or
photocopies of Sensitive Technical Information, the receiving Party shall ensure
that such outside counsel, consultants, or experts keep the printouts or photocopies
in a secured locked area in the offices of such outside counsel, consultants, or
expert. The receiving Party may also temporarily keep the printouts or photocopies
at: (i) the Court for any proceedings(s) relating to the Sensitive Technical
Information, for the dates associated with the proceeding(s); (ii) the sites where
any deposition(s) relating to the Sensitive Technical Information are taken, for the
dates associated with the deposition(s); and (iii) any intermediate location
reasonably necessary to transport the printouts or photocopies (e.g., a hotel prior
to a Court proceeding or deposition);

(o) The receiving Party shall maintain a record of any individual who has inspected
any portion of the Sensitive Technical Information in electronic or paper form;
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(p) A producing Party’s Sensitive Technical Information may only be transported by 

the receiving Party at the direction of a person authorized under paragraph 11(h) 
above to another person authorized under paragraph 11(h) above, on paper or 
removable encrypted electronic media (e.g., a DVD, CD-ROM, or flash memory 
“stick”) via hand carry, Federal Express or other similarly reliable courier. 
Sensitive Technical Information may not be transported or transmitted 
electronically over a network of any kind, including a LAN, an intranet, or the 
Internet. However, this should not be understood to prohibit the electronic 
transmittal of testifying experts’ reports or drafts, court filings, and trial 
demonstratives that may refer to Sensitive Technical Information subject to the 
limitations set forth in paragraph 11(q) herein, and as long as such electronic 
transmittal is by secure electronic means, such as download via secure FTP. Court 
filings containing Sensitive Technical Information may be submitted via the 
Court’s ECF filing system subject to the limitations set forth in paragraph 11(q) 
herein. 

 
(q) Notwithstanding any other provision herein, the receiving Party may make 

electronic copies of excerpts of Sensitive Technical Information for the sole 
purpose of providing excerpts in a pleading, exhibit, demonstrative, expert report, 
discovery document, or other Court document filed under seal in accordance with 
the Court’s rules, procedures, and orders, or drafts thereof, and should designate 
each such document “HIGHLY CONFIDENTIAL – ATTORNEYS’ EYES 
ONLY – SENSITIVE TECHNICAL INFORMATION.” The receiving Party shall 
provide notice to the producing Party’s outside counsel for each occasion on which 
it submits excerpts of Sensitive Technical Information in a pleading or other Court 
document.  

 
(r) At the receiving Party’s request prior to a deposition, the producing Party shall 

make requested Sensitive Technical Information available on a stand-alone 
computer during the depositions of individuals listed in paragraph 16 herein.  The 
receiving Party may also request the printing by the producing Party of a 
reasonable amount of Sensitive Technical Information for use at a deposition, 
which request shall not be unreasonably denied. Any printouts of Sensitive 
Technical Information prepared for use at a deposition will not be marked as an 
exhibit, and the producing Party may thereafter destroy such printouts. 

 
12. Any attorney representing a Party, whether in-house or outside counsel, and any 

person who is both associated with a Party and permitted to receive the other Party’s 

Protected Material that is designated “HIGHLY CONFIDENTIAL – ATTORNEYS’ 

EYES ONLY” or “HIGHLY CONFIDENTIAL – ATTORNEYS’ EYES ONLY – 

SENSITIVE TECHNICAL INFORMATION” (collectively, “HIGHLY SENSITIVE 
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MATERIAL”) who obtains, receives, has access to, or otherwise learns, in whole or 

in part, the other Party’s HIGHLY SENSITIVE MATERIAL under this Order  shall 

not be involved in the prosecution of patents or patent applications relating to 

fabricating semiconductor devices and/or lithographic or etching aspects of fabricated 

semiconductor devices. For purposes of this paragraph, “prosecution” includes any 

proceeding in which a party may directly or indirectly draft, amend, advise as to, or 

otherwise affect the scope of patent claims. To avoid any doubt, “prosecution” as 

used in this paragraph does not include representing a party before a domestic or 

foreign agency (including, but not limited to, a reissue protest, ex parte 

reexamination, inter partes reexamination, inter partes review, or post-grant 

proceeding) so long as the attorney who has received HIGHLY SENSITIVE 

MATERIAL does not participate directly or indirectly in drafting, amending, advising 

as to, or otherwise affecting the scope of patent claims. This Prosecution Bar shall 

begin when access to HIGHLY SENSITIVE MATERIAL is first received by the 

affected individual and shall end for each such person one (1) year after the earlier of 

(i) the entry of a final non-appealable or non-appealed judgment in this action; or (ii) 

the complete settlement of this action. Paragraph 12 does not preclude an attorney or 

person associated with a Party that has received a producing Party’s HIGHLY 

SENSITIVE MATERIAL from participating in any post-grant patent proceedings 

before the United States Patent and Trademark Office, including for example 

reexamination, inter partes review, and/or post-grant review that is instituted by a 

party challenging the validity of any patent-in-suit. 

13. The provisions of paragraph 12 relate to individuals, and do not run to an individual’s 
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entire firm or entity. In other words, an individual shall be subject to these provisions 

if such individual receives the information specified above. Other individuals in the 

same firm or entity, however, who have not received such information and who have 

not discussed such information will not themselves be subject to the provisions of 

paragraph 12. 

14. Nothing in this Order shall require production of documents, information, or other 

material that a Party contends is protected from disclosure by the attorney-client 

privilege, the work product doctrine, or other privilege, doctrine, or immunity. If 

documents, information or other material subject to a claim of attorney-client privilege, 

work product doctrine, or other privilege, doctrine, or immunity is inadvertently or 

unintentionally produced, such production shall in no way prejudice or otherwise 

constitute a waiver of, or estoppel as to, any such privilege, doctrine, or immunity. Any 

Party that inadvertently or unintentionally produces documents, information or other 

material it reasonably believes are protected under the attorney-client privilege, work 

product doctrine, or other privilege, doctrine, or immunity may obtain the return of 

such documents, information or other material by promptly notifying the recipient(s) 

and providing a privilege log for the inadvertently or unintentionally produced 

documents, information or other material. The receiving Party shall immediately 

gather, destroy, and certify destruction of all copies of such documents, information, or 

other material to the producing Party.  

15. There shall be no disclosure of any DESIGNATED MATERIAL by any person authorized 

to have access thereto to any person who is not authorized for such access under this Order. 

The Parties are hereby ORDERED to safeguard all such documents, information and 
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material to protect against disclosure to any unauthorized persons or entities. 

16. Nothing contained herein shall be construed to prejudice any Party’s right to use any 

DESIGNATED MATERIAL in taking testimony at any deposition or hearing provided 

that the DESIGNATED MATERIAL is only disclosed to a person(s) who is: (i) eligible 

to have access to the DESIGNATED MATERIAL by virtue of his or her employment with 

the designating party, (ii) identified in the DESIGNATED MATERIAL as an author, 

addressee, or copy recipient of such information, (iii) although not identified as an author, 

addressee, or copy recipient of such DESIGNATED MATERIAL, has, in the ordinary 

course of business, seen such DESIGNATED MATERIAL, (iv) a current or former 

officer, director or employee of the producing Party or a current or former officer, director 

or employee of a company affiliated with the producing Party; (v) counsel for a Party, 

including outside counsel and in-house counsel (subject to paragraph 10 of this Order); 

(vi) an independent contractor, consultant, and/or expert retained for the purpose of this 

litigation; (vii) court reporters and videographers; (viii) the Court; or (ix) other persons 

entitled hereunder to access to DESIGNATED MATERIAL. DESIGNATED 

MATERIAL shall not be disclosed to any other persons unless prior authorization is 

obtained from counsel representing the producing Party or from the Court. 

17. Parties may, at the deposition or hearing or within thirty (30) days after receipt of a 

deposition or hearing transcript, designate the deposition or hearing transcript or any 

portion thereof as “CONFIDENTIAL,” “HIGHLY CONFIDENTIAL – ATTORNEYS’ 

EYES ONLY,” or “HIGHLY CONFIDENTIAL – ATTORNEYS’ EYES ONLY- 

SENSITIVE TECHNICAL INFORMATION” pursuant to this Order. Access to the 

deposition or hearing transcript so designated shall be limited in accordance with the terms 
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of this Order. Until expiration of the 30-day period, the entire deposition or hearing 

transcript shall be treated as confidential. 

18. Any DESIGNATED MATERIAL that is filed with the Court shall be filed under seal and 

shall remain under seal until further order of the Court. The filing party shall be responsible 

for informing the Clerk of the Court that the filing should be sealed and for placing the 

legend “FILED UNDER SEAL PURSUANT TO PROTECTIVE ORDER” above the 

caption and conspicuously on each page of the filing. Exhibits to a filing shall conform to 

the labeling requirements set forth in this Order. If a pretrial pleading filed with the Court, 

or an exhibit thereto, discloses or relies on confidential documents, information or 

material, such confidential portions shall be redacted to the extent necessary and the 

pleading or exhibit filed publicly with the Court. 

19. The Order applies to pretrial discovery. Nothing in this Order shall be deemed to prevent 

the Parties from introducing any DESIGNATED MATERIAL into evidence at the trial of 

this Action, or from using any information contained in DESIGNATED MATERIAL at 

the trial of this Action, subject to any pretrial order issued by this Court. 

20. A Party may request in writing to the other Party that the designation given to any 

DESIGNATED MATERIAL be modified or withdrawn. If the designating Party does not 

agree to redesignation within ten (10) days of receipt of the written request, the requesting 

Party may apply to the Court for relief. Upon any such application to the Court, the burden 

shall be on the designating Party to show why its classification is proper. Such application 

shall be treated procedurally as a motion to compel pursuant to Federal Rules of Civil 

Procedure 37, subject to the Rule’s provisions relating to sanctions. In making such 

application, the requirements of the Federal Rules of Civil Procedure and the Local Rules 
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of the Court shall be met. Pending the Court’s determination of the application, the 

designation of the designating Party shall be maintained. 

21. Each outside consultant or expert to whom DESIGNATED MATERIAL is disclosed in 

accordance with the terms of this Order shall be advised by counsel of the terms of this 

Order, shall be informed that he or she is subject to the terms and conditions of this Order, 

and shall sign an acknowledgment that he or she has received a copy of, has read, and has 

agreed to be bound by this Order. A copy of the acknowledgment form is attached as 

Appendix A. 

22. To the extent that any discovery is taken of persons who are not Parties to this Action 

(“Third Parties”) and in the event that such Third Parties contend the discovery sought 

involves trade secrets, confidential business information, or other proprietary information, 

then such Third Parties may agree to be bound by this Order. 

23. To the extent that discovery or testimony is taken of Third Parties, the Third Parties may 

designate as “CONFIDENTIAL,” “HIGHLY CONFIDENTIAL – ATTORNEYS’ EYES 

ONLY,” or “HIGHLY CONFIDENTIAL – ATTORNEYS’ EYES ONLY- SENSITIVE 

TECHNICAL INFORMATION” any documents, information or other material, in whole 

or in part, produced or given by such Third Parties. The Third Parties shall have ten (10) 

days after production of such documents, information or other materials to make such a 

designation. Until that time period lapses or until such a designation has been made, 

whichever occurs sooner, all documents, information or other material so produced or 

given shall be treated as “CONFIDENTIAL” in accordance with this Order. 

24. Within sixty (60) days of final termination of this Action, including any appeals, all 

DESIGNATED MATERIAL, including all copies, duplicates, abstracts, indexes, 
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summaries, descriptions, and excerpts or extracts thereof (excluding excerpts or extracts 

incorporated into any privileged memoranda of the Parties and materials which have been 

admitted into evidence in this Action), shall at the producing Party’s election either be 

returned to the producing Party or be destroyed. The receiving Party shall verify the return 

or destruction by affidavit furnished to the producing Party, upon the producing Party’s 

request. Notwithstanding the foregoing, outside counsel of record shall be entitled to 

maintain copies of all pleadings, expert reports, motions and trial briefs (including all 

supporting and opposing papers and exhibits thereto), written discovery requests and 

responses (and exhibits thereto), deposition transcripts (and exhibits thereto), trial 

transcripts, hearing transcripts, and exhibits offered or introduced into evidence at any 

hearing or trial, emails and their attachments, and their attorney work product which refers 

or is related to any Protected Material for archival purposes only, so long as the Protected 

Material does not include Sensitive Technical Information. Any such archived copies that 

contain or constitute Protected Material remain subject to this Order and shall be 

maintained in confidence by outside counsel for the Party retaining the materials. This 

provision does not apply to the Court, including court personnel and the Court’s reporter. 

Any destruction obligations under this Protective Order shall not apply to electronically 

stored information in archival form stored on backup tapes or computer servers that are 

created only for disaster recovery purposes, provided that such electronic archives are not 

used as reference materials for a receiving Party’s business operations. 

25. The failure to designate documents, information or material in accordance with this Order 

and the failure to object to a designation at a given time shall not preclude the later 

designation of such documents, information or material, or the filing of a motion at a later 
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date seeking to impose such designation or challenging the propriety thereof. The entry of 

this Order and/or the production of documents, information and material hereunder shall 

in no way constitute a waiver of any objection to the furnishing thereof, all such objections 

being hereby preserved. 

26. Any Party knowing or believing that any other party is in violation of or intends to violate 

this Order and has raised the question of violation or potential violation with the opposing 

party and has been unable to resolve the matter by agreement may move the Court for such 

relief as may be appropriate in the circumstances. Pending disposition of the motion by 

the Court, the Party alleged to be in violation of or intending to violate this Order shall 

discontinue the performance of and/or shall not undertake the further performance of any 

action alleged to constitute a violation of this Order. 

27. Production of DESIGNATED MATERIAL by each of the Parties shall not be deemed a 

publication of the documents, information and material (or the contents thereof) produced 

so as to void or make voidable whatever claim the Parties may have as to the proprietary 

and confidential nature of the documents, information or other material or its contents. 

28. Nothing in this Order shall be construed to effect an abrogation, waiver or limitation of 

any kind on the rights of each of the Parties to assert any applicable discovery or trial 

privilege. 

29. Each of the Parties shall also retain the right to file a motion with the Court (a) to modify 

this Order to allow disclosure of DESIGNATED MATERIAL to additional persons or 

entities if reasonably necessary to prepare and present this Action and (b) to apply for 

additional protection of DESIGNATED MATERIAL. 
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30. Subject to other provisions of this Order, no Defendant is required to produce its 

DESIGNATED MATERIAL to any other Defendant. Also subject to other provisions of 

this Order, Plaintiff may not disclose one Defendant’s DESIGNATED MATERIAL to 

another Defendant, including through Court filings, oral argument in Court, expert reports, 

discovery responses, document production, or any other means. 

31. Disclosure of DESIGNATED MATERIAL shall be subject to all applicable laws and 

regulations relating to the export of technical data contained in such DESIGNATED 

MATERIAL, including the release of such technical data to foreign persons or nationals 

in the United States or elsewhere. The producing Party shall be responsible for identifying 

any such controlled technical data, and the receiving Party shall take measures necessary 

to ensure compliance. 

So Ordered this
Mar 19, 2025
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TAIWAN SEMICONDUCTOR 
MANUFACTURING COMPANY LIMITED. 
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Civil Action No. 2:24-cv-00623-JRG  
(Member Case) 
 
 
 
 
 
JURY TRIAL DEMANDED 

 

APPENDIX A 
UNDERTAKING OF EXPERTS OR CONSULTANTS REGARDING  

PROTECTIVE ORDER 

I, ___________________________________________, declare that: 
 
1. My address is _________________________________________________________. 

My current employer is _________________________________________________. 

My current occupation is ________________________________________________. 

2. I have received a copy of the Protective Order in this action. I have carefully read and 

understand the provisions of the Protective Order. 

3. I will comply with all of the provisions of the Protective Order. I will hold in confidence, 

will not disclose to anyone not qualified under the Protective Order, and will use only for 

purposes of this action any information designated as “CONFIDENTIAL,” “HIGHLY 

CONFIDENTIAL – ATTORNEYS’ EYES ONLY,” or “HIGHLY CONFIDENTIAL – 
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ATTORNEYS’ EYES ONLY- SENSITIVE TECHNICAL INFORMATION” that is 

disclosed to me. 

4. Promptly upon termination of these actions, I will return all documents and things 

designated as “CONFIDENTIAL,” “HIGHLY CONFIDENTIAL – ATTORNEYS’ 

EYES ONLY,” or “HIGHLY CONFIDENTIAL – ATTORNEYS’ EYES ONLY- 

SENSITIVE TECHNICAL INFORMATION” that came into my possession, and all 

documents and things that I have prepared relating thereto, to the outside counsel for the 

party by whom I am employed. 

5. I hereby submit to the jurisdiction of this Court for the purpose of enforcement of the 

Protective Order in this action. 

I declare under penalty of perjury that the foregoing is true and correct. 

 

Signature ________________________________________ 

 

Date ____________________________________________ 
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