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Patent Owner Evolution Malta Limited respectfully requests that the Board
vacate its institution decision and terminate this IPR without entering a final
written decision. On March 30, 2026, the Nevada district court granted Petitioner
Light & Wonder, Inc.’s (“L&W”’) motion to dismiss, finding U.S. Patent Nos.
10,629,024, 11,011,014, and 11,756,371 invalid for being directed to patent
ineligible subject matter under 35 U.S.C. § 101. EX2046. In view of the court’s
decision, maintaining this IPR is an inefficient use of the Board’s resources, and
the IPR should be de-instituted and terminated. Sinclair Pharma Limited v.
Hydrafacial LLC, IPR2025-00145, Paper 41 (Squires, Feb. 12, 2026); Hulu, LLC
v. Piranha Media Distribution, LLC, IPR2024-01252, Paper 27 (Stewart, Apr. 17,
2025) (informative).

L. L&W Chose to Litigate Validity in District Court, Which Has Now

Adjudicated Validity Substantially Earlier Than the Board Is Expected
To

Evolution filed a patent infringement action in Nevada against L&W on May
28,2024. EX1015, 1. From the start of the litigation, L&W chose to aggressively
pursue invalidity in district court and prioritized doing so over filing this IPR.
L&W filed this IPR on May 30, 2025, just days before § 315(b)’s 1-year bar.
Before submitting the petition, L&W made numerous filings in the parallel
litigation, including: a first motion to dismiss under § 101 (filed July 24, 2024),

invalidity and non-infringement contentions (Nov. 12, 2024), and a second motion



to dismiss under § 101 (May 15, 2025). See EX1022, 1; EX2018. The parties also
had a court mandated settlement conference on April 9, 2025. EX2021. The
parties have been litigating validity in district court for almost two years now.

The district court case is well ahead of this IPR. On March 30, 2026, the
Nevada district court granted L&W’s motion to dismiss, finding the challenged
claims invalid under § 101. The district court dismissed Evolution’s patent
infringement claims with prejudice, including every challenged claim in this IPR.
EX2046. In contrast, a final written decision in the IPR is not due until December
17,2026. Thus, the district court adjudicated validity almost nine months earlier
than the Board is expected to.

II.  Office Policy Provides that Institution Should Be Vacated and an IPR
Terminated When Another Forum Has Found the Claims Invalid

It is the Office’s policy to manage IPR proceedings with the goal of
improving PTAB efficiency, maintaining PTAB capacity to conduct AIA
proceedings, and reducing pendency in ex parte appeals. Interim Processes for
PTAB Workload Management (Mar. 26, 2025). To that end, the Office has found
that where another forum has already adjudicated the validity or patentability of
challenged patent claims, it is an inefficient use of PTO and Board resources to
review those claims for patentability on other grounds. Id. The Office has applied

this rationale both to deny and to decline to maintain IPRs where the challenged



claims have been found invalid by another tribunal, regardless of whether that
decision is subject to a pending appeal.

In Hulu, LLC v. Piranha Media Distribution, LLC, a decision designated as
Informative, the Acting Director vacated an institution decision in view of a district
court’s finding of invalidity under § 101. IPR2024-01252, Paper 27 (Apr. 17,
2025). The Acting Director explained that “where a district court already has
found the challenged claims invalid, the efficiency and integrity of the patent
system is best served by denying institution.” Id., 3. The Office has reached that
same conclusion in multiple proceedings where the district court’s decision was
still subject to appeal. E.g., Shopify Inc. v. DKR Consulting LLC, IPR2025-00130,
Paper 10, 7-8 (May 29, 2025); Google LLC v. TJTM Techs., LLC, IPR2025-00586,
Paper 12 (Aug. 14, 2025); Highlevel, Inc. v. Etison LLC d/b/a Clickfunnels,
IPR2025-00235, Paper 11, 5-6 (June 2, 2025).

Although Hulu concerned discretionary denial at the institution stage, the
Acting Director’s reasoning in that case applies to post-institution as well. The
Hulu decision reflects the Office’s broader policy that continuing PTAB
proceedings after a judicial invalidity determination undermines the efficiency and
integrity of the patent system and the Office.

The Office has applied its policy of not reviewing claims that another forum

has found invalid in the post-institution context as well. For example, in Sinclair



Pharma Limited v. Hydrafacial LLC, the Director de-instituted an IPR eight
months after it was instituted in view of a subsequent invalidity determination by
the ITC. See IPR2025-00145, Paper 41. In Sinclair, the Board instituted an IPR
on June 2, 2025. See [IPR2025-00145, Paper 12. On August 25, 2025, an ITC
administrative law judge (ALJ) found the challenged claims of the patent invalid.
1d., Paper 42, 3-4 (Pet’r Rehr’g Req., Mar. 16, 2026). After the patent owner filed
its response and the petitioner filed its reply, the Director sua sponte initiated
Director Review of institution in view of the ALJ’s invalidity decision. Paper 40.
On February 12, 2026, the Director “determine[d] this IPR should be de-instituted
because the ITC already has adjudicated validity of the challenged patent based on
the same challenges asserted in this IPR.” IPR2025-00145, Paper 41. As the
Director noted, it would have been an inefficient use of the Office’s resources to
continue the IPR in those circumstances, and thus, the Director vacated the
institution decision and terminated the IPR.

III. The Institution Decision Should Be Vacated and the IPR Terminated
Because the Nevada Court Has Now Found All Claims Invalid

The institution decision here should be vacated and this IPR terminated
because the district court found all of the patent claims challenged in this IPR to be
invalid. In this scenario, for the same reasons that the Board has terminated IPRs

in related contexts, it would be inefficient for the Board to maintain this



proceeding and review the patentability of the challenged claims under other
grounds.

Substantial efficiency can be achieved by terminating this IPR. This
proceeding is still in early stages of the trial phase, well ahead of where Sinclair
was when institution was vacated. Here, only Due Date 1 (Patent Owner
Response) in the Scheduling Order has been reached. Due Date 2 (Petitioner’s
Reply) is not until June 3, 2026, and Due Date 8 (oral argument) is not until
September 16, 2026. Beyond the institution decision, the Board has not yet needed
to make significant investments in this case. In contrast, the district court has
already adjudicated validity and dismissed Evolution’s patent infringement claims.
EX2046. Terminating the IPR now would conserve both Board and party
resources and avoid duplicative work.

L&W may argue that the [PR should not be terminated because Evolution
can appeal the district court’s decision and the Federal Circuit may ultimately
reverse. The patent owner in Hulu made that same argument, and the Acting
Director rejected it. She explained that, “[1]n the event the Federal Circuit reverses
the district court’s decision, Petitioner may raise such invalidity arguments in the
district court on remand. Under these circumstances, that is the better and more
efficient approach.” Id., 2-3. The Office has applied the same rationale in multiple

cases where the district court’s § 101 decision was still subject to appeal. E.g.,



Shopify, IPR2025-00130, Paper 10, 7-8 (denying institution where district court
found claims invalid under § 101 and the appeal was pending); Google, IPR2025-
00586, Paper 12 (same); Highlevel, IPR2025-00235, Paper 11, 5-6 (same). The
Acting Director’s rationale in Hulu applies equally to this case.

In its invalidity contentions in district court, L&W includes the same three
references—Kido (EX1007), Yee (EX1009), Barron (EX1008)—and same
anticipation and obviousness grounds it has asserted in this IPR. EX2018, 6-7;
EX2019, 7-10. L&W has not advanced any unique arguments in this IPR that it
cannot raise in court. In fact, in its contentions, L&W has advanced thousands of
grounds of invalidity based on 31 primary references and numerous additional
secondary references. EX2019, 7-9, 19-37. Therefore, if the district court’s § 101
decision is reversed, L&W will have an expansive set of invalidity grounds from
which it can choose, including the exact same grounds raised in this IPR. And by
vacating the institution decision, no estoppel under § 315(e)(2) will apply to L&W.
Thus, as in Hulu, L&W would not suffer material prejudice from termination of
this IPR.

IV. Conclusion

Accordingly, Evolution requests that the Board vacate the institution

decision and terminate this proceeding.
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