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I. Introduction

The Petition on U.S. Patent No. 10,313,077 (the “’077 Patent”) should
be denied because the prior art does not disclose at least elements d and e of
the 077 Patent. The 077 Patent claims an improved way of calculating the
number of data symbols (Nsym) by a receiving device, where the old technique,
unfairly prejudices legacy devices. The old technique was the one used in the
asserted prior art Bharadwaj-Prov59 (Ex. 1007). To the extent that the Petition
relies on subject matters solely in Bharadwaj (Ex. 1006), the Petition failed to
demonstrate that Bharadwaj-Prov59 supports those subject matters, as Bha-
radwaj includes additional matters than Bharadwaj-Prov59. As a result, Bha-
radwaj should be accorded only the filing date of its publication on May 19,
2016 which postdates the 077 Patent’s invention.

Moreover, a POSITA would not have modified this old technique to
arrive at the 077 Patent. The old technique was proposed and widely sup-
ported by the industry, including the inventors of Bharadwaj-Prov59, and
adopted by IEEE as the industry standard at the time of the 077 Patent’s in-
vention. In other words, at the time of the 077 Patent, the alleged modifica-
tion to the old approach was not commonly known or obvious in the field.

Furthermore, a POSITA would not have modified the old approach in Bha-
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radwaj-Prov59 by Yu (Exs. 1019, 1021), since these two are directed to dif-
ferent issues (one for signal extension and another for signal reduction), and
the disputed variable m represents different meanings in Bharadwaj-Prov59
and Yu.

II.  Level of Ordinary SKill in the Art

The Petition proposes that a POSITA “would have had a Bachelor’s de-
gree in electrical engineering, computer engineering, computer science, or a
related field, and at least 3 years of experience in the research, design or de-
velopment of wireless communication devices, systems, and/or networks, or
the equivalent, as of the Critical Date. Increased educational experience can
make up for less work experience, and vice versa.” Petition at 10 (internal
citations omitted). For purposes of this Preliminary Response, Patent Owner
does not dispute this definition except to the extent that Petitioner requires
that the required experience and/or education level be acquired by the Critical
Date, Petitioner objects to this requirement because it is not relevant or needed
for someone to be a POSITA. Patent Owner reserves the right to dispute the
Petitioner’s definition of Critical Date if it becomes necessary in a later stage.

III. Claim Construction

“Petitioner submits that no formal claim constructions are necessary....”

Petition at 10. Despite this, Petitioner identified terms for construction in the
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district court. Recently, in district court Petitioner has identified several terms
in the ’077 Patent for construction, such as the terms “obtain[\ing] length in-
formation indicating information on a duration of the non-legacy physical
layer frame [after a legacy signaling field], from the legacy signaling field,”
“obtain[\ing] information other than [the] information on the duration of the
non-legacy physical layer frame through a remaining value obtained by divid-
ing the length information by a data size transmittable by a symbol of a legacy

99 ¢¢

physical layer frame,” “a duration of the non-legacy physical layer frame” in
the independent claims. Petitioner contends that these terms are indefinite un-
der 35 U.S.C. § 112. Ex. 2013 (Email from Petitioner’s counsel in the district
court litigation) at 1.

Petitioner asserted this indefiniteness position for the 077 Patent in the
district court for the first time on August 27, 2025, which was after Patent
Owner filed its Request for Discretionary Denial of Institution on August 25,
2025. See Paper §; Ex. 2013. The Petitioner has offered no explanation, in this
inter partes review or in the district court litigation, why it has adopted incon-
sistent claim construction positions between the two proceedings.

When the Patent Office transitioned IPRs away from the Broadest Rea-

sonable Interpretation claim construction and to the same Phillips standard
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applied in district court, one goal was to “reduce the potential for incon-
sistency in the interpretation of the same or similar claim terms” between
PTAB and district court proceedings. Changes to the Claim Construction
Standard for Interpreting Claims in Trial Proceedings Before the Patent Trial
and Appeal Board, 83 Fed. Reg. 51,343 (Oct. 11, 2018). Petitioner’s adoption
of inconsistent claim construction arguments between its district court posi-
tion and its Petition generates the risk with which the Patent Office was con-
cerned. If Petitioner prevails in this IPR and obtains a final written decision
finding any challenged claim unpatentable, such a decision would both sug-
gest the challenged claims are not indefinite under Phillips and be inconsistent
with a district court finding the claims are indefinite.

In any event, for purposes of this Preliminary Response, Patent Owner
applies the plain and ordinary meaning of the challenged claims. But, as fur-
ther discussed below, the Petition fails to show that the alleged art discloses
the claims even when applying the plain and ordinary meaning of the term.

IV. Overview of the ’077 Patent

The 077 Patent was filed on December 26, 2017, and issued on June 4,
2019. It is a continuation of PCT Application No. PCT/KR2016/06976, filed
on June 29, 2016. Ex. 1001 (077 patent) at pg. 1. The PCT Application further

claims priority to multiple Korean applications filed in 2015, including KR 10-
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2015-0092525 filed on June 29, 2015, and KR10-2015-0117434 filed on Au-
gust 20, 2015. >077 Patent at pg. 1, 1:10-17. Petitioner does not dispute that
the 077 Patent is entitled to the August 20, 2015 priority date. Petition at 2!

The 077 Patent describes that there is a continued need “for providing
a high-efficiency and high-performance wireless LAN communication tech-
nology in a high-density environment” and recognizes that “in a next-genera-
tion wireless communication technology environment, communication
having high frequency efficiency needs to be provided indoors/outdoors under
the presence of high-density terminals and base terminals.” 077 Patent at
2:37-43. The techniques provided in the 077 Patent can advantageously im-
prove the efficiency of the wireless LAN system while allowing coexistence
with legacy wireless LAN devices. 077 Patent, 5:39-47. The 077 Patent is
utilized by products that implement the Wi-Fi 6 (802.11ax) standard for wire-
less communications.

In Wi-Fi 6, the Physical Layer Protocol Data Unit’s (PPDU) preamble

consists of a legacy portion at the beginning of the preamble. 077 Patent at

! Petitioner reserves the right to address the issue of whether the *077 Patent
is entitled to the priority of the earlier Korean application filed on June 29,
2015 at a later stage, as the resolution of this issue is not necessary for the
purposes of this Preliminary Response.
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14:17-34. The image below illustrates an example legacy preamble in the pre-

vious generation of Wi-Fi standards.

VHT Preamble
A

~

L-STF I L-LTF | L-SIG VHT-SIG-A | VHT-STF | VHT-LTFs VHT-SIG-B VHT Data

I
Legacy Preamble |« T
|

Y

FIG. 6

’077 Patent, FIG. 6. In Wi-Fi 6, the “legacy preamble may include L-STF, L-
LTF, and L-SIG for compatibility with a legacy terminal.” 077 Patent at
14:22-24. The Figure below illustrates exemplary preamble fields in the Wi-
Fi 6 standard, including the exemplary legacy preamble fields such as L-STF,

L-LTF, and L-SIG.

HEW-MM (11ax)

| L-STF | L-LTF | L-SIG HE Green Field Region in Mixed Mode Operation I

HE-SIGs I HE-STF I HE-LTFs I HE-Data |

HE-SIG-1 I HE-SIG-2 | | HE-SIG-n

FIG. 9

’077 Patent, FIG. 9. As shown in FIG. 9 of the 077 Patent, the preamble in-
cludes an L-SIG field. The L-SIG field “is used to communicate rate and

length information.” Ex. 2014 (802.11ax-2021) at 542.
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The ’077 Patent recognizes that

when a non-legacy physical layer frame is transmitted, the leg-
acy wireless communication terminal may not know the dura-
tion of the non-legacy physical layer frame and may perform
channel sensing repeatedly. Also, if the legacy wireless commu-
nication terminal does not repeatedly perform channel sensing,
when a non-legacy physical layer frame is transmitted, a legacy
wireless communication terminal may attempt transmission and
a transmission collision with a non-legacy wireless communica-
tion terminal may occur.

To solve this problem, the L-SIG may include length infor-
mation used for determining the duration of a non-legacy
physical layer frame after the L-S1G. For convenience of ex-
planation, the length information is referred to as L LENGTH.

’077 Patent at 28:32-52, 11:3-41 (emphasis added). The *077 Patent proposes

that the length information in the L-SIG field to be calculated as follows is

calcul

ated using the formula

L Length = [”T”Zﬂ] X3 -3 -m

where TXTIME is the duration of the PPDU and m =1 or 2. 077 Patent, FIG.

30. The current Wi-Fi 6 standard also adopted the same formula as shown

below for calculating the length in the L_SIG field.

Length = "TXTHVIE-SignﬂIEA'tensiO)i - 20_‘ x3—3—m @7-11)
where
TXTIME is defined in 27.4.3 (in ps)

m

is 1 for an HE MU PPDU and HE ER SU PPDU and 2 otherwise

SignalExtension is 0 ps if the TXVECTOR parameter NO_SIG_EXTN is true and

is aSignalExtension as defined in Table 27-54 if the TXVECTOR parameter NO_
SIG_EXTN is false

Ex. 2014 (802.11ax-2021) at 542.
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The Length information can be used by a receiving device, such as a
mobile terminal, to calculate the number of data symbols Nsym. The 077 Pa-

tent uses the following formula to calculate Ngym.

, L_LENGTH#ni}3

N SYM= 3 X4~ Tf!l:_i’kt.mllf!.lz /r.xm -b PE_Disambriguiry

L_LENGTH+m+3 ,
> X4-Tye preamsie | ~NsymX Tsya
Tor= - x4
4
where l x| denotes the lanzest integer less than or equal to X (flooring)
L LENGTH is the Length field value in L-SIG

D ot pisambiouiry 1§ PE-Disambiguity field value (0 or 1)
[,,,__,;,‘-,. \MBLE is the duration of HE preamble

T is the duration of HE symbol

FIG. 31

’077 Patent at FIG. 31 (emphasis added). The current Wi-Fi 6 standard also

illustrates a similar formula for Nsym.
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The receiver computes
Equation (27-122), respectively.

n UL LENGTH + m +3
Nsrar

Nsyar. Tpe. and Nygy using Equation (27-119), Equation (27-120), and

(27-119)

\
3 %4 — Ty preavmre — NasNVee el mE TR 570 ' /T sr.uJ -b PE-Disambiguity

(27-120)

\
3 % 4 — Tye speanmre) — Nsmel ste— NaelVep 1127 HE-LTF-SY.\{J
x 4

(’L LENGTH+m +3
Tpp = :
where
L_LENGTH

Ex. 2014 (802.11ax-2021) at 622.

is the value indicated by the LENGTH field of the L-SIG field

A. Claims of the ’077 Patent

The 077 Patent has two independent claims, 1.e., Claims 1 and 8. These

independent claims recite the following.

I[pre]. A wireless communication
terminal that communicates wire-
lessly, the terminal comprising:

8[pre]. An operation method of a

wireless communication terminal

that communicates wirelessly, the
method comprising:

I[1]. a transceiver; and a processor,
wherein the processor is configured
to

1[a]. receive a non-legacy physical
layer frame by using the transceiver,

8[a]. receiving a non-legacy physi-
cal layer frame by using the trans-
celver,

1[b]. obtain a legacy signaling field
including information decodable by
a legacy wireless communication
terminal from the non-legacy physi-
cal layer frame,

8[b]. obtaining a legacy signaling
field including information de-
codable by a legacy wireless com-
munication terminal from the non-
legacy physical layer frame,

1[c]. obtain length information indi-
cating information on a duration of
the non-legacy physical layer frame,
from the legacy signaling field,

8[c]. obtaining length information
indicating information on a duration
of the non-legacy physical layer
frame after a legacy signaling field,
from the legacy signaling field,
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1[d]. obtain information other than
information on the duration of the
non-legacy physical layer frame
through a remaining value obtained
by dividing the length information
by a data size transmittable by a
symbol of a legacy physical layer
frame, wherein the data size trans-
mittable by a symbol of the legacy
physical layer frame is 3 octets
when a data rate of the legacy phys-
ical layer frame is 6 Mbps, and

8[d]. obtaining information other
than the information on the duration
of the non-legacy physical layer
frame through a remaining value
obtained by dividing the length in-
formation by a data size transmitta-
ble by a symbol of a legacy physical
layer frame, wherein the data size
transmittable by a symbol of the
legacy physical layer frame is 3 oc-
tets when a data rate of the legacy
physical layer frame is 6 Mbps, and

1[e]. determine the number of sym-
bols of data of the non-legacy phys-
ical layer frame according to a
following equation,

Noyw =

(L LENGTH+m+3 | \ /
I —g——— X4- This prEasssis l Tsym | = Bpt_Disortvgainy

where | x| denotes a largest integer less than or equal to x,
L_LENGTH denotes the length information,

m denotes a value obtained by sub-
tracting the remaining value from
the data size transmittable by a sym-
bol of the legacy physical layer
frame,

bPE  Disambiguity denotes a value of PE
Disambiguity field,

Tue preamsLE denotes a duration of
non-legacy preamble of the non-leg-
acy physical layer frame,
Tsymdenotes a duration of a symbol
of the data of the non-legacy physi-
cal layer frame, wherein the PE Dis-
ambiguity field is set based on the
duration of a symbol of the data of
the non-legacy physical layer frame
and an increment of duration to set
a value of the length information

8[e]. determining the number of
symbols of the data of the non-leg-
acy physical layer frame according
to a following equation,

Noyw =

(L LENGTH+m+3 | \ /
I| ————— %4 =T prEansts I Tsym | = Bt _tisortvgainy

where | x| denotes a largest integer less than or equal to x,
L_LENGTH denotes the length information,

m denotes a value obtained by sub-
tracting the remaining value from
the data size transmittable by a sym-
bol of the legacy physical layer
frame,

bPE  Disambiguity denotes a value of PE
Disambiguity field,

Tue preamsLE denotes a duration of
non-legacy preamble of the non-leg-
acy physical layer frame,
Tsymdenotes a duration of a symbol
of the data of the non-legacy physi-
cal layer frame, wherein the PE Dis-
ambiguity field is set based on the
duration of a symbol of the data of
the non-legacy physical layer frame
and an increment of duration to set a
value of the length information

10
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based on a duration of a symbol of | based on a duration of a symbol of
the legacy physical layer frame. legacy physical layer frame.

B.  Prosecution History of the 077 Patent

The examiner allowed the 077 Patent without issuing rejections. The
Examiner found that elements d and e “in combination with the remaining
limitations as substantially described in the independent claims of the instant
application, are not taught or fairly suggested by the prior art of record in any
reasonable combination.” Ex. 1002 at 259-260.

V.  Overview of Prior Art Landscape at the Time of the 077 Patent’s
Invention

The ’077 Patent claims priority to two Korean applications 10-2015-
0092525 and 10-2015-0117434 filed on June 29, 2015 and August 20, 2015,
respectively. ’077 Patent at pg. 1. The Petition alleges that the critical date of
the *077 Patent is August 20, 2015. Petition at 2. For purposes of this POPR,
Patent Owner uses the August 20, 2015 date as the critical date, although Pa-
tent Owner disputes Petitioner’s position that the *077 Patent is not entitled to
the June 29, 2015 date.

Nevertheless, before August 20, 2015, and even a few months afterward,
the industry’s consensus is that Nsym is calculated using “L._Length + 3 —m”

where m is defined as the numerical value of 1 or 2. This approach, however,

11
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is different from the 077 Patent’s approach, where Nsym is calculated using
“L Length +3 +m”.

For example, in July 2015, right before the alleged critical date, the in-
dustry widely believed that Nsym is to be calculated using “L._Length + 3 —

m” as shown below.

* Rx Side Computation:

L LENGTH -m+3
Nsr:u = 3

x4 - THE  PREAMBLE )/ Tsr’.u J - bm: _ Disambiguity

x4 =Ty PREA.\IBI.E) = Ngyye X Tyyy

4

3 x4

(L_LENGTH—m+3

TP!' -
Ex. 2015 (IEEE 802.11-15/0810, July 2015) at 24, 1-7 (listing all authors sup-
porting this method). And relatedly, the L Length used in calculating Nsym

1s calculated as follows.

L LENGTH =

[W—‘x3—3+m, m=1or?2

Ex. 2015 (IEEE 802.11-15/0810, July 2015) at 23.

Subsequently, even after the alleged critical date of the 077 Patent in
September 2015, the industry still believed that Nsym should be calculated us-

29

ing “—m.

12
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* Rx Side Computation:

L LENGTH -m+3
N = 3

x4-T, HE PREAMBLE j / Tsm/ J - bl’.‘:; Disambiguity

L LENGTH -m+3
( - 3 X4 =Ty preasmie ) = Ny X Ty
T —

= x4
PE 4

Ex. 2016 (IEEE 802.11-15/0810, Sept. 2015) at 24. This way of deriving Nsym
based on “— m” was agreed to by over 100 people in major companies in the
communications industry, as evidenced in the proposals submitted to IEEE.
Ex. 2015 (IEEE 802.11-15/0810, July 2015) at 2; Ex. 2016 (IEEE 802.11-
15/0810, Sept. 2015) at 1-7, 23-24 (same). In fact, the inventors of the Bha-
radwaj reference asserted in this Petition are also among the people who en-
dorsed this method of “—m”. Ex. 2016 (IEEE 802.11-15/0810, Sept. 2015) at
2 (listing Arjun Bharadwaj and Bin Tian as two of the authors); Ex. 2015
(IEEE 802.11-15/0810, July 2015) at 2 (same). The IEEE accepted this pro-
posal around the time of Petitioner’s asserted critical date of the *077 Patent.
Ex. 2017 (IEEE802.11-15/09816) at 66-67.

Moreover, contrary to Petitioner’s position, the old technique and
the ’077 Patent are not just different in the sign of m. The old equations have
a different consequence and create issues in legacy devices that are only

solved by the ’077 Patent’s approach. The 077 Patent recognizes that under

13
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the old approach “the duration of the non-legacy physical layer frame obtained
by the legacy wireless communication terminal is longer by one symbol of the
legacy physical layer frame compared to a case that information other than the
duration of the non-legacy physical layer frame is not signaled through the L-
LENGTH. This is because the legacy wireless communication terminal ob-
tains the duration of the non-legacy physical layer frame based on the ceiling
operation as described with reference to FIG. 27.” 077 Patent at 35:61-36:2.
In short, the old technique creates unfairness for the legacy device because
Nsym 1s one symbol longer than the non-legacy, 11ax devices.

Indeed, the industry did not recognize this issue until after the priority
date of the ’077 Patent. See Ex. 1016 (which 1s dated November 2015, after
the priority date of the 077 Patent). Months after the priority date of the 077
Patent, a submission? to IEEE around November 2015, also pointed out that
under the old approach, the legacy devices would not be able to reach the

[TXTIME - 20}
desired value of 4 in certain situations. Ex. 1016 (IEEE 802.11-

15/1372) at 2-3. And the new approach with “+ m” (i.e., the one claimed by

the 077 Patent) solves this issue.

2 This submission, also cited in the the Petition, was created after the Patent
Owner pointed out the issue to the submitter, and the submitter agreed with
the Patent Owner.

14
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All these examples demonstrate that at the time of the 077 Patent, it
would not be obvious to a POSITA to derive the 077 Patent’s way of calcu-
lating Nsym (and relatedly L_Length) at the time of the ’077 Patent’s invention.
The industry’s consensus at the time was a method of calculating Nsym using
“—m”, rather than the ’077 Patent’s approach of “+ m”. And the old technique
was accepted by IEEE and was the industry standard even after the priority
date of the ’077 Patent. The industry did not even realize the issue of the “—
m” approach until later, again after the critical date of the 077 Patent. Thus,
at the time of the 077 Patent, a POSITA would not have thought of using “+
m” to calculate Nsym as the 077 Patent, and instead would have used the in-

dustry consensus of “—m”.

VI. The Alleged Art Does Not Teach the Independent Claims of the
’077 Patent

A. Bharadwaj-Prov59 (Ex. 1007) Does Not Disclose At Least
Elements d and e of the Independent Claims

Bharadwaj (Ex. 1006) was asserted as the primary reference for all
grounds in the Petition. Petition at 1-2. Bharadwaj was filed on May 19, 2016
and published on November 26, 2016. Bharadwa;j at pg. 1.

Despite calling Bharadwaj as a prior art, the Petition actually relies on
disclosures of its provisional application, Bharadwaj-Prov59 (Ex. 1007) as

prior art. But Bharadwaj-Prov59 (Ex. 1007) does not teach the 077 Patent,

15
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29

and instead, it calculates the Nisym using the different, old approach of “—m
discussed above.

Specifically, the Petition relies on Bharadwaj-Prov059 for independent
claims. The Petition states that Bharadwaj-Prov 59 discloses the following
equations:

TXTIME-20 . . .
.!x.,‘;;g;;{;';’;; - {‘"’”W;"‘"‘W”! X 3—3+mwherem = 1, 2

3 ] X 4 — Tyg pREAMBLE

- 'SEdisambiguation_bic

[LLENGTH —m+3
Nsym =

Tsym

Petition at 18, 56; Baradwaj-Prov59 at paras. [0056]-[0057]. As discussed in
the preceding section, these equations are precisely the type of old “—m” tech-
nique for calculating Ngym that was initially endorsed by the industry and was
later substituted by the 077 Patent’s approach after the critical date of the 077
Patent, as the old approach failed to produce the desired value for certain leg-
acy device communications.

In contrast to the old approach, the 077 Patent’s approach for calculat-
ing Nsym 18 based on “+ m” approach where, the number of symbols is calcu-

lated as follows:

LLength+m+3

Noym = | (e

X 4 — Tue pREAMBLE) Tsym| — DPE_ Disambiguity.
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See, e.g., 077 Patent, FIGS. 30 and 31, Claims 1 and 8. And the related

L Length is calculated as L Length = [W] X 3 — 3-m.ld

While the Bharadwaj-Prov59 uses “- m” to calculate the Nsym,the Peti-
tioner altered the Bharadwaj-Prov59’s formula to create an appearance that
Bharadwaj-59 discloses the method in the *077 Patent. Specifically, Bha-

radwaj-Prov59 discloses the following formula for calculating Nsym.

¥
R -~
N X

S

oy

H

RETIML LT *
Iff}.a IME ~ T pppassssr = Tug pressenis

Where RXTIME is calculated using the following.

Lignegry —m + 3
3

RXTIME = [ ]><4+20

Bharadwaj-Prov59 at 49 [0056]-[0057], and the m 1s defined as 1 or 2.
Ly ewern = ;mm§ X3—3+mwherem=1,2

Bharadwaj-Prov59 at § [0051], the Petitioner and its expert changed the

RXTIME formula disclosed in Bhardwaj-Prov59 in their example as

(240+m) +3

RXTIME = | | X 4+ 20 = 348. Petition at 22, 57. This alterna-

tion is truly disingenuous as the formula in Bhardwaj-Prov59 clearly discloses
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it’s “Liengtn — m” not “Liengn + m” in Petition’s example. Contrast Bha-
radwaj-Prov59 at § [0056] with Petition at 22.

Furthermore, Petition changed the definition of m in Bharadwaj-Prov59
in an attempt to adapt it to the 077 Patent’s invention. Petition at 23, citing
Ex. 1003 at § 67. Specifically, Petitioner argues that m is -1 or -2 instead of a
positive integer of 1 or 2. Ex. 1003 at § 67. Not only is this definition of m not
in Bharadwaj-Prov59 (which requires m to be a positive integer), it is not
mathematically possible under the Petitioner’s own position that m is Liength
mod 3. Petition at 58. Since the Liengm cannot be a negative value, it is impos-
sible that Liength mod 3 1s negative. In other words, Petitioner’s alterations to
m would not be mathematically possible.

Moreover, as discussed in the preceding section, at the time of the 077
Patent, a POSITA would not have thought to modify Bharadwaj-Prov59’s for-
mula since the industry’s consensus was to use the “-m” approach for Ngym.
Indeed, even the inventors of the Bharadwaj agree to the old approach without
modification. Ex. 2016 (IEEE 802.11-15/0810, Sept. 2015) at 2 (listing Arjun
Bharadwaj and Bin Tian as two of the authors, which proposed the old ap-
proach); Ex. 2015 (IEEE 802.11-15/0810, July 2015) at 2 (same). And the
failure to reach optimal value in certain legacy device communications, and

hence the issue of unfair prejudice to legacy devices in Ngym calculations, were
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not discovered by the industry until after the critical date of the 077 Patent.
Thus, it would not be obvious for a POSITA to modify the formula in Bha-
radwaj-Prov59 to reach the 077 Patent’s formula.

B. Petitioner Failed to Demonstrate that Bharadwaj (Ex. 1006)
is Entitled to the Priority Date of Bharadwaj-Prov59 (Ex. 1007)

While Bharadwaj was filed on May 19, 2016, Petitioner claimed that it
is entitled to a filing date of June 2, 2015, due to its provisional application
No. 62/170,059 filed on that date (Bharadwaj-Prov59). Petitioner at 2-3.

For an alleged prior art reference to rely on its provisional filing date,
the provisional application “to which the reference patent document claims a
right of priority must ‘describe the subject matter’ relied upon in the reference
patent document as prior art.” Penumbra, Inc. v. RapidPuls, Inc., IPR2021-
01466, Paper 34 (March 10, 2023) (precedential as to §II.E.3) (internal cita-
tions omitted); see also In re Riggs, 131 F.4th 1377, 1384 (Fed. Cir. 2025) (“to
claim priority to the provisional filing date, the portion of the application re-
lied on by the examiner as prior art must be supported by the provisional ap-
plication.”). It is not sufficient to compare the claims of the alleged prior art
reference with the disclosure of its provisional application. /d.

Bharadwaj has additional disclosures that are not in the Bharadwaj-
Prov59. While Bharadwaj incorporates by reference Bharadwaj-Prov59

through a boilerplate sentence, many of Bharadwa;’s disclosures were not in
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Bharadwaj-Prov59. And the Petition failed to establish that such subject mat-
ters are in fact disclosed by the Bharadwaj-Prov59.
Notably, Bharadwaj-Prov59 does not support the following formula to

the extent Petitioner contends that Bharadwaj discloses them.

L Length = [TXTiTZ—e_ZO] X 3 — 3 — m,wheremis 1 or2.

RXTIME = [L_Length+m+3

1 x 4 — 20;

Nsym=|(RXTIME — TL preamBLE —THE PREAMBLE )/ Tsym| — SEDisambiguation_bit

Instead, Bharadwaj-Prov59 discloses a different formula where

L Length= [~ x 3= 3 + m;

L_Length—m+3
3

RXTIME =

X 4 + 20;

And accordingly in Bharadwaj-Prov59,
Nsym = [(RXTIME — Tr preaMmBLE — THE PREAMBLE )/ Tsym| — SEDisambiguation_bit

L_Length—m+3
= [(f X 4 + 20 — Tr preaMBLE — THE PREAMBLE) Tsym| — SEbisambiguation bit

See Bharadwaj-Prov5 at [0051], [0056]-[0057] (emphasis added).

Since Bharadwaj includes new matter not in Bharadwaj-Prov59, Peti-
tioner’s argument that Bharadwaj incorporates by reference Bharadwaj-
Prov59 is not sufficient to establish that Bharadwaj is in fact entitled to the

date of Bharadwaj-Prov59. To the extent Petitioner relies on matters in Bha-
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radwaj beyond “incorporation by reference” of the Bharadwaj-Prov59, Peti-
tioner failed to meet its burden of proving that these other matters in Bha-
radwaj are entitled to the priority date of its provisional application.
Accordingly, because Petitioner failed to meet its burden to establish an earlier
priority date for Bharadwaj, Bharadwaj should be accorded filing date, which
1s November 26, 2016. This date is after the critical date of the ’077 Patent.

C.  Yu Does Not Cure the Deficiencies of Bharadwaj

The Petition proposes combining Bharadwaj-Prov059 with Yu. Petition
at 18-21. However, a POSITA would not be motivated to combine the two
because they are of technically different fields. “Bharadwaj” is related to an
extension of a signal, and “Yu” is related to a reduction of a signal duration.
Ex. 1007 at 4 [1029]; Ex. 1020 at 16. Moreover, despite both using the letter
m (in Bharadwaj-Prov059) or M (in Yu), the variables have different meanings
and serve different purposes.

In Bharadwaj-Prov059, the lower case value m “has been added in
IEEE 802.11ax to ensure that LrencTH 1s not exactly a multiple of 3 and is
therefore used to distinguish between IEEE 802.11ax and IEEE 802.11ac
transmissions (e.g., auto-detections).” Bharadwaj-Prov059 at ¢ [0051]. In
contrast, Yu uses the capitalized M symbol to “indicate the structure of the last

symbol.” Yu at 99 [0230], [0232]-[0236]. Specifically, in Yu, “[t]he receiver
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starts the decoding process at the end of the first period waveform of the last
symbol. That is, the remaining waveforms of the last symbol are just the re-
peated part of the first period waveform.” Yu at 9 [0228]. Thus, the M value
is used to explicitly indicate the structure after the last symbol. Id. at § [0232],
Table 3 (indicating potential cases for the structure after the last symbol).
Thus, a POSITA would not have been motivated to combine the formula
in Yu with Bharadwaj-Prov059 since they are directed to different issues. See
Cardiac Pacemakers, Inc. v. St. Jude Medical, Inc.,381 F.3d 1371, 1376 (Fed.
Cir. 2004) (“the suggestion to combine references must not be derived by
hindsight from knowledge of the invention itself”). A POSITA would also not
have been motivated to use Yu’s method of calculation of length in Bha-
radwaj-Prov59, particularly because Bharadwaj-Prov59 was widely regarded
as an industry standard, even after the priority date of the *077 Patent, and a
POSITA would not have a reason to modify this approach or find it obvious
to modify it to achieve the 077 Patent. Indeed, the Petition appears to be using
the ’077 Patent as a blueprint and attempted to piece together the components
from the alleged prior art references. This type of hindsight obviousness anal-
ysis has been explicitly rejected by the Federal Circuit. In re NTP, Inc., 654
F.3d 1279, 1299 (Fed. Cir. 2011) (In finding claims as nonobvious, the Federal

Circuit states “Care must be taken to avoid hindsight reconstruction by using

22



Patent Owner’s Preliminary Response
[PR2025-01069 (U.S. Patent No. 10,313,077)

the patent in suit as a guide through the maze of prior art references, combin-
ing the right references in the right way so as to achieve the result of the claims
in suit.”) (internal citations and quotations omitted).

Moreover, even with this alleged combination, Yu still does not cure the
deficiencies of Bharadwaj-Prov059. For example, there was no disclosure in
Yu that “m denotes a value obtained by subtracting the remaining value from
the data size transmittable by a symbol of the legacy physical layer frame.”
Instead, M in Yu is defined to have a completely different definition relating
to, e.g., the number of used data tones in the last symbol before padding. 077
Patent at Table 3, q [0232]. Nor was such disclosure present in Bharadwaj-
Prov059, as Bharadwaj-Prov059 simply set the m value as 1 or 2. Additionally,
while Yu discloses the calculation for the length field, it provides no disclosure
of calculations performed by a receiving device, such as Ngym. Furthermore,
as the M value serves a different purpose in Yu, it would result in calculation
errors if the Length calculation in Yu is imported into Bharadwaj-Prov059’s
formula.

VII. Conclusion

For the foregoing reasons, the Petition fails to demonstrate that the al-

leged art teaches the independent claims. Accordingly, the Petition fails to es-

tablish that it has a reasonable likelihood to succeed on the merits, and it
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should not be instituted.
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