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I. INTRODUCTION

The Petition in this IPR is a companion to that filed in [PR2023-01047.
Both petitions challenge the validity of all claims of the *515 patent. Although the
companion petitions are based on different primary references, Patent Owner has
advanced nearly identical arguments in support of its motions for discretionary
denial. Accordingly, to simplify and facilitate the Office’s review of this
memorandum, the memorandum will incorporate by reference relevant portions of
Petitioner’s memorandum in opposition to Patent Owner’s discretionary-denial

request in [PR2023-01047.

II. INTER PARTES REVIEW OF THE ’515 PATENT WOULD BE AN
APPROPRIATE AND WORTHWHILE USE OF BOARD RESOURCES

A. IPR Is Necessary To Correct A Material Error By The Patent Examiner

Discretionary denial of the Petition is unwarranted for several reasons. First,
inter partes review of the challenged ’515 patent is necessary to correct an error by
the Office during prosecution. The 515 patent is directed to a hopper car whose
angled hopper walls, or “slope sheets,” are supported by reinforcement beams
extending along the undersides of the sheets. The beams obviate the need to use
other support structures under the slope sheets, such as support plates or struts,

which would obstruct the “machinery space” under the slope sheet.
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During prosecution, Patent Owner distinguished prior art cited by the patent
examiner because, while the rejected claims required “an unobstructed machinery
space,” the slope sheet of the prior-art car was supported by plates that “rather
obstruct the machinery space in question.” Patent Owner’s argument succeeded in
overcoming the examiner’s rejection. When the ’515 patent issued, every claim
contained a version of the open-machinery-space limitation. See generally >047
Opp. at 3-5.

However, in granting the 515 patent, the patent examiner overlooked
numerous prior-art hopper cars that supported their slope sheets with reinforcement
beams, leaving the machinery space completely unobstructed. Some of these

references predate the *515 patent by a century:

| open machinery space | | beams | | beam | | open machinery space

2 LA e i o .
VA St 'w PR

Kilbourne & Jacobs Hopper Car (1912)

L&Y Hopper Car (1904)
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Pet. at 24-29. Thus, review of the *515 patent is necessary to correct the patent
examiner’s error in granting the patent. See generally 047 Opp. at 6-20.

B.  The Petition’s Strong Merits Support Institution

The Petition cites ten references to demonstrate that reinforcement beams
and open machinery spaces were common and well known in the prior art. In
addition to the 1911 Hart patent, the 1904 L&Y Hopper Car and the 1912

Kilbourne & Jacobs Hopper Car, discussed above, the Petitions cites the following:

Steetley 0 Marcroft
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Pet. at 26-29. Thus, the merits of the Petition are strong because it shows that the
allegedly novel feature of the *515 patent was not only present in the prior art—it
was well known decades before Patent Owner filed its application in 2009.

The Petition also shows that the other features recited in the challenged
claims, other than the unobstructed machinery space, were also well known and
had become standard hopper car features decades before Patent Owner filed its
application. E.g., Pet. at 19, 33-51, 54—63. Even the few modern features recited
in the challenged claims—such as pneumatic door openers for the bottom-
discharge hopper doors—were in use forty years before the *515 patent issued.
The Petition is strong because it shows the challenged claims would have been
obvious not just in 2009, when the Patent Owner filed its patent application—they
would have been obvious decades earlier. The strong merits of the Petition
counsel against discretionary denial.

C. Two Petitions Challenging The ’515 Patent Are Warranted

Patent Owner argues that multiple IPR petitions are not justified. Mot. at
27-30. But as explained in Petitioner’s Notice of Ranking (Paper 3), two petitions

are warranted because they are based on materially different primary references.
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The *047 petition relies on two primary references: the 1911 Hart patent and
the 1919 Lindstrom patent.! Hart discloses the allegedly novel feature of the *515
patent: the use of slope-sheet reinforcement beams to create an open machinery
space unencumbered by support structure. Because Hart dates from 1911, the
dawn of metal freight cars, it does not disclose certain features that later became
standard on hopper cars. Thus, the 047 petition also relies on secondary
references that disclose these routine hopper-car features.

The Petition is based on a single primary reference: the 1946 Cyclopedia’s
disclosure of the NSC ore car. The NSC ore car was selected as the Petition’s
primary reference because it possesses most of the standard hopper-car features
that Patent Owner included in the lengthy claims of the *515 patent. The Petition
explains that it was obvious to modify the NSC ore car to support its slope sheets
with reinforcement beams that extend along the underside of the slope sheets—one
of three basic options for supporting a slope sheet. Pet. at 24-29. With this

obvious modification, the NSC ore car would have an open machinery space. 1d.

' The Lindstrom patent is the primary reference for a handful of claims that
recite the allegedly novel feature of U.S. Patent No. 8,166,892 a two-part sidewall
stiffener with web continuity. The *892 patent, which also has been asserted in the

related district-court action, is the subject of the petition in [IPR TPR2025-01046.

-5-



FreightCar America v. National Steel Car
IPR2025-01048 — U.S. Patent No. 8,132,515

Patent Owner argues that the age of the references is a weakness in the
Petition. Mot. at 28—-29 (“each Petition is based on ancient asserted art references
that fail to meaningfully show how a person of ordinary skill in the art
(“POSITA”) in or around 2009 would have understood the entirety of any
challenged claim in the *515 Patent, or the claimed features therein.”). But old
references are not disqualified as prior art because of their age. On the contrary,
the large number of very old references showing the allegedly novel feature of
the ’515 patent highlights the gravity of the mistake made by the patent examiner
during prosecution. The age of the prior art also underscores the injustice of
allowing Patent Owner to retain exclusive rights in features that long ago passed
into the public domain. This is a petition that should be considered on its merits.

D. Patent Owner's Reliance On § 325(d) Is Unavailing

Patent Owner argues, under § 325(d), that the prior art in the Petition was
considered by the examiner or cumulative of art considered by the examiner. Mot.
at 46—68. But in each example provided by Patent Owner, the car’s machinery
space 1s encumbered either by a transverse support plate or an angled support strut.
’047 Opp. at 10-20. Patent Owner has not identified any prior art submitted during
prosecution that discloses an open machinery space, let alone any discussion of
such art by the examiner. /d. Moreover, even if such art had included open

machinery spaces, the examiner still would have erred by overlooking that art. /d.

-6-
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at 20. Under these facts, discretionary denial under § 325(d) is unwarranted. /d. at
33-35.2

E. Review of the 515 Patent Is Important To Critical Economic And
National-Security Interests In The American Steel Industry

As explained in the 047 Opposition, strong U.S. national security and
economic interests in the U.S. steel industry also counsel against discretionary
denial. See generally id. at 24-28. The Commerce Department and the President
have both determined that a strong domestic steel industry is vital to the country’s
economy and national security. Petitioner FCA is one of only three American
manufacturers of the ore cars that transport iron ore from U.S. mines to U.S. steel
mills.> However, NSC has accused FCA’s ore cars of infringing a patent that
claims exclusive rights in hopper-car features that have been in the public domain

for decades. Review of the *515 patent is necessary to ensure that FCA can

2 The criticisms in Patent Owner’s 048 motion are the same or very similar
to those in its 047 motion. Accordingly, the responses and analysis in Petitioner’s
’047 opposition are applicable here.

5 The other two U.S. manufacturers are TrinityRail and Greenbrier. Patent

Owner NSC is not on this short list because NSC is a Canadian company.

-
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continue to build the accused rail cars, and to reduce the U.S. steel industry’s
dependence on foreign-made ore cars.

F. The Fintiv Factors Favor Petitioner

Trial has been set for January 2027 in the related district-court litigation—
approximately a month after the expected final written decision in December 2026.
Moreover, Magistrate Judge Burke almost always grants a stay upon institution of
inter partes review. Inter partes review of the *515 patent would therefore have
the potential to conserve judicial resources. Finally, the Fintiv factors do not
support discretionary denial for all the additional reasons provided in Petitioner’s
’047 opposition. See generally id. at 28-33.

G. The Petition Satisfies 35 U.S.C. § 312(a)(3)

Patent Owner makes the same arguments under § 312(a)(3) against the *048
petition that it made in its motion for discretionary denial of the 047 petition.
Mot. at 30—46 (arguing, inter alia, that the grounds are voluminous, fail to specify
where claimed elements are found, use cross-references inappropriately, and are
somehow incomplete). These arguments are incorrect for the same reasons
explained in Petitioner’s opposition. See generally 047 Opp. at 35-41. For
example, the Petition’s length is dictated by the length of the patent’s 44 claims,
which run to a full 4,700 words. Patent Owner’s argument that the Petition fails to

identify certain claim elements is flawed because it ignores the Petition’s many

_8-
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detailed, annotated images. And the Petition’s cross references are clear and help
avoid redundancy. Finally, the Petition reasonably refrains from restating the
analysis of an independent claim in connection with each of its dependent claims,
as is standard in IPR petitions.

Patent Owner argues that the Petition “conflates” different NSC car designs
and “ignores that the schematics [in Figure 2,670] and the picture [in Figure 2,673]
are two distinct pieces of prior art.” Mot. at 35-36. Not so. The schematics in
Figure 2,670 and the photo in Figure 2,673 show the same ore car. This is
apparent from the figures and confirmed by the fact that the figures cross-reference
each other. As shown below, the schematics in Figure 2,670 on page 294 has a
caption stating “See also Fig. 2,673,” and the photograph on page 295 states “See

also page 294.” EX1004 at 27, 28 (annotations added in red).

Fig. 2,670—Plan, eleyation and sections of Canadian Pacific 50-Ton center discharge ore car.
Builder, National Steel Car Corporation, Ltd.
Series 114.100-114.340
[(.\.':‘ also Fig. J.b?jl]

Fig. 2.673—Canadian National 50-ton center discharge ore car for use at Steep Rock mining operations. Built
by National Steel Car Corporation, Ltd.
Light weight, 40,600 1b.; load limit, 128,400 lb.; capacity, 825 cu. ft.; length inside, 19 ft. 8 in.
l- (See alse page 2’14\] :
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H. Patent Owner’s Remaining Arguments for Discretionary Denial Are
Meritless

Finally, Patent Owner’s motion includes several additional arguments that
are identical to arguments in its 047 motion. None of these arguments has merit.
See generally *047 Opp. at 42—45.

II1I. CONCLUSION

For the reasons set forth in the Petition and herein, inter partes review of
the *515 patent would be an appropriate use of Board resources. Petitioner
respectfully requests that the Director deny Patent Owner’s motion for

discretionary denial.

Dated: September 18, 2025 By:_/ Philip M. Nelson /
Philip M. Nelson (Reg. No. 62,676)
Ted M. Cannon (Reg. No. 55.036)
Justin Gillett (Reg. No. 71,099)
KNOBBE MARTENS OLSON & BEAR, LLP

Attorneys for Petitioner
FreightCar America, Inc.
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