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Pursuant to authorization from the Board, Patent Owner submits this Reply in 

support of its discretionary denial brief. EX3101. 

I. DISCRETIONARY DENIAL IS WARRANTED UNDER § 325(d) 

Park is Cumulative The only dispute under part 1 of the Advanced Bionics 

framework is whether Park is cumulative. Petitioner argues that “none of the 

[considered] prior art … shows a four-sided dental isolation mouthpiece,” but that is 

irrelevant because none of the challenged require this. Paper 7 at 7. Park is 

cumulative of (1) Hirsch, (2) Black, and/or (3) the Examiner’s Maycher/Hirsch ‘129 

combination (which Petitioner does not even address). Paper 6 at 15-21. 

Petitioner doubles down on its claim that Park is not cumulative because it 

allegedly has “sidewalls.” Paper 7 at 7. This is a red herring. The full prosecution 

history, including the Notice of Allowance, is clear that the presence or absence of 

a “sidewall” had nothing to do with why the claims were allowed. Paper 6 at 22-28; 

EX1021, 300. Rather, the claims were allowed because they recite a “bridge 

structure” with a “wave shape” that is not taught in the prior art considered during 

prosecution or the references in the Petition. Id. Petitioner’s insistence that Park is 

not cumulative because it shows “sidewalls” is untethered from the facts. 

Moreover, Park does not expressly discuss “sidewalls.” Petitioner assumes 

Park has them based solely on the drawings. See EX1003, ¶124. For Hirsch, 

Petitioner accuses Patent Owner of taking inconsistent positions with respect to 
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whether it has “sidewalls.” Paper 7 at 7-9. Petitioner misses the point: if Petitioner’s 

assumption about Park’s figures is correct, then Hirsch similarly illustrates a 

“sidewall” in its figures, confirming Park’s cumulativeness: 

 
Petitioner has no substantive response to this and instead resorts to mischaracterizing 

the file history. Petitioner points to an argument that element 54 in Hirsch is not a 

“side wall” but ignores the context. Paper 6 at 8-9 (citing EX1002, 484-85). The 

arguments were directed to newly claimed details on the inferior/superior walls 

(which are not in the challenged claims), including a defined “span” and a “plurality 

of perforations” that Hirsch lacks. EX1002, 479-80 (claims), 438-84 (argument). 

Petitioner also claims that Patent Owner previously argued “that Hirsch ‘fails to 

teach any defined walls spanning across set distances as does the claimed superior 

and inferior [side]walls.’” Paper 7 at 9 (quoting EX1020, 254-55). But the language 

quoted by Petitioner does not appear on the cited pages of the file history. In any 

event, Petitioner ignores that the Applicant was again focused on additional claimed 

details for the inferior/superior wall. EX1020, 254-55. 
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For Black, Petitioner ignores that under its own analysis, Black discloses more 

than Park. Paper 6 at 17-18. Petitioner again resorts to mischaracterizing the issues 

by claiming “Patent Owner argues that Park is cumulative of Black because Black 

teaches sidewalls” and that “Patent Owner spent years telling the Office that Black 

does not teach sidewalls.” Paper 7 at 9-10. Not true. Patent Owner merely observed 

that “the Examiner found … that Black discloses a ‘sidewall.’” Paper 6 at 18. The 

prosecution history is clear that the claims were patentable over Black because Black 

lacks the claimed “bridge structure” with a “wave shape,” which Petitioner concedes 

Park also lacks. Paper 6 at 25-28; EX1021, 300. 

No Material Error Petitioner has not met its burden to show that “the 

previously presented art teaches the limitations of the challenged claims, and that no 

reasonable examiner could have found otherwise.” Ecto World, LLC v. RAI Strategic 

Holdings, Inc., IPR2024-01280, Paper 13 at 5-6 (PTAB May 19, 2025). Petitioner 

argues that the Office erred by not rejecting claim 19 because it does not use the 

word “unattached” in relation to the bridge structure and the Examiner “did not 

remember” his initial rejection in the Parent ‘232 Patent. Paper 7 at 11-13. This 

argument ignores what actually happened. After more carefully considering Black 

for a §102 rejection, the Examiner found that Black does not disclose a “bridge 

structure” with a “wave shape.” EX1015, 109-11. This is clear because the Examiner 
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added the term “wave shape” (but not the word “unattached”) to the claims via 

Examiner’s amendment when allowing the Parent ‘232 Patent. Id., 145-48.  

Petitioner next argues that the Examiner erred “by not considering that the 

claimed ‘wave-shape’ of the bridge structure could be taught by a square wave 

shape.” Paper 7 at 13. Petitioner’s position that “any shape that alternates between 

crests and troughs is necessarily a ‘wave shape’” (Paper 7 at 14) is incorrect because 

it strips the phrase “wave shape” of any meaning and inconsistent with the 

specification (Paper 8 at 19-32). Petitioner points to instances where the Office 

incorrectly stated that Black has a “wave shape” with regard to dependent claims in 

other applications. Paper 7 at 15. However, Petitioner provides only limited excerpts 

from these file histories that omit the responses. Patent Owner has been consistent 

in its interpretation of the “wave shape” requirement. See, e.g., EX2026, 369-70.  

There was no “oversight” or “error” by the Examiner: he correctly determined 

that Black does not have a “wave shape” during prosecution of the Parent ‘232 Patent 

and maintained the same position for the ‘969 Patent. The prosecution history for 

this patent family shows there were at least two bases for overcoming Black: (1) 

Black’s transverse walls are not “unattached” and (2) they do not form a “wave 

shape.” This is why the Examiner allowed claim 19 even though it does not expressly 

use the word “unattached.” Petitioner has not shown that “no reasonable examiner” 

would have allowed the claims for this reason. Ecto World, Paper 13 at 5-6.  
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II. THE FINTIV FACTORS FAVOR DISCRETIONARY DENIAL 
 

The Director should deny institution due to the advanced stage of the Parallel 

Litigation relative to the projected institution and final written decision deadlines, 

which is proceeding under the schedule Petitioner agreed to. Paper 6 at 34-38. 

Moreover, the district court denied Petitioner’s motion to stay. EX2027, 4-6.  

Petitioner argues that its Sotera stipulation means “there will be no overlap of 

invalidity issues between the District Court litigation and IPR.” Paper 7 at 24. Not 

true. The stipulation is limited to grounds based on “prior art patents or printed 

publications.” EX1029, 5. Petitioner’s invalidity contentions cite the “Isolite” and 

“Mr. Thirsty” products, which are commercial embodiments of Hirsh and Black, 

respectively. Paper 6 at 39; EX1003, ¶¶1-10, 17-18.1 Petitioner’s stipulation does 

not prevent it from relitigating this IPR through the Isolite and Mr. Thirsty products. 

See Ingenico Inc. v. IOENGINE, LLC, 136 F.4th 1354, 1366 (Fed. Cir. 2025). 

Additionally, Petitioner’s invalidity contentions are more expansive than the 

Petition, and Petitioner does not address Patent Owner’s cited cases finding that this 

weighs against institution despite its Sotera stipulation. Paper 6 at 39. 

 

 
1 Zyris, Inc.’s webpage indicates that the Isolite products are covered by Patent No. 

6,974,312, which is the issued version of Hirsch. https://www.zyris.com/patents/. 

https://www.zyris.com/patents/
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Respectfully submitted, 

 

Dated: September 24, 2025 By: /s/ Angelo J. Christopher 

  Angelo J. Christopher 
  Reg. No. 81,594 

NIXON PEABODY LLP 
70 West Madison St., Suite 5200 
Chicago, IL 60602-4378 
Tel. 312-977-4391 
Fax 844-450-2568 
Lead Counsel for Patent Owner 
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