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Don,

Based on today’s meet and confer, please find below a summary of the agreements reached:

e You committed to providing supplemental responses to Rogs 18 and 23 by no later than June 13

e | have attached the relevant case law to support our positions for Rogs 24 and 25; we look forward to
your response by no later than June 13

e We committed to moving forward with defendants’ depositions during the week of June 23" (with the
exception to those related to the additional source code inspection and financials) and you committed
to providing us with the topics for each 30(b)(6) designee by the end of this week.

e You committed to providing a confirmation early next week for the availability of source code inspection
in your Minneapolis office.

We look forward to your responses. Thanks.

Regards,
Don

Don H. Min

Partner

Mayer Brown LLP
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timates attached to the email. (Id. at 79

(Chase email).)

After the email was sent, Hewitt’s auto-
mated system generated and sent Frawley
a pension estimate of $523,020.74 (in er-
ror). (Comm.s Mot. Summ. J. 11.) After
this estimate was sent, and in light of
Chase’s June 2002 email, a “flag” was add-
ed to Frawley’s account in July 2002. (Id.)
In making the May 2003 calculation, Hew-
itt once again misestimated Frawley’s re-
tirement account, this time on a manual
calculation. (Id. at 13.) Here, the Com-
mittee persistently points the finger at
Frawley for accepting and electing to re-
ceive the lump sum on this miscalculation
even though he had been informed by
Chase that his RH Donnelley service was
not to be included.® (Id.) This is not rele-
vant, however, to the issue of the Commit-
tee’s knowledge of the error.

If Hewitt and its employees can be con-
sidered agents, employed to represent the
Committee with respect to Frawley’s pen-
sion, who acquired knowledge material to
that representation, then their knowledge
of the accounting error may be imputed to
the Committee. By the Committee’s own
statement, Hewitt was hired for the ex-
press purpose of providing estimates to
employees of their anticipated retirement
benefits.  Chase repeatedly reminded
Hewitt of the special circumstance sur-
rounding Frawley’s benefits. A group of
employees within Hewitt was assembled to
handle special circumstances in pension es-
timates—namely Frawley’s RH Donnelley
service. Hewitt even “flagged” Frawley’s
account to alert the employees to his spe-
cial circumstance, and nonetheless issued
to Frawley the erroneous estimate.

In short, Hewitt was hired by the Com-
mittee to handle pension estimates. Hew-

6. The Court notes that although Chase told
Frawley that his time with RH Donnelley
would not count toward his pension accrual,
Frawley continued to receive estimates which
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itt was the agent of the Committee in
handling estimates of anticipated retire-
ment benefits. Hewitt was alerted to its
mistake and took action to prevent its
repeat, but repeated the mistake nonethe-
less. Hewitt’s “flagging” Frawley’s ac-
count proves it knew of the problem.
Hewitt’s knowledge of this problem is
therefore imputed to the Committee, and
the Committee is therefore not shielded by
the discovery rule. At the least, Hewitt
was in possession of information from
which it could and should have known
about its mistake in calculating Frawley’s
pension.

III.

Frawley is correct that a two-year stat-
ute of limitations applies to this claim and
has negated the discovery rule. For these
reasons, Frawley’s Motion for Summary
Judgment is GRANTED.

IT IS SO ORDERED.

Conclusion
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free liquid crystal display (LCD) driver
system. Patentee moved to compel discov-
ery.

Holdings: The District Court, John D.
Love, United States Magistrate Judge,
held that:

(1) patentee was entitled to discovery re-
lated to products accused in its patent
infringement contentions (PICs) and
all reasonably similar products, and

(2) patentee was entitled to discovery of
alleged infringer’s extraterritorial ac-
tivities.

Motion granted.

1. Patents =292.4

Patentee’s patent infringement con-
tentions (PICs) concerning alleged infring-
er’s use of driver integrated circuits (driv-
er ICs) in liquid crystal displays (LCDs)
gave alleged infringer notice of a specific
theory of infringement, and thus patentee
was entitled to discovery related to the
products accused in its PICs and all rea-
sonably similar products, where patentee
identified structures in alleged infringer’s
products consistent with patentee’s pro-
posed construction of certain terms.

2. Patents ¢=292.4

Patentee was entitled to discovery of
alleged infringer’s extraterritorial activi-
ties, where discovery regarding alleged
infringer’s foreign sales of potentially in-
fringing products was reasonably calculat-
ed to lead to discovery of admissible evi-
dence related to patentee’s aiding and
abetting direct infringement claim. 35
U.S.C.A. § 271(b); Fed.Rules Civ.Proc.
Rule 26(b)(1), 28 U.S.C.A.

Patents ¢=328(2)
5,041,823. Cited.

A. James Anderson, Anna R. Carr, J.
Scott Culpepper, Jean-Alain Schneider,
Marla R. Butler, Stephen R. Risley, Rob-
ins, Kaplan, Miller & Ciresi, Atlanta, GA,
J. Thad Heartfield, The Heartfield Law
Firm, Beaumont, TX, for Honeywell Inter-
national, Inec., et al.

Marvin Craig Tyler, Luiz Von Paum-
gartten, Wilson, Sonsini, Goodrich & Rosa-
ti, PC, Austin, TX, Michael Charles Smith,
Siebman, Reynolds, Burg, Phillips &
Smith, LLP, Marshall, TX, James C. Yoon,
Matthew A. Argenti, Robin Lynn Brewer,
Seuntaik Michael Song, Wilson, Sonsini,
Goodrich & Rosati, Theodore Herhold,
Townsend & Townsend & Crew, Palo Alto,
CA, Christopher Robert Benson, Fulbright
& Jaworski, Austin, TX, Eric Brinn Hall,
Daniel S. Leventhal, Fulbright & Jawor-
ski, Houston, TX, for Acer America Corpo-
ration, et al.

MEMORANDUM OPINION
AND ORDER

JOHN D. LOVE, United States
Magistrate Judge.

Before the Court is Plaintiff Honeywell
International, Inc.’s and Honeywell Intel-
lectual Properties, Inc.s (collectively
“Honeywell”) Motion to Compel Discovery
from Defendant CPT, (Doc. No. 127), and
Reply in Support, (Doc. No. 133), and De-
fendant Chunghwa Picture Tubes’ (“CPT”)
Response (Doc. No. 129), and Sur-reply,
(Doc. No. 134). The Court held a hearing
on this Motion on January 29, 2009.

For the reasons stated herein, Plaintiff’s
Motion is GRANTED.

BACKGROUND

In this suit, Honeywell asserts that
CPT’s products infringe U.S. Patent No.
5,041,823 (the “'823 patent”), which relates
to a flicker free LCD driver system. LCD
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screens are susceptible to an electroplating
corrosion effect unless the polarity of the
electrical signal sent to the screen is re-
versed. Unfortunately, polarity switching
of the entire screen causes a noticeable
flicker of the image on the screen. There
are a number of inversion schemes that an
LCD system can use to prevent the flicker
effect; Honeywell maintains that the '823
patent covers some systems that employ
dot and/or column inversion schemes

CPT is a Taiwan-based company with
offices in Taiwan, China, and Malaysia. It
produces “modules,” which are essentially
LCD screens that are not yet finished
products ready for retail sale. CPT pur-
chases Driver Integrated Circuits (“Driver
ICs”) from various driver manufacturers,
and incorporates these Driver ICs into its
modules. CPT then sells its modules to
third parties who finish the products so
they are ready for sale to an end user.
Many of CPT’s products employ dot and/or
column inversion.

Around 2002, Honeywell reverse engi-
neered several Driver ICs and concluded
that these Driver ICs could be included in
infringing LCD products. In November
2002, Honeywell sent a letter to CPT stat-
ing that Honeywell believed that LCD sys-
tems incorporating certain Driver ICs
could infringe the '823 patent. This letter
specifically accused one CPT product by
model number and included a list of Driver
1Cs which Honeywell had either torn down
and investigated, or which it believed were
similar to the Driver ICs that it had inves-
tigated. In August 2005, CPT declined to
take a license for the '823 patent. On
March 20, 2007, Honeywell filed the pres-
ent suit specifically accusing three CPT
products. CPT answered on October 17,
2007.

After litigation ensued, the parties con-

tinued correspondence in which CPT dis-
closed its top ten Driver IC suppliers, and
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Honeywell offered a more extensive list of
allegedly infringing Driver ICs. In March
2008, Honeywell served CPT with its pat-
ent infringement contentions (“PICs”). In
its PICs, Honeywell specifically accused
three CPT products by model number, as
well as all CPT modules incorporating the
same or similar Driver ICs contained in
those three modules. Soon after receiving
Honeywell’s PICs, CPT requested that
Honeywell provide more specific informa-
tion in its PICs. Honeywell did not amend
its PICs, and CPT did not file a motion to
compel more definite PICs. On July 22,
2008, the parties met and conferred re-
garding the scope of discovery in the case.
Honeywell expressed its desire for discov-
ery on 600 of CPT’s products; CPT ex-
pressed its belief that discovery should be
limited to the products specifically accused
in Honeywell’s PICs.

In August 2008, Honeywell served its
Notice of 30(b)(6) Deposition and its First
Combined Interrogatories on CPT. Essen-
tially, Honeywell requested a list of all
CPT products which perform dot and/or
column inversion and the model numbers
of the Driver ICs incorporated therein, the
technical specifications and sales informa-
tion for the Driver ICs used in those prod-
ucts, and information regarding sales and
marketing to foreign entities. CPT re-
sponded in September and October of
2008, but Honeywell claims that these re-
sponses were insufficient. On November
18, 2008, Honeywell filed the present mo-
tion seeking an order compelling CPT to:

1.) Supplement its response to Interrog-
atory No. 1 by identifying all of its LCD
products that perform dot and/or column
inversion;

2.) Supplement its responses to Inter-
rogatory Nos. 2-5, 7-8, 10-16, and 18 to
include responsive information regarding
all of its LCD products that perform dot
and/or column inversion;
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3.) Supplement it responses to Interrog-
atory Nos. 13, 14, 15, and 16 to include
responsive information related to its distri-
bution agreements, correspondence, dis-
cussions, agreements, and promotional,
marketing, and advertising efforts as it
relates to non-U.S. entities that CPT is
reasonably aware resell or otherwise redis-
tribute CPT’s products into the United
States;

4.) Produce a corporate representative
prepared to testify with knowledge regard-
ing: 1) all CPT products that incorporate
Drivers IC’s capable of dot and/or column
inversion; and 2) sales and marketing of
such products in the United States and/or
to companies that resell or redistribute
such products in the U.S. market; and

5.) Pay Honeywell’s reasonable costs
and fees in bringing its Motion to Compel.

DISCUSSION
I. Discovery of Non-Accused Products

A. The Parties’ Arguments

Honeywell argues that it is entitled to
discovery related to the products accused
in its PICs and all reasonably similar prod-
ucts. It claims that the local patent rules
only require a Plaintiff to provide “repre-
sentative examples” in its PICs, and that
based on those examples, Defendants must
disclose information related to similar
products. Furthermore, it maintains that
in order to determine whether any other
CPT products potentially infringe the '823
patent without discovery, it would need to
purchase and reverse engineer each CPT
product. Honeywell argues that, because
this process would cost approximately
$25,000 per product, and because CPT of-
fers over 600 different products for sale,

1. The Eastern District no longer uses the term
“preliminary” to describe the infringement
contentions required under Local Patent Rule

this endeavor is cost prohibitive. CPT, on
the other hand, should be aware of what is
accused and has ready access to the tech-
nical information sought by Honeywell.

CPT argues that Honeywell’s discovery
efforts should be limited to the products
accused in Honeywell’s PICs. It points out
that, Honeywell accused a number of other
Driver ICs in its correspondence with
CPT, but it chose to accuse only three
Driver ICs in its PICs. Furthermore, CPT
maintains that all of the information
Honeywell is now requesting is publicly
available. That is, Honeywell need only
purchase the CPT products, which are ap-
proximately $200 each, visually inspect
them to determine which Driver ICs are
use, and then pull information on those
Driver ICs off the internet. CPT further
contends that, even if this information is
cost prohibitive, Honeywell is not entitled
to discovery on any additional products
because its PICs did not give CPT suffi-
cient notice any other products were being
accused.

B. Applicable Law

“The Patent Rules demonstrate high
expectations as to plaintiffs’ preparedness
before bringing suit, requiring plaintiffs
to disclose their preliminary! infringe-
ment contentions before discovery has
even begun.” American Video Graphics,
L.P. v FElectronic Arts, Inc, 359
F.Supp.2d 558, 560 (E.D.Tex.2005).
“[W]hen parties formulate, test, and crys-
tallize their infringement theories before
stating their preliminary infringement
contentions, as the Patent Rules require,
the case takes a clear path....” Connec-
tel, LLC v Cisco Sys, Inc, 391
F.Supp.2d 526, 527 (E.D.Tex.2005).

3-1. See E.D. Tex. Gen. Order 06-15 at 27—
28 (Oct. 27, 2006).
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Local Patent Rule 3-1 requires a party
to provide PICs setting forth “particular
theories of infringement with sufficient
specificity to provide defendants with no-
tice of infringement beyond that which is
provided by the mere language of the pat-
ent [claims] themselves.” STMicroelec-
tronics, Inc. v. Motorola, Inc., 308
F.Supp.2d 754, 755 (E.D.Tex.2004). A
party may amend its PICs, but only upon
a showing of good cause. Fed.R.Civ.P.
16(b); Garmin, Ltd. v. TomTom, Inc., No.
2:06-cv-338, 2007 WL 2903843 at *6
(E.D.Tex. Oct. 3, 2007).

The parties agree that, a party’s PICs
help define the scope of discovery, but
disagree as to how that scope is precisely
defined. Honeywell relies primarily on
Epicrealm Licensing LLC wv. Autoflex
Leasing, Inc. In that case, Magistrate
Judge Craven issued an Order limiting
discovery to only those products specifical-
ly accused in the plaintiff's PICs. Judge
Folsom remanded the Order after deter-
mining that there is “no bright line rule
that discovery can only be obtained if re-
lated to an accused product identified in a
party’s PICs.” Epicrealm Licensing LLC
v. Autoflex Leasing, Inc., No. 2:05—-cv-163,
2007 WL 2580969 at *3 (E.D.Tex. Aug. 27,
2007) (“Epicrealm I”); see also O2 Micro
Int'l Ltd. v. Monolithic Power Systems,
Inc., 467 F.3d 1355, 1366 (Fed.Cir.2006)
(“[ilf a local patent rule required the final
identification of infringement and validity
contentions at the outset of the case ... it
might well conflict with the spirit, if not
the letter, of notice pleading and broad
discovery regime created by the Federal
Rules”). Accordingly, the Court concluded
that the scope of discovery may include
products “reasonably similar” to those ac-
cused in a party’s PICs. Epicrealm I, 2007
WL 2580969 at *3. The Court also stated
that this analysis should consider the dili-
gence of the party seeking discovery. Id.
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On remand, Magistrate Judge Craven
applied the “reasonably similar” standard.
Epicrealm Licensing LLC v. Autoflex
Leasing, Inc, No. 5:07-cv-125, slip op.
(E.D.Tex. Nov. 20, 2007) (“E'picrealm II”).
The case involved a method for dynamical-
ly generating web pages, and the PICs
identified accused products by web page
name, by web page generation software
system, or by both. The Plaintiff sought
discovery of information related to accused
web pages and systems, web pages corre-
sponding to accused systems, systems cor-
responding to accused web pages, and cer-
tain other non-accused systems that would
be covered under its PICs. Id. at 8. After
considering the defendants’ arguments
comparing their non-accused systems to
the infringement theories contained in
Plaintiff’s PICs, the Court ordered the de-
fendants to provide information related to
any system or web page corresponding
with any accused system or web page. Id.
at 19. It did not order defendants to
provide information for any system which
plaintiff failed to identify by web page or
system. Id.

CPT relies primarily on Orion IP, LLC
v. Staples, Inc. In that case, the defendant
sought an Order preventing the plaintiff
from amending its PICs. The case involved
a computer assisted method for generating
customized sales proposals. Despite mak-
ing broad infringement accusations against
entire families of websites, the Plaintiff
specifically accused only two websites in
its PICs. It later sought to amend its PICs
and obtain discovery related to several
other non-accused websites. Orion IP,
LLC v. Staples, Inc., 2:04—cv-297, slip op.
at 2-3 (E.D.Tex. July, 7, 2005) (“Orion I”).
The Court struck Plaintiffs amended
PICs, and in doing so prevented it from
obtaining discovery of the non-accused
websites. Id. at 4. It concluded that Plain-
tiff had not shown good cause to include
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additional infringement theories at the cur-
rent stage in the litigation. Id.

In a later opinion, Orion II, the Court
denied a second attempt by the defendant
to limit the plaintiff’'s theory of infringe-
ment. Orion IP, LLC v. Staples, Inc., 407
F.Supp.2d 815, 816 (E.D.Tex.2006) (“Orion
II”). The defendant claimed that the
plaintiff’s expert report impermissibly
amended its PICs by discussing aspects of
the accused websites not specifically iden-
tified in its PICs. The Court noted that the
plaintiff’s PICs explicitly accused the en-
tire websites, and that a website is not a
static object that can function only in one
manner. Because a user can take multiple
paths when navigating a website, the
Court found that it would be impractical
for a plaintiff to compile screenshots de-
tailing every possible path. Id. Instead,
the Court stated that a plaintiff may use
its PICs to provide a specific theory of
infringement and offer representative ex-
amples. The Court also admonished the
Defendant for complaining about the plain-
tiff’s PICs late in the case, instead of filing
a motion with the Court seeking clarifica-
tion of the PICs. Id. It stated that a
“defendant cannot lay behind the log until
late in the case and then claim that it lacks
notice as to the scope of the case or the
infringement contentions.” Id. at 818.

Honeywell claims that, as in Orion [I,
its PICs provide a specific theory of in-
fringement and representative examples of
CPT’s accused products. Thus, under Ep-
icrealm I, it should be allowed discovery of
all of CPT’s reasonably similar products—
specifically, all of CPT’s products which
perform dot and/or column inversion.
CPT argues that, under Orion I, Honey-
well cannot obtain discovery of non-ac-
cused products at this late stage in the
litigation. In the alternative, if Honeywell
is entitled to discovery of “reasonably simi-
lar” products under Epicrealm I, this

Court must look to Epicrealm II to deter-
mine what products are reasonably similar.
It analogizes the Driver ICs and Modules
at issue in this case to the webpages and
systems at issue in Epicrealm II. Because
that Court only allowed discovery of prod-
ucts mentioned in the plaintiff’s PICs by
reference to a web page or system, this
Court should only allow discovery of those
modules which contain the Driver ICs
mentioned in Plaintiff’s PICs.

Turning first to CPT’s arguments, there
is no brightline rule that discovery is per-
manently limited to the products specifical-
ly accused in a party’s PICs. None of the
cases discussed above support that asser-
tion, and in fact, it is inconsistent with the
broad discovery regime created by the
Federal Rules and the notion that a party
may be able to amend its PICs. See 02
Micro Int’l Lid., 467 F.3d at 1366. Fur-
thermore, CPT’s narrow interpretation of
Epicrealm II is similarly flawed. By ar-
guing that Epicrealm II limits discovery to
only those products some how mentioned
in a party’s PICs, CPT is essentially advo-
cating the sort of brightline rule expressly
disavowed in Epicrealm I. This interpreta-
tion ignores the lengthy analysis the Epi-
crealm II Court conducted to determine if
certain non-accused products were reason-
ably similar to the infringement theory
outlined in the plaintiff’s PICs. No. 5:07-
cv-125, slip op. at 8-14.

The Orion cases, although decided prior
to Epicrealm I and II, help clarify the
reasonably similar standard. They show
that the primary purpose of PICs is to
give a defendant notice of a plaintiff’s spe-
cific theories of infringement. Orion I
limited the plaintiff’s discovery efforts be-
cause the defendant had no notice of the
plaintiff’s theory of infringement with re-
gard to the non-accused websites. 2:04—cv-
297, slip op. at 2-3. Orion II clarified that
this limitation would not apply to those
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aspects of the accused websites, of which
the defendant did have notice. 407
F.Supp.2d at 816.

Turning to Honeywell’s arguments, it
correctly points out that it may be entitled
to discovery concerning all reasonably sim-
ilar products. However, it is not entitled
to discovery of all of CPT’s LCD products
merely because the '823 patent relates to
LCD systems. Honeywell must demon-
strate that its PICs gave CPT notice of a
specific theory of infringement and that
the products for which it seeks discovery
operate in a manner reasonably similar to
that theory. Honeywell must also demon-
strate that it has diligently sought this
information.  Epicrealm I, 2007 WL
2580969 at *3.

C. Application

[1] As an initial matter, the Court
must determine if the information sought
by Honeywell is publicly available.
Honeywell argues that Driver IC data
sheets are not publicly available, and that
it can only acquire the this information by
purchasing all of CPT’s 600+ product and
reverse-engineering the Driver ICs at a
cost of approximately $25,000 each. CPT
maintains that Honeywell could simply in-
spect its products to determine the Driver
ICs contained in each one, and then locate
data sheets for those Driver ICs on the
internet.

For purposes of this motion, Honeywell
has shown that the information it seeks is
not publicly available. CPT’s modules
contain a variety of different Driver ICs
made by a variety of different manufactur-
ers. CPT has not shown that all of these
manufacturers post data sheets for their
Driver ICs online. Furthermore, Honey-
well has effectively argued that, to the
extent that CPT has access to this infor-
mation, CPT can acquire it much more
easily than Honeywell can by purchasing
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and breaking down CPT’s products. At
the hearing, CPT offered the results of a
Google search to show how easily Honey-
well could obtain Driver IC data sheets.
However, the only data sheet CPT offered
as an example was one that it produced to
Honeywell during discovery, not one that
it found on the internet. Thus, the Court
cannot conclude that the information
sought by Honeywell is publicly available.

The key issues in this case are whether
(1) Honeywell’'s PICs gave CPT notice of a
specific theory of infringement and (2)
whether the products it seeks discovery of
operate in a manner reasonably similar to
that theory. These issues are somewhat
complicated by the fact that the Court has
already issued a Markman opinion which
may raise some doubts as to the sufficien-
cy of Honeywell’s PICs. Under Local Pat-
ent Rule 3-6, Honeywell may choose to
amend its PICs in light of the Markman
opinion, but that is an issue not presently
before the Court. For purposes of this
motion, the Court will consider the suffi-
ciency of Honeywell’s PICs without regard
to the Court’s Markman opinion.

With regard to the first issue, CPT ar-
gues that Honeywell’s PICs do not contain
a specific theory of infringement. It
claims, for example, that Honeywell did
not identify a specific “shift register” in
any of CPT’s products. However, Honey-
well’s PICs do identify structure in CPT’s
products consistent with its proposed con-
struction of the term “shift register.” The
purpose of PICs is not to present the
Court’s construction of the terms at issue
or to prove infringement. Instead, the
purpose of PICs is to give the opposing
party notice of the patentee’s infringement
theory. Honeywell’s PICs satisfy this pur-
pose. If CPT did not understand Honey-
well’s infringement theory, it could have
filed a motion with the Court seeking clari-
fication of Honeywell’s PICs. See Orion I1,
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407 F.Supp.2d at 818 (a “defendant cannot
lay behind the log until late in the case and
then claim that it lacks notice as to the
scope of the case or the infringement con-
tentions”).

With regard to the second issue, Honey-
well has shown that the products it seeks
discovery of likely operate in a manner
reasonably similar to the infringement the-
ory contained in its PICs. The Court is
cognizant of the fact that, unlike the Plain-
tiffs in Orion I and Epicrealm II, Honey-
well is not seeking discovery of informa-
tion related to products that it could have
accused in its PICs. Whereas those cases
involved publicly available websites, the
Driver IC data sheets at issue in this case
are not publicly available, and hence, ab-
sent this discovery, Honeywell cannot de-
termine which CPT products to accuse.

Honeywell asserts that all of the Driver
ICs in CPT’s products operate in essential-
ly the same way. It directs the Court’s
attention to two Driver ICs specifically
accused in its PICs—the S6C 1104, manu-
factured by Samsung, and the HD66323,
manufactured by Hitachi/Renesas.
Honeywell describes—element by ele-
ment—how these two Driver ICs are
structurally identical and operate in a
manner consistent with the infringement
theory in its PICs. It argues that, based on
these similarities, it is at least entitled to
discovery regarding CPT’s other dot
and/or column inversion products.

CPT responds that the Driver ICs men-
tioned by Honeywell are actually signifi-
cantly different. It points to block dia-
grams of the two Driver ICs which contain
numerous differences. It also notes that
Honeywell’s PICs include two claim charts
detailing two separate ways in which ac-
cused Driver ICs allegedly infringe the

2. The Court finds reasonable similarity be-
tween Honeywell’s infringement theory and
the products at issue only for the limited

'823 patent. Thus, CPT argues that
Honeywell has not shown that all of its dot
and/or column inversion products operate
in essentially the same way.

The Court finds CPT’s arguments un-
persuasive. Honeywell has effectively ar-
gued that the differences pointed out by
CPT Dbetween the S6C1104 and the
HD66323 Driver ICs are merely superfi-
cial. For example, although the block di-
agram of the S6C1104 labels the shift
register as “shift register,” and the block
diagram of the HD66323 labels this com-
ponent as a “latch address selector,” both
Driver ICs contain a shift register. CPT
has not meaningfully argued that these
two Driver ICs operate in significantly
different ways. Similarly, the fact that
Honeywell served CPT with separate
claims charts for these two Driver ICs
does not demonstrate any significant op-
erational difference between the two. In
general, separate claim charts for sepa-
rate accused products are preferred. In
this case, the Court finds that the two
claim charts describe the same infringe-
ment theory for both Driver ICs. The
charts are almost identical except for ref-
erences to different product numbers of
modules and Driver ICs. Although the
Court cannot say with certainty that all
Driver ICs operate in the exact same
manner, Honeywell has shown that the
Driver ICs in CPT’s dot and/or column
inversion products likely operate in a
manner reasonably similar to the infringe-
ment theory described in Honeywell’s
PICs.?

The Court must also consider Honey-
well’s diligence in seeking this information.
Epicrealm I, 2007 WL 2580969 at *3.
Honeywell has shown that, unlike in Orion

purpose of discovery, and without regard to
the Court’s Markman opinion. This finding
does not extend to the issue of infringement.
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I and Epicrealm II, the information it
seeks in this motion is not publicly avail-
able, and hence Honeywell was unable to
accuse any additional products in its PICs.
Nonetheless, before and during this litiga-
tion, Honeywell communicated to CPT its
belief that additional CPT products con-
taining different Driver ICs may also in-
fringe the '823 patent. On two occasions
it sent letters to CPT expressing this be-
lief and listing potentially infringing Driv-
er ICs. Honeywell brought this motion one
month after CPT refused to provide the
information requested by Honeywell in its
Interrogatories and 30(b)(6) Notice.
Based on the totality of circumstances in
this case, the Court finds that Honeywell
has made sufficient efforts to give CPT
notice of a specific infringement theory
that could include CPT’s dot and/or col-
umn inversion products containing non-ac-
cused Driver ICs. Thus, Honeywell is enti-
tled to discovery related to these products.

II. Discovery of CPT’s Extra-Territori-
al Activities

[2] Honeywell argues that CPT active-
ly induces infringement of the '823 patent
by knowingly selling its modules to foreign
companies which incorporate those mo-
dules into infringing products sold in the
U.S. Thus, Honeywell seeks discovery of
CPT’s sales and communications with non-
U.S. companies. CPT argues that this
information is not discoverable because
these activities cannot constitute infringe-
ment under U.S. patent law.

Parties may obtain discovery regarding
any non-privileged matter provided that it
“appears reasonably calculated to lead to
the discovery of admissible evidence”.
Feo. R. Cwv. P. 26(b)1). 35 U.S.C.
§ 271(b) provides: “Whoever actively in-
duces infringement of a patent shall be
liable as an infringer.” “A person induces
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infringement under § 271(b) by actively
and knowingly aiding and abetting anoth-
er’s direct infringement.” C.R. Bard, Inc.
v. Advanced Cardiovascular Sys. Inc., 911
F.2d 670, 675 (Fed.Cir.1990). Aiding and
abetting direct infringement includes sell-
ing infringing products for re-sale to con-
sumers. See Wing Shing Products (BVI),
Ltd. v. Simatelex Manufactory Co., 479
F.Supp.2d 388, 410-11 (S.D.N.Y.2007). In-
ducement also requires intent to cause di-
rect infringement. DSU Medical Corp. v.
JMS Co., 471 F.3d 1293, 1306 (Fed.Cir.
2006). The requisite intent can be shown
by demonstrating that the defendant
“knew or should have known that his ac-
tions would induce actual infringements.”
Manville Sales Corp. v. Paramount Sys.,
Inc., 917 F.2d 544, 545 (Fed.Cir.1990).

Honeywell argues, and CPT does not
dispute, that CPT sold potentially infring-
ing modules to foreign companies with
knowledge that those modules would be
incorporated into consumer products sold
in the U.S. Thus, at least for purposes of
this motion, CPT does not dispute that
direct infringement may have occurred,
and that CPT knowingly induced this in-
fringement by selling its modules to poten-
tial direct infringers. Nonetheless, CPT
claims that it is not liable for these actions
under section 271(b) because the scope of
section 271(b) does not extend to acts of
inducement committed outside the U.S.
CPT cites no authority which so limits
section 271(b). In contrast, a number of
cases state that section 271(b) does extend
to extra-territorial activities. See Wing
Shing Products (BVI), Ltd. v. Simatelex
Manufactory Co., 479 F.Supp.2d 388, 410
(S.D.N.Y.2007); C. Van der Lely N.V. v. F.
lli Maschio S.n.c., 222 U.S.P.Q. 399, 430
(S.D.Ohio 1984); MEMC Elec. Materials,
Inc. v. Mitsubisht Materials Silicon Corp.,
No. C 01-4925, 2006 WL 463525 at *7
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Although the Federal Circuit has not
directly addressed this question, it has im-
plied that the scope of section 271(b) is not
limited to U.S. activities. In Crystal
Semiconductor Corp. v. TriTech Micro-
electronics Int’l, Inc. the Federal Circuit
affirmed a jury verdict of inducement
where the Defendant maintained facilities
in Singapore and California. 246 F.3d
1336, 1351 (Fed.Cir.2001). While the in-
fringing computer chips were manufac-
tured in Singapore and sold abroad, the
Defendant’s California office may have also
engaged in activities that could give rise to
inducement liability. Nonetheless, if ex-
tra-territorial acts of inducement could not
support a claim under section 271(b), it is
likely that the Court would have offered
some explanation as to the additional in-
fringing activity in the U.S. In DSU Med:i-
cal Corp. v. JMS Co., the Federal Circuit
quoted a jury instruction which stated that
“[ulnlike direct infringement, which must
take place within the United states, in-
duced infringement does not require any
activity by the indirect infringer in this
country, as long as the direct infringement

3. Honeywell also cites a number of cases
which hold that the scope of section 271(c)
extends to extraterritorial activities. See Lu-
cas Aerospace, Ltd. v. Unison Industries, L.P.,
899 F.Supp. 1268, 1288 (D.Del.1995) (apply-
ing pre-1994 law to the conduct at issue);
Engineered Sports Prods. v. Brunswick Corp.,
362 F.Supp. 722, 727 (D.Utah 1973). Howev-
er, these cases are no longer applicable be-
cause section 271(c) has been amended to
only cover conduct “within the United
States.” Pub.L. 103-465 § 533(a)(1) (1994).
In light of this amendment, the Court rejects
Honeywell’s argument that section 271(c) lia-
bility can extend to extra-territorial conduct.

4. “(1) Whoever without authority supplies or
causes to be supplied in or from the United
States all or a substantial portion of the com-
ponents of a patented invention, where such
components are uncombined in whole or in
part, in such manner as to actively induce the
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occurs here” 471 F.3d 1350, 1351
(D.C.Cir.2006).  Although the Court did

not expressly approve this statement, it is
unlikely that it would have quoted it with-
out qualification if it were a misstatement
of the law. See Wing Shing Products, 479
F.Supp.2d at 410.

In the face of substantial authority sup-
porting Honeywell’s position, CPT claims
that, even if these cases support the extra-
territorial reach of section 271(b), this po-
sition has been overruled by the Supreme
Court in Microsoft Corp. v. AT & T Corp.
550 U.S. 437, 127 S.Ct. 1746, 167 L.Ed.2d
737 (2007). In that case, Microsoft sent a
master disk containing a copy of its Win-
dows software to a foreign manufacturer
who used that master disk to install copies
of Windows on computers sold in the U.S.
The manufacture of the computers and the
copying of the Windows software was done
abroad. Id. at 1750. AT & T alleged that
these copies of Microsoft Windows were
“components” of an infringing product—a
computer with the ability to run Win-
dows—exposing Microsoft to liability un-
der section 271(f).* Id. The Supreme Court
held that, because the manufacturer made

combination of such components outside of
the United States in a manner that would
infringe the patent if such combination oc-
curred within the United States, shall be lia-
ble as an infringer.

“(2) Whoever without authority supplies or
causes to be supplied in or from the United
States any component of a patented inven-
tion that is especially made or especially
adapted for use in the invention and not a
staple article or commodity of commerce
suitable for substantial noninfringing use,
where such component is uncombined in
whole or in part, knowing that such compo-
nent is so made or adapted and intending
that such component will be combined out-
side of the United States in a manner that
would infringe the patent if such combina-
tion occurred within the United States,
shall be liable as an infringer.” 35 U.S.C.
§ 271(f).
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copies from the master disk, Microsoft did
not “supply” a component of the comput-
ers involved, and that the copies of Micro-
soft Windows made from the master disk
were not “components.” Id. at 1756-57.
After stating its holding, the Supreme
Court noted that its decision was bolstered
by the presumption against extra-territori-
ality, i.e, the “presumption that United
States law governs domestically but does
not rule the world,” or in other words, the
general rule that “no infringement occurs
when a patented product is made and sold
in another country.” Id. at 1750, 1758. It
stated that this presumption applies with
“particular force” in patent law. Id. at
1758. Although the Supreme Court only
applied this presumption to section 271(f),
CPT maintains that it is equally applicable
when interpreting section 271(b).

The Court finds CPT’s argument unper-
suasive. The Supreme Court has stated
elsewhere that this presumption is one of
“prescriptive comity” designed to ensure
that “potentially conflicting laws of differ-
ent nations work together in harmony.”
F. Hoffmann—La Roche Ltd. v. Empagran
S.A.,, 542 U.S. 155, 124 S.Ct. 2359, 2366,
159 L.Ed.2d 226 (2004); see Microsoft, 127
S.Ct. at 1755. In Microsoft, the Supreme
Court explained that this concern was im-
portant in the 271(f) context because, had
it ruled otherwise, it would “convert[] a
single act of supply from the United States
into a springboard for liability.” 127 S.Ct.
at 1755 (citing 414 F.3d 1366, 1373 (Fed.
Cir.2005) (Rader, J. dissenting)). In other
words, Microsoft could be held liable for
copies made from the master disk, even if
the manufacture, sale, and use of the in-
fringing product—the computer running
Microsoft Windows—all occurred abroad,
without Microsoft’s knowledge. It found
that this result would expose Microsoft to

5. The Court’s conclusion is bolstered by the
fact that although sections 271(a), (c), (), (g)
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limitless liability for foreign conduct which
could have been protected under foreign
patent laws, and that AT & T’s rights
would be more appropriately protected by
acquiring and enforcing foreign patents
against the manufacturer itself. Id.; see
also 414 F.3d at 1372-76 (Rader, J. dis-
senting).

This Court is keenly aware that the
Supreme Court has given no indication as
to whether the presumption against extra-
territoriality extends to section 271(b).
However, in Microsoft, the Supreme Court
appears to have discussed this presump-
tion to bolster its conclusion that copies of
software are not components under section
271(f). 127 S.Ct. at 1755. The Supreme
Court was concerned with U.S. courts
finding liability for foreign conduct which
may be innocent under foreign patent
laws. Id. This concern is not present
here. Honeywell has not alleged simply
that CPT manufactures and sells its prod-
ucts abroad without regard to U.S. mar-
kets. Rather, Honeywell alleges that CPT
sells potentially infringing modules to for-
eign manufacturers with the intent that
those modules be incorporated into con-
sumer products sold in the United States.
CPT will not be exposed to liability simply
because of potentially innocent conduct on
foreign soil. Rather, liability will extend
to CPT only if it actively induced infringe-
ment in the United States by purposely
availing itself of U.S. markets. See Wing
Shing Products, 479 F.Supp.2d at 411 n.
15 (noting that the intent requirement of
section 271(b) serves as a check on the
extra-territorial reach of United States
patent law). Unless Honeywell can dem-
onstrate active inducement, as in Mzicro-
soft, it must seek redress by obtaining and
enforcing foreign patents.

explicitly limit their scope to actions commit-
ted in the United States, section 271(b) con-
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The Court finds that, under the current
state of the law, the scope of section 271(b)
can extend to extra-territorial activities.
Because Honeywell has alleged that CPT
sold potentially infringing modules to for-
eign companies knowing that those mo-
dules would be incorporated into products
sold in the United States, Honeywell is
entitled to discovery regarding CPT’s ex-
traterritorial activities.

CONCLUSION

For the reasons stated above, Honey-
well’'s Motion is GRANTED. Due to the
reasonable arguments presented by both
sides, the parties will bear their own costs
for arguing this motion.

By February 26, 2009, the Court OR-
DERS Defendant CPT to:

1.) Supplement its response to Interrog-
atory No. 1 by identifying all of its LCD
products that perform dot and/or column
inversion;

2.) Supplement its responses to Inter-
rogatory Nos. 2-5, 7-8, 10-16, and 18 to
include responsive information regarding
all of its LCD products that perform dot
and/or column inversion; ®

3.) Supplement it responses to Interrog-
atory Nos. 13, 14, 15, and 16 to include
responsive information related to its distri-
bution agreements, correspondence, dis-
cussions, agreements, and promotional,
marketing, and advertising efforts as it
relates to non-U.S. entities that CPT is
reasonably aware resell or otherwise redis-
tribute CPT’s products into the United
States;

tains no such limitation. Of course, section
271(b) liability only arises when an act of
direct infringement occurs in the United
States. C.R. Bard, Inc., 911 F.2d at 675.

By March 6, 2009, the Court ORDERS
Defendant CPT to:

4.) Produce a corporate representative
prepared to testify with knowledge regard-
ing: 1) all CPT products that incorporate
Drivers IC’s capable of dot and/or column
inversion; and 2) sales and marketing of
such products in the United States and/or
to companies that resell or redistribute
such products in the U.S. market.

w
O E KEY NUMBER SYSTEM
T

TivO INC., Plaintiff,
V.

DISH NETWORK CORPORATION,
et al., Defendants.

Civil Action No. 2:04-CV-01 (DF).

United States District Court,
E.D. Texas,
Marshall Division.

Sept. 4, 2009.

Background: Patent holder whose digital
video recorder (DVR) patents were in-
fringed upon by competitor moved for
sanctions for contempt.

Holding: The District Court, David Fol-
som, J., held that sanctions equal to a rate
of $2.25 per digital video recorder (DVR)
subscriber per month and award of attor-
ney fees and all costs associated with con-
tempt proceedings were warranted.

Motion granted in part.

6. CPT disputes that it has the technical infor-
mation sought by Honeywell. The Court ex-
presses no opinion with regard to this dis-
pute. To the extent that CPT has responsive
technical information, it must produce that
information to Honeywell.










EVS Codec Technologies, LLC v. OnePlus Technology..., Not Reported in Fed....

2020 WL 6365514
Only the Westlaw citation is currently available.
United States District Court, E.D. Texas, Marshall Division.

EVS CODEC TECHNOLOGIES, LLC, Saint
Lawrence Communications LLC, Plaintiffs,
v.

ONEPLUS TECHNOLOGY
(SHENZHEN) CO., LTD., Defendant.

CIVIL ACTION NO. 2:19-CV-00057-JRG
I
Signed 04/09/2020

Attorneys and Law Firms

Alisa Anne Lipski, Amir H. Alavi, Brian Ervin Simmons,
Justin Yee-Jin Chen, Masood Anjom, Michael Dean McBride,
Scott W. Clark, Demetrios Anaipakos, Michael Alexander
Killingsworth, Weining Bai, Ahmad, Zavitsanos, Anaipakos,
Alavi & Mensing P.C., Houston, TX, for Plaintiffs.

Charles M. McMahon, Brian Andrew Jones, Thomas Michael
DaMario, McDermott Will & Emery LLP, Chicago, IL, Jay
Harris Reiziss, McDermott Will & Emery LLP, Washington,
DC, for Defendant.

ORDER

RODNEY GILSTRAP, UNITED STATES DISTRICT
JUDGE

*1 Before the Court is Plaintiffs EVS Codec Technologies,
LLC LLC's
(collectively, “Plaintiffs””) Motion to Compel Discovery from
OnePlus Technology (Shenzen) Co., Ltd. (the “Motion”).
(Dkt. No. 46.) After initially reviewing the disputes in the
Motion, the Court ordered Plaintiffs and Defendant OnePlus
Technology (Shenzen) Co. (“OnePlus”) (collectively, the

and Saint Lawrence Communications,

“Parties”) to conduct a telephonic meet-and-confer regarding
the status of the remaining disputes in the Motion. (Dkt.
No. 60.) Following this meet-and-confer, the Parties filed a
Joint Status Report (the “Status Report”). (Dkt. No. 61.) In
the Status Report, the Parties represented that all disputes in
the Motion had been resolved aside from one issue: whether
OnePlus must produce worldwide sales information. (/d. at
14.) Having considered this remaining issue, the Court is

WESTLAW

of the opinion that the Motion should be and hereby is
GRANTED-IN-PART and DENIED-IN-PART.

I. BACKGROUND

Plaintiffs sued OnePlus for patent infringement on February
15,2019. (Dkt. No. 1.) Plaintiffs allege that OnePlus infringes
five different patents by making and selling phones that
contain an allegedly infringing audio coding/decoding device.
(See Id.; Dkt. No. 46 at 1.) Discovery is currently ongoing in
the case and is set to close on April 23, 2020. (Dkt. No. 39 at
3.) The present Motion was filed March 3, 2020, seeking this
Court to compel multiple categories of discovery. (Dkt. No.
46.) As mentioned above, however, the Parties were able to
resolve many of their issues and leave only one for the Court
to rule on: whether OnePlus must produce worldwide sales
information. (Dkt. No. 61 at 1-4.)

II. LEGAL STANDARD

The rules of discovery “are to be accorded a broad and liberal
treatment to effect their purpose of adequately informing
litigants in civil trials.” Herbert v. Lando, 441 U.S. 153,
176 (1979). “Parties may obtain discovery regarding any
nonprivileged matter that is relevant to any party's claim or

defense and proportional to the needs of the case....” Fed. R.
Civ. P. 26(b)(1). “Information within this scope of discovery
need not be admissible in evidence to be discoverable.”
Id. “Once the moving party establishes that the materials
requested are within the scope of permissible discovery, the
burden shifts to the party resisting discovery to show why the
discovery is irrelevant, overly broad, or unduly burdensome
or oppressive, and thus should not be permitted.” SSL Servs.,
LLC v. Citrix Sys., Inc., No. 2:08-cv-158-TJW, 2010 WL
547478, at *2 (E.D. Tex. Feb. 10, 2010).

II1. ANALYSIS

In the Status Report, Plaintiffs allege that the worldwide sales
information is relevant to reasonable royalty calculations and
commercial success (evidencing non-obviousness). (Id. at 1—
2 (citing Polaris Innovations Ltd. v. Kingston Tech. Co., Inc.,
Case No. 16-cv-00300, 2017 WL 3275615, *5 (Feb. 14, 2017
C.D. Cal.); GE Healthcare Bio-Sciences AB v. BioRad Labs.,
Inc.,No. 1:14-CV-07080, 2015 WL 7582967, at ¥2 (S.D. N.Y.
Nov. 25, 2015); Bose Corp. v. JBL, Inc., 112 F Supp 2d 138,
168 n. 20 (D. Mass. 2000); 3Com Corp. v. D-Link Sys., Inc.,
No. C 03-2177, 2007 WL 949596, at *3-4 (N.D. Cal. Mar.
27, 2007) (“worldwide sales and profits are relevant to the
affirmative defense of obviousness. That is, the greater the
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commercial success worldwide, the more likely the patent is
not obvious.”); Minnesota Min. and Mfg. Co. v. Smith and
Nephew, PLC,No. 3-91 CIV 274, 1992 WL 464352 (D. Minn.
1992)).)

*2 In response, OnePlus argues that Plaintiffs offered none
of this argument in the original Motion and waited to present
the case law cited by Plaintiffs until the day the Status Report
was filed. (/d. at 2.) In addition, OnePlus responds that the
foreign sales that Plaintiffs seek are not relevant to the U.S.
patent infringement claims at issue in this case. (Id. at 2—
3.) OnePlus also argues that the information is not relevant
to commercial success because OnePlus does not market the
accused features. (Dkt. No. 3.) The Court disagrees.

The Federal Rules of Civil Procedure envision broad
discovery of “any nonprivileged matter that is relevant to any
party's claim or defense.” Fed. R. Civ. P. 26(b)(1). To that end,
the relevance for something to be discoverable is lower than
that of the relevance required for something to be admissible.
See id. (“Information within this scope of discovery need not
be admissible in evidence to be discoverable.”). Thus, the
Court agrees that the worldwide sales information sought in
this case is discoverable.

The Court agrees with Plaintiffs that, for discovery purposes,
worldwide sales information is relevant to both reasonable
royalty calculations and commercial success. In terms
of reasonable royalty calculations, the worldwide sales
information could be indicative of a “ceiling amount for a

reasonable royalty.” 1 3Com Corp., 2007 WL 949596, at *4;
see also GE Healthcare Bio-Sciences, 2015 WL 7582967,
at *2 (“[T]he profits that [the defendant] allegedly obtained
from the sales to foreign customers would be relevant to
the determination of a reasonable royalty.”). Further, this
information could be indicative of the overall financial

health of a company, which may weigh in the hypothetical
negotiation. 3Com Corp., 2007 WL 949596, at *4.

The Court also finds that the worldwide sales information
could be relevant to commercial success as a defense to
obviousness. See id. The Court is not persuaded by OnePlus's
argument that simply because OnePlus does not market
the accused features that the worldwide sales information
would not be relevant—for discoverability purposes—to
commercial success. OnePlus is correct that the patentee must
show some level of “nexus” between the claiming invention
and the commercial success. See Ormco Corp. v. Align Tech.,
Inc., 463 F.3d 1299, 1311-12 (Fed. Cir. 2006). However, the
requirement of a “nexus” does not render this information not
discoverable. It may render the evidence inadmissible, but as
mentioned above the two inquiries are different and need not
reach the same result. 3Com Corp., 2007 WL 949596, at *4;
see Fed. R. Civ. P. 26(b)(1). Thus, the Court finds that the

worldwide sales information is discoverable in this case. 2

IV. CONCLUSION

For the reasons stated herein, the Court GRANTS the
Motion as to the worldwide sales information. Further, having
considered the Parties' Status Report, the Court DENIES
AS MOOT the remaining grounds in the Motion. It is
therefore ORDERED that OnePlus produce the worldwide
sales documents specified herein and described in the Motion
on or before April 16, 2020.

So ORDERED and SIGNED this 9th day of April, 2020.

All Citations

Not Reported in Fed. Supp., 2020 WL 6365514

Footnotes

1 The Court recognizes that the modern world is interconnected and that companies may make decisions on
a global basis when developing new technology as opposed to a strictly domestic or regional one.

2 The Court notes that OnePlus made no argument that the information was overly broad, unduly burdensome,
disproportional, or oppressive. Thus, the Court does not need to address these aspects.





EVS Codec Technologies, LLC v. OnePlus Technology..., Not Reported in Fed....

End of Document © 2025 Thomson Reuters. No claim to original U.S. Government Works.

WESTLAW © 2025 Thomson Reuters. No claim to original U.S. Government Works. 3






