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REMARKS/ARGUMENTS

A. Status of Claims
Favorable reconsideration of this application, as amended, is respectfully requested.
Claims 1-75, 79, and 85-86 have previously been cancelled. Claims 76-78, 80-84, and 87-88

are currently pending.

B. Procedural Matters

Applicants gratefully acknowledge the Examiner’s statements at pages 2 and 4 of the
Final Office Action (hereafter referred to as the “Final Action”) that the prior rejection of
Claims 76 and 87-88 under 35 U.S.C. § 103(a) as being unpatentable over German Patent No.
10020461 to Koeblitz et al. (hereafter referred to as “Koeblitz”) has been withdrawn.

C. Amendments to Claims and Response to Rejections of Claim 76 under 35 U.S.C.

§ 112, Second Paragraph, for Alleged “Indefiniteness”
At page 2 of the Final Action, Claim 76 has been rejection under 35 U.S.C. 112,

second paragraph, for alleged “indefiniteness” in two respects: (1) the phrase “the first
moisture protectant layer” in line 6 is alleged to have “insufficient basis”; and (2) the phrase
“the second moisture barrier layer” in line 10 is also “insufficient basis.”

In response to this rejection, Claim 76 has been amended in line 5 to recite a first
moisture protectant layer disposed only on said interior surface of said paperboard substrate.
In former line 10 (now line 11), Claim 76 has also been amended to change the “second
moisture barrier layer” to the “second moisture protectant layer.” Support for these
amendments to Claim 76 may be found, for example, in paragraphs [0032] and [0051] of the
published version (i.e., U.S. Appln. No. 20070184220)" of the above-captioned application.
These amendments to Claim 76 overcome this rejection under 35 U.S.C. 112, second
paragraph, which should now be withdrawn.

Line 6 of Claim 76 has also been amended to recite that the first moisture protectant

layer comprises at least one biodegradable polyester polymer. Support for this amendment

to Claim 76 may be found, for example, in paragraphs [0051] of the published version (i.e.,

! All references to the above application herein will be with respect to the published version U.S. Pat. Appln.
No. 20070184220, published August 9, 2007.
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U.S. Appln. No. 20070184220) of the above-captioned application.
Claim 84 has been amended to recite that the first moisture protectant layer comprises

polylactic acid and from 5 to 20 percent by weight of at least one filler selected from the

group consisting of calcium carbonate and starch. Support for this amendment to Claim 84
may be found, for example, in paragraphs [0018] and [0053] of the published version (i.c.,
U.S. Appln. No. 20070184220) of the above-captioned application. Claim 84 has also been

amended to conform to the language of amended Claim 76.

D. Response to Rejection of Claims 76 and 87-88 under 35 U.S.C. § 103(a) as Being

Unpatentable over Suskind
At pages of the Final Action, Claims 76 and 87-88 have been rejected under 35

U.S.C. § 103(a) as being unpatentable over newly cited U.S. Pat. No. 5,736,204 to Suskind

(hereafter referred to as “Suskind”). This rejection is respectfully traversed with respect

to these Claims, as amended or as currently presented, for at least the following reasons.
In support of the rejection of Claim 76 as being unpatentable over Suskind, the Final

Action makes the following allegation:

Allegation 1: [Suskind] discloses a product in the form of a cup
(container) having an opening; column 3, lines 37-40) comprising a substrate
comprising paperboard (column 3, line 38) having [a] first moisture barrier
layer disposed only on the interior surface and [a] second moisture protectant
layer disposed only on the exterior surface (column 6, lines 65-67) and
comprising a biodegradable polyester polymer (a liquid resistant coating
comprising polycaprolactone; (column 4, lines 46 - 51). [Suskind] fails to
disclose a _coat weight from 5 to 30 1bs/3000 ft>. However, it would have
been obvious for one of ordinary skill in the art to select a thickness
depending on the desired weight of the end product.’

What Allegation 1 asserts does not support rejecting Claim 76, as amended, as being
unpatentable over Suskind for at least the following reasons. First, and contrary to what
Allegation 1 asserts, Suskind does not teach “a product in the form of a cup” according to
amended Claim 1. Instead, Suskind teaches a “container” used to contain a variety of liquids
and liquid containing materials, including “beverages such as milk, juice, fruit punch, soda,

frozen juice, and iced tea; fabric softener; butter; margarine; cosmetics such as shampoo,

% See page 3 of the Final Action (emphasis added).
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conditioner, suntan lotion and body lotion; pancake syrup; cooking oil; processed grains,
fruits and vegetables such as applesauce and pasta sauces; frozen vegetables; fruits; breads
and bread products and single-use wet wipes.” Contrary to what Allegation 1 suggests, one
of ordinary skill in the art would understand the difference between the “container” taught by
Suskind and the “cup” recited in amended Claim 76. In fact, nowhere does Suskind
mention the word “cup.”

Second, Allegation 1 admits that Suskind does not teach the coat weights recited in

99

amended Claim 76. Instead, Allegation 1 asserts that “it would have been obvious” “to select
a thickness depending on the desired weight of the end product.” But this assertion amounts
to a “conclusory statement” without any “rational underpinning” which is factually
supported by anything which Allegation 1 asserts is allegedly taught by Suskind, or any
other verifiable evidence provided by the Examiner. “Rejections on obviousness grounds

cannot be sustained by mere conclusory statements; instead there must be some articulated

reasoning with some rational underpinning to support the legal conclusion of

obviousness.”
Allegation 1 points to absolutely nething in Suskind (or any other verifiable

evidence) to factually suppert why one of ordinary skill in the art would select the particular

coat weights for the first and second moisture protectant layers recited in amended Claim 76.
In fact, Applicants must conclude that what is asserted in Allegation 1 with respect to the coat
weights recited in amended Claim 76 is, at least partially, based on facts within the

Examiner’s personal knowledge which have not been provided to Applicants.

Accordingly, if the Examiner wishes to persist in this assertion in Allegation 1 regarding the

coat weights recited in amended Claim 76, Applicants respectfully request that he provide

3 See column 7, lines 30-39, of Suskind.

4 Contrary to what Allegation 1 suggests, the relevant feature recited by Claim 76 is “coat weight,” not
thickness.

> In re Kahn, 441 F.2d 977, 988 (Fed. Cir. 2006) (emphasis added), cited with approval in the Supreme Court’s
decision in KSR International Co. v. Teleflex, Inc., 550 U.S. 398, 418 (2007). In KSR International, the
Supreme Court also observed “in formulating a rejection under 35 U.S.C. § 103(a) based upon a combination of
prior art elements, it remains necessary to identify the reason why a person of ordinary skill in the art would
have combined the prior art elements in the manner claimed.” Id. See also In re Vaidyanathan, 96 U.S.P.Q.2d
1507, 1514 (Fed. Cir. 2010) (non-precedential): “Obviousness is determined as a matter of foresight, not
hindsight. [Citations to KSR International and Graham v. John Deere Co. omitted]. KSR [International] did
not free the PTO’s examination process from explaining its reasoning. In making an obviousness rejection, the
examiner should net rely on conclusory statements that a particular feature of the invention would have
been obvious or was well known. Instead, the examiner should claborate, discussing the evidence or

reasoning that leads the examiner to such a conclusion (emphasis added).”
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an affidavit/declaration under 37 CFR § 1.104(d)(2)° because this assertion appears to be
based, at least partially, on facts within the Examiner’s personal knowledge which have not
been provided to Applicants, and which are not fairly taught or suggested by Suskind, or any
other verifiable evidence provided by the Examiner.

In support of the rejection of Claims 87-88 as being unpatentable over Suskind, the

Final Action makes the following allegation:

Allegation 2: [Suskind] discloses polylactic acid (column 4, lines 54-55).

In response to Allegation 2, Claims 87 and 88 each depend directly from amended Claim 76.
Accordingly, Claims 87-88 are patentable over Suskind for at least the same reasons
presented above in response to Allegation 1 for why amended Claim 76 is patentable over
this reference.

For at least the foregoing reasons, Claims 76 and 87-87, as amended or as currently
presented, are patentable over Suskind. Accordingly, the rejection of these Claims under 35
U.S.C. § 103(a) based on this reference should be withdrawn.

E. Response to Rejection of Claims 77-78 and 80-84 under 35 U.S.C. § 103(a) as

Being Unpatentable over Suskind, in view of Doane

At pages 3-4 of the Final Action, Claims 77-78 and 80-84 have been rejected under
35 U.S.C. § 103(a) as being unpatentable over Suskind, in view of U.S. Pat. No. 6,040,068 to

Doane (hereafter referred to as “Doane”). This rejection is respectfully traversed with

6 See 37 CFR § 1.104(d)(2) which states: “When a rejection in an application is based on facts within the
personal knowledge of an employee of the Office, the data shall be as specific as possible, and the reference
must be supported, when called for by the applicant, by the affidavit of such employee, and such affidavit shall
be subject to contradiction or explanation by the affidavits of the applicant and other persons.” Applicants note
that in the unpublished case of In re Sun, 31 USPQ2d 1451, 1455 (Fed. Cir. 1993), the USPTO argued “the
procedures established by 37 C.F.R. Section 1.107(b) (1993) [now 37 CFR § 1.104(d)2)] expressly entitle an
Applicant, on mere request, to an examiner affidavit that provides [citations that support the Examiner’s
asserted level of skill in the art]” (emphasis added). Furthermore, in /n re Sun, the Federal Circuit, held that
“this procedure, so readily available, helps save the lack of citation in an office action from possible
constitutional infirmity in denying reasonable notice and hence due process.” See 31 USPQ2d at 1455. See
also In re Vaidyanathan, 96 U.S.P.Q.2d at 1515: “If it is not possible for the examiner to provide this type of
information, the examiner might choose instead to provide an affidavit detailing the examiner’s own
personal knowledge (as a person approximating one of ordinary skill in the art) of the technology in question
(citing 37 CFR § 1.104(d)(2)) (emphasis added).”

7 See page 3 of the Final Action.
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respect to these Claims, as amended or as currently presented, for at least the following

reasons.

In support of the rejection of Claims 77-78 and 80-84 as being unpatentable over

Suskind, in view of Deane, the Final Action makes the following allegations:

Allegation 3: [Suskind] discloses a product as discussed above.

With

regard to Claims 77-78 and 80-84, [Suskind] fail[s] to disclose 5 to 20

percent by weight of at least one filler comprising calcium carbonate.’

Allegation 4: [Doane] disclose[s] degradable polyester comprising
calcium carbonate for the purpose of nucleation (column 9, lines 38-41).”

Allegation 5: 1t therefore would have been obvious for one of ordinary skill
in the art to provide for calcium carbonate in order to provide

nucleation as taught by [Doane].

Allegation 6. [Doane] fail[s] to disclose a calcium carbonate in the

amount of 5 - 20% by weight. However, as stated above, the calcium
carbonate disclosed by Doane et al is for nucleation (column 9, lines 38 -

4.1

Allegation 7: 1t therefore would have been obvious for one of ordinary skill
in the art to select an amount of calcium carbonate depending on the

desired amount of nucleation as taught by [Doane].

What Allegations 3-7 assert do not support rejecting of Claims 77-78 and 80-84 as being

unpatentable over Suskind, even in view of Doane, for at least the following reasons. First,

for at least the same reasons presented in Section D above in response to Allegation 1,

amended Claim 76 is patentable over Suskind. Second, Allegations 3-7 do not assert that

those features recited in amended Claim 76 (i.e., product in the form of a cup and coat

weights of from 5 to 30 Ibs/3000 ft* for the first and second moisture protectant layers)

which were asserted to be missing from the teachings of Suskind, are now taught by

Doane.

Third, Claims 77-78 and 80-84 are further distinguishable over Doane in reciting that

the moisture protectant layer comprises at least one filler which may be calcium carbonate

& See page 4 of the Final Action (emphasis added).
® See page 4 of the Final Action (emphasis added).
1% See page 4 of the Final Office Action (emphasis added).
! See page 4 of the Final Office Action (emphasis added).
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(see Claims 78, 80, and 82-84). As admitted by Allegation 3, Suskind does not teach 5 to 20
percent by weight of at least one filler comprising calcium carbonate. Instead, Allegation 4
relies upon Doane to teach that calcium carbonate can be used “for the purpose of
nucleation.” But nowhere does Doane teach calcium carbonate as a filler for a moisture
protectant layer according to Claims 78, 80, or 82-84.

Fourth, these “nucleating agents” are taught by Doane for use in preparing natural

polymer foams for structure 12'? (structure 12 would correspond to the paperboard

substrate of Claims 77-78 and 80-84), and not the hydroxyfunctional polyester layer 14
which is self-adhered to the surface of structure 12 (layer 14 would correspond to one of the
first or second moisture protectant layers of Claims 77-78 and 80-84). In other words, and
contrary to what Allegations 4-5 suggest, Doane does not teach inclusion of calcium
carbonate (or any other disclosed “nucleating agent”) in its hydroxyfunctional polyester layer
14 as a filler, much less as a filler in the first and second moisture protectant layers (which
correspond to layer 14 of Doane) of Claims 77-78 and 80-84.

Fifth, Allegation 6 admits that Doane fails to disclose including calcium carbonate in
the amount of 5 to 20% by weight. Instead, Allegation 7 asserts that it would be obvious “to
select an amount of calcium carbonate depending on the desired amount of nucleation as
taught by [Doane]. But this assertion by Allegation 7 is, again, a “conclusory statement”

without any “rational underpinning” which is factually supported by anything which

Allegation 7 asserts is allegedly taught by Doane, or any other verifiable evidence provided
by the Examiner."”® Given that Deane is teaching the use of calcium carbonate for an entirely
different purpose (nucleating agent versus filler), and not in the moisture protectant layers
according to Claims 77-78 and 80-84, Allegation 7 provides absolutely no factually
supported “rational basis” for this assertion that one of ordinary skill the art would, by
chance, select the amounts of filler (e.g., calcium carbonate) recited in Claims 77-78 and 80-
34.

In fact, Applicants must again conclude that what is asserted in Allegation 7 with
respect to the amounts of filler (e.g., calcium carbonate) recited in Claims 77-78 and 80-84 is,
at least partially, based on facts within the Examiner’s personal knowledge which have not

been provided to Applicants. Accordingly, if the Examiner wishes to persist in this

12 See, for example, column 7, lines 53-56, and column 9, lines 4-6, of Doane.
13 See cases and text cited in footnote 5.
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assertion in Allegation 7 regarding the amounts of filler (e.g., calcium carbonate) recited in

Claims 77-78 and 80-84, Applicants respectfully request that he provide an

affidavit/declaration under 37 CFR § 1.104(d)(2)" because this assertion appears to be based,
at least partially, on facts within the Examiner’s personal knowledge which have not been
provided to Applicants, and which are not fairly taught or suggested by Doane, or any other
verifiable evidence provided by the Examiner.

For at least the foregoing reasons, Claims 77-78 and 80-84, as currently presented, are
patentable over Suskind, even in view of Doane. Accordingly, the rejection of these Claims

under 35 U.S.C. § 103(a) over this combination of references should be withdrawn.

F. Conclusion

The rejection of Claim 76 under 35 U.S.C. 112, second paragraph, for alleged
“indefiniteness” has been overcome by appropriate amendments and should therefore be
withdrawn.

Claims 76-78, 80-84, and 87-88, as amended or as currently presented, are patentable
over the art relied upon in the Final Action. Accordingly, Claims 76-78, 80-84, and 87-88
are in condition for allowance, and favorable action is earnestly solicited thercon.

Should the Examiner feel that there are any issues outstanding after consideration of
this response, the Examiner is invited to contact Mr. Matthew M. Eslami at 513-248-6193 to

expedite prosecution of the above application.

 See cases and text cited in footnote 6 with respect to 37 CFR § 1.104(d)(2).
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No extension of time is believed to be required. However, the Commissioner is
hereby authorized by this paper to charge any fees due under 37 C.F.R. §§ 1.16 and 1.17
which may be required, including any required extension of time fees, or credit any
overpayment, to Deposit Account No. 09-0525. This paragraph is intended to be a
CONSTRUCTIVE PETITION FOR EXTENSION OF TIME in accordance with 37
C.F.R. § 1.136(a)(3) if needed.

Respectfully Submitted,

Date: June 8, 2012 By: /Matthew M. Eslami/

Matthew M. Eslami

Reg. No. 45,488

Patent Agent for Applicant
International Paper Company
6285 Tri-Ridge Boulevard
Loveland, Ohio 45140

Tel: (513) 248-6193

Fax: (5§13) 248-6455

e-mail: matt.eslami@ipaper.com

Clearwater Paper Corp. - EX1002
Clearwater Paper Corp. v. Graphic Packaging International LLC
Page 1021 of 1179



Doc code: IDS

Doc description: Information Disclosure Statement (IDS) Filed

PTO/SB/08a (01-10)
Approved fer use through 07/31/2012. OMB 0651-0031
U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persens are required to respeond to a collection of information unless it contains a valid OMB control number.

Application Number 11348150
Filing Date 2006-02-06
INFORMATION DISCLOSURE First Named Inventor ‘ CLEVELAND, CS
STATEMENT BY APPLICANT At Uni
it | 1782

( Not for submission under 37 CFR 1.99)

Examiner Name ‘ Patterson, Marc A.

| FDS-029388-US

Attorney Docket Number

U.S.PATENTS Remove
. . . . Pages,Columns,Lines where
E)_(:.am*lner Cite Patent Number Kind Issue Date Na“.’e of Patentee or Applicant Relevant Passages or Relevant
Initial No Code! of cited Document .
Figures Appear
1 5565503 1996-10-15 Garcia et al.
2 6033747 2000-03-07 Shiotani
If you wish to add additional U.S. Patent citation information please click the Add button. Add
U.S.PATENT APPLICATION PUBLICATIONS Remove
. L. . N . Pages,Columns,Lines where
Examiner| .. Publication Kind | Publication Name of Patentee or Applicant
e Cite No . Relevant Passages or Relevant
Initial Number Code’| Date of cited Document .
Figures Appear
1

If you wish to add additional U.S. Published Application citation information please click the Add button. Add
FOREIGN PATENT DOCUMENTS Remove
Name of Patentee or Pages,Columns Lines
Examiner| Cite | Foreign Document Country Kind | Publication Aoblicant of cited where Relevant T5
Initial* No | Number3 Code? j Code4| Date P Passages or Relevant
Document -
Figures Appear
1 [
If you wish to add additional Foreign Patent Document citation information please click the Add button ~ Add
NON-PATENT LITERATURE DOCUMENTS Remove

EFS Web 2.1.17

Clearwater Paper Corp. - EX1002
Clearwater Paper Corp. v. Graphic Packaging International LLC
Page 1022 of 1179



Application Number 11348150

Filing Date 2006-02-06
INFORMATION DISCLOSURE First Named Inventor ‘ CLEVELAND, CS
STATEMENT BY APPLICANT At Un
L nit | 1782
( Not for submission under 37 CFR 1.99)
Examiner Name ‘ Patterson, Marc A.

Attorney Docket Number |FDS-029388-US

Examiner
Initials™

Cite
No

Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the item
(book, magazine, journal, serial, symposium, catalog, etc), date, pages(s), volume-issue number(s),

publisher, city and/or country where published.

Ts

If you wish to add additional non-patent literature document citation information please click the Add button  Add

EXAMINER SIGNATURE

Examiner Signature

Date Considered

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through a
citation if not in conformance and not considered. Include copy of this form with next communication to applicant.

1 See Kind Codes of USPTO Patent Documents at www.USPTO.GOV or MPEP 901.04. 2 Enter office that issued the document, by the two-letter code (WIPO

Standard ST.3). 2 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document.
4 Kind of document by the appropriate symbols as indicated on the document under WIPQ Standard ST.16 if possible. ° Applicant is to place a check mark here if
English language translation is attached.

EFS Web 2.1.17

Clearwater Paper Corp. - EX1002
Clearwater Paper Corp. v. Graphic Packaging International LLC

Page 1023 of 1179



Application Number 11348150

Filing Date 2006-02-06
INFORMATION DISCLOSURE First Named Inventor ‘ CLEVELAND, CS
STATEMENT BY APPLICANT At Un
L nit | 1782
( Not for submission under 37 CFR 1.99)
Examiner Name ‘ Patterson, Marc A.

Attorney Docket Number |FDS-029388-US

CERTIFICATION STATEMENT

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection(s):

That each item of information contained in the information disclosure statement was first cited in any communication
from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the
information disclosure statement. See 37 CFR 1.97(e)(1).

OR

That no item of information contained in the information disclosure statement was cited in a communication from a
foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to

[] any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure
statement. See 37 CFR 1.97(e)}(2).

[] See attached certification statement.
The fee set forth in 37 CFR 1.17 (p) has been submitted herewith.

[] A certification statement is not submitted herewith.

SIGNATURE
A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the
form of the signature.

Signature /Matthew M. Eslami/ Date (YYYY-MM-DD) 2012-06-08

Name/Print Matthew M. Eslami Registration Number 45488

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the
public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR
1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S.
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

EFS Web 2.1.17

Clearwater Paper Corp. - EX1002
Clearwater Paper Corp. v. Graphic Packaging International LLC
Page 1024 of 1179




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised
that: (1} the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited
is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office is to
process and/or examine your submission related to a patent application or patent. If you do not furnish the requested
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may
result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S5.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these record s.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant
to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.5.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in
an application which hecame abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS Web 2.1.17

Clearwater Paper Corp. - EX1002
Clearwater Paper Corp. v. Graphic Packaging International LLC
Page 1025 of 1179




Electronic Patent Application Fee Transmittal

Application Number: 11348150

Filing Date: 06-Feb-2006

Biodegradable paper-based laminate with oxygen and moisture barrier

Title of Invention: properties and method for making biodegradable paper-based laminate

First Named Inventor/Applicant Name: Christopher S. Cleveland
Filer: Matthew M. Eslami/Michele McRoy
Attorney Docket Number: FDS-029388-US

Filed as Large Entity

Utility under 35 USC 111(a) Filing Fees

Sub-Total in

Description Fee Code Quantity Amount USD($)

Basic Filing:

Pages:

Claims:

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:

Extension-of-Time:

Clearwater Paper Corp. - EX1002
Clearwater Paper Corp. v. Graphic Packaging International LLC
Page 1026 of 1179




Description Fee Code Quantity Amount Suﬁ:;(tsa)l in
Miscellaneous:
Submission- Information Disclosure Stmt 1806 1 180 180
Total in USD ($) 180

Clearwater Paper Corp. - EX1002
Clearwater Paper Corp. v. Graphic Packaging International LLC
Page 1027 of 1179




Electronic Acknowledgement Receipt

EFS ID: 12972704
Application Number: 11348150
International Application Number:
Confirmation Number: 5681

Title of Invention:

Biodegradable paper-based laminate with oxygen and moisture barrier
properties and method for making biodegradable paper-based laminate

First Named Inventor/Applicant Name:

Christopher S. Cleveland

Customer Number:

1726

Filer:

Matthew M. Eslami/Michele McRoy

Filer Authorized By:

Matthew M. Eslami

Attorney Docket Number:

FDS-029388-US

Receipt Date: 08-JUN-2012
Filing Date: 06-FEB-2006
Time Stamp: 16:44:11

Application Type:

Utility under 35 USC 111(a)

Payment information:

Submitted with Payment

yes

Payment Type Deposit Account
Payment was successfully received in RAM $180

RAM confirmation Number 3582

Deposit Account 090525

Authorized User

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:

Charge any Additional Fees required under 37 C.F.R. Section 1.16 (National application filing, search, and examination fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.17 (Patent application and reexamination processing fees)

Clearwater Paper Corp. - EX1002

Clearwater Paper Corp. v. Graphic Packaging International LLC

Page 1028 of 1179




Charge any Additional Fees required under 37 C.F.R. Section 1.19 (Document supply fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.20 (Post Issuance fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.21 (Miscellaneous fees and charges)

File Listing:
Document s . File Size(Bytes Multi Pages
Document Description File Name ( y V . . 9
Number Message Digest | Part/.zip| (ifappl.)
168314
120608 _rsptofnloa_fds029388
1 yes 11
us.pdf
87448(79026¢337af229fda0a2f39fa7c29de|
101
Multipart Description/PDF files in .zip description
Document Description Start End
Amendment After Final 1 1
Claims 2 3
Applicant Arguments/Remarks Made in an Amendment 4 11
Warnings:
Information:
. . . 612361
Information Disclosure Statement (IDS) | 120608_suppids_fds029388us.
2 no 4
Form (SB08) pdf
5558a03608545f8ee2820d90e2a12204315
90a
Warnings:
Information:
30328
3 Fee Worksheet (SB06) fee-info.pdf no 2
b630defcd8763bedc9dfa99d326099d5f46
2b557
Warnings:
Information:
Total Files Size (in bytes):l 811003

Clearwater Paper Corp. - EX1002
Clearwater Paper Corp. v. Graphic Packaging International LLC
Page 1029 of 1179




This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application asa
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.

Clearwater Paper Corp. - EX1002
Clearwater Paper Corp. v. Graphic Packaging International LLC
Page 1030 of 1179




PTO/SB/06 (07-06)

Approved for use through 1/31/2007. OMB 0651-0032
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PATENT APPLICATION FEE DETERMINATION RECORD | Avplication o Docket Number [ Filing Date
Substitute for Form PTO-875 1 1/348,1 50 02/06/2006 I:l To be Mailed
APPLICATION AS FILED — PART | OTHER THAN
(Column 1) (Column 2) SMALL ENTITY [] OR SMALL ENTITY
FOR NUMBER FILED NUMBER EXTRA RATE ($) FEE ($) RATE ($) FEE ($)
L1 easic Fee N/A N/A N/A N/A
(37 CFR 1.16(a), (b), or (c))
[0 seaRcH Fee
B7CFR116(K). () or (m) A A N/A N/A
D EXAMINATION FEE
(37 CFR 1.16{0), (o). or () N/A N/A N/A N/A
LA mex- | - i
INDEPENDENT CLAIMS ) . ~ ~
(37 CFR 1.16(h)) minus 3 = X $ = X$ =
If the specification and drawings exceed 100
0 sheets of paper, the application size fee due
A;PCL;%‘?-TSN SIZE FEE is $250 ($125 for small entity) for each
( 18() additional 50 sheets or fraction thereof. See
35 U.S.C. 41(a)(1)(G) and 37 CFR 1.16(s).
] MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16()
—
* If the difference in column 1 is less than zero, enter “0” in column 2. TOTAL TOTAL
APPLICATION AS AMENDED - PART Il
OTHER THAN
(Column 1) (Column 2) (Column 3) SMALL ENTITY OR SMALL ENTITY
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
| 06/08/2012 | \rre PREVIOUSLY EXTRA RATE®) I Fek (g) RATE ($) FEE ($)
E AMENDMENT PAID FOR
S | Tol erorm ~ 10 Minus | = 73 -0 Xs = OR || x seo= 0
[m]
E Iggg;;gnwd?;:‘” " 1 Minus ***1 3 _ O X $ = OR X $250= O
= I:l Application Size Fee (37 CFR 1.16(s))
<C  f—
|:| FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16())) OR
TOTAL TOTAL
ADD’L OR ADDL 0
FEE FEE
(Column 1) (Column 2) (Column 3)
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
AFTER PREVIOUSLY EXTRA RATE () | FeE (9) RATE (§) FEE (§)
— AMENDMENT PAID FOR
5 I?s‘i') (27 CFR - Minus | = - Xs = OR [ xs =
S E s | - _ 5= on ks -
E I:l Application Size Fee (37 CFR 1.16(s))
=
< I:' FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j)) OR
TOTAL TOTAL
ADD’L OR ADDL
FEE FEE
ilf the <int.ry in column 1 is Ies_s than th(? entr{in column 2, writg “0” in column 3. . Legal Instrument Examiner:
If the “Highest Number Previously Paid For” IN THIS SPACE is less than 20, enter “20”. JCRYSTAL QUEEN/
*** If the “Highest Number Previously Paid For” IN THIS SPACE is less than 3, enter “3”.
The “Highest Number Previously Paid For” (Total or Independent) is the highest number found in the appropriate box in column 1.

This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.

Clearwater Paper Corp. - EX1002
Clearwater Paper Corp. v. Graphic Packaging International LLC
Page 1031 of 1179



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLO.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. |  CONFIRMATION NO.
11/348,150 02/06/2006 Christopher S. Cleveland FDS-029388-US 5681
1726 7590 06/28/2012 -
) ) EXAMINER
INTERNATIONAL PAPER COMPANY |
6285 TRI-RIDGE BOULEVARD PATTERSON, MARC A

LOVELAND, OH 45140

| ART UNIT | PAPER NUMBER
1782
| MAIL DATE | DELIVERY MODE
06/28/2012 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)

Clearwater Paper Corp. - EX1002
Clearwater Paper Corp. v. Graphic Packaging International LLC
Page 1032 of 1179



Application No. Applicant(s)

11/348,150 CLEVELAND ET AL.
Office Action Summary Examiner Art Unit
MARC PATTERSON 1782

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- |1 NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)X] Responsive to communication(s) filed on 08 June 2012.
2a)[] This action is FINAL. 2b)[X] This action is non-final.
3)[] An election was made by the applicant in response to a restriction requirement set forth during the interview on
__ ;therestriction requirement and election have been incorporated into this action.
4)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

5[ Claim(s) 76-78,80-84.87 and 88 is/are pending in the application.
5a) Of the above claim(s) is/are withdrawn from consideration.

6)[] Claim(s) _____is/are allowed.

7)X Claim(s) 76-78,80-84,87 and 88 is/are rejected.

8)[J Claim(s) ____is/are objected to.

9)[J Claim(s) _____ are subject to restriction and/or election requirement.

Application Papers

10)[] The specification is objected to by the Examiner.
11)[] The drawing(s) filed on is/are: a)[] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
12)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

13)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)J Al b)[]Some * ¢)[] None of:
1.[] Certified copies of the priority documents have been received.
2. Certified copies of the priority documents have been received in Application No.
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) XI Notice of References Cited (PTO-892) 4) |:| Interview Summary (PTO-413)
2) [ Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. _
3) [X] Information Disclosure Statement(s) (PTO/SB/08) 5) (] Notice of Informal Patent Application
Paper No(s)/Mail Date 6/8/12. 6) |:| Other: _____
U.S. Patent and Trademark Office
PTOL-326 (Rev. 03-11) Office Action Summary Part of Paper No./Mail Date 20120626
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DETAILED ACTION
WITHDRAWN REJECTIONS
1. The 35 U.S.C. 103(a) rejections of Claim 76, of record on page 2 of the previous Action,

are withdrawn.

2. The 35 U.S.C. 103(a) rejection of Claims 77 — 78 and 80 — 84 as being unpatentable over

Suskind (U.S. Patent No. 5,736,204) in view of Doane et al (U.S. Patent No. 6,040,063).

NEW REJECTIONS
Claim Rejections — 35 USC § 103(a)
3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness

rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

4, Claims 76 and 87 - 88 are rejected under 35 U.S.C. 103(a) as being unpatentable over
Suskind (U.S. Patent No. 5,736,204).

With regard to Claim 76, Suskind discloses a product in the form of a cup (container
having an opening; column 3, lines 37 - 40) comprising a substrate comprising paperboard
(column 3, line 38) having a first moisture protectant layer disposed only on the interior surface
and second moisture protectant layer disposed only on the exterior surface (column 6, lines 65 -
67) and comprising a biodegradable polyester polymer (a liquid resistant coating comprising

polycaprolactone; (column 4, lines 46 - 51). Suskind fails to disclose a coat weight from 5 to 30
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1bs/3000 ft2. However, it would have been obvious for one of ordinary skill in the art to select a
weight depending on the desired weight of the end product.

With regard to Claims 87 - 88. Suskind discloses polylactic acid (column 4, lines 54 -

55).

5. Claims 77 - 78 and 80 - 84 are rejected under 35 U.S.C. 103(a) as being unpatentable
over Suskind (U.S. Patent No. 5,736,204) in view of Yamamoto et al (U.S. Patent No.
2004/0014883).

Suskind discloses a product as discussed above. With regard to Claims 77 - 78 and 80 -
84, Suskind fails to disclose 5 to 20 percent by weight of at least one filler comprising calcium
carbonate.

Yamamoto et al disclose a degradable polyester (paragraphs 0136 — 0137) comprising 5
to 20 percent by weight of at least one filler comprising calcium carbonate (paragraph 0145) for
the purpose of obtaining packaging that preserves freshness (paragraph 0160).

It therefore would have been obvious for one of ordinary skill in the art to provide for
calcium carbonate in order to provide packaging that preserves freshness as taught by Yamamoto

et al.

ANSWERS TO APPLICANT’S ARGUMENTS
6. Applicant’s arguments regarding the 35 U.S.C. 103(a) rejections of Claim 76 and 35
U.S.C. 103(a) rejection of Claims 77 — 78 and 80 — 84 as being unpatentable over Suskind (U.S.

Patent No. 5,736,204) in view of Doane et al (U.S. Patent No. 6,040,063), of record in the
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previous Action, have been considered and have been found to be persuasive. The rejections are
therefore withdrawn.

Applicant’s arguments regarding the 35 U.S.C. 103(a) rejection of Claims 76 and 87 — 88
as being unpatentable over Suskind (U.S. Patent No. 5,736,204) have been carefully considered
but have not been found to be persuasive for the reasons set forth below.

Applicant argues, on page 5 of the remarks dated June 8, 2012, that although Suskind
discloses a container for juice, one of ordinary skill in the art would understand the difference
between the disclosed container and a cup.

However, the claimed invention is directed to any product that is ‘in the form of” a cup.
Furthermore, the disclosure by Suskind of a paperboard juice container, therefore a carton having
some opening, is, broadly speaking, ‘in the form of” a cup.

Applicant also argues, on page 7, that the statement that it would have been obvious for one of
ordinary skill in the art to select a thickness depending on the desired weight of the end product
is merely conclusory, and that an affidavit should be provided as evidence of personal
knowledge.

However, the weight of the coating clearly determines, in part the weight of the container, as the
coating is a component of the container; furthermore, the claimed weight is not stated by the

specification, or by Applicant’s remarks, to be particularly critical.

7. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Marc A Patterson whose telephone number is 571-272-1497.

The examiner can normally be reached on Mon - Fri 8:30 AM - 5:00 PM.
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If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Rena Dye can be reached on 571-272-1498. The fax phone number for the
organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free).

/Marc A Patterson/
Primary Examiner, Art Unit 1782
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Docket No.: FDS-029388-US

IN THE UNITED STATES PATENT & TRADEMARK OFFICE

IN RE APPLICATION OF:

CLEVELAND, et al. : GROUP ART UNIT: 1782

SERIAL NO: 11/348,150 : EXAMINER: PATTERSON, MARC A.
FILED: February 06, 2006 : CONFIRMATION #: 5681

FOR: BIODEGRADABLE PAPER-BASED LAMINATE WITH OXYGEN AND
MOISTURE BARRIER PROPERTIES AND METHOD FOR MAKING
BIODEGRADABLE PAPER-BASED LAMINATE

0.K. to enter

P
MP AMENDMENT AFTER FINAL REJECTION PURSUANT TO 37 CFR § 1.116(b)

06/26/2012
United States Patent and Trademark Office
Customer Service Window, Mail Stop AF
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Dear Sir:

In response to the Office Action ( made FINAL) mailed April 24, 2012, the period for
response which is currently set to expire February 23, 2012, please amend the above-
captioned application as follows, as well as consider the following remarks. Applicants
submit there are good and sufficient reasons, in accordance with 37 CFR § 1.116(b), for
entering these amendments. In particular, it is believed these amendments will put the above-
captioned application in condition for allowance or appeal.

Applicants respectfully request prompt issuance of a Notice of Allowance or an
Advisory Action by the Examiner, as the present amendment is being timely filed on or
before two months of the mailing date of the Final Office Action (i.e., on or before June 24,

2012). See MPEP § 706.07(f). Applicants’ representative, Matthew M Eslami, also

respectfully requests a telephone conference in the event the Examiner has any questions,

comments or suggestions that would place any pending claim not in allowable form in better

condition for allowance. Applicant’s representative may be reached directly at 513-248-

6193.

The Amendments to/Listing of the Claims begins on page 2 of this amendment.

Remarks/Arguments begin on page 4 of this amendment.
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Docket No.: FDS-029388-US

IN THE UNITED STATES PATENT & TRADEMARK OFFICE

IN RE APPLICATION OF:

CLEVELAND, et al. : GROUP ART UNIT: 1782

SERIAL NO: 11/348,150 : EXAMINER: PATTERSON, MARC A.
FILED: February 06, 2006 : CONFIRMATION #: 5681

FOR: BIODEGRADABLE PAPER-BASED LAMINATE WITH OXYGEN AND
MOISTURE BARRIER PROPERTIES AND METHOD FOR MAKING
BIODEGRADABLE PAPER-BASED LAMINATE

RESPONSE

United States Patent and Trademark Office
Customer Service Window, Mail Stop Amendment
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

In response to the Office Action (non-Final) mailed June 28, 2012, the period for
response which is currently set to expire September 28, 2012, please consider the following
remarks.

Applicants’ representative, Matthew M Eslami, also respectfully requests a telephone

conference in the event the Examiner has any questions, comments or suggestions that would

place any pending claim not in allowable form in better condition for allowance. Applicant’s

representative may be reached directly at 513-248-6193.
The Amendments to/Listing of the Claims begins on page 2 of this response.

Remarks/Arguments begin on page 4 of this response.
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Application No. 11/348,150
Page2 of 11

IN THE CLAIMS

The listing of claims will replace all prior versions, and listings, of claims in the application:

Listing of Claims:

Claims 1-75. (Canceled).

76. (Previously Presented) A product in the form of a cup comprising a laminate forming
moisture barriers, said laminate comprising:
a paperboard substrate having a separate interior product facing surface and a separate
exterior surface;
a first moisture protectant layer disposed only on said interior surface of said
paperboard substrate and comprising at least one biodegradable polyester polymer,
wherein the first moisture protectant layer has a coat weight of from 5 to 30 1bs/3000
ft’; and
a second moisture protectant layer disposed only on said exterior surface of said
paperboard substrate and comprising at least one biodegradable polyester polymer,
wherein the second moisture protectant layer has a coat weight of from 5 to 30
1bs/3000 ft* and is separate from the first moisture protectant layer disposed on said

interior surface of said substrate.

77. (Previously Presented) The product according to Claim 88, wherein the second moisture

protectant layer further comprises from 5 to 20 percent by weight of at least one filler.

78. (Previously Presented) The product according to Claim 77, wherein the second moisture
protectant layer comprises from 5 to 20 percent by weight of at least one filler selected from
the group consisting of calcium carbonate, starch, clay kaolin, talc, cellulose fibers, and

diatomaceous earth.

79. (Cancelled).
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80. (Previously Presented) The product according to Claim 76, wherein the second moisture
protectant layer further comprises from 5 to 20 percent by weight of at least one filler

selected from the group consisting of calcium carbonate and starch.

81. (Previously Presented) The product according to Claim 87, wherein the first moisture

protectant layer further comprises from 5 to 20 percent by weight of at least one filler.

82. (Previously Presented) The product according to 81, wherein the first moisture
protectant layer comprises from 5 to 20 percent by weight of at least one filler selected from
the group consisting of calcium carbonate, starch, clay kaolin, talc, cellulose fibers, and

diatomaceous earth.

83. (Previously Presented) The product according to Claim 76, wherein the first moisture
protectant layer further comprises from 5 to 20 percent by weight of at least one filler

selected from the group consisting of calcium carbonate and starch.

84. (Previously Presented) The product according to Claim 76, wherein the first moisture
protectant layer comprises polylactic acid and from 5 to 20 percent by weight of at least one

filler selected from the group consisting of calcium carbonate and starch.
85-86 (Cancelled).

87. (Previously Presented) The product according to claim 76, wherein the first moisture
protectant layer comprises at least one biodegradable polyester polymer selected from the

group consisting of compostable polylactic acid and a compostable polyhydroxyalkanoate.

88. (Previously Presented) The product according to claim 76, wherein the second moisture
protectant layer comprises at least one biodegradable polyester polymer selected from the

group consisting of compostable polylactic acid and a compostable polyhydroxyalkanoate.
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REMARKS/ARGUMENTS

A. Status of Claims
Favorable reconsideration of this application, as amended, is respectfully requested.
Claims 1-75, 79, and 85-86 have previously been cancelled. Claims 76-78, 80-84, and 87-88

are currently pending.

B. Procedural Matters

Applicants gratefully acknowledge the Examiner’s statement at page 2 of the present
Office Action that the following rejections have been withdrawn: (1) Claim 76 under 35
U.S.C. § 112, second paragraph, for alleged “indefiniteness™; and (2) Claims 77-78 and 80-
84 under 35 U.S.C. § 103(a) as being unpatentable over U.S. Pat. No. 5,736,204 to Suskind
(hereafter referred to as “Suskind™), in view of U.S. Pat. No. 6,040,063 to Doane (hereafter
referred to as “Doane”).

Applicants also gratefully acknowledge the Examiner’s review of the Information
Disclosure Statement (IDS) filed on June 8, 2012, and the notations by the Examiner that all

references listed in the accompanying SBOS forms have been considered, and made of record.

C. Amendments to Claims

No further amendments have been made to pending Claims 76-78, 80-84, and 87-88.

D. Response to Rejection of Claims 76 and 87-88 under 35 U.S.C. § 103(a) as Being

Unpatentable over Suskind
At pages 2-3 of the present Office Action, Claims 76 and 87-88 have been rejected

under 35 U.S.C. § 103(a) as being unpatentable over newly cited U.S. Pat. No. 5,736,204 to

Suskind (hereafter referred to as “Suskind”). This rejection is respectfully traversed with

respect to these Claims, as currently presented, for at least the following reasons.
In support of the rejection of Claim 76 as being unpatentable over Suskind, the

present Action makes the following allegation:

! Applicants believe the reference to this withdrawn rejection as being under 35 U.S.C. § 103(a) to be a
typographical error.
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Allegation 1: [Suskind] discloses a product in the form of a cup
(container) having an opening; column 3, lines 37-40) comprising a substrate
comprising paperboard (column 3, line 38) having [a] first moisture barrier
layer disposed only on the interior surface and [a] second moisture protectant
layer disposed only on the exterior surface (column 6, lines 65-67) and
comprising a biodegradable polyester polymer (a liquid resistant coating
comprising polycaprolactone; (column 4, lines 46 - 51). [Suskind] fails to
disclose a _coat weight from 5 to 30 Ibs/3000 ft>. However, it would have
been obvious for one of ordinary skill in the art to select a thickness
depending on the desired weight of the end product.2

What Allegation 1 asserts does not support rejecting Claim 76, as currently presented,
as being unpatentable over Suskind for at least the following reasons. First, and contrary to
what Allegation 1 asserts, Suskind does not teach “a product in the form of a cup” according
to Claim 1. Instead, Suskind teaches a “container” used to contain a variety of liquids and
liquid containing materials, including “beverages such as milk, juice, fruit punch, soda,
frozen juice, and iced tea; fabric softener; butter; margarine; cosmetics such as shampoo,
conditioner, suntan lotion and body lotion; pancake syrup; cooking oil; processed grains,
fruits and vegetables such as applesauce and pasta sauces; frozen vegetables; fruits; breads
and bread products and single-use wet wipes.” Contrary to what Allegation 1 suggests, one
of ordinary skill in the art would understand the difference between the “container” taught by
Suskind and the “cup” recited in Claim 76. In fact, nowhere does Suskind mention the
word “cup.”

Second, Allegation 1 admits that Suskind does not teach the coat weights recited in

<

Claim 76. Instead, Allegation 1 asserts that “it would have been obvious” “to select a
thickness depending on the desired weight of the end product.”” But this assertion amounts
to a “conclusory statement” without any “rational underpinning” which is factually
supported by anything which Allegation 1 asserts is allegedly taught by Suskind, or any
other verifiable evidence provided by the Examiner. “Rejections on obviousness grounds

cannot be sustained by mere conclusory statements; instcad there must be some articulated

% See pages 2-3 of the present Office Action (emphasis added).

3See column 7, lines 30-39, of Suskind.

4 Contrary to what Allegation 1 suggests, the relevant feature recited by Claim 76 is “coat weight,” not
thickness.
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reasoning with some rational underpinning to support the legal conclusion of
obviousness.”

Allegation 1 points to absolutely nothing in Suskind (or any other verifiable
evidence) to factually suppert why one of ordinary skill in the art would select the particular
coat weights for the first and second moisture protectant layers recited in Claim 76. In fact,
Applicants must conclude that what is asserted in Allegation 1 with respect to the coat
weights recited in Claim 76 is, at least partially, based on facts within the Examiner’s

personal knowledge which have not been provided to Applicants. Accordingly, if the

Examiner wishes to persist in this assertion in Allegation 1 regarding the coat weights recited

in Claim 76, Applicants respectfully request that he provide an affidavit/declaration under

37 CFR § 1.104(d)(2)° because this assertion appears to be based, at least partially, on facts
within the Examiner’s personal knowledge which have not been provided to Applicants, and
which are not fairly taught or suggested by Suskind, or any other verifiable evidence
provided by the Examiner.

In support of the rejection of Claims 87-88 as being unpatentable over Suskind, the

Final Action makes the following allegation:

* In re Kahn, 441 F.2d 977, 988 (Fed. Cir. 2006) (emphasis added), cited with approval in the Supreme Court’s
decision in KSR International Co. v. Teleflex, Inc., 550 U.S. 398, 418 (2007). In KSR International, the
Supreme Court also observed “in formulating a rejection under 35 U.S.C. § 103(a) based upon a combination of
prior art elements, it remains necessary to identify the reason why a person of ordinary skill in the art would
have combined the prior art elements in the manner claimed.” Id. See also In re Vaidyanathan, 96 U.S.P.Q.2d
1507, 1514 (Fed. Cir. 2010) (non-precedential): “Obviousness is determined as a matter of foresight, not
hindsight. [Citations to KSR International and Graham v. John Deere Co. omitted]. KSR [International] did
not free the PTO’s examination process from explaining its reasoning. In making an obviousness rejection, the

examiner should not rely on conclusory statements that a particular feature of the invention would have
been obvious or was well known. Instead, the examiner should eclaborate, discussing the evidence or

reasoning that leads the examiner to such a conclusion (emphasis added).”

© See 37 CFR § 1.104(d)(2) which states: “When a rejection in an application is based on facts within the
personal knowledge of an employee of the Office, the data shall be as specific as possible, and the reference
must be supported, when called for by the applicant, by the affidavit of such employee, and such affidavit shall
be subject to contradiction or explanation by the affidavits of the applicant and other persons.” Applicants note
that in the unpublished case of In re Sun, 31 USPQ2d 1451, 1455 (Fed. Cir. 1993), the USPTO argued “the
procedures established by 37 C.F.R. Section 1.107(b) (1993) [now 37 CFR § 1.104(d)2)] expressly entitle an
Applicant, on mere request, to an examiner affidavit that provides [citations that support the Examiner’s
asserted level of skill in the art]” (emphasis added). Furthermore, in /n re Sun, the Federal Circuit, held that
“this procedure, so readily available, helps save the lack of citation in an office action from possible
constitutional infirmity in denying reasonable notice and hence due process.” See 31 USPQ2d at 1455. See
also In re Vaidyanathan, 96 U.S.P.Q.2d at 1515: “If it is not possible for the examiner to provide this type of
information, the examiner might choose instead to provide an affidavit detailing the examiner’s own
personal knowledge (as a person approximating one of ordinary skill in the art) of the technology in question
(citing 37 CFR § 1.104(d)(2)) (emphasis added).”
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Allegation 2: [Suskind] discloses polylactic acid (column 4, lines 54-55).

In response to Allegation 2, Claims 87 and 88 each depend directly from Claim 76.
Accordingly, Claims 87-88 are patentable over Suskind for at least the same reasons
presented above in response to Allegation 1 for why Claim 76 is patentable over this
reference.

In response to the arguments presented at page 5 of Applicants’ prior June 8, 2012
Amendment After Final (hereafter referred to as “June 8, 2012 AAF”) that “one of ordinary
skill in the art would understand the difference between the disclosed container and a cup,”

the present Office Action makes the following additional allegation:

Allegation 3: However, the claimed invention is directed to any product that
is 'in the form of' a cup. Furthermore, the disclosure by [Suskind] [is] of a

paperboard juice container, therefore a_carton having some opening, is,

broadly speaking, ‘in the form of’ a cup.

What Allegation 3 asserts also does not support rejecting Claim 76, as currently presented, as
being unpatentable over Suskind for at least the reasons presented above in response to
Allegation 1, as well as the following reasons. A “carton having some opening” is not
necessarily a “cup.” Also, if Suskind had considered its “containers” to include a “cup,” this
reference would have said so. Again, what Allegation 3 asserts is simply a “conclusory

statement” without any “rational underpinning” which is factually supported by anything

allegedly taught by Suskind, or any other verifiable evidence provided by the Examiner.’
Instead, Applicants must again conclude that what is asserted in Allegation 3 with respect to
the meaning of “cup” recited in Claim 76 is, at least partially, based on facts within the

Examiner’s personal knowledge which have not been provided to Applicants.

Accordingly, if the Examiner wishes to persist in this assertion in Allegation 3 regarding the
meaning of “cup” recited in Claim 76, Applicants again respectfully request that he provide
an affidavit/declaration under 37 CFR § 1.104(d)(2)" because this assertion appears to be

based, at least partially, on facts within the Examiner’s personal knowledge which have not

7 See page 3 of the present Office Action.

8 See page 4 (Answers to Applicant’s Arguments) of the present Office Action (emphasis added).
? See cases cited in footnote 3.

1% See 37 CFR § 1.104(d)(2) and cases cited in footnote 6.
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been provided to Applicants, and which are not fairly taught or suggested by Suskind, or any
other verifiable evidence provided by the Examiner.
In response to the arguments presented at page 7 of Applicants’ prior June §, 2012

2 <

AAF that the assertions in Allegation 1 that “it would have been obvious” “to select a
thickness depending on the desired weight of the end product” are “conclusory” and without
any “rational underpinning” that is factually supported (thus requiring the Examiner to
provide a an affidavit/declaration under 37 CFR § 1.104(d)(2) as to facts which are
apparently within the Examiner’s personal knowledge), the present Office Action makes the

following additional allegation:

Allegation 4: However, the weight of the coating clearly determines, in
part the weight of the container, as the coating is a component of the
container; furthermore, the claimed weight is not stated by the
specification, or by Applicant’s remarks, to be particularly critical."'

What Allegation 4 asserts also does not support rejecting Claim 76, as currently presented, as
being unpatentable over Suskind for at least the reasons presented above in response to
Allegation 1, as well as the following reasons. First, Applicants do not understand what the
basis is for the assertion in Allegation 4 that “the claimed weight is not stated by the
specification.” 1In fact, the recited coated weight of 5 to 30 1bs/3000 ft* is disclosed in
paragraphs [0048] and [0049] of the above-captioned application.'?

Second, that the coat weight “determines, in part the weight of the container” as
asserted by Allegation 4 begs the question being asked, namely, does Suskind teach or
suggest to one of ordinary skill in the art the coat weights recited in Claim 76. As Allegation
1 admits, Suskind does not teach the coat weights (whether “critical” or not) recited in Claim
76. Accordingly, one of ordinary skill in the art is left completely without any factual basis
for choosing these particular coat weights based on what the reference (i.e., Suskind) relied
upon by Allegation 4 actually teaches. Again, Applicants must conclude that what is asserted

in Allegation 4 with respect to the “coat weights” recited in Claim 76 is, at least partially,

I See page 4 (Answers to Applicant’s Arguments) of the present Office Action.

2 While paragraphs [0048] and [0049] of the above-captioned application refer to Layers K, L, and M as having
certain “thicknesses,” it also clear from other portions of the above-captioned application that the unit “Ibs/3000
ft*” more correctly refers to the coat weight. See, for example, paragraph [0030] of the above-captioned
application.
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based on facts within the Examiner’s personal knowledge which have not been provided to

Applicants. Accordingly, if the Examiner wishes to persist in this assertion in Allegation 4
regarding the “coat weights” recited in Claim 76, Applicants again respectfully request that
he provide an affidavit/declaration under 37 CFR § 1.104(d)(2)"* because this assertion
appears to be based, at least partially, on facts within the Examiner’s personal knowledge
which have not been provided to Applicants, and which are not fairly taught or suggested by
Suskind, or any other verifiable evidence provided by the Examiner.

For at least the foregoing reasons, Claims 76 and 87-88, as amended or as currently
presented, are patentable over Suskind. Accordingly, the rejection of these Claims under 35

U.S.C. § 103(a) based on this reference should be withdrawn.

E. Response to Rejection of Claims 77-78 and 80-84 under 35 U.S.C. § 103(a) as

Being Unpatentable over Suskind, in view of Yamamoto

At pages 3-4 of the present Office Action, Claims 77-78 and 80-84 have been rejected
under 35 U.S.C. § 103(a) as being unpatentable over Suskind, in view of U.S. Appln. No.
20040014883 to Yamamoto et al. (hereafter referred to as “Yamamoto”). This rejection is
respectfully traversed with respect to these Claims, as currently presented, for at least the
following reasons.

In support of the rejection of Claims 77-78 and 80-84 as being unpatentable over

Suskind, in view of Yamamoto, the present Office Action makes the following allegations:

Allegation 5: [Suskind] discloses a product as discussed above. With
regard to Claims 77-78 and 80-84, [Suskind] fail[s] to disclose 5 to 20

percent by weight of at least one filler comprising calcium carbonate.'*

Allegation 6: [Yamamoto] disclose[s] a degradable polyester (paragraphs
0136-0137) comprising 5 to 20 percent by weight of at least one filler
comprising calcium carbonate (paragraph 0145) for the purpose of

obtaining packaging that preserves freshness (paragraph 0160)."

13 See 37 CFR § 1.104(d)(2) and cases cited in footnote 6.
4 See page 3 of the present Office Action (emphasis added).
15 See page 3 of the present Office Action (emphasis added).
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Allegation 7: 1t therefore would have been obvious for one of ordinary skill
in the art to provide for calcium carbonate in order to provide

packaging that preserves freshness as taught by [Yamamoto].16

What Allegations 5-7 assert do not support rejecting Claims 77-78 and 80-84 as being
unpatentable over Suskind, even in view of Yamamoto, for at lcast the following reasons.
First, for at least the same reasons presented in Section D above in response to Allegations 1
and 3-4, Claim 76 is patentable over Suskind. Second, Allegations 5-7 do not assert that
those features recited in Claim 76 (i.e., product in the form of a cup and coat weights of

from 5 to 30 1bs/3000 ft* for the first and second moisture protectant layers) which were

asserted to be missing from the teachings of Suskind, are now taught by Yamamoto.

Third, as admitted by Allegation 5, Suskind does not teach including 5 to 20% by
weight of at least one filler (such as calcium carbonate) in the first or second moisture
protectant layers recited in Claims 77-78 and 80-84. Instead, Allegation 6 relies upon
Yamamoto to allegedly teach “a degradable polyester” comprising “at least one filler
comprising calcium carbonate.”

Fourth, Allegations 6 and 7 suggest that Yamameoto includes the “at least one filler”
such as calcium carbonate, in the polyester film “for the purpose of obtaining packaging that
preserves freshness.” But paragraph [0160] of Yamamoto nowhere says or suggests that
fillers are incorporated in its polyester films “for the purpose of obtaining packaging that
preserves freshness.” In fact, the reason for incorporating these fillers as other “additives” in
the polyester films of Yamamoto is completely unstated.

Fifth, Yamamoto simply teaches use of its polyester films as packaging films."”
Nothing in Yamameoto suggests that these polyester films may be used as moisture protectant
layers for a cup according to Claims 77-78 and 80-84. In fact, nowhere does Yamamoto
mention the word “cup.” Accordingly, Allegations 6 and 7 are simply “conclusory
statements” without any “rational underpinning” which is factually supperted by anything
allegedly taught by Yamamoto for combining this reference with Suskind with respect to

Claims 77-78 and 80-84."%

16 See page 3 of the present Office Action (emphasis added).
17 See abstract and paragraph [0008] of Yamamoto.
18 See cases cited in footnote 3.
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For at least the foregoing reasons, Claims 77-78 and 80-84, as currently presented, are
patentable over Suskind, even in view of Yamamoto. Accordingly, the rejection of these

Claims under 35 U.S.C. § 103(a) over this combination of references should be withdrawn.

F. Conclusion

Claims 76-78, 80-84, and 87-88, as currently presented, are patentable over the art
relied upon in the Final Action. Accordingly, Claims 76-78, 80-84, and 87-88 are in
condition for allowance, and favorable action is earnestly solicited thereon.

Should the Examiner feel that there are any issues outstanding after consideration of
this response, the Examiner is invited to contact the undersigned at the telephone number
listed below to expedite prosecution of the above application.

No extension of time is believed to be required. However, the Commissioner is
hereby authorized by this paper to charge any fees due under 37 C.F.R. §§ 1.16 and 1.17
which may be required, including any required extension of time fees, or credit any
overpayment, to Deposit Account No. 09-0525. This paragraph is intended to be a
CONSTRUCTIVE PETITION FOR EXTENSION OF TIME in accordance with 37
C.F.R. § 1.136(a)(3) if needed.

Respectfully Submitted,

Date: August 16, 2012 By: /Matthew M. Eslami/

Matthew M. Eslami

Reg. No. 45,488

Patent Agent for Applicants
International Paper Company
6285 Tri-Ridge Boulevard
Loveland, Ohio 45140

Tel: (5§13) 248-6193

Fax: (513) 248-6455

¢-mail; matt.eslami@ipaper.com
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Application No. Applicant(s)

11/348,150 CLEVELAND ET AL.
Office Action Summary Examiner Art Unit

MARC PATTERSON 1782

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- |f NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)X] Responsive to communication(s) filed on 16 August 2012.
2a)[] This action is FINAL. 2b)[X] This action is non-final.
3)[] An election was made by the applicant in response to a restriction requirement set forth during the interview on
___;therestriction requirement and election have been incorporated into this action.
4)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 4563 O.G. 213.
Disposition of Claims
5[ Claim(s) 70-76.80-84.87 and 88 is/are pending in the application.
5a) Of the above claim(s) is/are withdrawn from consideration.
6)[] Claim(s) _____is/are allowed.
7)X] Claim(s) 70-76,80-84,87 and 88 is/are rejected.
) (
) (

)
8)[J Claim(s) _____is/are objected to.
9)[] Claim(s) _____ are subject to restriction and/or election requirement.

Application Papers

10)[] The specification is objected to by the Examiner.
11)[] The drawing(s) filed on is/are: a)["] accepted or b)[T] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
12)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

13)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)[J Al b)[1Some * ¢)[] None of:
1. Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No. _____
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) EI Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413)
2) [] Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. _
3) [] Information Disclosure Statement(s) (PTO/SB/08) 5) ] Notice of Informal Patent Application
Paper No(s)/Mail Date _____. 6) |:| Other: ___
U.S. Patent and Trademark Office
PTOL-326 (Rev. 03-11) Office Action Summary Part of Paper No./Mail Date 20121018
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DETAILED ACTION
WITHDRAWN REJECTIONS
1. The 35 U.S.C. 103(a) rejection of Claims 76 and 87 — 88 as being unpatentable over

Suskind (U.S. Patent No. 5,736,204), of record on page 2 of the previous Action, is withdrawn.

2. The 35 U.S.C. 103(a) rejection of Claims 77 - 78 and 80 — 84 as being unpatentable over
Suskind (U.S. Patent No. 5,736,204) in view of Yamamoto et al (U.S. Patent No.

2004/0014883), of record on page 2 of the previous Action, is withdrawn.

NEW REJECTIONS
Claim Rejections — 35 USC § 103(a)
3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness

rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

4. Claims 76 — 78, 80 — 84 and 87 - 88 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Nangeroni et al (U.S. Patent No. 6,183,814 B1).

With regard to Claims 76 and 87 — 88, Nangeroni et al discloses a product in the form of
a cup (column 18, line 10) comprising a substrate comprising paperboard (column 4, lines 48 —
65) having a first moisture protectant layer comprising polylactic acid disposed only on the
interior surface and second moisture protectant layer comprising polylactic acid disposed only on

the exterior surface (column 4, lines 48 — 65), therefore comprising a biodegradable polyester
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polymer. Nangeroni et al fails to disclose a coat weight from 5 to 30 1bs/3000 ft*. However, it
would have been obvious for one of ordinary skill in the art to select a weight depending on the
desired weight of the end product.

With regard to Claims 77 — 78 and 80 — 84, the layer comprises calcium carbonate
(column 28, lines 40 — 44). Nangeroni et al fail to disclose 5 to 20 percent by weight. However,
Nangeroni et al teach the selection of the amount of calcium carbonate depending on the desired
coloration of the end product (column 28, lines 40 — 44). It therefore would have been obvious

for one of ordinary skill in the art to select an amount depending on the desired coloration.

ANSWERS TO APPLICANT’S ARGUMENTS
5. Applicant’s arguments regarding the rejections of the previous Action have been
carefully considered and have been found to be persuasive. The rejections have therefore been

withdrawn. The new rejections above are directed to amended Claims 76 — 78, 80 — 84 and 87 —

88.

6. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Marc A Patterson whose telephone number is 571-272-1497.
The examiner can normally be reached on Mon - Fri 8:30 AM - 5:00 PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Rena Dye can be reached on 571-272-1498. The fax phone number for the

organization where this application or proceeding is assigned is 571-273-8300.
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Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free).

/Marc A Patterson/
Primary Examiner, Art Unit 1782
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11/348,150 CLEVELAND ET AL.
Office Action Summary Examiner Art Unit

MARC PATTERSON 1782

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- |f NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status

1) Responsive to communication(s) fledon
2a)[] This action is FINAL. 2b)[X] This action is non-final.

3)[] An election was made by the applicant in response to a restriction requirement set forth during the interview on
___;therestriction requirement and election have been incorporated into this action.

4)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 4563 O.G. 213.

Disposition of Claims

5[ Claim(s) 76.80-84.87 and 88 is/are pending in the application.
5a) Of the above claim(s) is/are withdrawn from consideration.

6)[] Claim(s) _____is/are allowed.

7)X] Claim(s) 76,80-84,87 and 88 is/are rejected.

8)[J Claim(s) _____is/are objected to.

9] Claim(s) are subject to restriction and/or election requirement.

* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway
program at a participating intellectual property office for the corresponding application. For more information, please see
hitp//www. usplo.qov/patents/init _events/ppb/indsx.isp or send an inquiry to PPHieedback@uspio.aoy.

Application Papers

10)[] The specification is objected to by the Examiner.
11)[] The drawing(s) filed on is/are: a)[[] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
Priority under 35 U.S.C. § 119

12)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)[J Al b)[1Some * ¢)[] None of:
1. Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No. ______
3. Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) EI Notice of References Cited (PTO-892) 3) D Interview Summary (PTO-413)
Paper No(s)/Mail Date.
2) [ Information Disclosure Statement(s) (PTO/SB/08) 4) [] other:
Paper No(s)/Mail Date
U.S. Patent and Trademark Office
PTOL-326 (Rev. 09-12) Office Action Summary Part of Paper No./Mail Date 20121210
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DETAILED ACTION
WITHDRAWN REJECTIONS

1. The previous Office Action dated October 19, 2012 is withdrawn.

Response to Arguments
2. Applicant’s arguments with respect to claims 76-78 and 80-88, as set forth in the
response dated August 16, 2012, have been considered but are moot because the arguments do

not apply to any of the references being used in the current rejection.

NEW REJECTIONS
Claim Rejections — 35 USC § 102
3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on
sale in this country, more than one year prior to the date of application for patent in the United States.

4. Claims 76 and 87 — 88 are rejected under 35 U.S.C. 102(b) as being anticipated by

Kuusipalo et al (U.S. Patent No. 6,645,584 B1).

With regard to Claims 76 and 87 - 88, Kuusipalo et al discloses a product in the form of a
cup (column 4, line 34) comprising a substrate comprising paperboard (column 4, lines 15— 17)
having a coating provided either on one side or on both sides (column 4, lines 15 - 17), the
coating comprising a first moisture protectant layer comprising polylactic acid and a second

moisture protectant layer comprising polylactic acid (column 4, lines 10 - 14), therefore a
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biodegradable polyester polymer; the layers are therefore disposed, only on the interior surface
and exterior surface, with polylactic acid. Figure 2 shows two polylactic acid coating layers, an
interior coating and an exterior coating, each coating weighing 5 g/m* and coextruded with a
polyester adhesive that weighs 5 g/rnz; Kuusipalo et al therefore disclose an interior coating and

exterior coating having a coat weight from 5 to 30 1bs/3000 ft* (column 3, lines 30 - 59).

Claim Rejections - 35 USC § 103
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

6. This application currently names joint inventors. In considering patentability of the
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various
claims was commonly owned at the time any inventions covered therein were made absent any
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out
the inventor and invention dates of each claim that was not commonly owned at the time a later
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c)
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a).

7. Claims 77 — 78 and 80 — 84 are rejected under 35 U.S.C. 103(a) as being unpatentable
over Kuusipalo et al (U.S. Patent No. 6,645,584 B1) as applied to claims 76 and 88 above further
in view of Nangeroni et al (U.S. Patent No. 6,183,814) .

Kuusipalo et al discloses a cup having an interior and exterior coating as discussed above

for claims 76 and 88. The coatings comprise a filler (mineral component; column 4, lines 3 - 5).
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With regard to Claims 77 — 78 and 80 — 84, Kuusipalo et al fail to disclose a coating comprising
5 - 20% by weight of a filler such as calcium carbonate.

Nangeroni et al teach a cup (column 18, line 10) having a paper substrate (column 4, lines
48 - 65) and interior and exterior coatings of polylactic acid (column 4, lines 48 - 65) having a
filler. The filler can be present in an amount of less than 10 wt% (column 27, lines 26-30).
Calcium carbonate could also be present as a pigment, which could also be considered a filler.

It therefore would have been obvious for one of ordinary skill in the art to provide for a
filler within the presently claimed range in the coating of Kuusipalo et al in order to prevent
blocking or sticking of the coated paper during storage and transport, (Nangeroni, column 27,

lines 13-15).

Conclusion
8. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Marc A Patterson whose telephone number is 571-272-1497.
The examiner can normally be reached on Mon - Fri 8:30 AM - 5:00 PM.
If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Gwendolyn Blackwell, can be reached on 571-272-1498. The fax phone number for

the organization where this application or proceeding is assigned is 571-273-8300.
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Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free).

/Marc A Patterson/
Primary Examiner, Art Unit 1782
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Docket No.: FDS-029388-US

IN THE UNITED STATES PATENT & TRADEMARK OFFICE

IN RE APPLICATION OF:

CLEVELAND, et al. : GROUP ART UNIT: 1782

SERIAL NO: 11/348,150 : EXAMINER: PATTERSON, MARC A.
FILED: February 06, 2006 : CONFIRMATION #: 5681

FOR: BIODEGRADABLE PAPER-BASED LAMINATE WITH OXYGEN AND
MOISTURE BARRIER PROPERTIES AND METHOD FOR MAKING
BIODEGRADABLE PAPER-BASED LAMINATE

AMENDMENT

United States Patent and Trademark Office
Customer Service Window, Mail Stop Amendment
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

In response to the Office Action (non-Final) mailed December 27, 2012, please
amend the above-captioned application as follows, as well as consider the following remarks.

Applicants also concurrently petition for a one (1) month extension of time for filing
this response to this December 27, 2012 Office Action, to thereby extend the period for
response (originally set to expire on March 27, 2013) through April 27, 2013. Applicants are
also concurrently submitting payment of the extension fee required by 37 CFR § 1.17(a)(1).

Applicants’ representative, Matthew M Eslami, also respectfully requests a telephone

conference in the event the Examiner has any questions, comments or suggestions that would

place any pending claim not in allowable form in better condition for allowance. Applicant’s

representative may be reached directly at 513-248-6193.
The Amendments to/Listing of the Claims begins on page 2 of this response.

Remarks/Arguments begin on page 4 of this response.
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IN THE CLAIMS

The listing of claims will replace all prior versions, and listings, of claims in the application:

Listing of Claims:

Claims 1-75. (Canceled).

76. (Currently Amended) A product in the form of a cup comprising a laminate forming
moisture barriers, said laminate comprising:
a paperboard substrate having a separate interior product facing surface and a separate

exterior surface;

a first moisture protectant layer dispesed is coated directly only on said interior
surface of said paperboard substrate and comprising at least one biodegradable
polyester polymer, wherein the first moisture protectant layer has a coat weight of
from 5 to 30 1bs/3000 ft>; and

a second moisture protectant layer dispesed is coated directly only on said exterior
surface of said paperboard substrate and comprising at least one biodegradable
polyester polymer, wherein the second moisture protectant layer has a coat weight of
from 5 to 30 1bs/3000 ft* and is separate from the first moisture protectant layer

disposed on and directly adhered to said interior surface of said substrate.

77. (Previously Presented) The product according to Claim 88, wherein the second moisture

protectant layer further comprises from 5 to 20 percent by weight of at least one filler.

78. (Previously Presented) The product according to Claim 77, wherein the second moisture
protectant layer comprises from 5 to 20 percent by weight of at least one filler selected from
the group consisting of calcium carbonate, starch, clay kaolin, talc, cellulose fibers, and

diatomaceous earth.

79. (Cancelled).

Clearwater Paper Corp. - EX1002
Clearwater Paper Corp. v. Graphic Packaging International LLC
Page 1076 of 1179



Docket No. FDS-029388-US
Application No. 11/348,150
Page 3 of 10

80. (Previously Presented) The product according to Claim 76, wherein the second moisture
protectant layer further comprises from 5 to 20 percent by weight of at least one filler

selected from the group consisting of calcium carbonate and starch.

81. (Previously Presented) The product according to Claim 87, wherein the first moisture

protectant layer further comprises from 5 to 20 percent by weight of at least one filler.

82. (Previously Presented) The product according to 81, wherein the first moisture
protectant layer comprises from 5 to 20 percent by weight of at least one filler selected from
the group consisting of calcium carbonate, starch, clay kaolin, talc, cellulose fibers, and

diatomaceous earth.

83. (Previously Presented) The product according to Claim 76, wherein the first moisture
protectant layer further comprises from 5 to 20 percent by weight of at least one filler

selected from the group consisting of calcium carbonate and starch.

84. (Previously Presented) The product according to Claim 76, wherein the first moisture
protectant layer comprises polylactic acid and from 5 to 20 percent by weight of at least one

filler selected from the group consisting of calcium carbonate and starch.
85-86 (Cancelled).

87. (Previously Presented) The product according to claim 76, wherein the first moisture
protectant layer comprises at least one biodegradable polyester polymer selected from the

group consisting of compostable polylactic acid and a compostable polyhydroxyalkanoate.

88. (Previously Presented) The product according to claim 76, wherein the second moisture
protectant layer comprises at least one biodegradable polyester polymer selected from the

group consisting of compostable polylactic acid and a compostable polyhydroxyalkanoate.

89. (New) The product according to Claim 83, wherein the first moisture protectant layer
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comprises from 5 to 20 percent by weight of calcium carbonate as the filler.

90. (New) The product according to Claim 84, wherein the second moisture protectant layer

comprises from 5 to 20 percent by weight of calcium carbonate as the filler.
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REMARKS/ARGUMENTS

A. Status of Claims

Favorable reconsideration of the above-captioned application, as amended, is
respectfully requested. Claims 1-75, 79, and 85-86 have previously been cancelled. New
Claims 89 and 90 have been added. Claims 76-78, 80-84, and 87-90 are currently pending.

B. Procedural Matters

Applicants acknowledge the Examiner’s statement at page 2 of the present Office
Action that the following rejections are now moot in view of Applicants’ prior response of
August 16, 2012 (hereafter referred to as “August 16, 2012 Response™): (1) Claims 76 and
87-88 under 35 U.S.C. § 103(a) as being unpatentable over newly cited U.S. Pat. No.
5,736,204 to Suskind (hereafter referred to as “Suskind”); and (2) Claims 77-78 and 80-84
have been rejected under 35 U.S.C. § 103(a) as being unpatentable over Suskind, in view of

U.S. Appln. No. 20040014883 to Yamamoto et al. (hereafter referred to as “Yamamoto”).

C. Amendments to Claims

Claim 76 has been amended to recite that first moisture protectant layer is coated
directly only on said interior surface of said paperboard substrate. Claim 76 has also been
amended to recite that the second moisture protectant layer is coated directly only on said
exterior surface of said paperboard substrate. Support for these amendments to Claim 76
may be found, for example, in paragraphs [0050] and [0051], as well as FIGS. 6 and 7, of the
published version (i.e., U.S. Appln. No. 20070184220)" of the above-captioned application.

New Claims 89 and 90 have been added. New Claim 89, which depends from Claim
83, recites that the first moisture protectant layer comprises from 5 to 20 percent by weight of

calcium carbonate as the filler. Similarly, new Claim 90, which depends from Claim 84,

recites that the second moisture protectant layer comprises from 5 to 20 percent by weight of
calcium carbonate as the filler. Support for new Claims 89 and 90 may be found, for
example, in paragraph [0018] of the published version (i.e., U.S. Appln. No. 20070184220)

of the above-captioned application.

! All references to the above application herein will be with respect to the published version U.S. Pat. Appln.
No. 20070184220, published August 9, 2007.
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D. Response to Rejection of Claims 76 and 87-88 under 35 U.S.C. § 102(b) as Being

Anticipated by Kuusipalo et al.

At pages 2-3 of the present Office Action, Claims 76 and 87-88 have been rejected
under 35 U.S.C. § 102(b) as being anticipated over newly cited U.S. Pat. No. 6,645,584 to
Kuusipalo et al. (hereafter referred to as “Kuusipalo et al.”). This rejection is respectfully

traversed with respect to these Claims, as amended or as currently presented, for at least

the following reasons.
In support of the rejection of Claim 76 and 87-88 as being anticipated by Kuusipalo

et al., the present Action makes the following allegation:

Allegation 1: [Kuusipalo et al.] discloses a product in the form of a cup
(column 4, line 34) comprising a substrate comprising paperboard (column 4,
lines 15-17) having a coating comprising a first moisture protectant layer
comprising polylactic acid and a second moisture protectant layer comprising
polylactic acid (column 4, lines 10-14), therefore a biodegradable polyester
polymer; the layers are therefore disposed, only on the interior surface and
exterior surface, with polylactic acid. Figure 2 shows two polylactic acid
coating layers, an interior coating and an exterior coating, each coating
weighing 5 g/m” and coextruded with a polyester adhesive that weighs 5
g/m’; [Kuusipalo et al.] therefore disclose[s] an interior coating and exterior
coating2having a coat weight [of] from 5 to 30 Ibs/3000 ft* (column 5, lines
30-59).

In response to what Allegation 1 asserts, Claim 76 has been amended to recite that: (1) first
moisture protectant layer is coated directly only on said interior surface of said paperboard

substrate; and (2) the second moisture protectant layer is coated directly only on said

exterior surface of said paperboard substrate. In other words, as now recited in amended
Claim 76, the first moisture protectant layer, as well as the second moisture protectant layer,
are coated directly onto the respective interior and exterior surface of the paperboard

substrate without an additional adhesive. By contrast, and as stated in Allegation 1,

Kuusipalo et al. teaches co-extruding the polylactic acid with an additional polyester
adhesive onto the surfaces of its coated paperboard. Accordingly, the laminate of amended

Claim 76 is patentably distinguishable from the coated paperboard of Kuusipale et al.

% See pages 2-3 of the present Office Action (emphasis added).
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Claims 87 and 88, as currently presented, each depend directly from amended Claim
76. Accordingly, Claims 87 and 88 are patentable over Kuusipalo et al. for at least the same
reasons presented in response to Allegation for why amended Claim 76 is patentable over this
reference.

For at least the foregoing reasons, Claims 76 and 87-88, as amended or as currently
presented, are patentable over Kuusipalo et al. Accordingly, the rejection of these Claims
under 35 U.S.C. § 102(b) based on this reference should be withdrawn.

E. Response to Rejection of Claims 77-78 and 80-84 under 35 U.S.C. § 103(a) as

Being Unpatentable over Kuusipalo et al., in view of Nangeroni et al.

At pages 3-4 of the present Office Action, Claims 77-78 and 80-84 have been rejected
under 35 U.S.C. § 103(a) as being unpatentable over Kuusipalo et al., in view of U.S. Pat.
No. 6,183,814 to Nangeroni et al. (hereafter referred to as “Nangeroni et al.”). This

rejection is respectfully traversed with respect to these Claims, as currently presented, for

at least the following reasons.
In support of the rejection of Claims 77-78 and 80-84 as being unpatentable over
Kuusipalo et al., in view of Nangeroni et al., the present Office Action makes the following

allegations:

Allegation 2: [Kuusipalo et al.] discloses a cup having an interior and
exterior coating as discussed above for claims 76 and 88. The coatings
comprise a filler (mineral component; column 4, lines 3-5). With regard to
Claims 77-78 and 80-34, [Kuusipalo et al.] fail[s] to disclose a coating 5
to 20 percent by weight of a filler such as calcium carbonate.’

Allegation 3: [Nangeroni et al.] teach[es] a cup (column 18, line 10)
having a paper substrate (column 4, lines 48-65) and interior and exterior
coatings of polylactic acid (column 4, lines 48-65) having a filler. The filler
can be present in an amount of less than 10 wt% (column 27, lines 26-30).
Calcium carbonate could also be present as a pigment, which could also be
considered a filler.*

3 See pages 3-4 of the present Office Action (emphasis added).
4 See page 4 of the present Office Action (emphasis added).
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Allegation 4: 1t therefore would have been obvious for one of ordinary
skill in the art to provide for filler with the presently claimed range in
the coating of Kuusipalo et al. to prevent blocking or sticking of the

coated paper during storage and transport ([Nangeroni et al.], column
27, lines 13-15).

What Allegations 2-4 assert do not support rejecting Claims 77-78 and 80-84 as being
unpatentable over Kuusipalo et al., even in view of Nangeroni et al., for at least the
following reasons. First, for at least the same reasons presented in Section D above in
response to Allegation 1, amended Claim 76 is patentable over Kuusipalo et al.
Accordingly, Claims 77-78 and 80-84 are patentable over Kuusipalo et al. for at least the
same reasons presented in Section D above in response to Allegation 1 for why amended
Claim 76 is patentable over this reference

Second, Allegations 2-4 do not assert that those features recited in amended Claim 76
(i.e., the first moisture protectant layer, as well as the second moisture protectant layer, are
coated directly onto the respective interior and exterior surface of the paperboard substrate

without an additional adhesive) which were asserted to be missing from the teachings of

Kuusipalo et al, are now taught by Nangeroni et al.

Third, as admitted by Allegation 2, Kuusipale et al. does not teach including 5 to
20% by weight of at least one filler (such as calcium carbonate) in the first or second
moisture protectant layers recited in Claims 77-78 and 80-84. Instead, Allegation 3 relies
upon Nangeroni et al. to allegedly teach “the filler can be present in an amount of less than
10 wt%” and that “[c]alcium carbonate could also be present as a pigment, which could also
be considered a filler.”

Fourth, in further in response to what Allegation 3 asserts, new Claim 89 (which
depends directly from Claim 83) and new Claim 90 (which depends directly from Claim 84)
have been added which recite, respectively, that first and second moisture protectant layer

comprises from 5 to 20 percent by weight of calcium carbonate as the filler. Contrary to

what Allegation 3 asserts, Nangeroni et al., in listing several inorganic fillers, does not teach
calcium carbonate can be one of those inorganic fillers. In addition, while column 28, lines
40-43, of Nangeroni et al. teaches that calcium carbonate may be a pigment, nowhere does

this reference teach that the pigment, be it calcium carbonate or otherwise, may be

3 See page 4 of the present Office Action (emphasis added).
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present in the coating in an amount from 5 to 20 percent by weight according to new

Claims 89 and 90.

Fifth, the “motivation” asserted by Allegation 4 for combining Nangeroni et al. with
Kuusipalo et al. (i.e., “to prevent blocking or sticking of the coated paper during storage and
transport”) based upon column 27, lines 13-15 of Nangeroni et al. is simply made-up and

provides no legally appropriate “rational basis” for combining these references with

respect to Claims 77-78 and 80-84. “Rejections on obviousness grounds cannot be

sustained by mere conclusory statements; instead there must be some articulated reasoning

with some rational underpinning to support the legal conclusion of obviousness.”® Instead,

the complete failure of these assertions by Allegation 4 to provide any rational and

factually supported basis for combining Nangeroni et al. with Kuusipalo et al. with
respect to Claims 77-78 and 80-84 1 is clear evidence that Applicants’ application disclosure
is being used impermissibly as the “road map to find its prior art components.”’

For at least the foregoing reasons, Claims 77-78 and 80-84, as currently presented, as
well as new Claims 89 and 90, are patentable over Kuusipalo et al., even in view of
Nangeroni et al. Accordingly, the rejection of Claims 77-78 and 80-84 under 35 U.S.C. §

103(a) over this combination of references should be withdrawn.

F. Conclusion

Claims 76-78, 80-84, and 87-88, as amended or as currently presented, as well as new
Claims 89 and 90, are patentable over the art relied upon in the present Office Action.
Accordingly, Claims 76-78, 80-84, and 87-90 are in condition for allowance, and favorable

action is earnestly solicited thereon.

S In re Kahn, 441 F.2d 977, 988 (Fed. Cir. 2006) (emphasis added), cited with approval in the Supreme Court’s
decision in KSR International Co. v. Teleflex, Inc., 550 U.S. 398, 418 (2007). In KSR International, the
Supreme Court also observed “in formulating a rejection under 35 U.S.C. § 103(a) based upon a combination of
prior art elements, it remains necessary to identify the reason why a person of ordinary skill in the art would
have combined the prior art elements in the manner claimed.” Id. See also In re Vaidyanathan, 96 U.S.P.Q.2d
1507, 1514 (Fed. Cir. 2010) (non-precedential): “Obviousness is determined as a matter of foresight, not
hindsight. [Citations to KSR International and Graham v. John Deere Co. omitted]. KSR [International] did
not free the PTO’s examination process from explaining its reasoning. In making an obviousness rejection, the

examiner should net rely on conclusory statements that a particular feature of the invention would have
been obvious or was well known. Instead, the examiner should elaborate, discussing the evidence or

reasoning that leads the examiner to such a conclusion (emphasis added).”

7 In determining obviousness under 35 U.S.C. § 103, the Federal Circuit has held that it is improper hindsight
reasoning to use an Applicant’s own invention as a “roadmap to find its prior art components.” Princeton
Biochemicals Inc. v. Beckman Coulter Inc., 411 F.3d 1332, _ | 75 USPQ2d 1051, 1054 (Fed. Cir. 2005)
(emphasis added).
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Should the Examiner feel that there are any issues outstanding after consideration of
this response, the Examiner is invited to contact Mr. Matthew M. Eslami at 513-248-6193 to
expedite prosecution of the above application.

Please charge the amount of $150.00 required for the request for a one-month
extension of time to our Deposit Account No. 09-0525. In the event any variance exists
between the amount enclosed and the Patent Office charges for filing the above-noted
documents, including any other fees required under 37 C.F.R 1.136 for any necessary
Extension of Time to make the filing of the attached documents timely, please charge or
credit the difference to our Deposit Account No. 09-0525. This paragraph is intended to
be a CONSTRUCTIVE PETITION FOR EXTENSION OF TIME in accordance with
37 C.F.R. § 1.136(a)(3).

Respectfully Submitted,

Date: April 23,2013 By: /Matthew M. Eslami/

Matthew M. Eslami

Reg. No. 45,488

Patent Agent for Applicants
International Paper Company
6285 Tri-Ridge Boulevard
Loveland, Ohio 45140

Tel: (513) 248-6193

Fax: (5§13) 248-6455

e-mail: matt.eslami@ipaper.com
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DETAILED ACTION
WITHDRAWN REJECTIONS
1. The 35 U.S.C. 102(b) rejection of Claims 76 and 87 — 88 as being anticipated by
Kuusipalo et al (U.S. Patent No. 6,645,584 B1), of record on page 2 of the previous Action, is

withdrawn.

2. The 35 U.S.C. 103(a) rejection of Claims 77 - 78 and 80 — 84 as being unpatentable over
Kuusipalo et al (U.S. Patent No. 6,645,584 B1), of record on page 2 of the previous Action, is

withdrawn.

NEW REJECTIONS
Claim Rejections — 35 USC § 103(a)
3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness

rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

4, Claims 76 and 87 - 88 are rejected under 35 U.S.C. 103(a) as being unpatentable over
Yamawaki et al (Japanese Patent No. 2003013391) in view of Kuusipalo et al (U.S. Patent No.
6,645,584 B1).

With regard to Claims 76 and 87 - 88, Yamawaki et al disclose a product in the form of a
container (paragraph 0001, English translation) comprising a paper substrate having a coating

provided either on one side or on both sides (paragraph 0007), the coating comprising a first
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layer comprising polylactic acid, therefore moisture protectant, and a second layer comprising
polylactic acid (paragraph 0022); the layers are therefore disposed, only on the interior surface
and exterior surface, with a biodegradable polyester; each layer weighs from 5 to 30 1bs/3000 ft*
(paragraph 0028). Yamawaki et al fail to disclose a cup — shaped container and paperboard.

Kuusipalo et al teach the interchangeability of paper and paperboard in the making of a
container (column 1, lines 6 - 8) and a container that is cup - shaped (Figure 4) for the purpose of
obtaining a drinking cup (column 5, lines 60 - 63).

It therefore would have been obvious for one of ordinary skill in the art to provide for a
cup — shaped container and paperboard in order to obtain a drinking cup as taught by Kuusipalo

et al.

5. Claims 77 — 78, 80 — 84 and 89 — 90 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Yamawaki et al (Japanese Patent No. 2003013391) in view of Kuusipalo et al
(U.S. Patent No. 6,645,584 B1) and further in view of Nangeroni et al (U.S. Patent No.
6,183.814).

Yamawaki et al and Kuusipalo et al disclose a cup having an interior and exterior coating
as discussed above for claims 76 and 88. With regard to Claims 77 — 78, 80 — 84 and 89 — 90,
Yamawaki et al and Kuusipalo et al fail to disclose a coating comprising 5 - 20% by weight of a
filler such as calcium carbonate.

Nangeroni et al teach a cup (column 18, line 10) having a paper substrate (column 4, lines

48 - 65) and interior and exterior coatings of polylactic acid (column 4, lines 48 - 65) having a
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filler. The filler can be present in an amount of less than 10 wt% (column 27, lines 26-30).
Calcium carbonate could also be present as a pigment, which could also be considered a filler.

It therefore would have been obvious for one of ordinary skill in the art to provide for a
filler within the presently claimed range in the coating of Yamawaki et al and Kuusipalo et al in
order to prevent blocking or sticking of the coated paper during storage and transport

(Nangeroni, column 27, lines 13-15).

ANSWERS TO APPLICANT’S ARGUMENTS
6. Applicant's arguments regarding the 35 U.S.C. 102(b) rejection of Claims 76 and 87 — 88
as being anticipated by Kuusipalo et al (U.S. Patent No. 6,645,584 B1), and 35 U.S.C. 103(a)
rejection of Claims 77 - 78 and 80 — 84 as being unpatentable over Kuusipalo et al (U.S. Patent
No. 6,645,584 B1), of record in the previous Action, have been considered and have been found
to be persuasive. The rejections are therefore withdrawn. The new rejections above are directed

to amended Claims 76 — 78, 80 — 84 and 87 — 90.

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a).
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO
MONTHS of the mailing date of this final action and the advisory action is not mailed until after

the end of the THREE-MONTH shortened statutory period, then the shortened statutory period
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event,
however, will the statutory period for reply expire later than SIX MONTHS from the date of this

final action.

8. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Marc A Patterson whose telephone number is 571-272-1497.
The examiner can normally be reached on Mon - Fri 8:30 AM - 5:00 PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Gwendolyn Blackwell, can be reached on 571-272-1498. The fax phone number for
the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at §66-217-9197 (toll-free).

/Marc A Patterson/
Primary Examiner, Art Unit 1782
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/1t
[Scope of Patent Claims]
[Claim 1] A paper sheet, characterized in that at least one side
of its paper substrate is coated or impregnated with a
biodegradable resin to form a biodegradable resin layer.
[Claim 2] The paper sheet as set forth in Claim 1, characterized
in that said biodegradable resin is made from one or a plurality
of polyester-based biodegradable resins such as a
polyoxycarboxylic acid group, a polylactic acid group, a
polylactone group, a fatty acid polyester group, a fatty acid-
aromatic polyester copolymer group, a polyesteramide copolymer
group, a polyesterurethane copolymer group, a polyesterurea
copolymer group, a polyhydroxyalkanoate copolymer group, a
polyestercarbonate copolymer group and a polyesterether
copolymer group and a derivative thereof, or said polyester-
based biodegradable resin with a cross-linking agent.
[Claim 3] The paper sheet as set forth in Claim 1, characterized
in that said biodegradable resin is made from one or a plurality
of natural polysaccharides such as cellulose, starch, dextran,
pullulan, nigeran, curdlan, gellan gum, xanthan gum, carrageenan,
guar gum, tamarind gum, gum arabic, agar, levan, alginic acid,

alginate, chitin, chitosan, heparin, locust bean gum, mannan,

'Numbers in the margin indicate pagination in the foreign text.
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glucan, galactan, araban, xylan, pectin, glycogen and hyaluronic
acid and a metal salt thereof and a derivative thereof.

[Claim 4] The paper sheet as set forth in Claim 1, characterized
in that said biodegradable resin is made from one or a plurality
of plant resins such as rosin, copal, dammar, elemi, ester gum,
lignin, lacquer, tannin and gluten and a derivative thereof or
one or a plurality of animal resins such as shellac, gelatin,
casein, collagen and animal glue and a derivative thereof.
[Claim 5] The paper sheet as set forth in Claim 1, characterized
in that said biodegradable resin is made from one or a plurality
of polyamino acids such as a polyglutamic acid group, a
polylisine group and a polyaspartic acid group and a derivative
thereof.

[Claim 6] The paper sheet as set forth in Claim 1, characterized
in that said biodegradable resin is made from polyalcohol and a
derivative thereof.

[Claim 7] The paper sheet as set forth in Claim 1, characterized
in that said biodegradable resin is made from a mixture of two
or more types of the biodegradable resins as set forth in one of
Claims 2 to 6 or said biodegradable resins with a layered
silicate compound.

[Claim 8] The paper sheet as set forth in one of Claims 1 to 7,

characterized in that the paper substrate is coated or
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impregnated with an aqueous solution or agqueous dispersion of
said biodegradable resin to form a biodegradable resin layer.
[Claim 9] A paper container, characterized in that the paper

sheet as set forth in Claim 1 is molded to form a container.

[Claim 10]

A paper sheet or paper container, characterized in that an
inorganic oxide thin film is formed on said biodegradable resin
layer of the paper sheet or paper container as set forth in
Claim 1 or 9.

[Claim 11] The paper sheet or paper container as set forth in
Claim 10, characterized in that said inorganic oxide thin film
is a vapor deposited thin film such as chemical vapor deposition
(CVD) and plasma CVD.

[Claim 12] The paper sheet or paper container as set forth in
Claim 10 or 11, characterized in that said biodegradable resin
is heat treated and then an inorganic oxide thin film is formed
on said resin layer.

[Claim 13] The paper sheet or paper container as set forth in
one of Claims 1 to 12, characterized in that at least one side
of said paper substrate is coated with inorganic pigment.

[Claim 14] The paper sheet as set forth in one of Claims 1 to 13,
characterized in that said paper substrate or paper sheet is
calendered.

[Detailed Description of the Invention]
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[0001]

[Field of the Invention] The present invention relates to a
biodegradable gas barrier paper sheet or paper container, which
is used as the paper-based packaging material for food products,
drugs, electronic and electric parts and various types of
industrial products.

[0002]

[Conventional Technology] In many cases, the packaging material
for food products, drugs, electronic and electric parts and
various types of industrial products must have the gas barrier
function (oxygen resistance and water vapor permeation
resistance). Conventionally, to provide the gas barrier function
to the material, in the case of the oxygen barrier function, a
saponified ethylene-vinylacetate copolymer (EVOH), or the like,
is added and, in the case of the oxygen or water vapor barrier
function, polychloride vinylidene (PVDC) is coated on a resin
film or aluminum is vapor deposited as the dry process. However,
in the case of PVDC, hazardous substances are likely to generate
upon incineration and aluminum is incombustible, does not have
transparency and is hard to separate upon recycling. On the
other hand, a film, wherein an inorganic oxide such as silicon,
aluminum, magnesium and zinc is deposited to solve these
problems, is used in various types of packaging materials since

it is excellent in the oxygen and water vapor barrier function,
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transparency and incombustible. Furthermore, an inorganic oxide-
deposited film made from a biodegradable resin substrate is
proposed and appears promising as the packaging material with a
low environmental burden since it is biodegradable and
compostable after its disposal.
[0003] In the meantime, the increase in environmental protection
awareness of recent years spreads to a transition from the
petroleum-based material, which is the underground resource, to
the natural resource-based material, which has low environmental
burden. Among natural resources, paper made from plant fibers as
the raw material can be naturally regenerated, is recyclable and
compostable, has low heat of combustion upon garbage
incineration and is biodegradable. Therefore, there is an
increasing demand for the paper container instead of the
synthetic resin-based container.
[0004] As a result, many proposals have been made on the
composite material, which are made from a paper substrate and a
biodegradable film. As for the gas barrier function, there is a
proposal on the material wherein a biodegradable resin is
preliminarily laminated on a paper substrate and then an
inorganic oxide is wvapor deposited.

/2
[0005] When a biodegradable resin is laminated on a paper

substrate, it is possible to use methods such as lamination of
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paper with a biodegradable resin film, melt extrusion coating of
a biodegradable plastic on paper, or the like. However, in the
case of paper lamination or melt extrusion coating, the adhesive
agent or anchor agent is not biodegradable and, as the drug,
which is called filler and preliminarily put on paper to fill
the voids on the paper surface or make the surface flat and
smooth, a synthetic polymer-based petroleum drug is used. In
addition, the above described lamination method cannot be used
in the three-dimensional surface of the substrate such as a
molded pulp container. To solve this problem, the applicant of
the present invention proposed a molded pulp container with a
good gas barrier property, wherein a biodegradable resin is
added to the filler and said filler is formed by dipping coating
or spray coating.

[0006]

[Problem to Be Solved by the Invention] The present invention
attempts to provide an environmentally-friendly paper sheet or
paper container having excellent biodegradability, recyclability,
resource saving property, safety, and good gas barrier property
without using a petroleum-based solvent.

[0007]

[Means to Solve the Problem] To achieve the above described
objective, the invention, according to Claim 1, is a paper sheet,

characterized in that at least one side of its paper substrate
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is coated or impregnated with a biodegradable resin to form a
biodegradable resin layer.

[0008] The invention, according to Claim 2, is the paper sheet
as set forth in Claim 1, characterized in that said
biodegradable resin is made from one or a plurality of
polyester-based biodegradable resins such as a polyoxycarboxylic
acid group, a polylactic acid group, a polylactone group, a
fatty acid polyester group, a fatty acid-aromatic polyester
copolymer group, a polyesteramide copolymer group, a
polyesterurethane copolymer group, a polyesterurea copolymer
group, a polyhydroxyalkancate copolymer group, a
polyestercarbonate copolymer group and a polyesterether
copolymer group and a derivative thereof, or said polyester-
based biodegradable resin with a cross-linking agent.

[0009] The invention, according to Claim 3, is the paper sheet
as set forth in Claim 1, characterized in that said
biodegradable resin is made from one or a plurality of natural
polysaccharides such as cellulose, starch, dextran, pullulan,
nigeran, curdlan, gellan gum, xanthan gum, carrageenan, Juar gum,
tamarind gum, gum arabic, agar, levan, alginic acid, alginate,
chitin, chitosan, heparin, locust bean gum, mannan, glucan,
galactan, araban, xylan, pectin, glycogen and hyaluronic acid

and a metal salt thereof and a derivative thereof.

Clearwater Paper Corp. - EX1002
Clearwater Paper Corp. v. Graphic Packaging International LLC
Page 1105 of 1179



[0010] The invention, according to Claim 4, is the paper sheet
as set forth in Claim 1, characterized in that said
biodegradable resin is made from one or a plurality of plant
resins such as rosin, copal, dammar, elemi, ester gum, lignin,
lacquer, tannin and gluten and a derivative thereof or one or a
plurality of animal resins such as shellac, gelatin, casein,
collagen and animal glue and a derivative thereof.

[0011] The invention, according to Claim 5, is the paper sheet
as set forth in Claim 1, characterized in that said
biodegradable resin is made from one or a plurality of polyamino
acids such as a polyglutamic acid group, a polylisine group and
a polyaspartic acid group and a derivative thereof.

[0012] The invention, according to Claim 6, is the paper sheet
as set forth in Claim 1, characterized in that said
biodegradable resin is made from polyalcohol and a derivative
thereof.

[0013] The invention, according to Claim 7, is the paper sheet
as set forth in Claim 1, characterized in that said
biodegradable resin is made from a mixture of two or more types
of the biodegradable resins as set forth in one of Claims 2 to 6
or said biodegradable resins with a layered silicate compound.
[0014] The invention, according to Claim 8, is the paper sheet
as set forth in one of Claims 1 to 7, characterized in that the

paper substrate is coated or impregnated with an agqueous

Clearwater Paper Corp. - EX1002
Clearwater Paper Corp. v. Graphic Packaging International LLC
Page 1106 of 1179



solution or agqueous dispersion of said biodegradable resin to
form a biodegradable resin layer.

[0015] The invention, according to Claim 9, is a paper container,
characterized in that the paper sheet as set forth in Claim 1 is
molded to form a container.

[0016] The invention, according to Claim 10, is a paper sheet or
paper container, characterized in that an inorganic oxide thin
film is formed on said biodegradable resin layer of the paper
sheet or paper container as set forth in Claim 1 or 9.

[0017] The invention, according to Claim 11, is the paper sheet
or paper container as set forth in Claim 10, characterized in
that said inorganic oxide thin film is a vapor deposited thin
film such as chemical vapor deposition (CVD) and plasma CVD.
[0018] The invention, according to Claim 12, is the paper sheet
or paper container as set forth in Claim 10 or 11, characterized
in that said biodegradable resin is heat treated and then an
inorganic oxide thin film is formed on said resin layer.

[0019] The invention, according to Claim 13, is the paper sheet
or paper container as set forth in one of Claims 1 to 12,
characterized in that at least one side of said paper substrate
is coated with inorganic pigment.

[0020] The invention, according to Claim 14, is the paper sheet
as set forth in one of Claims 1 to 13, characterized in that

said paper substrate or paper sheet is calendered.
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[0021]
[Preferred Embodiment of the Invention] The preferred embodiment
of the present invention will be described below in detail. The
paper material used in the present invention is paper, which can
be reclaimed with alkaline, and made from one type or a mixture
of two or more types of commonly-available pulp materials such
as wood.

/3
More practically, examples of the pulp material include bleached
or unbleached softwood or hardwood sulfite pulp, kraft pulp,
groundwood pulp, explosion pulp, thermomechanical pulp (TMP) and
chemical thermomechanical pulp (CTMP). The pulp material of the
present invention is not limited to a specific one. Due to the
development of the waste paper recycling technology and
increased tendency to recycle waste paper of recent years, waste
paper recycled pulp such as deinked pulp (DIP) may be used
depending on the case. If necessary, non-wood fibers such as
hemp, cotton (linter), straw, bamboo, kenaf, bagasse,
cladophorales, espalto, camellia, oriental paper bush,
diplomorpha sikokiana and ramie may be added. The non-wood
fibers include recycled cellulose such as rayon, tencel and
polynosic fibers. In addition, microbiological cellulose,
valonia cellulose, sea squirt cellulose, or the like, may be

used. Furthermore, a sizing agent, a dry paper strength-
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reinforcing agent, a wet paper strength-reinforcing agent, dye
and pigment, a filler, a fixing agent, or the like, may be added
accordingly.

[0022] As the biodegradable resin of the present invention, it
is possible to use a polyoxycarboxylic acid group such as a
polyglycolide group and a polylactic acid group. Especially, any
polylactic acid group may be used as long as it is made from a
lactic acid group via direct ring-opening polymerization or
ring-opening polymerization of the dimer (lactide) at an
appropriate ratio of the D-lactic acids to the L-lactic acids.
As the polylactone group, it is possible to use one type of
lactone such as e-caprolactone, R-propiolactone, y-butylolactone
and d-valerolactone or a mixture of two or more types thereof.
As the fatty acid polyester group, it is possible to use
polybutylenesuccinate, a polybutylenesuccinateadipate copolymer
or a polyethylenesuccinate copolymer. As the fatty acid-aromatic
polyester group, it is possible to use a copolymer of
polybutylenecadipate with terephthalic acid or isophthalic acid.
As the polyhydroxyalkanoate group, it is possible to use
polyhydroxybutylate or a polyhydroxybutylatevalerate copolymer
and examples of the polyhydroxyalkanoate also include a
biological product. As the polyesteramide group, it is possible
to use a copolymer of e-caprolactone with eg-caprolactam or a

copolymer of various types of fatty acid polyester groups with
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hexamethylenediamine. As the polyesterurethane group, it is
possible to use the one wherein said fatty acid polyester groups
are copolymerized or cross-linked with bifunctional or
trifunctional isocyanate groups. As the polyestercarbonate
copolymer, it is possible to use the one, which is obtained by
copolymerizing said fatty acid polyester groups with
diphenylcarbonate and has carbonate bonds. In addition, one type
or a mixture of two or more types of the above described
polyester groups may be used. As the cross-linking agent, any
polyfunctional reagent may be used as long as it can be reacted
without departing from the scope of the present invention.
Examples of the cross-linking agent include a polyol group such
as glycerol, sorbitol, trimethylolpropane and pentaerythritol, a
multivalent carboxylic acid group such as citric acid and the
above described multifunctional isocyanate group.

[0023] In addition, as the biodegradable resin of the present
invention, it is possible to use cellulose. Examples of the
cellulose include various type of microfibrillar cellulose and
micropulverized cellulose. As the cellulose derivative, it is
possible to use hydroxymethylethyl cellulose, carboxymethyl
cellulose, methyl cellulose, ethyl cellulose, hydroxyethyl
cellulose, hydroxyethylpropyl cellulose, dialdehyde cellulose or
diesterified cellulose. Examples of starch and a derivative

thereof include amylopectin, amylose, sea-gel, carboxymethylated
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starch, epichlorohydrin starch, allyl starch, acetylated starch,
various types of hydroxyalkylated starch, various types of
cationized starch, various types of anionized starch, long-chain
alkylesterified starch, dextrin, phosphate starch and dialdehyde
starch. In addition, it is possible to use natural saccharides
as set forth in the Claim and a metal salt thereof and a
derivative thereof. One type or a mixture of two or more types
of said natural saccharides may be used in a manner similar to
the above.

[0024] Furthermore, as the biodegradable resin of the present
invention, it is possible to use a rosin derivative. Examples of
the rosin derivative include maleic rosin, fumaric rosin, rosin-
modified glycerinester, rosin-modified pentaerythritolester,
half-ester of rosin, hydrogenated rosin ester, rosinethoxylate
and rosin-modified metal salt. In addition, one type or a
mixture of two or more types of the plant resins or animal
resins as set forth in the Claim and a derivative thereof may be
used.

[0025] Moreover, the polyamino acid group such as a polyglutamic
acid group, a polylisine group and a polyaspartic acid group may
be a natural product or a synthetic product.

[0026] A mixture of two or more types of said biodegradable

resins may be used. Examples of the mixed type of biodegradable
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resin include a mixture of chitosan/cellulose/starch and a
mixture of starch/fatty acid polyester.
[0027] If at least one or a plurality of said biodegradable
resins are in the form of aqueous solution, aqueous emulsion or
aqueous dispersion, it is possible to produce a non-petroleum
solvent, which is more environmentally friendly. Naturally, said
biodegradable resins may be dissolved with a petroleum-based
solvent. However, except a polylactone group and a polylactic
acid group, the polyester-based biodegradable resin can only be
dissolved with a halocarbon group such as highly toxic
chloroform. Therefore, it is preferable to use the form of
aqueous emulsion or aqueous dispersion. In addition, if the
biodegradable resin is made from a water-soluble material such
as methyl cellulose, carboxymethyl cellulose, starch, casein,
animal glue and polyvinyl alcohol, it can be coated or
impregnated in a paper substrate. If not, the biodegradable
resin may be mechanically pulverized by a dry or wet method such
as a pulverizer, a ball mill, and a roll mill, thereby obtaining
the aqueous dispersion.

/4
Alternately, it may be turned into the aqueous emulsion by using
an emulsifying agent or a surfactant. In addition, the
biodegradable resin may be emulsion polymerized to form the

latex or microencapsulated to form the aqueous emulsion.
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[0028] Furthermore, said biodegradable resins or a solution
thereof may be coated or partially impregnated on a paper
substrate in the form of, preferably, an aqueous solution, or an
aqueous emulsion or an aqueous dispersion by the coating or
impregnation method such as air-knife coating, bar coating, roll
coating, gravure coating, cast coating, blade coating, gate roll
coating, kiss roll coating, dipping and spray coating. If the
size press impregnation method is used, it is possible to
impregnate the material into the inside of the paper substrate.
Since the biodegradable resin is coated or impregnated by the
above described method and then thermally pressurized by a hot
plate, the voids on the surface of the paper substrate are
filled and the biodegradable resin is plasticized, thereby
obtaining a uniform film with high surface smoothness. The
coating amount is preferably 5 to 30 g/m?. If the coating amount
is less than 5 g/m?, it is difficult to obtain a uniform film and
pin holes are likely to generate. If the coating amount is more
than 30 g/m’, the physical properties are saturated and, in
extreme cases, cracks (cohesive failure) are generated. When the
material is impregnated by size press, the impregnating amount
is increased as the basis weight of paper is increased to that
extent. As a result, the void filling effect is improved and the
gas barrier property is improved even if an inorganic oxide thin

film is placed. The basis weight of paper is not limited to a
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specific one. Since it is possible to use paper with a basis
weight of 30 to 400 g/m? up to thick paper with a basis weight of
600 g/m?, the impregnating amount is preferably 5 to 60 g/m’. If
the impregnating amount is less than or more than this range,
the same phenomenon as above may occur, which is not desirable.
[0029] According to the present invention, by adding a layered
silicate compound to the biodegradable resin, a non-aqueous
solution thereof, an aqueous solution thereof, an agueous
emulsion thereof or an agqueous dispersion thereof, said layered
silicate compound is orientated in a flat plate-like manner on
the paper substrate after coating or impregnation, thereby
improving the surface smoothness and air permeation resistance.
As the layered silicate compound, it is possible to use kaolin,
a mica group, a brittle mica group, pyrophyllite, talc, smectite,
vermiculite, chlorite, septet-chlorite, serpentine,
stilpnomelane or montmorillonite in the plate-like form or thin
piece-like form. Said layered silicate compound has a particle
diameter of preferably several ten to several hundred um, which
can be oriented on the paper substrate.

[0030] In addition, inorganic pigment may be preliminarily
coated on one side or both sides of the paper substrate. Said
inorganic pigment is a filler such as clay, kaolin, calcium
carbonate, titanium dioxide and talc (talc). It is preferable to

use clay, which is inexpensive and has good physical properties.
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Furthermore, said inorganic pigment may be added to the inside
of the paper substrate during the paper-making process. However,
since the strength of paper is decreased, it is preferable to
coat the inorganic pigment on the surface of the paper substrate
and form a dense coating layer.

[0031] As the substrate to add the barrier property, it is
convenient to use paper with excellent smoothness, which is
obtained by calendering the above described paper coated with
inorganic pigment (filler), e.g., clay-coated paper with good
surface smoothness. In addition, a biodegradable resin is coated
or impregnated on the clay-coated surface of said paper as a
filler layer and pressurized and heated by a heat plate to
improve the filling effect, thereby providing an excellent
barrier property. In addition, a filler paper sheet wherein
various types of biodegradable resins is coated or impregnated
may be processed by a super calendar.

[0032] The inorganic oxide thin film of the present invention is
formed with the purpose of improving the gas barrier property of
the substrate and is made from a vapor deposited film of an
inorganic metal compound including a monomer such as oxide or
nitride of aluminum, silicon, zinc or magnesium or a mixture
thereof. Among them, the silicon oxide and aluminum oxide are
inexpensive and have a good barrier property. As the vapor

deposition method, it is possible to use the PVD (physical vapor
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deposition method) such as the vacuum deposition method,
sputtering method and ion plating method or the plasma
activation CVD (chemical vapor deposition) method. Among them,
the CVD method is economically preferable and unlikely to
generate heat during the process and, further, can be used in a
three-dimensional object such as a container.

[0033] The film thickness of the inorganic oxide layer is 50 to
3,000 A, or preferably, 100 to 2,000 A. When the film thickness
falls in this range, it is advantageous from the standpoint of
transparency and barrier property. If the film thickness is less
than 50 ﬁ, it is not possible to form a uniform thin film. If
the film thickness is more than 3,000 ﬁ, the physical properties
are saturated and, further, cracks are likely to generate,
thereby decreasing the gas barrier property.

[0034] The paper sheet, which is the substrate of the gas
barrier paper sheet of the present invention, can be
manufactured by the conventional paper manufacturing process
including the paper making process, sheet making process,
pressing process, heating and drying process. In addition, the
paper container, which is made from the substrate of the gas
barrier paper container of the present invention, can be
manufactured by the conventional method. For example, the
substrate is punched through by a plunger type can making

machine and four corners of the sheet are attached, thereby
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assembling and molding the container. In addition, it is
possible to use the press type molding method wherein the
substrate is extrusion molded by thermal pressure by using a
specialized tray molding machine or the vacuum molding method.
Alternately, it is possible to use the wet type or dry type pulp
molding method. In this way, it is possible to manufacture the
paper container without using the after process. Furthermore,
the gas barrier paper sheet of the present invention may be
assembled and molded in the above described manner to obtain the
gas barrier paper container of the present invention.

[0035]

[Working Example] This section will describe the working
examples of the biodegradable filler paper sheet or paper
container of the present invention. However, the present
invention is not limited to them.

[0036] The pulp slurry used in the working examples below was
manufactured by the method below.

(Manufacturing Method of the Pulp Slurry) The raw material for
the pulp slurry was manufactured as follows: the raw material
for the softwood kraft pulp (NBKP) was disintegrated in
accordance with JIS-P8209 “Method for Formulating the Hand-made
Paper for the Pulp Test” and, by using the Canadian standard
freeness test method, which is based on JIS-P8121 “Method for

Testing the Freeness of Pulp”, the material with the freeness of
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300 mlCSF (beating degree) was made by a beater, thereby
obtaining the pulp slurry with a solid concentration of 1.0%.

/5
[0037] (Working Example 1) The pulp slurry was absorbed by a
commercially-available large-size vacuum and paper with a basis
weight of about 250 g/m? was made by a standard square-type hand-
made paper making machine. The resultant paper was dehydrated by
a dehydration press (3.43 x 10° Pa) for 3 minutes and heat dried
by a yankee drier (surface temperature: about 120°C), thereby
forming thick paper. The thick paper was coated with a dioxane
solution with 10 wt. % of commercially-available solid type
polycaprolactone (made by Union Carbide Co., Ltd., TONE P-767)
once by using a wire bar #30. The resultant paper was dried for
2 minutes in an oven at 100°C, thereby making the biodegradable
filler paper sheet of the present invention. The coating amount
of the sheet was about 7 g/m’.
[0038] (Working Example 2) The clay-coated layer of
commercially-available coated board paper (made by 0Oji Paper Co.,
Ltd., UF Coat) with the basis weight of 250 g/m’ was coated with
commercially-available polycaprolactone (made by Union Carbide
Co., Ltd., TONE P-767) in a manner similar to Working Example 1,
thereby making the biodegradable filler paper sheet of the
present invention. The coating amount of the sheet was about 7

g/m’.
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[0039] (Working Example 3) The thick paper obtained in a manner
similar to Working Example 1 was coated with a dioxane solution
with 10 wt. % of commercially-available solid type polylactic
acid (made by Shimadzu Co., Ltd., LACTY) once by using a wire
bar #30. The resultant paper was dried for 2 minutes in an oven
at 100°C, thereby making the biodegradable filler paper sheet of
the present invention. The coating amount of the sheet was about
7 g/m’.

[0040] (Working Example 4) The pulp slurry was absorbed by a
commercially-available large-size vacuum and paper with a basis
weight of about 250 g/m? was made by a standard square-type hand-
made paper making machine. The resultant paper was directly
placed on wet paper and sprayed/impregnated with a dioxane
solution with 10 wt. % of commercially-available solid type
polylactic acid (made by Shimadzu Co., Ltd., LACTY). The
resultant paper was once again filtered and thermally
pressurized (surface temperature: about 120°C, about 4 x 10° Pa)
for 2 minutes, thereby making the biodegradable filler paper
sheet of the present invention. The coating amount of the sheet
was about 20 g/m’.

[0041] (Working Example 5) A commercially-available aqueous
dispersion of esterified starch (made by Miyoshi 0il Co., Ltd.,
LANDY 200S) was diluted with water to have the solid portion of

10 wt. %. Then, the wet paper obtained in a manner similar to
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Working Example 4 was sprayed/impregnated with said aqueous
dispersion. The extra moisture was once again absorbed and

filtered and the paper was thermally pressurized (surface
temperature: about 120°C, about 4 X 10° Pa) for 2 minutes,
thereby making the biodegradable filler paper sheet of the
present invention. The coating amount of the sheet was about 20
g/m?.

[0042] (Working Example 6) The pulp slurry was diluted to have
the solid portion of 0.4 wt. 3. 4 L of the resultant pulp slurry
was absorbed and dehydrated on a female paper mold, thereby
obtaining the intermediate body. Said intermediate body was
placed in a press mold wherein each of the wire clothes was
engaged, thereby obtaining a molded pulp container. An aqueous
dispersion of esterified starch (made by Miyoshi 0il Co., Ltd.,
LANDY 200S) was diluted with water to have the solid portion of
10 wt. %. Then, the inner surface of the container was
sprayed/impregnated with said agueous dispersion. The extra

moisture was once again absorbed and filtered and the paper was
placed in a female metal mold and thermally pressurized (surface
temperature: about 120°C, about 4 x 10° Pa) for 1 minute, thereby
making the biodegradable filler paper sheet of the present
invention. The coating amount of the sheet was about 17 g/mz.
[0043] (Comparative Example 1) NBKP aqueous dispersed slurry

with a freeness of 300 CSF was absorbed by a commercially-
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available large-size vacuum and paper with a basis weight of
about 250 g/n@ was made by a standard square-type hand-made paper
making machine. The resultant paper was dehydrated by a
dehydration press (3.43 x 10° Pa) for 3 minutes and heat dried by
a yankee drier (surface temperature: about 120°C), thereby
forming NBKP base paper.

[0044] (Comparative Example 2) The clay-coated layer of
commercially-available coated board paper (made by 0ji Paper Co.,
Ltd., UF Coat) with the basis weight of 250 g/m? was coated with
commercially-available styrene-butadiene copolymer latex (solid
portion: 50 wt. %) once by using a wire bar #30. The resultant
paper was dried for 2 minutes in an oven at 100°C, thereby
making a filler paper sheet. The coating amount of the sheet was
about 8 g/m’.

[0045] Each of the biodegradable filler paper sheets obtained in
Working Examples 1 to 6 or their paper containers and the
samples obtained in Comparative Examples 1 to 2 was cut into a
paper piece with a size of 1 cm x 4 cm. The center line average
surface roughness (Ra) of the filler layer was measured by using
a surface roughness measurement instrument, SURFCOM (made by
Tokyo Seimitsu Co., Ltd.). The measurement conditions were:
traverse length: 4 mm; cutoff: 0.88 mm; V-mag: x 2K; and speed:
0.3 mm/s. Table 1 shows the results.

[0046]
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[Table 1]

Working Example Center Line Average Surface Roughness (Ra) (um)
Working Example 1 0.65
Working Example 2 0.49
Working Example 3 0.53
Working Example 4 0.48
Working Example 5 0.43
Working Example 6 0.45
Comparative Example 1 1.15
Comparative Example 2 0.62

[0047] Based on the results of Table 1, it was found that each

of the biodegradable filler paper sheets and paper containers of
the present invention (Working Examples 1 to 6) had extremely
small surface roughness and good surface smoothness. In addition,
it was found that, by thermally pressurizing and pressing the
sheet by a hot plate, the surface smoothness was further

improved. Furthermore, the sheet coated with the commercially-
available styrene-butadiene copolymer latex had good surface
smoothness.

[0048] This section will describe the working examples of the

gas barrier paper sheet and paper container of the present
invention. However, the present invention is not limited to them.
[0049] (Working Example 7) Hexamethyldisiloxane was used as
monomer gas in the plasma activation CVD to deposit an inorganic
oxide thin film with a film thickness of 400 A on the filler

layer of the biodegradable filler paper sheet of Working Example
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1, thereby obtaining the biodegradable gas barrier paper sheet
of the present invention.
[0050] (Working Example 8) Hexamethyldisiloxane was used as
monomer gas in the plasma activation CVD to deposit an inorganic
/6
oxide thin film with a film thickness of 400 A on the filler
layer of the biodegradable filler paper sheet of Working Example
2, thereby obtaining the biodegradable gas barrier paper sheet
of the present invention.
[0051] (Working Example 9) Hexamethyldisiloxane was used as
monomer gas in the plasma activation CVD to deposit an inorganic
oxide thin film with a film thickness of 400 A on the filler
layer of the biodegradable filler paper sheet of Working Example
3, thereby obtaining the biodegradable gas barrier paper sheet
of the present invention.
[0052] (Working Example 10) Hexamethyldisiloxane was used as
monomer gas in the plasma activation CVD to deposit an inorganic
oxide thin film with a film thickness of 400 A on the filler
layer of the biodegradable filler paper sheet of Working Example
4, thereby obtaining the biodegradable gas barrier paper sheet
of the present invention.
[0053] (Working Example 11) Hexamethyldisiloxane was used as
monomer gas in the plasma activation CVD to deposit an inorganic

oxide thin film with a film thickness of 400 ﬁ on the filler
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layer of the biodegradable filler paper sheet of Working Example
5, thereby obtaining the biodegradable gas barrier paper sheet
of the present invention.

[0054] (Working Example 12) Hexamethyldisiloxane was used as
monomer gas in the plasma activation CVD to deposit an inorganic
oxide thin film with a film thickness of 400 A on the filler
layer of the biodegradable filler paper sheet of Working Example
6, thereby obtaining the biodegradable gas barrier paper sheet
of the present invention.

[0055] (Comparative Example 3) Hexamethyldisiloxane was used as
monomer gas in the plasma activation CVD to deposit an inorganic
oxide thin film with a film thickness of 400 A on the NBKP base
paper of Comparative Example 1.

[0056] (Comparative Example 4) Hexamethyldisiloxane was used as
monomer gas in the plasma activation CVD to deposit an inorganic
oxide thin film with a film thickness of 400 A on the coated
layer of the commercially-available coated board paper of
Comparative Example 2, which was coated with commercially-
available styrene-butadiene copolymer latex.

[0057] The gas barrier paper sheets or paper containers obtained
in Working Examples 7 to 12 were evaluated as follows: in
accordance with JIS-7Z20208 “Method for Testing the Water Vapor
Transmission of the Moisture-proof Packaging Material (cup

method)”, the filler layer + the inorganic oxide thin film layer
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of each of the gas barrier paper sheets or paper containers of
the present invention were placed in the calcium chloride-filled
side and stored under the conditions of 40°C and 90%RH and the
water vapor transmission was measured. Here, in the case of the
container of Working Example 6, calcium chloride was filled in
the container and the opening of the container was sealed with
an aluminum foil-contained laminate film and the water wvapor

transmission was measured. Table 2 shows the results.

[0058]
[Table 2]
Working Example Water iz%ig‘giangiSSion
Working Example 7 1.8
Working Example 8 1.5
Working Example 9 1.7
Working Example 10 1.0
Working Example 11 0.5
Working Example 12 1.2
Comparative Example 1 3,000
Comparative Example 2 2,700
Comparative Example 3 2,500
Comparative Example 4 1.8

[0059] Based on the results of Table 2, it was found that each
of the biodegradable gas barrier paper sheets and paper
containers of the present invention had excellent water vapor
transmission. In addition, those paper sheets and paper

containers wherein the commercially-available styrene-butadiene
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copolymer latex was coated as the filler layer had good water
vapor transmission.

[0060] Each of the biodegradable gas barrier paper sheets or
paper containers of Working Examples 7 to 12 and the samples of
Comparative Examples 1 to 4 was cut into a piece with a size of
1 cm x 1 cm. 5 g of each of the pieces was placed in 1.5 L of
aqueous solution of 0.5 wt. % caustic soda and disintegrated for
about 20 minutes by using a standard disintegrator. As a result,
all of the samples of the working examples of the present
invention and those of Comparative Examples 1 and 3, which did
not have the filler layer of the present invention, were
completely disintegrated. On the other hand, the samples of
Comparative Examples 2 and 4, wherein the styrene-butadiene
copolymer latex was used as the filler agent, contained small
solid substances.

[0061] Each of the biodegradable gas barrier paper sheets or
paper containers (Working Examples 7 to 12) and the samples of
Comparative Examples 1 to 4 was cut into a piece with a size of
10 cm x 10 cm. The resultant pieces were buried in a soil and
their biodegradability was evaluated. As a result, 5 months
later, all of the samples of the working examples of the present
invention and the samples of Comparative Examples 1 and 3, which
did not have the filler layer of the present invention, were

completely broken and did not retain their original shapes. On
29
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the other hand, the samples of Comparative Examples 2 and 4,
wherein the styrene-butadiene copolymer latex was used as the
filler agent, contained film-like thin paper pieces.

[0062] Swine manure and sawdust were mixed to adjust the
moisture at about 65% and left for 1 month, thereby obtaining a
compost. Then, each of the biodegradable gas barrier paper
sheets or paper containers (Working Examples 7 to 12) and the
samples of Comparative Examples 1 to 4 was cut into a piece with
a size of 10 cm x 10 cm and the resultant pieces were buried in
the above described compost and their biodegradability was
evaluated. As a result, 4 months later, all of the samples of
the working examples of the present invention and the samples of
Comparative Examples 1 and 3, which did not have the filler
layer of the present invention, were completely broken and did
not retain their original shapes. On the other hand, the samples
of Comparative Examples 2 and 4, wherein the styrene-butadiene
copolymer latex was used as the filler agent, contained film-
like thin paper pieces.

[0063]

[Effect of the Invention] According to the present invention, in
the paper sheet with a biodegradable resin layer formed by
coating or impregnating a biodegradable resin on a paper
substrate, the biodegradable resin layer works as the filler.

/7
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Furthermore, voids on the paper are filled by heat treating the
layer such as thermally pressurizing and pressing the layer by a
hot plate, the biodegradable resin is plasticized, thereby
forming a film made from the uniform biodegradable resin layer
with excellent surface smoothness. In addition, by forming an
inorganic oxide thin film layer on the biodegradable resin layer
of the paper sheet or paper container obtained by molding said
paper sheet, it is possible to provide the paper sheet or paper
container with an excellent gas barrier property.

[0064] The paper sheet or paper container of the present
invention is made from the paper substrate with a low
environmental burden, a biodegradable resin layer and an
inorganic oxide thin film layer, which is formed on said
biodegradable resin layer, and has biodegradability and can be
degraded with alkali. Therefore, it can be recycled and
incinerated and is compostable without problems. In addition,
when the biodegradable resin layer is formed by coating or
impregnating the resin on the paper substrate, the aqueous
solution or agqueous dispersion can be used as the coating or
impregnating solution and the solvent, or the like, is not used.
Therefore, there are no problems such as evaporation of the
solvent during the coating or impregnating process and, thus,
the safety of the working environment is considered. In this way,

according to the present invention, it is possible to provide an
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environmentally-friendly paper sheet or paper container having
excellent biodegradability, recyclability, resource saving
property, safety, and good gas barrier property.

[0065] The biodegradable gas barrier paper sheet or paper
container of the present invention is favorably used as various
types of environmentally-friendly packaging materials for food
products, drugs, electronic and electric parts and various types

of industrial products, which are increasingly in demand.
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Docket No.: FDS-029388-US

IN THE UNITED STATES PATENT & TRADEMARK OFFICE

IN RE APPLICATION OF:

CLEVELAND, et al. : GROUP ART UNIT: 1782
SERIAL NO: 11/348,150 : EXAMINER: PATTERSON, MARC A.
FILED: February 06, 2006 : CONFIRMATION #: 5681

FOR: BIODEGRADABLE PAPER-BASED LAMINATE WITH OXYGEN AND
MOISTURE BARRIER PROPERTIES AND METHOD FOR MAKING
BIODEGRADABLE PAPER-BASED LAMINATE

AMENDMENT AFTER FINAL REJECTION PURSUANT TO 37 CFR § 1.116(b)

United States Patent and Trademark Office
Customer Service Window, Mail Stop AF
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

In response to the Office Action ( made FINAL) mailed July 15, 2013, the period for
response which is currently set to expire October 15, 2013, please amend the above-captioned
application as follows, as well as consider the following remarks. Applicants submit there
are good and sufficient reasons, in accordance with 37 CFR § 1.116(b), for entering these
amendments. In particular, it is believed these amendments will put the above-captioned
application in condition for allowance or appeal.

Applicants respectfully request prompt issuance of a Notice of Allowance or an
Advisory Action by the Examiner, as the present amendment is being timely filed on or
before two months of the mailing date of the Final Office Action (i.e., on or before

September 15, 2013). See MPEP § 706.07(f). Applicants’ representative, Matthew M

Eslami, also respectfully requests a telephone conference in the event the Examiner has any

questions, comments or suggestions that would place any pending claim not in allowable

form in better condition for allowance. Applicant’s representative may be reached directly at

513-248-6193.

The Amendments to/Listing of the Claims begins on page 2 of this amendment.

Remarks/Arguments begin on page S of this amendment.
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IN THE CLAIMS

The listing of claims will replace all prior versions, and listings, of claims in the above-

captioned application:

Listing of Claims:
Claims 1-75. (Canceled).

76. (Currently Amended) A product in the form of a cup comprising a laminate forming
moisture barriers, said laminate comprising:
a paperboard substrate having a separate interior product facing surface and a separate
exterior surface;
a first moisture protectant layer is coated directly only on said interior surface of said
paperboard substrate and comprising at least one biodegradable polyester polymer,
wherein the first moisture protectant layer has a coat weight of from 5 to 30 [bs/3000
ft>; and
a second moisture protectant layer is coated directly only on said exterior surface of
said paperboard substrate and comprising at least one biodegradable polyester
polymer, wherein the second moisture protectant layer has a coat weight of from 5 to
30 1bs/3000 ft* and is separate from the first moisture protectant layer coated dispesed

on and directly adhered to said interior surface of said substrate.

77. (Previously Presented) The product according to Claim 88, wherein the second moisture

protectant layer further comprises from 5 to 20 percent by weight of at least one filler.

78. (Previously Presented) The product according to Claim 77, wherein the second moisture
protectant layer comprises from 5 to 20 percent by weight of at least one filler selected from
the group consisting of calcium carbonate, starch, clay kaolin, talc, cellulose fibers, and

diatomaceous earth.

79. (Cancelled).
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80. (Previously Presented) The product according to Claim 76, wherein the second moisture
protectant layer further comprises from 5 to 20 percent by weight of at least one filler

selected from the group consisting of calcium carbonate and starch.

81. (Previously Presented) The product according to Claim 87, wherein the first moisture

protectant layer further comprises from 5 to 20 percent by weight of at least one filler.

82. (Previously Presented) The product according to 81, wherein the first moisture
protectant layer comprises from 5 to 20 percent by weight of at least one filler selected from
the group consisting of calcium carbonate, starch, clay kaolin, talc, cellulose fibers, and

diatomaceous earth.

83. (Previously Presented) The product according to Claim 76, wherein the first moisture
protectant layer further comprises from 5 to 20 percent by weight of at least one filler

sclected from the group consisting of calcium carbonate and starch.

84. (Previously Presented) The product according to Claim 76, wherein the first moisture
protectant layer comprises polylactic acid and from 5 to 20 percent by weight of at least one

filler selected from the group consisting of calcium carbonate and starch.
85-86 (Cancelled).

87. (Previously Presented) The product according to claim 76, wherein the first moisture
protectant layer comprises at least one biodegradable polyester polymer selected from the

group consisting of compostable polylactic acid and a compostable polyhydroxyalkanoate.

88. (Previously Presented) The product according to claim 76, wherein the second moisture
protectant layer comprises at least one biodegradable polyester polymer selected from the

group consisting of compostable polylactic acid and a compostable polyhydroxyalkanoate.

89. (Previously Presented) The product according to Claim 83, wherein the first moisture
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protectant layer comprises from 5 to 20 percent by weight of calcium carbonate as the filler.

90. (Previously Presented) The product according to Claim 84, wherein the second moisture

protectant layer comprises from 5 to 20 percent by weight of calcium carbonate as the filler.
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REMARKS/ARGUMENTS

A. Status of Claims

Favorable recconsideration of the above-captioned application, as amended, is
respectfully requested. Claims 1-75, 79, and 85-86 have previously been cancelled. Claims
76-78, 80-84, and 87-90 are currently pending.

B. Procedural Matters

Applicants acknowledge the Examiner’s statements at page 2 and 4 of the Final
Office Action (hereafter referred to as the “Final Action™) that the following rejections have
been withdrawn in view of Applicants’ prior response/amendment of April 23, 2013
(hereafter referred to as “April 23, 2013 Amendment”): (1) Claims 76 and 87-88 under 35
U.S.C. § 102(b) as being anticipated over newly cited U.S. Pat. No. 6,645,584 to Kuusipalo
ct al. (hereafter referred to as “Kuusipalo et al.”); and (2) Claims 77-78 and 80-84 under 35
U.S.C. § 103(a) as being unpatentable over Kuusipalo et al., in view of U.S. Pat. No.

6,183,814 to Nangeroni et al. (hereafter referred to as “Nangeroni et al.”).

C. Amendments to Claims

Claim 76 has been amended to change “disposed” in the next to last line to “coated”

to be consistent with the remaining language in Claim 76.

D. Response to Rejection of Claims 76 and 87-88 under 35 U.S.C. § 103(a) as Being
Unpatentable by Kuusipalo et al.

At pages 2-3 of the Final Action, Claims 76 and 87-88 have been rejected under 35
U.S.C. § 103(b) as being unpatentable over newly cited Japanese Pat. No. 2003013391 to
Yamawaki ct al. (hereafter referred to as “Yamawaki et al.”’), in view of Kuusipalo et al.

This rejection is respectfully traversed with respect to these Claims, as amended or as

currently presented, for at least the following reasons.
In support of the rejection of Claim 76 and 87-88 as being unpatentable over
Yamawaki et al., in view of Kuusipalo et al., the Final Action makes the following

allegations:

Clearwater Paper Corp. - EX1002
Clearwater Paper Corp. v. Graphic Packaging International LLC
Page 1134 of 1179



Docket No. FDS-029388-US
Application No. 11/348,150
Page 6 of 11

Allegation 1: [Yamawaki et al.] disclose[s] a product in the form of a
container (paragraph 0001, English translation) comprising a paper substrate
having a coating provided either on one side or on both sides (paragraph
0007), the coating comprising a first layer comprising polylactic acid,
therefore moisture protectant, and a second layer comprising polylactic acid
(paragraph 0022); the layers are therefore disposed, only on the interior
surface and exterior surface, with a biodegradable polyester; each laver
weighs from 5 to 30 1bs/3000 ft> (paragraph 0028). [Yamawaki et al.]
fail[s] to disclose a cup-shaped container and paperboard.’

Allegation 2: |[Kuusipalo et al.] teaches the interchangeability of paper
and paperboard in the making of a container (column 1, lines 6-8) and a
container that is cup-shaped (Figure 4) for the purpose of obtaining a drinking
cup (column 5, lines 60—63»).2

Allegation 3: 1t therefore would have been obvious for one of ordinary skill
in the art to_provide for a cup-shaped container and paperboard in order
to obtain a drinking cup as taught by [Kuusipalo et al.].3

What Allegations 1-3 assert do not support rejecting Claim 76, as amended, as being
unpatentable over Yamawaki et al., even in view of Kuusipalo et al. First, as admitted by
Allegation 1, Yamawaki et al. does not teach a cup-shaped product or the usc of a
paperboard substrate according amended Claim 76.

Second, Allegation 1 mischaracterizes what Yamawaki et al. fairly teaches in
paragraph 0022 regarding the coating amount of its biodegradable resin. What Yamawaki et
al. teaches in paragraph 0022 is that coating amount is “preferably 5 to 30 g/m’”* By
contrast, amended Claim 76 recites that the coat weight for each of the first and second
moisture protectant layers is from 5 to 30 Ibs/3000 ft>. Nowhere does Allegation 1 show how
the coating amount disclosed in paragraph 0022 of Yamawaki et al. is equivalent to or even
comparable to the coating weight recited for each of the first and second moisture protectant
layers of amended Claim 76.

Third, the reliance by Allegation 2 upon column 1, lines 6-8, of Kuusipalo et al. to
allegedly teach “the interchangeability of paper and paperboard in the making of a container”

is completelv misplaced. The description (see column 5, lines 60-65) in conjunction with

! See pages 2-3 of the Final Action (emphasis added). As acknowledged by the Final Action, all references to
the disclosure in Yamawaki et al. are based on the English translation as kindly provided with the Final Action.
* See page 3 of the Final Action (emphasis added).

® See page 3 of the Final Action (emphasis added).

* Emphasis added.
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drinking cup 10 shown FIG. 4 of Kuusipalo et al. says that cup 10 is “made of the
paperboard 1 according to FIG. 1.”° Therefore, even Kuusipalo et al. recognizes that
paperboard used as the substrate for the cup of amended Claim 76 is not equivalent to the
“paper sheet” taught by Yamawaki et al.

Fourth, amended Claim 76 recites that the laminate forming the cup comprises: (1) a
first moisture protectant layer coated directly only on said interior surface of said paperboard
substrate; and (2) a second moisture protectant layer coated directly only on said exterior
surface of said paperboard substrate. In other words, as now recited in amended Claim 76,
the first moisture protectant layer, as well as the second moisture protectant layer, are both
coated directly onto the respective interior and exterior surface of the paperboard substrate

comprising the laminate without an additional adhesive. By contrast, and as acknowledged

in the prior December 27, 2012 Office Action (hereafter referred to as the “December 27,
2012 Office Action”),® Kuusipalo et al. teaches co-extruding the polylactic acid with_an

additional polvester adhesive onto the surfaces of its coated paperboard. Accordingly, the

laminate of the cup of amended Claim 76 is patentably distinct from the coated paperboard

of Kuusipalo et al, including that used with the drinking cup 10 shown in FIG. 4 of this
reference.

Fifth, the assertion by Allegation 3 that it “would have been obvious” to “provide for
a cup-shaped container and paperboard in order to obtain a drinking cup as taught by
[Kuusipalo et al.]” is merely a “conclusory statement” which has no factually supperted
“rational underpinning” in the references relied upon. ‘“Rejections on obviousness grounds

cannot be sustained by mere conclusory statements; instead there must be some articulated

reasoning with some rational underpinning to support the legal conclusion of

obviousness.”’  As pointed out above in response to Allegation 2, the alleged

*> Emphasis added.

® See pages 2-3 of the December 27, 2012 Office Action, citing column 5, lines 30-59 of Kuusipalo et al.

7 In re Kahn, 441 F.2d 977, 988 (Fed. Cir. 2006) (emphasis added), cited with approval in the Supreme Court’s
decision in KSR International Co. v. Teleflex, Inc., 550 U.S. 398, 418 (2007). In KSR International, the
Supreme Court also observed “in formulating a rejection under 35 U.S.C. § 103(a) based upon a combination of
prior art elements, it remains necessary to identify the reason why a person of ordinary skill in the art would
have combined the prior art elements in the mamner claimed.” Id. See also In re Vaidyanathan, 96 U.S.P.Q.2d
1507, 1514 (Fed. Cir. 2010) (non-precedential): “Obviousness is determined as a matter of foresight, not
hindsight. [Citations to KSR International and Graham v. John Deere Co. omitted]. KSR [International] did
not free the PTO’s examination process from explaining its reasoning. In making an obviousness rejection, the
examiner should not rely on conclusory statements that a particular feature of the invention would have
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“interchangeability” of the paperboard taught by Kuusipalo et al. for the “paper sheet”

taught by Yamawaki et al. is nonexistent. Instead, the complete failure of these assertions

by Allegation 2 to provide any rational and factually supported basis for combining

Kuusipalo et al. with Yamawaki et al. is clear evidence that Applicants’ application
disclosure is being used impermissibly as the “road map to find its prior art components.”®

Claims 87 and 88, as currently presented, each depend directly from amended Claim
76. Accordingly, Claims 87 and 88 are patentable over Yamawaki et al., even in view of
Kuusipalo et al., for at least the same reasons presented in response to Allegations 1-3 for
why amended Claim 76 is patentable over this combination of references.

For at least the foregoing reasons, Claims 76 and 87-88, as amended or as currently
presented, are patentable over Yamawaki et al., even in view of Kuusipalo et al.

Accordingly, the rejection of these Claims under 35 U.S.C. § 103(a) based on this

combination of references should therefore be withdrawn.

E. Response to Rejection of Claims 77-78. 80-84, and 89-90 under 35 U.S.C. § 103(a)

as Being Unpatentable over Yamawaki et al., in view of Kuusipalo et al., and

further in view of Nangeroni et al.

At pages 3-4 of the present Office Action, Claims 77-78, 80-84, and 89-90 have been

r¢jected under 35 U.S.C. § 103(a) as being unpatentable over Yamawaki et al,, in view of

Kuusipalo et al., and further in view of Nangeroni et al. This rejection is respectfully

traversed with respect to these Claims, as currently presented, for at least the following

reasons.
In support of the rejection of Claims 77-78, 80-84, and 89-90 as being unpatentable
over Yamawaki et al., in view of Kuusipalo et al., and further in view of Nangeroni et al,

the Final Action makes the following allegations:

been obvious or was well known. Instead, the examiner should claborate, discussing the evidence or
reasoning that leads the examiner to such a conclusion (emphasis added).”

8 In determining obviousness under 35 U.S.C. § 103, the Federal Circuit has held that it is improper hindsight
reasoning to use an Applicant’s own invention as a “roadmap to find its prior art components.” Princefon
Biochemicals Inc. v. Beckman Coulter Inc., 411 F.3d 1332, |, 75 USPQ2d 1051, 1054 (Fed. Cir. 2005)
(emphasis added).
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Allegation 4. [Yamawaki et al.] and [Kuusipalo et al.] disclose a cup
having an interior and exterior coating as discussed above for [Cllaims 76
and 88. With regard to Claims 77-78, 80-84 and 89-90, [Yamawaki et al.]
and [Kuusipalo et al.] fail to disclose a coating 5 to 20 percent by weight
of a filler such as calcium carbonate.’

Allegation 5: [Nangeroni et al.] teach[es] a cup (column 18, line 10)
having a paper substrate (column 4, lines 48-65) and interior and exterior
coatings of polylactic acid (column 4, lines 48-65) having a filler. The filler
can be present in an amount of less than 10 wt% (column 27, lines 26-30).
Calcium carbonate could also be present as a pigment, which could also be
considered a filler.'?

Allegation 5: 1t therefore would have been obvious for one of ordinary
skill in the art to provide for a filler with the presently claimed range in
the coating of [Yamawaki et al.] and [Kuusipalo et al.] to prevent

blocking or sticking of the coated paper during storage and transport

([Nangeroni et al.], column 27, lines 13-15).

What Allegations 4-6 assert do not support rejecting Claims 77-78, 80-84, and 89-90 as being
unpatentable over Yamawaki et al., even in view of Kuusipalo et al., and even further in
view of Nangeroni et al., for at least the following reasons. First, for at least the same
reasons presented in Section D above in response to Allegations 1-3, amended Claim 76 is
patentable over Yamawaki et al., even in view of Kuusipalo et al. Accordingly, Claims 77-
78, 80-84, and 89-90 arc patentable over this combination of references for at least the same
reasons presented in Section D above in response to Allegations 1-3 for why amended Claim
76 is patentable over this combination of references.

Second, Allegations 4-6 do not assert that those features recited in amended Claim 76
(i.e., the first moisture protectant layer, as well as the second moisture protectant layer, are
coated directly onto the respective interior and exterior surface of the paperbeard substrate
without an additional adhesive) which were asserted to be missing from the teachings of

Yamawaki et al., as well as Kuusipalo et al, arc now taught by Nangeroni et al.
Third, as admitted by Allegation 4, Yamawaki et al., as well as Kuusipalo et al, do
not teach including 5 to 20% by weight of at least one filler (such as calcium carbonate) in

the first or second moisture protectant layers recited in Claims 77-78, 80-84, and 89-90.

? See pages 3-4 of the present Office Action (emphasis added).
1% See pages 3-4 of the Final Action (emphasis added).
! See page 4 of the Final Action (emphasis added).
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Instead, Allegation 5 relies upon Nangeroni et al. to allegedly teach “the filler can be present
in an amount of less than 10 wt%” and that “[c]alcium carbonate could also be present as a
pigment, which could also be considered a filler.”

Fourth, in further in response to what Allegation 5 asserts, Claim 89 (which depends
directly from Claim 83) and Claim 90 (which depends directly from Claim 84) recite,
respectively, that first and second moisture protectant layer comprises from 5 to 20 percent

by weight of calcium carbonate as the filler. Contrary to what Allegation 5 asserts,

Nangeroni et al., in listing several inorganic fillers, does not teach calcium carbonate can be
one of those inorganic fillers. In addition, while column 28, lines 40-43, of Nangeroni et al.

teaches that calcium carbonate may be a pigment, nowhere does this reference teach that

the pigment, be it calcium carbonate or otherwise, mav be present in the coating in an

amount from 5 to 20 percent by weight according to Claims 89 and 90.

Fifth, the “motivation” asserted by Allegation 6 for combining Nangeroni et al. with
Yamawaki et al. and Kuusipalo et al. (i.c., “to prevent blocking or sticking of the coated
paper during storage and transport”) based upon column 27, lines 13-15 of Nangeroni et al.

is simply made-up and provides no legally appropriate “rational basis” for combining
these references with respect to Claims 77-78, 80-84, and 89-90.!2 Instead, the complete

failure of these assertions by Allegation 6 to provide any rational and factually

supported basis for combining Nangeroni et al. with Yamawaki et al. and Kuusipalo et al.

with respect to Claims 77-78, 80-84, and 89-90 is, again, clear evidence that Applicants’

application disclosure is being used impermissibly as the “road map” 13 for this rejection.

12 “Rejections on obviousness grounds cannot be sustained by mere conclusory statements; instead there must
be some articulated reasoning with some rational underpinning to support the legal conclusion of
obviousness.” In re Kahn, 441 F.2d 977, 988 (Fed. Cir. 2006) (emphasis added), cited with approval in the
Supreme Court’s decision in KSR International Co. v. Teleflex, Inc., 550 U.S. 398, 418 (2007). In KSR
International, the Supreme Court also observed ““in formulating a rejection under 35 U.S.C. § 103(a) based upon
a combination of prior art elements, it remains necessary to identify the reason why a person of ordinary skill in
the art would have combined the prior art elements in the manner claimed.” Id. See also In re Vaidyanathan,
96 U.S.P.Q.2d 13507, 1514 (Fed. Cir. 2010) (non-precedential): “Obviousness is determined as a matter of
foresight, not hindsight. [Citations to KSR [International and Graham v. John Deere Co. omitted]. KSR
[International] did not free the PTO’s examination process from explaining its reasoning. In making an
obviousness rejection, the examiner should not rely on conclusory statements that a particular feature of
the invention would have been obvious or was well known. Instecad, the examiner should claborate,
discussing the evidence or reasoning that leads the examiner to such a conclusion (emphasis added).”

13 In determining obviousness under 35 U.S.C. § 103, the Federal Circuit has held that it is improper hindsight
reasoning to use an Applicant’s own invention as a “roadmap to find its prior art components.” Princefon
Biochemicals Inc. v. Beckman Coulter Inc., 411 F.3d 1332, |, 75 USPQ2d 1051, 1054 (Fed. Cir. 2005)
(emphasis added).
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For at least the foregoing reasons, Claims 77-78, 80-84, and 89-90, as currently
presented, are patentable over Yamawaki et al., even in view of Kuusipalo et al., and even
further in view of Nangeroni et al. Accordingly, the rejection of Claims 77-78, 80-84, and
89-90 under 35 U.S.C. § 103(a) over this combination of references should thercfore be

withdrawn.

F. Conclusion

Claims 76-78, 80-84, and 87-90, as amended or as currently presented, are patentable
over the art relied upon in the Final Action. Accordingly, Claims 76-78, 80-84, and 87-90
are in condition for allowance, and favorable action is earnestly solicited thereon.

Should the Examiner feel that there are any issues outstanding after consideration of
this response, the Examiner is invited to contact Mr. Matthew M. Eslami at 513-248-6193 to
expedite prosecution of the above application.

No extension of time is believed to be required. However, the Commissioner is
hereby authorized by this paper to charge any fees due under 37 C.F.R. §§ 1.16 and 1.17
which may be required, including any required extension of time fees, or credit any
overpayment, to Deposit Account No. 09-0525. This paragraph is intended to be a
CONSTRUCTIVE PETITION FOR EXTENSION OF TIME in accordance with 37
C.F.R. § 1.136(a)(3) if needed.

Respectfully Submitted,

Date: September 13, 2013 By: /Matthew M. Eslami/

Matthew M. Eslami

Reg. No. 45,488

Patent Agent for Applicants
International Paper Company
6285 Tri-Ridge Boulevard
Loveland, Ohio 45140

Tel: (513) 248-6193

Fax: (513) 248-6455

e-mail: matt.eslami@jipaper.com
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Total Files Size (in bytes){ 231781

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application asa
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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PTO/SB/06 (09-11)

Approved for use through 1/31/2014. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

APPLICATION AS FILED - PART |

PATENT APPLICATION FEE DETERMINATION RECORD | ApPlicaiion or Dockel Number | Filing Date
Substitute for Form PTO-875 1 1/348,1 50 02/06/2006 I:l To be Mailed
enTiTy: [XLARGE []smALL [] micro

(Column 1) (Column 2)
FOR NUMBER FILED NUMBER EXTRA RATE ($) FEE ($)
L] asic Fee N/A N/A N/A
(87 GFR 1.16(a). (b). or (c))
D SEARCH FEE N/A N/A N/A
87 CFR116(K) (i) or (m)
D EXAMINATION FEE
(37 CFR 1.16(0), (p), or (q)) N/A N/A N/A
TOTAL CLAIMS ) N
37 CER 1.16(i minus 20 = X 8 =
INDEPENDENT CLAIMS ’ N
(37 CFR 1.16(h)) minus 3 = X8 =
If the specification and drawings exceed 100 sheets
m of paper, the application size fee due is $310 ($155
ASF;PCLF\gAﬂISN SIZE FEE for small entity) for each additional 50 sheets or
( 18(s)) fraction thereof. See 35 U.S.C. 41(a)(1)(G) and 37
CFR 1.16(s).
[ MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16()
p—
* If the difference in column 1 is less than zero, enter “0” in column 2. TOTAL
APPLICATION AS AMENDED - PART Il
(Column 1) (Column 2) (Column 3)
CLAIMS HIGHEST
REMAINING NUMBER
— | 09/13/2013 | ;rren PREVIOUSLY PRESENT EXTRA RATE ($) ADDITIONAL FEE ($)
E AMENDMENT PAID FOR
=3 I R vinus | -~ 73 -0 x $80 - 0
Z | weeva -1 vinus | 13 -0 x $420 - Y
<§( l:l Application Size Fee (37 CFR 1.16(s))
l:l FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j))
TOTAL ADD’L FEE 0
(Column 1) (Column 2) (Column 3)
CLAIMS HIGHEST
REMAINING NUMBER
AFTER PREVIOUSLY PRESENT EXTRA RATE ($) ADDITIONAL FEE ($)
— AMENDMENT PAID FOR
Z || Total z7cFr N ) "
Y R Minus = X$ =
Independent N ) e
2 | e, Minus - xs -
E D Application Size Fee (37 CFR 1.16(s))
=
<C |:| FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j))

* If the entry in column 1 is less than the entry in column 2, write “0” in column 3.
** If the “Highest Number Previously Paid For” IN THIS SPACE is less than 20, enter “20”.
*** If the “Highest Number Previously Paid For” IN THIS SPACE is less than 3, enter “3”.

TOTAL ADD’L FEE
LIE

/BRENDA MURPHY/

The “Highest Number Previously Paid For” (Total or Independent) is the highest number found in the appropriate box in column 1.

This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WW\V.USP[O.gOV

NOTICE OF ALLOWANCE AND FEE(S) DUE

| EXAMINER |
1726 7590 10/10/2013
INTERNATIONAL PAPER COMPANY PATTERSON, MARC A
6285 TRI-RIDGE BOULEVARD
LOVELAND, OH 45140 | ART UNIT PAPERNUMBER |
1782
DATE MAILED: 10/10/2013
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. | CONFIRMATION NO.
11/348,150 02/06/2006 Christopher S. Cleveland FDS-029388-US 5681

TITLE OF INVENTION: BIODEGRADABLE PAPER-BASED LAMINATE WITH OXYGEN AND MOISTURE BARRIER PROPERTIES AND
METHOD FOR MAKING BIODEGRADABLE PAPER-BASED LAMINATE

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

nonprovisional UNDISCOUNTED $1780 $300 $0 $2080 01/10/2014

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE.

HOW TO REPLY TO THIS NOTICE:

I. Review the ENTITY STATUS shown above. If the ENTITY STATUS is shown as SMALL or MICRO, verify whether entitlement to that
entity status still applies.

If the ENTITY STATUS is the same as shown above, pay the TOTAL FEE(S) DUE shown above.

If the ENTITY STATUS is changed from that shown above, on PART B - FEE(S) TRANSMITTAL, complete section number 5 titled
"Change in Entity Status (from status indicated above)".

For purposes of this notice, small entity fees are 1/2 the amount of undiscounted fees, and micro entity fees are 1/2 the amount of small entity
fees.

II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (f required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.

Page 1 of 4
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE

or Fax

Commissioner for Patents

P.O. Box 1450

Alexandria, Virginia 22313-1450
(571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where
apé)ropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
indicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for

maintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address)

1726 7590 10/10/2013
INTERNATIONAL PAPER COMPANY
6285 TRI-RIDGE BOULEVARD
LOVELAND, OH 45140

Note: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying
Eaper& Each additional paper, such as an assignment or formal drawing, must
ave its own certificate of mailing or transmission.

Certificate of Mailing or Transmission
I hereby certify that this Fee(s) Transmittal is being deposited with the United
States Postal Service with sufficient postage for first class mail in an envelope
addressed to the Mail Stop ISSUE FEE address above, or being facsimile
transmitted to the USPTO (571) 273-2885, on the date indicated below.

(Depositor's name)

(Signature)
(Date)
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKETNO. | CONFIRMATION NO.
11/348,150 02/06/2006 Christopher S. Cleveland FDS-029388-US 5681
TITLE OF INVENTION: BIODEGRADABLE PAPER-BASED LAMINATE WITH OXYGEN AND MOISTURE BARRIER PROPERTIES AND
METHOD FOR MAKING BIODEGRADABLE PAPER-BASED LAMINATE
I APPLN. TYPE ENTITY STATUS | ISSUE FEE DUE | PUBLICATION FEE DUE | PREV. PAID ISSUEFEE | TOTAL FEE(S) DUE DATE DUE
nonprovisional UNDISCOUNTED $1780 $300 $0 $2080 01/10/2014
I EXAMINER | ART UNIT | CLASS-SUBCLASS |
PATTERSON, MARC A 1782 428-034200

1. Change of correspondence address or indication of "Fee Address" (37
CFR 1.363).

[ Change of correspondence address (or Change of Correspondence
Address form PTO/SB/122) attached.

[ "Fee Address" indication (or "Fee Address" Indication form
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer
Number is required.

2. For printing on the patent front page, list

(1) the names of up to 3 registered patent attorneys

1

or agents OR, alternatively,

(2) the name of a single firm (having as a member a

2

registered attorney or agent) and the names of up to

2 registered patent attorneys or agents. If no name is 3
listed, no name will be printed.

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE

Please check the appropriate assignee category or categories (will not be printed on the patent) :

(B) RESIDENCE: (CITY and STATE OR COUNTRY)

[ Individual [ Corporation or other private group entity [ Government

4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)

[ Issue Fee
[ Publication Fee (No small entity discount permitted)
[ Advance Order - # of Copies

A check is enclosed.

| Payment by credit card. Form PTO-2038 is attached.
[ The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any

overpayment, to Deposit Account Number (enclose an extra copy of this form).

PTOL-85 (Rev. 02/11)
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n

. Change in Entity Status (from status indicated above)

a Applicant certifying micro entity status. See 37 CFR 1.29 NOTE: Absent a valid certification of Micro Entity Status (see form PTO/SB/15A and 15B), issue
fee payment in the micro entity amount will not be accepted at the risk of application abandonment.

| Applicant asserting small entity status. See 37 CFR 1.27 NOTE: If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status.

| Applicant changing to regular undiscounted fee status. NOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro

entity status, as applicable.

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

Authorized Signature Date

Typed or printed name Registration No.

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process)
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and
submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete
this form and/or s%ggestions for reducing this burden, should be sent toatrhye Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.
Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
Alexandria, Virginia 22313-1450.

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WW\V.USP[O.gOV

I APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. |
11/348,150 02/06/2006 Christopher S. Cleveland FDS-029388-US 5681
1726 7590 10/10/2013 | EXAMINER |
INTERNATIONAL PAPER COMPANY PATTERSON, MARC A
6285 TRI-RIDGE BOULEVARD
LOVELAND, OH 45140 | ART UNIT PAPERNUMBER |

1782

DATE MAILED: 10/10/2013

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 435 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 435 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval
(PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571)-272-4200.

Page 4 of 4
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to
the requirements of the Act, please be advised that: (1) the general authority for the collection of this
information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the
principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process
and/or examine your submission related to a patent application or patent. If you do not furnish the
requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonment of the application or
expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom
of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel
in the course of settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5
U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy
Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as part of
that agency's responsibility to recommend improvements in records management practices and
programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance
with the GSA regulations governing inspection of records for this purpose, and any other relevant
(i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about
individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a
routine use, to the public if the record was filed in an application which became abandoned or in
which the proceedings were terminated and which application is referenced by either a published
application, an application open to public inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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Notices of Allowance and Fee(s) Due mailed between October 1, 2013 and
December 31, 2013

(Addendum to PTOL-85)
If the “Notice of Allowance and Fee(s) Due” has a mailing date on or after October 1, 2013 and before

January 1, 2014, the following information is applicable to this application.

If the issue fee is being timely paid on or after January 1, 2014, the amount due is the issue fee and
publication fee in effect January 1, 2014. On January 1, 2014, the issue fees set forth in 37 CFR 1.18
decrease significantly and the publication fee set forth in 37 CFR 1.18(d)(1) decreases to $0.

If an issue fee or publication fee has been previously paid in this application, applicant is not entitled to a
refund of the difference between the amount paid and the amount in effect on January 1, 2014.
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Application No. Applicant(s)
11/348,150 CLEVELAND ET AL.
. oy i j AlA (First Inventor to
Notice of Allowability ,'\EA’/‘;’F?E"F?/:TTE RSON ?;‘8;’"“ Filo) Status
No

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. X] This communication is responsive to 9/13/13.

A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on

2. [ An election was made by the applicant in response to a restriction requirement set forth during the interview on ; the restriction
requirement and election have been incorporated into this action.

3. X The allowed claim(s) is/are 76-78.80-84 and 87-90. As a result of the allowed claim(s), you may be eligible to benefit from the Patent
Prosecution Highway program at a participating intellectual property office for the corresponding application. For more information,
please see hitp//www. usplo.gov/patents/init_events/pph/index.jsp or send an inquiry to EPHieedback@usplo.goy .

4. [] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

a)[d Al b)y[JSome *c)[] None of the:
1. [] Certified copies of the priority documents have been received.
2. []] Cetrtified copies of the priority documents have been received in Application No.
3. [[] Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau (PCT Rule 17.2(a)).
* Certified copies not received:

Applicant has THREE MONTHS FROM THE “MAILING DATE” of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5. [] CORRECTED DRAWINGS ( as “replacement sheets”) must be submitted.

[J including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date .
Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6. [] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)

1. [ Notice of References Cited (PTO-892) 5. [J Examiner's Amendment/Comment

2. [] Information Disclosure Statements (PTO/SB/08), 6. [X] Examiner's Statement of Reasons for Allowance
Paper No./Mail Date

3. [] Examiner's Comment Regarding Requirement for Deposit 7. [] Other .

of Biological Material
4. [ Interview Summary (PTO-413),
Paper No./Mail Date .

U.S. Patent and Trademark Office
PTOL-37 (Rev. 08-13) Notice of Allowability Part of Paper No./Mail Date 20131008
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Application/Control Number: 11/348,150 Page 2
Art Unit: 1782

DETAILED ACTION
Allowable Subject Matter
1. The following is an examiner’s statement of reasons for allowance: The prior art of
record discloses a laminate but fails to disclose a product in the form of a cup comprising a
laminate comprising a paperboard substrate having an interior facing surface and an exterior
surface, a first moisture protectant layer coated directly only on the interior surface and
comprising at least one biodegradable polyester polymer having a coat weight of from 5 to 30
1bs/3000 ft* and a second moisture protectant layer coated directly only on the exterior surface
comprising at least one biodegradable polyester polymer having a coat weight of from 5 to 30
1bs/3000 ft’.
Any comments considered necessary by applicant must be submitted no later than the
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue
fee. Such submissions should be clearly labeled “Comments on Statement of Reasons for

Allowance.”

2. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Marc A Patterson whose telephone number is 571-272-1497.
The examiner can normally be reached on Mon - Fri 8:30 AM - 5:00 PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Gwendolyn Blackwell, can be reached on 571-272-5772. The fax phone number for

the organization where this application or proceeding is assigned is 571-273-8300.
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Application/Control Number: 11/348,150 Page 3
Art Unit: 1782

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free).

/Marc A Patterson/
Primary Examiner, Art Unit 1782
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Search Notes

Application/Control No.
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[] A certification statement is not submitted herewith.

SIGNATURE
A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the
form of the signature.

Signature /Matthew M. Eslami/ Date (YYYY-MM-DD) 2012-03-06

Name/Print Matthew M. Eslami Registration Number 45488

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a henefit by the
public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR
1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S.
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised
that: (1} the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited
is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office is to
process and/or examine your submission related to a patent application or patent. If you do not furnish the requested
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may
result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.5.C. 552) and the Privacy Act (5 U.5.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these record s.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant
to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(¢)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and pregrams, under authoerity of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in
an application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Doc code: IDS PTO/SB/08a (01-10)
e . R . Approved for use through 07/31/2012. OMB 0651-0031
Doc description: Information Disclosure Statement (IDS) Filed U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid CMB control number.

Application Number 11348150
Filing Date 2006-02-06
INFORMATION DISCLOSURE First Named Inventor ‘ CLEVELAND, CS
STATEMENT BY APPLICANT Art Uit | 782
( Not for submission under 37 CFR 1.99)
Examiner Name ‘ Patterson, Marc A.
Attorney Docket Number | FDS-029388-US

U.S.PATENTS Remove
Examiner| Cite Kind Name of Patentee or Applicant Pages,Columns,Lines where
T Patent Number Issue Date . Relevant Passages or Relevant
Initial No Ccede! of cited Document .
Figures Appear
1
If you wish to add additional U.S. Patent citation information please click the Add button. Add
U.S.PATENT APPLICATION PUBLICATIONS Remove
. N . N . Pages,Columns,Lines where
Examiner| .. Publication Kind | Publication Name of Patentee or Applicant
R Cite No . Relevant Passages or Relevant
Initial Number Ccede'| Date of cited Document .
Figures Appear
M.P./ 1 20030143256 2003-07-31 Gen

If you wish to add additional U.S. Published Application citation information please click the Add button. Add

FOREIGN PATENT DOCUMENTS Remove
Name of Patentee or Pages,Columns Lines
Examiner| Cite | Foreign Document Country Kind | Publication Aobplicant of cited where Relevant Ts
Initial* No | Number3 Code2? | Code4| Date PP Passages or Relevant
Document .
Figures Appear
1 L]

If you wish to add additional Foreign Patent Document citation information please click the Add button ~ Add

NON-PATENT LITERATURE DOCUMENTS Remove

Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate}, title of the item
(book, magazine, journal, serial, symposium, catalog, etc), date, pages(s), volume-issue humber(s), TS
publisher, city and/or country where published.

Examiner| Cite
Initials* | No
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INFORMATION DISCLOSURE

STATEMENT BY APPLICANT
( Not for submission under 37 CFR 1.99)

Application Number 11348150

Filing Date 2006-02-06
First Named Inventor ‘ CLEVELAND, CS
Art Unit | 1782

Examiner Name ‘ Patterson, Marc A.

Attorney Docket Number | FDS-029388-US

If you wish to add additional non-patent literature document citation information please click the Add button ~ Add

EXAMINER SIGNATURE

Examiner Signature Marc Patterson/

Date Considered 12/23/2013

*EXAMINER: Initial if reference considered, whether or not citaticn is in conformance with MPEP 609. Draw line through a
citation if not in conformance and not considered. Include copy of this form with next communication to applicant.

1 See Kind Codes of USPTO Patent Documents at www.USPTO.GOV or MPEP 901.04. ? Enter office that issued the document, by the two-letter code (WIPO
Standard ST.3). 2 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document.
4 Kind of document by the appropriate symbols as indicated on the document under WIPQ Standard ST.16 if possible. 5 Applicant is to place a check mark here if

English language translation is attached.
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Application Number 11348150

Filing Date 2006-02-06
INFORMATION DISCLOSURE First Named Inventor ‘ CLEVELAND, CS
STATEMENT BY APPLICANT Art Uni
~ nit | 1782
( Not for submission under 37 CFR 1.99)
Examiner Name ‘ Patterson, Marc A.

Attorney Docket Number | FDS-029388-US

CERTIFICATION STATEMENT

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection(s}):

That each item of information contained in the information disclosure statement was first cited in any communication
from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the
information disclosure statement. See 37 CFR 1.97(e)(1).

OR

That no item of information contained in the information disclosure statement was cited in a communication from a
foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to

[l any individual designated in 37 CFR 1.56(c) mare than three months prior to the filing of the information disclosure
statement. See 37 CFR 1.97(e)(2).

[[] See attached certification statement.
The fee set forth in 37 CFR 1.17 (p) has been submitted herewith.

[] A certification statement is not submitted herewith.

SIGNATURE
A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the
form of the signature.

Signature /Matthew M. Eslami/ Date (YYYY-MM-DD) 2012-02-21

Name/Print Matthew M. Eslami Registration Number 45488

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a henefit by the
public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR
1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S.
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised
that: (1} the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited
is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office is to
process and/or examine your submission related to a patent application or patent. If you do not furnish the requested
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may
result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.5.C. 552) and the Privacy Act (5 U.5.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these record s.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant
to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(¢)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and pregrams, under authoerity of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in
an application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLO.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. |  CONFIRMATION NO.
11/348,150 02/06/2006 Christopher S. Cleveland FDS-029388-US 5681
1726 7590 12/27/2013 -
) ) EXAMINER
INTERNATIONAL PAPER COMPANY |
6285 TRI-RIDGE BOULEVARD PATTERSON, MARC A

LOVELAND, OH 45140

| ART UNIT | PAPER NUMBER
1782
| MAIL DATE | DELIVERY MODE
12/27/2013 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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UNITED STATES DEPARTMENT OF COMMERCE

U.S. Patent and Trademark Office
Address : COMMISSIONER FOR PATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450

APPLICATION NO./ FILING DATE FIRST NAMED INVENTOR / ATTORNEY DOCKET NO.
CONTROL NO. PATENT IN REEXAMINATION
11/348,150 06 February, 2006 CLEVELAND ET AL. FDS-029388-US

EXAMINER

INTERNATIONAL PAPER COMPANY
6285 TRI-RIDGE BOULEVARD
LOVELAND, OH 45140

MARC PATTERSON

ART UNIT PAPER
1782 20131223
DATE MAILED:

Please find below and/or attached an Office communication concerning this application or

proceeding.

Commissioner for Patents

The Information Disclosure Statements of February 21, 2012 and March 6, 2012 have been initialed and are attached.

/MARC PATTERSON/
Primary Examiner, Art Unit 1782

PTO-90C (Rev.04-03)
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450

Alexandria, Virginia 22313-1450

WWW. .“SP[O. gov

| APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.
11/348,150 01/28/2014 8637126 FDS-029388-US 5681
1726 7590 01/08/2014

INTERNATIONAL PAPER COMPANY
6285 TRI-RIDGE BOULEVARD
LOVELAND, OH 45140

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment is 950 day(s). Any patent to issue from the above-identified application will
include an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management
(ODM) at (571)-272-4200.

APPLICANT(s) (Please see PAIR WEB site http://pair.uspto.gov for additional applicants):

Christopher S. Cleveland, Newport, KY;
Tricia S. Reighard, Loveland, OH;
James I. Marchman, Loveland, OH;

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation, and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation
works to encourage and facilitate business investment. To learn more about why the USA is the best country in
the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.

IR103 (Rev. 10/09)
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