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0 bis maximal 5 Gew.-% der iiblichen Gleit- und Trennmittel und Pigmente 

zur Einfarbung der Folie in einer, mehreren oder allen Schichten sowie O bis 

maximal 5 Gew.-% der iiblichen Antiblockrnittel bevorzugt in einer oder den 

au6ercn Deckschichten enthalt, wobei sich die Konzentrationsangaben auf die 

Gesamtrnasse der Folie beziehen. 

Verwendung der biologisch abbaubaren und kompostierbaren, ein- oder 

mehrschichtigen Folie gemaO einem der Anspri.iche I bis 10 in vorbehandelter 

oder unvorbehandelter sowie in bedruckter, unbedruckter oder lackierter 

Form filr die Verpackung von Lebensmitteln oder Wasserdampf-oder Sauer­

stoff-empfindlichen oder geruchsintensiven Nichtlebensmitteln. 

Verwendung der biologisch abbaubaren und kompostierbaren, ein- oder 

mehrschichtigen Folie gemaO einem der Ansprilche l bis 10 in Kosmetik oder 

H ygi eneartikeln. 
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INTERNATIONAL SEARCH REPORT 
Inter ·nal Application No 

PCT/EP 00/10769 
A. CLASSIFICATION O71ueJECT MATTER / 
IPC 7 C08J5 18 B32B27 08 C08K3/22 

Ac.cording to lntemalional Patent Classlficallon ( IPC) or to both na1Ional c!assilication and IPC 

B. FIELDS SEARCHED 

Minimum documentation searched (classilication system lollowed by ciassilicalion symbols) 

IPC 7 B328 C08J C08K 

Documentation searched other than minimum documentation to Iha extent that such documenls are Included in lhe fields searched 

Elecironic data base consulled during the international search (name of data base and. where practical. search tefJTlS used) 

EPO-Internal, WPI Data 

C. DOCUMENTS CONSIDERED TO BE RELEVANT 

Category• Cilallon ol document. wHll indic:a!ion. where appropriate. of the relevant passages Relevant to claim No. 

y DE 198 11 773 A (WOLFF WALSRODE AG) 1-12 
23 September 1999 (1999-09-23) 
claims 

---
y EP 0 811 392 A (PROCTER & GAMBLE) 1-12 

10 December 1997 (1997-12-10) 
cla1ms 1,5 

-----

□ Further documents are liSled In Iha continuation ol box C. [] Pa1ent family members are listed in annex. 

• Special categories of cited documents : 
'T' later document published afler the international filing date 

·A· document defining lhe general stale or the an which Is not 
or priority date and nol in conflict wllh the application but 
cited to understand the principle or theory underlying the 

considered 10 be of panicular relevance Invention 
'E' earlier document bul published on or anar Iha international •x• document ol parllcular relevance: the claimed invention 

filing date cannot be considered novel or cannot be considered 10 
•L• document which may throw doubts on priority claim(S) or Involve an inventive step when the document Is taken alone 

which Is cHed tg estabUsh the publication date ol another 'Y' document of parllcular relevance: the claimed Invention 
citation or other special reason (as specttled) cannot be conSldered 10 lnvolVe an Inventive step when the 

•o• document relerrtng to an oral disclosure. use, exhibHion or document is combined with one or more other such docu-
other means ments. such comblnalion being obvious to a person skilled 

•p• document published prior to the international fiting date but in thearl. 
later than the priority dale claimed '& • document member of the same patent ramily 

Date ol lhe actual complellon of the international search Date of mailing of the international search repor1 

24 January 2001 06/02/2001 
Name ancl malting address of the ISA Authorized offlcar 

European Patent Ollice. P .B. 5616 Patentlaan 2 
NL - 2280 HV Rljswijk 

1 Tel (+31-70) 340-2040. Tx. 31 651 epo nl. De Jonge, s Fax: (+31-70) 340-3016 

F01Tn PCTnSA/210 (second sheet) (July 1992) 
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lnten nal Application No 

, .. ,ormatlon on patent ramuy members 
PCT/EP 00/10769 

Patent document I Publication I Patent family 

I 
Publication 

cited in search report date member(s) date 

DE 19811773 A 23-09-1999 AU 3328699 A 11-10-1999 
WO 9947602 A 23-09-1999 

EP 0811392 A 10-12-1997 EP 0811390 A 10-12-1997 
EP 0811391 A 10-12-1997 
AU 3147197 A 05-01-1998 
BR 9709662 A 02-05-2000 
CA 2257628 A 11-12-1997 
CN 1225569 A 11-08-1999 
WO 9746194 A 11-12-1997 
AU 3287697 A 05-01-1998 
BR 9709651 A 10-08-1999 
CA 2257183 A 11-12-1997 
CN 1225571 A 11-08-1999 
JP 2000503881 T 04-04-2000 
WO 9746191 A 11-12-1997 
AU 3370197 A 05-01-1998 
CA 2257541 A 11-12-1997 
JP 2000504959 T 25-04-2000 
WO 9746190 A 11-12-1997 
AU 3287297 A 05-01-1998 
CA 2257627 A 11-12-1997 
EP 0912149 A 06-05-1999 
JP 11512942 T 09-11-1999 
WO 9746187 A 11-12-1997 
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ERICHT 
Inter ,nales Aklenzelchen 

INTERNATIONALER RECHERCHENB 

PCT/EP 00/10769 
A. KLASSIFIZIERUNG i:S ANMELDUNGSGEGEiSTANDES / 
IPK 7 COBJS 18 832B27 08 C08K3 22 

Nach der lntematlonaten Palentklassilikstion (IPK) oder nach der nalionalen Klassttlkalloo und der IPK 

B. RECHERCHIERTE GEBIETE 

Recherchierler MindeslprOlsloff (Klassiflkationssystem und Klassilikatlonssymbole ) 

IPK 7 8328 C08J COSK 

Recherchierle aber nicht zum Mindastpriltstolf gahOrende VerOlfenlllcllungen, sowe• dlese unter die recherchierlen Gebiele fallen 

Wlihrend der intemationa!en Aecherche lronsullierle elektronische Oatenbank (Name der Oatenbank und evtl. verwendele Suchbegrille) 

EPO-Internal, WPI Data 

C. ALS WESENTL1CH ANGESEHENE UNTERLAGEN 

Kalegone• Bezelchnung der Veriittanlliehung, sowett ertorderlich unter Angabe der in Belrachl kommenden Taffe Betr. Anspruch Nr. 

y DE 198 11 773 A (WOLFF WALSRODE AG) 1-12 
23. September 1999 (1999-09-23) 
Anspri.iche 

---
y EP 0 811 392 A (PROCTER & GAMBLE) 1-12 

10. Dezember 1997 (1997-12-10) 
Anspruche 1,5 

----

□ Wehere Verottenlllchungen sind der For!selzung von Feld C zu [] Siebe Anhang Patenlfamllle 
entnehmen 

• Besondere Kategorien von angegebenen VerOttenllichungen : 'T" Spalere Veriittenllichung, die nach elem lmemstlonalen Anmeldedalum 
'A' VerOlfen!llchuntdie den allgemeinan Stand der Technik definier!, oderdem Priorilatsdalum verOffenlllcht worden Isl und mh der 

aber nlcht alS sonders bedeutsam anzusehen isl Anmeldung nicht kollidierl, sondem nur zum Verstandnis des der 

'E' atteres Ookument. das jedoch ersl am oder naell dam lnlemationalen 
Erllndung zugrundellegenden Prlnz!ps oder der ihr zugrundeliegenden 
Theorie angegeben isl 

Anmeidedalum verOlfenlllcht warden isl •x• VerOffenllichung von besonderer BedeUlung; die beanspruchle Elfindung 
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'O' Veroflenllichung. die slch au! eme mundliche Offenbarung, Verollenlllchungen dleser Kat~or1e in Verbindung gebrach1 wird und 
ea,e Benu1zung. eme Ausstellung oder anders Maf3nahmen bezleht diese Verbindung fur einen Fa mann nahetiegend 1st 

•p• VerOHentliCllung, die vo~ dam lnlemationalen Anmeldedatu_m. aber nach '&' VerOllentlichung die Mbglled derselban Patentlamilie iSt 
elem beanspruelllen Pnontlilsdatum verilllenlhcllt warden ISi • 

Datum des Abschlusses der intematlOnalen Recherche Absendedatum des intemationalen RecherchenberichlS 

24. Januar 2001 06/02/2001 
Name und Poslanschrlft der lntemetionalen Recherchenbehorde Bevotlrnachtigter Bediens1e1er 

Eur01>aisches Patentamt. P.B. 5816 Patenuaan 2 
NL - 2260 HV Rijswijk 

1 Tel. (+31-70) 340-2040. Tx. 31 651 epo nl, De Jonge, s Fax: (+31-701 340-3016 
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EP 0912149 A 06-05-1999 
JP 11512942 T 09-11-1999 
WO 9746187 A 11-12-1997 
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(21 )Application number : 03-064900 

{22)Date of filing : 28.03.1991 

(71 )Applicant : DAI NIPPON PRINTING CO LTD 

(72)1nventor: SUGIYAMA YASUHARU 

TSUCHIYA HIROTAKA 

(54) VESSEL FOR FOOD 

(57)Abstract: 

PURPOSE: To enable natural decomposition of vessels 

scattered about on the ground, by a method wherein the 

vessels holding food which are molded by an injection 

molding or thermoforming method are formed of a single 

layer or laminated body of a decomposable material 

decomposed by light or microbes. 

CONSTITUTION: In a cuppy or traylike vessel 1 for food 

which is formed by an injection molding method or a 

thermoforming method, a single layer or a laminated 

layer of a decomposable material is used as its material. 

In case of a form of the single, layer, the decomposable 

material is regarded as a polyolefin resin such as 

decomposable polyethylene resin and decomposable 

polypropylene or polyvinyl alcohol or decomposable 

polyester. In case of the laminated body, for example, an inner layer 21 is regarded as 

decomposable polyolefin resin and an outer layer 25 is regarded as the polyvinyl alcohol or 

the decomposable polyester. 

• http://www19.ipdl.inpit.go.jp/P Al /result/detail/main/w AAAGcaqz0DA404299131 Pl .htm 10/19/2007 
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Office Action Summary 

Application No. 

11/348,150 

Examiner 

MARC A. PA HERSON 

Applicant(s) 

CLEVELAND ET AL. 

Art Unit 

1794 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)0 Responsive to communication(s) filed on __ . 

2a)0 This action is FINAL. 2b)~ This action is non-final. 

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims 

4)~ Claim(s) 1-73 is/are pending in the application. 

4a) Of the above claim(s) __ is/are withdrawn from consideration. 

5)0 Claim(s) __ is/are allowed. 

6)0 Claim(s) __ is/are rejected. 

7)0 Claim(s) __ is/are objected to. 

8)~ Claim(s) 1-73 are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on __ is/are: a)O accepted or b)O objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

11 )0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PT0-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some* c)O None of: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. __ . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17 .2(a)). 

*Seethe attached detailed Office action for a list of the certified copies not received. 

Attachment(s) 

1) 0 Notice of References Cited (PTO-892) 

2) 0 Notice of Draftsperson's Patent Drawing Review (PTO-948) 

4) 0 Interview Summary (PTO-413) 
Paper No(s)/Mail Date. __ . 

5) 0 Notice of Informal Patent Application 3) 0 Information Disclosure Statement(s) (PTO/SB/08) 
Paper No(s)/Mail Date __ . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 

6) 0 Other: __ . 

Office Action Summary Part of Paper No./Mail Date 20080630 
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Application/Control Number: 11 /348, 150 

Art Unit: 1794 

DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

Page 2 

I. Claims 1 - 58, drawn to a laminate with oxygen barrier properties, classified in 

class 428, subclass 35.7. 

II. Claims 59 - 73, drawn to a method for making biodegradable paper products, 

classified in class 264, subclass 177.2. 

2. Inventions I and II are related as process of making and product made. The inventions 

are distinct if either or both of the following can be shown: (1) that the process as claimed can be 

used to make another and materially different product or (2) that the product as claimed can be 

made by another and materially different process (MPEP § 806.05(£)). In the instant case the 

product can be made by another and materially different process, such as a method in which a 

barrier layer is laminated instead of extruded.Restriction for examination purposes as indicated is 

proper because all these inventions listed in this action are independent or distinct for the reasons 

given above and there would be a serious search and examination burden if restriction were not 

required because one or more of the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their different 

classification; 

(b) the inventions have acquired a separate status in the art due to their recognized 

divergent subject matter; 
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Application/Control Number: 11 /348, 150 

Art Unit: 1794 

Page 3 

( c) the inventions require a different field of search ( for example, searching different 

classes/subclasses or electronic resources, or employing different search queries); 

( d) the prior art applicable to one invention would not likely be applicable to another 

invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 101 

and/or 35 U.S.C. 112, first paragraph. 

Applicant is advised that the reply to this requirement to be complete must include 

(i) an election of a invention to be examined even though the requirement may be traversed (3 7 

CFR 1.143) and (ii) identification of the claims encompassing the elected invention. 

The election of an invention may be made with or without traverse. To reserve a right to 

petition, the election must be made with traverse. If the reply does not distinctly and specifically 

point out supposed errors in the restriction requirement, the election shall be treated as an 

election without traverse. Traversal must be presented at the time of election in order to be 

considered timely. Failure to timely traverse the requirement will result in the loss of right to 

petition under 3 7 CFR 1.144. If claims are added after the election, applicant must indicate 

which of these claims are readable on the elected invention. 

If claims are added after the election, applicant must indicate which of these claims are 

readable upon the elected invention. 

Should applicant traverse on the ground that the inventions are not patentably distinct, 

applicant should submit evidence or identify such evidence now of record showing the 

inventions to be obvious variants or clearly admit on the record that this is the case. In either 
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Application/Control Number: 11 /348, 150 

Art Unit: 1794 

Page 4 

instance, if the examiner finds one of the inventions unpatentable over the prior art, the evidence 

or admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

3. This application contains claims directed to the following patentably distinct species. 

i. A laminate comprising a polymeric protectant layer, moisture protective layer and 

degradable tie layer (Claims 1 - 35, 38 and 41 - 43). 

ii. A laminate with oxygen barrier properties comprising a second degradable tie layer 

(Claim 36). 

iii. A laminate with oxygen barrier properties comprising a fourth polyester layer (Claim 

37). 

iv. A laminate with oxygen barrier properties comprising three degradable tie layers 

(Claim 39). 

v. A laminate with oxygen barrier properties comprising a third degradable tie layer 

disposed on a moisture protectant layer (Claim 40). 

vi. A laminate for forming moisture barriers comprising two moisture protectant layers 

(Claims 44 - 58) 

The species are independent or distinct because claims to the different species recite the 

mutually exclusive characteristics of such species. In addition, these species are not obvious 

variants of each other based on the current record. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 

prosecution on the merits to which the claims shall be restricted if no generic claim is finally 

held to be allowable. Currently, Claims 1, 36 - 37, 39 - 40 and 44 are generic. 
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Application/Control Number: 11 /348, 150 

Art Unit: 1794 

Page 5 

There is an examination and search burden for these patentably distinct species due to 

their mutually exclusive characteristics. The species require a different field of search ( e.g., 

searching different classes/subclasses or electronic resources, or employing different search 

queries); and/or the prior art applicable to one species would not likely be applicable to another 

species; and/or the species are likely to raise different non-prior art issues under 35 U.S.C. 101 

and/or 35 U.S.C. 112, first paragraph. 

Applicant is advised that the reply to this requirement to be complete must include 

(i) an election of a species to be examined even though the requirement may be traversed (3 7 

CFR 1.143) and (ii) identification of the claims encompassing the elected species, including 

any claims subsequently added. An argument that a claim is allowable or that all claims are 

generic is considered nonresponsive unless accompanied by an election. 

The election of the species may be made with or without traverse. To preserve a right to 

petition, the election must be made with traverse. If the reply does not distinctly and specifically 

point out supposed errors in the election of species requirement, the election shall be treated as 

an election without traverse. Traversal must be presented at the time of election in order to be 

considered timely. Failure to timely traverse the requirement will result in the loss of right to 

petition under 3 7 CFR 1.144. If claims are added after the election, applicant must indicate 

which of these claims are readable on the elected species. 

Should applicant traverse on the ground that the species are not patentably distinct, 

applicant should submit evidence or identify such evidence now of record showing the species to 

be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
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Application/Control Number: 11 /348, 150 

Art Unit: 1794 

Page 6 

examiner finds one of the species unpatentable over the prior art, the evidence or admission may 

be used in a rejection under 35 U.S.C. 103(a) of the other species. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 

claims to additional species which depend from or otherwise require all the limitations of an 

allowable generic claim as provided by 3 7 CFR 1.141. 

4. A telephone call was made to Mr. Thomas W. Barnes on April 23, 2008 to request an 

oral election to the above restriction requirement, but did not result in an election being made. 

5. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Marc A Patterson whose telephone number is 571-272-1497. 

The examiner can normally be reached on Mon - Fri 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Rena Dye can be reached on 571-272-1498. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Marc A Patterson/ 
Primary Examiner, Art Unit 1794 
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This lacslrnlle transmission may contain conl'ldolltl:ll and/er 10gany ptlVO~ nlormallon ltom IIIO law delpartmont o/ 1ntemation11I Paper Cof!Wny which ii 
lnlended only for !he use ol lho lndlvlclJa~s) named lltlOVll. If )'Cll ar& not the lntenlfe<I recipient. you n l"leMll'f noun«:! !l'1al any di:$Cl0$Ul'(t, f;l)l)ying or 
dl$trtJutJOn ol llllS !acsimio tnlnSmiSSiOl'I iS SI/ICIiy prohl>iled. II yOu MYO ~ 11\iS t/anstrli&Sion in OtrOt, p~so notify ua imnwatily by ph~ng (51:.\) 248-
6207 w lhut we oan a1T1111ge for lhe relllm of the doGumenlS. Thank yw, 
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AUG-18-2008 11:46 
• RECEIVED 

1 NTERNAT I oNAL PAPER c·eNTRAL FAX CENTER 513 248 6451 P.002 

AUG 1 8 2008 

INTERNATIONAL@PAPER 

MATTHEW M. l!SLAMI, Pl! 
PATENT AGENT 
INTELLECTUAL PROPER1Y 

CINCINNATI 'l'l:CHN0L.0GV CENTER 
6285 TRI-RIDGE BOULEVARD 
LOVELANC OH 45140 

T 513 248 8193 
F 513 248 64$5 
maUhttW.eslaml@lpaper.com 

SENT BY i;gj FACSIMILE TO ( 571-273-8300 • ) 
0 FIRST CLASS MAIL TO THE ADDRESS BELOW 

August18,2008 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, Virginia 22313-1450 

RE: RESPONSE TO RESTRICTION REQUIRl:Ml:NT 
Applicant : CLl;Vl;LANC. ~ ol 
Serial No. : .11134s,11,;0 . 
Filed on FE;BRUARY El, 200ij 
Trtle eI001;GAAOASLS PAPER-8ASEO LAMINATE WITH OXYGEN AND MOISTURE ..... 

Our Ref. FDS-0293S8-US 

Dear Commissioner: 

Enclosed herewith for filing, Applicant(s) respectfully submit(s) the following cttecked items: 

D Petition for Extension of Time Under 37 C.F:R. 1.136(a), Form PTO/SB/22, and one (1) 
copy thereof attached thereto, __ sheet(s); 

[2] Response to Restriction Requirement, _3_ sheet(s); 

D Fee Transmittal, Form PTO/SB/17, __ sheet(s); 

D Information Disclosure Statement by Applicant(s), __ sheet(s), to which Form 
PTO/SB/08, __ sheet(s), has been attached along with a copy of each reference(s) 
cited thereon: and, 

D a postage-prepaid, rerurn-receipt postcard with a listing of the above-checked items. 

Please stamp the enclosed postcard and return same to me to indicate your receipt of the 
above-listed items. Please feel free to contact me if you have any questions concerning the 
above or the enclosed. 

i::~~·iL, 
Matthew M. Eslami 
Agent for Applicant(s) 

Enclosures 
MME/jat 

SEB'DE'MTP OE MAH IHO OB IBA:,...'ftfK?N UNPCR 17 9 P' R I 1 0 

Th& -tlllal'ltWl -by oetllllet IIIAI o tM, olld aCCUfolle OOP)' 61 lho dooumoma chmkad _,,_ ~ 
with aa allac;,,m---h""'ln, Is being 1111n.mlt1" IQ 111• ~~Q COflll'l'IIAI_,. tor f'-, 
eltll!Jt t,i, !Ital-dab ftlllll, llOau,g& i,tefmld, ~ to Cemmisaloner for Pa!&nt,,, PQ5l Office 8ol< 14.\!0, 
AltxlffllltP, Vll'Cllnl& 2231>14:50, or t1'J ,-,ie ttllremlllalon 10 lhe lm:almio n"'1bar lndi:llllld h on 
this lh'I -1J!!!L_ o,,y 1>1 _ _,A"-"uc,..,u.,,,sr'-:_,_..,..._,,_9 
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AUG-18-2008 11:47 INTERNATIONAL PAPER 513 248 6451 P.003 

Docket No.: FDS-029388-US 

REGEiVED 
CENTRALFAXCE~'TER 

IN THE UNITED STATES RA TENT & TRADEMARK OFFICE 

IN RE APPLICATION OF 

CLEVELAND, et al. : GROUP ART UNIT: 1794 

~ 

AUG 1 8 2008 

SERIAL NO: 11/348,150 

FILED: February.06, 2006 

: EXAMINER: PATTERSON, MARC A 

FOR: BIODEGRADABLE PAPER-BASED LAMINATE WITH OXYGEN AND 
MOISTURE BARRIER PROPERTIES AND ME1HOD FOR MAKING 
BIODEGRADABLE PAPER-BASED LAMINA TE 

RESPONSE TO RESTRICTION REQUIREMENT 

COMMISSIONER FOR PATENTS 
UNITED STA TES PA TENT AND TRADEMARK OFFICE 
PO BOX 1450 
ALEXANDRIA VA 22313-1450 

SIR: 

Responsive to the Official Communication dated July 16, 2008, Applicants elect, with 

traverse, Group I, Claims 1-58; drawn to a laminate with oxygen barrier properties, classified 

in class 428, subclass 35.7 for further prosecution. 

l 
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AUG-18-2008 11:47 INTERNATIONAL PAPER 

REMARKS 

513 248 6451 P.004 

RECEIVED 
CENTRAL PAX eeNT!A 

AUG 1 8 2008 

The Office has require~ restriction in the present application as follows: 

Group I: 

Group II: 

Claims 1-58; drawn to a laminate with oxygen barrier properties, 
classified in class 428, subclass 35.7. 

Claims 59-73, drawn to a method of making biodegradable paper 
products, c;lassified in class 264, subclass 177.2 

Applicants elect, with traverse, Group I, Claims 1-58; drawn to a laminate with oxygen 

barrier properties, for further prosecution. 

The Office has characterized the inventions of Groups I and II as related.as process of 

making and product made. Citing MPEP §806.0S(f), the Office concludes that the process as 

claimed can be used to make other and materially different product. However, there is no 

evidence of record to show that the claimed product for making biodegradable l?aper products 

with barrier properties can be made from materially different process such as extrusion as the 

Office has alleged. Applicants respectfully submit that the Office has not shown that ''making 

biodegradable lids for trays" are materially different from the claimed product. The Office has 

not provided sufficient reasons and/or examples to support this assertion. The Office has 

merely stated the conclusion. Accordingly, the Office has failed to meet the burden necessary 

in order to sustain the Restriction Requirement. Accordingly, Applicants respectfully submit 

that the Restriction Requirement should be withdrawn. 

2 
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AUG-18-2008 11:47 INTERNATIONAL PAPER 513 248 6451 P.005 

Finally, Applicants respectfully remind the Office that if the Office finds the traversed 

restriction requirement addressed herein as final and that the claimed product as c,lected 

herein as patentable, the Office is compelled to rejoin the claims drawn to the method of 

making such claimed product Early and favorable indication is respectfully requested. 

The Applicants further submit that this application is in condition for examination on 

the merits and an early notification to that effect is earnestly solicited. 

Date: August 18, 2008 

-3-

Matthew M. Eslami 
Reg. No. 45,488 
Patent Agent for Applicant 
International Paper Company 
6285 Tri-Ridge Boulevard 
Loveland, Ohio 45140 
Tel: (513) 248-6193 
Fax: (513) 248-6455 
e-mail: matt.eslami@ipaper.com 
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UNITED STA IBS p A IBNT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE 

11/348,150 02/06/2006 

1726 7590 12/02/2008 

INTERNATIONAL PAPER COMPANY 
6285 TRI-RIDGE BOULEVARD 
LOVELAND, OH 45140 

FIRST NAMED INVENTOR 

Christopher S. Cleveland 

UNITED STA TES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria., Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

FDS-029388-US 5681 

EXAMINER 

PATTERSON, MARC A 

ART UNIT PAPER NUMBER 

1794 

MAIL DATE DELIVERY MODE 

12/02/2008 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

PTOL-90A (Rev. 04/07) 
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Office Action Summary 

Application No. 

11/348,150 

Examiner 

MARC A. PA HERSON 

Applicant(s) 

CLEVELAND ET AL. 

Art Unit 

1794 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)0 Responsive to communication(s) filed on __ . 

2a)0 This action is FINAL. 2b)~ This action is non-final. 

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims 

4)~ Claim(s) 1-73 is/are pending in the application. 

4a) Of the above claim(s) __ is/are withdrawn from consideration. 

5)0 Claim(s) __ is/are allowed. 

6)0 Claim(s) __ is/are rejected. 

7)0 Claim(s) __ is/are objected to. 

8)~ Claim(s) 1-73 are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on __ is/are: a)O accepted or b)O objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

11 )0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PT0-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some* c)O None of: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. __ . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17 .2(a)). 

*Seethe attached detailed Office action for a list of the certified copies not received. 

Attachment(s) 

1) 0 Notice of References Cited (PTO-892) 

2) 0 Notice of Draftsperson's Patent Drawing Review (PTO-948) 

4) 0 Interview Summary (PTO-413) 
Paper No(s)/Mail Date. __ . 

5) 0 Notice of Informal Patent Application 3) 0 Information Disclosure Statement(s) (PTO/SB/08) 
Paper No(s)/Mail Date __ . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 

6) 0 Other: __ . 

Office Action Summary Part of Paper No./Mail Date 20081124 
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Application/Control Number: 11 /348, 150 

Art Unit: 1794 

DETAILED ACTION 

Election/Restrictions 

Page 2 

1. Applicant's election with traverse of Group I in the reply filed on August 18, 2008 is 

acknowledged. The traversal is on the ground(s) that there is no evidence of record to show that 

the properties of the invention can be obtained by a different process. This is not found 

persuasive because the previous Action stated only that the claimed structure could be made by a 

different process; furthermore, it is unclear what claimed properties are referred to. 

Applicant has also not elected a species, as required in the restriction. 

2. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Marc A Patterson whose telephone number is 571-272-1497. 

The examiner can normally be reached on Mon - Fri 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Rena Dye can be reached on 571-272-1498. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 
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Application/Control Number: 11 /348, 150 

Art Unit: 1794 

Page 3 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Marc A Patterson/ 
Primary Examiner, Art Unit 1794 
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Application Number 
Application/Control No. Applicant(s)/Patent under 

Reexamination 

11111 

11/348, 150 CLEVELAND ET AL. 
Examiner Art Unit 

MARC A. PATTERSON 1794 

U.S. Patent and Trademark Office Part of Paper No. 20081124 
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DEC-30-2008 14:56 INTERNATIONAL PAPER 513 248 6451 P.001 ' 

RECEIVED 
Ol!NTRAL FAX CEN1'1:!~ 

INTERNATIONAL@PAPER 

DEC :3 O 2008 CINCINNATI TECHNOLOGY CENTER 
628S TRI-RIDGE BOULEVARD 
l.OVEL.AND OH 45140 

T s,a 248 0000 
F 513 248 6455 

CONFIDENTIAL FACSIMILE TRANSMISSION 
To: Commissioner for F'atents 

Fox: 571•273-8300 

Toi: 

oaia: Deoember 30, 2008 

Al!: Restl'iction Requirement 

0 URGENT 

0 FOR YOUR INFORMATION 

Our File Roi.: FOS-029388-US 

Yo11r Fila Raf.: 11/34a, 150 

NO. of Pagos: 4 (inQvding th~ Wf\lr ~heetl 

0 CONFIRMATION COPY FOLLOWS BY: (&I NO COPY 
0 FIRST-CLASS U.S. MAIL FOLLOWS 
0 OVERNIGHT MAIL 
0 INTERNATIONAi. MAIL 

In response to the Office Action dated _.....,.12.,_/0..,.2/._2 __ 00....._8 _ _,, please find the following checked items: 

D Petition for Extension ofTime Under 37 C.F.R. 1.136(a), Form F'TO/SB/22, and one (1) copy 
thereof attached thereto, __ sheet(s); 

lg] Response to Restriction Requirement, _2_ sheet(s): 

D Fee Transmittal, Form PTO/SB/17, __ sheet(s); and, 

D Information Disclosure Statement by Appficant(s), __ sheet(s), to which Form PTO/SB/08, 
__ sheet(s). has been attached along with a copy of each reference(s) cited thereon. 

Thank you. 

• Ptrtlffcft er TfflnMm1N'.nn umter az c F B t 8 
l'bo tlfltitM/gffl>dl,o,r;JbyCII~ v,ato ,_ ""'1 """-•oPY otn.o ttumo oh~--~ tn,,,.,,,,~ lo ltlO 1-/ono,Ql>/tl Comm/Nlo-fof Plll«lft. 111 l&ctimllfl 
lnlnotN!l..,,, /tl the faCllim/Jom,m/Jerindiclrtr,d lllo•o, on 111/s ""'_!!!!!_ dayaf _~_. 20~. 

A; l. f,__. cl&~ 
Mld!ML~ 

Tlli$ facsimilO ltl!l\3Mi&$ion may contain contiClllntial llfl(llor 109fllly priYIGg(ld iJ\fOtma!iOft from 1110 law d0p8111!1ent 011nlomstiQnal Ppp,r Cc:mpany whic;h is 
intended 0llly lot' the uuo of the inlf!Vidus~s) named ebove. If y/JAJ $re not 111G intended ,ec:il)ienl, '!OJ 8'EI l'IOfeby r'l)tifM!CI lhat //rfrf disc:losure, ClQP)'ing or 
dislllbudon of tl'IS lac$itnilo 1r.insmiHion is slriClly pm/li,il&ll. H y/JAJ h:iva received ltlls nnsmlsslan In error, please notify us irnmOlll3Ulfy by pnonr,g (S13) 248-
62JJT so that we can anat190 for Ulo l'0tll'n of ltlO 11oc11monlll. Thank you. 
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DEC-30-2008 14:56 INTERNATIONAL PAPER 513 248 6451 P.002 

INTERNATIONAL@PAPER 

MATTHew M. ESLAMI, PE 
PATl:'.lll'T' AGENT 
INTELLECTUAL .PROPERTY 

CINCINNATI TEOHNOI.OGY CeNTER 
6285 TRI-RIDGE BOULENAFtO 
LOVELAND OH 45140 

! :~: ~:: ::: AECENEO 
ITlliltthew.elJl(I.ITl@lpaper.c&ENTRAL FAX CENTl:Fi 

SENT BY ~ FACSIMILE TO ( 571-273-8300 ) DEC 3 0 2008 
□ FIRST CLASS MAIL TO THE ADDRESS BELOW 

December 30. 2008 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, Virginia 22313-1450 

RE: RESPONSE TO RESTRICTION REQUIReMENT 
Applicant Chri510pher s, Clev~lend 
Serial No. 111348,150 

Filed on 021061200s 
Title Biodegradable Paper-Based Laminate With Oxygan And Molsturo Barritr Propi>rtiw And Meth{;ld,.,., 

Our Ref. F'OS-0~936&-US 

Dear Commissioner: 

Enclosed herewith for filing,.Applicant(s) respectfully submit(s) the following checked items: 

0 Petition for Extension of Time Under 37 C.F.R. 1.136(a), Form PTO/SB/22, and one (1) 
copy thereof attached thereto, __ sheet(s); 

181 Response to Restriction Requirement. sheet(s): 

D Fee Transmittal, Form PTO/SB/17, __ sheet(s): 

D Information Dlsclosure Statement by Applicant(s), __ sheet(s), to whiGh Form 
PTO/SB/08, __ sheet(s), has been attached along with a copy of each reference(s) 
cited thereon; and, 

D a postage-prepaid, return-receipt postcard with a listing of the above-checked items. 

Please stamp the enclosed postcard and retum same to me to indicate your receipt of the 
above-listed items. Please feel free to contact me if you have any questions concerning the 
above or the enclosed. 

~~~·~ 
Matthew M. Eslami 
Agent for Appllcant(s) 

Enclosures 
MME/mlm 

Pfi8llfni6X§ Pf MAJL'NO PB JRANBMIRSIDN UNDER 31 G ! II I 1 R 
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DEC-30-2008 14:57 INTERNATIONAL PAPER 513 248 6451 P.003 

AECEIVED 
CENTRAL FAX CENTER 

Docket No.: FDS-029388-US DEC 3 O 2008 

TN THE UNITED ST A TES PA TENT & TRADEMARK OFFICE 

IN RE APPLICATION OF: 

CLEVELAND, et al. 

SERIAL NO: • ll/348, 150 

FILED: February 06, 2006 

GROUP ART UNIT: 1794 

EXAMfNER: PATTERSON, MARCA 

FOR: BIODEGRADABLE PAPER-BASED LAMINATE WITH OXYGEN ANO 
MOISTURE BARRIER PROPERTIES AND METHOD FOR MAKING 
BIODEGRADABLE PAPER-BASED LAMJNATE 

RESPONSE TO RESTRICTION REQUIREMENT 

COMMISSIONER FOR PATENTS 
UNITED STATES PA TENT AND TRADEMARK OFFICE 
PO BOX 1450 
ALEXANDRIA VA 22313-1450 

SIR: 

Responsive to the Official Communication dated December 02, 2008, Applicants 

elect, without traverse, Specie (i), drawn to a laminate comprising a 'polymeric protectant 

layer, moisture protective layer and degradable tie layer (Claims 1-35, 38 and 41-43), for 

further prosecution. 

-1-
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DEC-30-2008 14:57 INTERNATIONAL PAPER 513 248 6451 

The Applicants further submit that this application is in condition for examination on 

the merits and an early notification to that effect is earnestly solicited. 

Date: December 30, 2008 

-2-

Matthew M. Eslami 
Reg, No. 45,488 
Patent Agent for Applicant 
International Paper Company 
6285 Tri-Ridge Boulevard 
Loveland, Ohio 45140 
Tel: (5 I 3) 248-6193 
Fa-x: (513) 248-6455 
e-mail: matt,eslami@ipaper.com 

P.004 
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UNITED STA IBS p A IBNT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE 

11/348,150 02/06/2006 

1726 7590 03/19/2009 

INTERNATIONAL PAPER COMPANY 
6285 TRI-RIDGE BOULEVARD 
LOVELAND, OH 45140 

FIRST NAMED INVENTOR 

Christopher S. Cleveland 

UNITED STA TES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria., Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

FDS-029388-US 5681 

EXAMINER 

PATTERSON, MARC A 

ART UNIT PAPER NUMBER 

1794 

MAIL DATE DELIVERY MODE 

03/19/2009 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

PTOL-90A (Rev. 04/07) 
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Office Action Summary 

Application No. 

11/348,150 

Examiner 

MARC A. PA HERSON 

Applicant(s) 

CLEVELAND ET AL. 

Art Unit 

1794 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ;l_ MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)0 Responsive to communication(s) filed on __ . 

2a)0 This action is FINAL. 2b)~ This action is non-final. 

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims 

4)~ Claim(s) 1-35.38.41-43 and 50-58 is/are pending in the application. 

4a) Of the above claim(s) __ is/are withdrawn from consideration. 

5)0 Claim(s) __ is/are allowed. 

6)~ Claim(s) 1-35.38.41-43 and 50-58 is/are rejected. 

7)0 Claim(s) __ is/are objected to. 

8)0 Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on __ is/are: a)O accepted or b)O objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

11 )0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PT0-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some* c)O None of: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. __ . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17 .2(a)). 

*Seethe attached detailed Office action for a list of the certified copies not received. 

Attachment(s) 

1) ~ Notice of References Cited (PTO-892) 

2) 0 Notice of Draftsperson's Patent Drawing Review (PTO-948) 

4) 0 Interview Summary (PTO-413) 
Paper No(s)/Mail Date. __ . 

5) 0 Notice of Informal Patent Application 3) ~ Information Disclosure Statement(s) (PTO/SB/08) 
Paper No(s)/Mail Date 8/24/06:10/25/07. 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 

6) 0 Other: __ . 

Office Action Summary Part of Paper No./Mail Date 20090316 
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DETAILED ACTION 

Claim Rejections-35 USC§ 102(b) 

Page 2 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1 - 5, 10, 12 - 13, 15, 22 - 23, 28, 30, 32, 41 and 43 are rejected under 35 U.S.C. 

102(b) as being anticipated by Andersson et al. (U.S. Patent Publication No. 2005/0008800 Al). 

With regard to Claims 1 - 2 and 12, Andersson et al discloses a laminate comprising 

substrate comprising a substrate ( core of paperboard; paragraph 0017) a polymeric protectant 

layer on the outside surface for protecting the substrate from liquid and water vapor (paragraph 

0031) and an oxygen barrier layer ( aluminum foil; paragraph 0031) and product contact layer for 

preventing penetration by vapor, liquid and solid contents disposed on the oxygen barrier layer 

(coating '32' in Figure paragraph 0021) and a layer disposed on the inside surface of the 

substrate ( adhesive; paragraph 0039) comprising polypropylene (paragraph 0039), therefore a 

moisture protective layer. 

With regard to Claim 3, Andersson et al do not disclose bleaching of paperboard; 

unbleached paperboard is therefore disclosed by Andersson et al. 

With regard to Claim 4, the polymeric protectant layer is polyethylene (paragraph 0036), 

therefore a print medium. 

With regard Claim 5, the polymeric protectant layer comprises linear low density 

polyethylene (paragraph 0034), therefore a degradable polyethylene. 
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With regard Claims 10, 22, 23, 28 and 41, the moisture protective layer and product 

contact layer comprise linear low density polyethylene (paragraph 0034), therefore a degradable 

polyethylene. 

With regard to Claims 13, 15, 30 and 32, the oxygen barrier comprises polyvinyl alcohol 

(paragraph 0033). 

With regard to Claim 43, Andersson et al disclose a drinking cup (carton; paragraph 

0018). 

Claim Rejections-35 USC§ 103(a) 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 6 - 9, 11, 14, 16 -21, 24 -27, 29, 31, 42 and 57 - 58 are rejected under 35 U.S.C. 

103(a) as being unpatentable over Andersson et al. (U.S. Patent Publication No. 2005/0008800 

Al). 

Andersson et al disclose a laminate as discussed above. With regard to Claims 6 - 9, 11, 

14, 16 -21, 24 -27, 29, 31, 42 and 57 - 58, Andersson et al fail to disclose a polymeric 

protectant layer, moisture protective layer and product contact layer having a coat weight of from 

five to twenty pounds per three thousand feet and degradable polyolefin comprising a catalyst 

comprising iron or ethylene - co - maleic anhydride. However, Andersson et al discloses layers 

comprised in packaging (paragraph 0020), and polyethylene, and a laminate comprising an 
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adhesive layer, therefore a tie layer, as discussed above. It therefore would have been obvious for 

one of ordinary skill in the art to have provided for metallocene polyethylene, depending on the 

desired method of synthesis, and to have provided for ethylene - co - maleic anhydride, 

depending on desired adhesive properties, and to have provided for additional tie layers and a 

desired coat weight of polymeric protectant layer, moisture protective layer and product contact 

layer depending on the desired weight of the package. 

5. Claims 33 - 35, 38 and 50 - 56 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Andersson et al. (U.S. Patent Publication No. 2005/0008800 Al) in view of Gen (U.S. 

Patent No. 6,949,254 B2). 

Andersson et al disclose a laminate as discussed above. The laminate comprises polyester 

(paragraph 0024). With regard to Claims 33 - 35, 38, 51 - 53 and 55, Andersson et al fail to 

disclose a polymeric protectant layer, moisture protective layer and product contact layer 

comprising polylactic acid, vitamin E, zeolite and starch. 

Gen teaches a polyester comprising polylactic acid (column 3, lines 44 - 45), vitamin E, 

(column 2, lines 42- 44), zeolite (column 3, lines 10 - 14) and starch (column 1, lines 30- 31) 

for the purpose of using a polymer having good resistance to thermal decomposition. One of 

ordinary skill in the art would therefore have recognized the advantage of providing for the 

polylactic acid, vitamin E, zeolite and starch of Gen in Andersson et al, which comprises a 

polyester, depending on the desired resistance to thermal decomposition of the end product. 

It therefore would have been obvious for one of ordinary skill in the art at the time 

Applicant's invention was made to have provided for polylactic acid, vitamin E, zeolite and 
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starch in Andersson et al in order to obtain good resistance to thermal decomposition as taught 

by Gen. 

With regard to Claims 50 and 56, Gen fails to teach calcium carbonate and zeolite in the 

amount at most five weight percent. However, Gen teaches the use of any inorganic compound 

(column 3, lines 10- 14) for the purpose of obtaining a complex (column 3, lines 10 -14). It 

therefore would have been obvious for one of ordinary skill in the art to have provided for 

calcium carbonate, as calcium carbonate constitutes an inorganic compound, or to have provided 

for a desired amount of inorganic compound depending on the desired chemical composition of 

the end product. 

With regard to Claim 54, Gen teaches vitamin E in the amount of five percent by weight 

( column 2, lines 62 - 65). 

6. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Marc A Patterson whose telephone number is 571-272-1497. 

The examiner can normally be reached on Mon - Fri 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Rena Dye can be reached on 571-272-1498. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Marc A Patterson/ 
Primary Examiner, Art Unit 1794 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
WASHINGTON, D.C., UNITED STATES OF AMERICA 

In re Application of: 

Applicant(s): CLEVELAND, et al. 

Serial No.: 11/348, 150 

Filing Date: FEBRUARY 6, 2006 

Entitled: BIODEGRADABLE PAPER-BASED Examiner: 

LAMINATE WITH OXYGEN ....... . 

Our File Ref.: FDS-029388-US Group Art Unit: 1772 

INFORMATION DISCLOSURE STATEMENT 
SUBMITTED PERSUANT TO 37 C.F.R. 1.97(b)(1) 

Commissioner for Patents 
United States Patent and Trademark Office 

: Post Office Box 1450 
Alexandria, Virginia 22313-1450 

Dear Commissioner: 

In accordance with the duty of disclosure under 37 C.F.R. 1.56, Applicant(s) hereby 

notifies the U.S. Patent and Trademark Office of certain documents which the Examiner might 

deem relevant to the issue of patentability of the claims pending in the above-referenced patent 

application. Enclosed herewith please find Form PTO/SB/08, Information Disclosure Statement 

by Applicant, _3_ sheet(s), and a copy of each reference cited thereon. 

This Information Disclosure Statement is filed before the mailing date of a first Office 

Action on the merits. As such, neither a fee under 37 C.F.R. 1.17(p) nor a statement under 37 

C.F.R. 1.97(e) is required; Applicant(s) respectfully requests pursuant to 37 C.F.R. 1.97(b)(3) 

that the Examiner considers each of the references disclosed herewith. 

The submission of the documents enclosed herewith is not intended as an admission 

that such documents constitute prior art under Title 35 of the United States Code, as against the 

claims of the above-referenced patent application. Applicant(s) does not waive any right to take 
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Serial No. 11/348, 150 
Our Ref. FDS-029388-US 

action that would be appropriate to antedate or otherwise overcome the use of any document 

submitted herewith as prior art under Title 35 of the United States Code. 

Applicant(s) respectfully requests that the Examiner initial each of the references listed 

on the attached Form PTO/SB/08 and return same to the undersigned attorney in accordance 

with MPEP 609. 

Should the Examiner have any questions relating to the submission of the within 

Information Disclosure Statement or relating to the copies submitted therewith, Applicant(s) 

respectfully request that the Examiner contact the undersigned counsel, who can be reached at 

the telephone numbers listed below. 

Date: August 21, 2006 

Respectfully submitted, 

~- ' ~{n A ~Y-Y-.' 
.--------

Co u n s e I for Applicant 
International Paper Company 
6285 Tri-Ridge Boulevard 
Loveland, Ohio 45140 
513.248.6000 telephone 
513.248.6455 facsimile 
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~ ~ ONIEL C. STELTER 
·&7'RAO~ ENIOR COUNSEL 

INTELLECTUAL PROPERTY 

August 21, 2006 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, Virginia 22313-1450 

CINCINNATI TECHNOLOGY CENTER 
6285 TRI-RIDGE BOULEVARD 
LOVELAND OH 45140 

T 513 248 6208 
F 513 248 6455 
daniel.stelter@ipaper.com 

RE: SUBMISSION OF INFORMATION DISCLOSURE STATEMENT 
Applicant CLEVELAND, et al. 

Serial No. 11/348,150 

Filed on FEBRUARY 6, 2006 

Title BIODEGRADABLE PAPER-BASED LAMINATE WITH OXYGEN ........... .. 

Our Ref. FDS-029388-US 

Dear Commissioner: 

Enclosed herewith for filing, Applicant(s) respectfully submit(s) the following checked items: 

0 Information Disclosure Statement by Applicant(s), _2_ sheet(s), to which Form 
PTO/SB/08, 3 sheet(s), has been attached along with a copy of each reference(s) 
cited thereon; 

D Supplemental Information Disclosure Statement by Applicant(s), __ sheet(s), to 
which Form PTO/SB/08, __ sheet(s), has been attached along with a copy of each 
reference(s) cited thereon; and, 

0 a postage-prepaid, return-receipt postcard with a listing of the above-checked items. 

Please stamp the enclosed postcard and return same to me to indicate your receipt of the 
above-listed items. Please feel free to contact me if you have any questions concerning the 
above or the enclosed. 

With kindest regards, 

Daniel C. Stelter 
Attorney for Applicant(s) 

Enclosures 
DCS/jat 

CERTIFICATE OF MAIUNQ OR TRAN§Ml§§IPN UNDER 37 c FR § 1 B 

The under,;igned hereby certifies that a true and accurate copy of the documents checked hereon, together 
with all attachments referred-to herein, is being transmitted to the Honorable Commissioner for Patents, 
either by fir,;t-class mail, postage prepaid, addressed to Commissioner for Patents, Post Office Box 1450, 
Alexandria, Vir~inia 22313-1450, or by facsimile transmission to the facsimile number indicated hereon, on 

this the 21st day of A ust d"~ 

" ll 
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Docket No.: FDS-029388-US 

IN THE UNITED ST ATES PATENT & TRADEMARK OFFICE 

IN RE APPLICATION OF: 

CLEVELAND, et al. 

SERIAL NO: 11 /348, 150 

Fl LED: February 06, 2006 

GROUP ART UNIT: 1794 

EXAMINER: PATTERSON, MARC A 

FOR: BIODEGRADABLE PAPER-BASED LAMINATE WITH OXYGEN AND 
MOISTURE BARRJER PROPERTIES AND METHOD FOR MAKING 
BIODEGRADABLE PAPER-BASED LAMINATE 

AMENDMENT 

COMMISSIONER FOR PA TENTS 
UNITED STATES PATENT AND TRADEMARK OFFICE 
PO BOX 1450 
ALEXANDRIA VA 223 t 3-1450 

Dear Commissioner: 

Responsive to the Office Action mailed March 19, 2009, please accept the following 

Amendment and Remarks in response thereto. 

Amendments to the claims begin on page 2 of this paper. 

Remarks/Arguments begin on page 5 of this paper. 
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Amendments to the Claims: 

Listing of claims will replace all prior versions, and listings, of claims in the application: 

Listing of Claims: 

Claims 1-58. (Canceled) 

Claims 59-73. (Canceled) 

74. (New) A laminate for fanning moisture barriers, comprising: 

a substrate having an interior surface for contacting products; and 

a moisture protectant layer disposed on said interior surface of said substrate and 

comprising at least one degradable polymer selected from the group consisting of a 

degradable polyolefin, a polyhydroxyalkanoate, polylactic acid, and a degradable polyester. 

75. (New) The laminate according to claim 74, wherein the moisture protcctant layer has a 

thickness of from 5 to 30 lbs/3000 tt2. 

76. (New) The laminate according to Claim 74, further comprising a second moisture 

protectant layer disposed on an exterior surface of said substrate and comprising at least one 

degradable polymer selected from the group consisting of a degradable polyolcfin, a 

polyhydroxyalkanoatc, polylactic acid, and a degradable polyester. 

77. (New) The laminate according to Claim 76, wherein the second moisture protectant 

layer further comprises at least one filler. 

-2-
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78. (New) The laminate according to Claim 76, wherein the second moisture protectant 

layer further comprises at least one member selected from the group consisting of calcium 

carbonate, starch, clay kaolin, talc, cellulose fibers, and diatomaceous earth. 

79. (New) The laminate according to claim 76, wherein the second moisture protectant layer 

has a thickness of from 5 to 30 lbs/3000 tt2. 

80. (New) The laminate according to Claim 76, wherein the second moisture protectant 

layer further comprises at least one member selected from the group consisting of calcium 

carbonate and starch. 

81. (New) The laminate according to Claim 74, wherein the moisture protectant layer 

further comprises at least one filler. 

82. (New) The laminate according to Claim 74, wherein the moisture protectant layer 

further comprises at least one member selected from the group consisting of calcium 

carbonate, starch, clay kaolin, talc. cellulose fibers, and diatomaceous earth. 

83. (New) The laminate according to Claim 74, wherein the moisture protectant layer 

further comprises at least one member selected from the group consisting of calcium 

carbonate and starch. 

84. (New) The laminate according to Claim 74, wherein the substrate comprises paperboard; 

and the moisture protectant layer has a thickness of from 5 to 30 lbs/3000 ft2 and comprises 

-3-
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polylactic acid and at least one member selected from the group consisting of calcium 

carbonate and starch. 

85. (New) A cup, comprising the laminate according to Claim 84. 

86. {New) A cup, comprising the laminate according to Claim 74. 

-4-
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Remarks/ Arguments 

By this Amendment, claims 1-58 are canceled. Claims 59-73 arc withdrawn. New 

claims 74-86 are added. Support for new claims 74-86 can be found through out the 

specification, particularly, pages 6-9. Reconsideration in view of the above amendment is 

respectfully requested. 

1. Interview Acknowledgment 

Applicants thank Examiner Patterson for the courtesies extended to Applicant's 

representative during June 16, 2009 telephonic interview. During the interview, a draft of 

new claims 74-86 was discussed and it was understood that the new claims 74-86 define 

patenable subject matter over the cited references in the Office Action. lt was decided that the 

Applicants submit claims 74-86 to replace originally submitted claims 1-58. The substance 

of the interview is summarized in the following remarks. 

2. Rejection of Respective Claims 1-5, 10, 12-13, 15, 22-23, 28, 30, 32, 4 I, and 

43 under 35 U.S.C. § 102 (b) as being anticipated by Andersson et al (U.S. Patent 

Publication No. 2005/0008800 Al). 

Since claims 1-58 are canceled, then rejections of these claims are now rendered 

moot. However, Applicants submit new claims 74-86 that define patenable subject matter 

over the cited references in the Office Action. In the present invention, the polymeric 

protectant layer comprises linear low density polyethylene (Please sec Spec., Paragraph 

0034), therefore a degradable polyethylene. High density, low density, and linear low density 

describe different types of polyethylene. Each is defined by the amount and type of branching 

from the polymer backbone. As a result, each has different levels of crystallinity. 

In the present invention, the inventors claim the use of a degradable polyethylene or 
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polypropylene. Regular polyethylene is not considered to be degradable. Degradability is 

defined as a >75-80% loss in molecular weight (MWT) in a relatively short amount of time 

(<9 months) due to exposure to oxygen, water, and microbes in the environment. This 

process is the same as the degradation of other organic materials like food waste. Normal 

polyethylene is not considered to be degradable because it might take tens to hundreds of 

years to achieve the >75% loss in molecular weight. Standards and definitions for 

degradability are contained in ASTM D6400, ASTM D6868, and ASTM D5511. More 

specifically, degradable polyethylene is defined in ASTM D3826. 

The Andersson's patent is directed to the use of normal, non-degradable polyolefins 

such as polyethylene, linear low density polyethylene, and polypropylene. These are general 

classes of polyolefins. The present invention uses the degradable versions of these polymers. 

Applicants respectfully requests withdrawal of this rejection. 

3. Rejection of Claims 6-9, 11, 14, 16-21, 24-27, 29, 31, 42 and 57-58 under 

35 U.S.C. § 103 (a) as being unpatentable over Andersson et al (U.S. Patent Publication 

No. 2005/0008800 Al). 

Since claims 1-58 are canceled, then rejection of these claims are now rendered moot. 

Applicants respectfully requests withdrawal of this rejection. 

-6-
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CONCLUSION 

Based upon the foregoing, Applicants respectfully submit that claims 74-86 

particularly define and patentably distinguish the present invention over the cited references. 

Accordingly, reconsideration of the rejection and allowance of all claims are earnestly 

requested. However, should the Examiner have any remaining questions and the attending to 

of which would expedite such action, the Examiner is invited to contact the undersigned at 

the telephone number listed below. 

No month extension of time is believed to be required. However, the Commissioner is 

authorized to charge any fees associated with this or any other communication, or credit any 

over payment, to Deposit Account No. 09-0525. 

Date: June 19, 2009 

-7-

Respectfully Submitted, 

Matthew M. Eslami 
Reg. No. 45,488 
Patent Agent for Applicant 
International Paper Company 
6285 Tri-Ridge Boulevard 
Loveland, Ohio 45140 
Tel: (513) 248-6193 
Fax: (513) 248-6455 
e-mail: matt.eslami@ipaper.com 
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Office Action Summary 

Application No. 

11/348,150 

Examiner 

MARC A. PA HERSON 

Applicant(s) 

CLEVELAND ET AL. 

Art Unit 

1794 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ;l_ MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)1Zl Responsive to communication(s) filed on 19 June 2009. 

2a)0 This action is FINAL. 2b)[8J This action is non-final. 

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims 

4)[8J Claim(s) 74-86 is/are pending in the application. 

4a) Of the above claim(s) __ is/are withdrawn from consideration. 

5)0 Claim(s) __ is/are allowed. 

6)[8J Claim(s) 74-86 is/are rejected. 

7)0 Claim(s) __ is/are objected to. 

8)0 Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on __ is/are: a)O accepted or b)O objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

11 )0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PT0-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some* c)O None of: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. __ . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17 .2(a)). 

*Seethe attached detailed Office action for a list of the certified copies not received. 

Attachment(s) 

1) [8J Notice of References Cited (PTO-892) 

2) 0 Notice of Draftsperson's Patent Drawing Review (PTO-948) 

4) 0 Interview Summary (PTO-413) 
Paper No(s)/Mail Date. __ . 

5) 0 Notice of Informal Patent Application 3) 0 Information Disclosure Statement(s) (PTO/SB/08) 
Paper No(s)/Mail Date __ . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 

6) 0 Other: __ . 

Office Action Summary Part of Paper No./Mail Date 20091026 
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Application/Control Number: 11 /348, 150 

Art Unit: 1794 

DETAILED ACTION 

WITHDRAWN REJECTIONS 

Page 2 

1. The 35 U.S.C. 102(b) rejection of Claims 74, 76 and 85 - 86 as being anticipated by 

Andersson et al. (U.S. Patent Publication No. 2005/0008800 Al), ofrecord on page 2 of the 

previous Action, is withdrawn. 

NEW REJECTIONS 

Claim Rejections-35 USC§ 103(a) 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 74 - 76, 79 and 84 - 86 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Andersson et al. (U.S. Patent Publication No. 2005/0008800 11) in view of Reich et al (U.S. 

Patent No. 3,984,940). 

With regard to Claim 74, Andersson et al discloses a laminate comprising substrate 

comprising a substrate ( core of paperboard; paragraph 0017) and an interior moisture protective 

layer (coating '32' in Figure; paragraph 0021) comprising polypropylene (paragraph 0036). 

Andersson et al fail to disclose a polypropylene that is degradable. 

Reich et al teach discloses a polypropylene ( column 11, lines 54 - 61) that is degradable, 

for the purpose of obtaining a film that can be degraded by solar radiation (column 12, lines 10 -

14). It therefore would have been obvious for one of ordinary skill in the art at the time 
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Application/Control Number: 11 /348, 150 

Art Unit: 1794 

Page 3 

Applicant's invention was made to have provided for a degradable polypropylene in order to 

provide a film that degrades by solar radiation as taught by Andersson et al. 

With regard to Claims 75, 79 and 84, Andersson et al fail to disclose a polymeric 

protectant layer, moisture protective layer and product contact layer having a thickness of from 

five to thirty pounds per three thousand feet. However, Andersson et al discloses layers 

comprised in packaging (paragraph 0020), and polyethylene, and a laminate, as discussed above. 

It therefore would have been obvious for one of ordinary skill in the art to have provided for a 

desired coat weight of polymeric protectant layer, moisture protective layer and product contact 

layer depending on the desired weight of the package. 

With regard Claim 76, the moisture protective layer and product contact layer comprise 

linear low density polyethylene (paragraph 0034), therefore a degradable polyethylene. 

With regard to Claims 85 - 86, Andersson et al disclose a drinking cup ( carton; paragraph 

0018). 

4. Claims 77 - 78 and 80 - 83 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Andersson et al. (U.S. Patent Publication No. 2005/0008800 11) in view of Reich et al (U.S. 

Patent No. 3,984,940) and further in view of Gen (U.S. Patent No. 6,949,254 B2). 

Andersson et al and Reich et al disclose a laminate as discussed above. The laminate 

comprises polyester (paragraph 0024). With regard to Claims 77 - 78 and 80 - 83, Andersson et 

al and Reich et al fail to disclose polylactic acid and a filler comprising starch. 

Gen teaches a polyester comprising polylactic acid (column 3, lines 44 - 45) and starch 

( column 1, lines 30 - 31) for the purpose of using a polymer having good resistance to thermal 
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Application/Control Number: 11 /348, 150 

Art Unit: 1794 

Page 4 

decomposition. One of ordinary skill in the art would therefore have recognized the advantage of 

providing for the polylactic acid and starch of Gen in Andersson et al and Reich et al, which 

comprises a polyester, depending on the desired resistance to thermal decomposition of the end 

product. 

It therefore would have been obvious for one of ordinary skill in the art at the time 

Applicant's invention was made to have provided for polylactic acid and starch in Andersson et 

al and Reich et al in order to obtain good resistance to thermal decomposition as taught by Gen. 

ANSWERS TO APPLICANT'S ARGUMENTS 

5. Applicant's arguments regarding the rejections of the previous Action have been 

considered and have been found to be persuasive. The new rejections above are directed to new 

amended Claims 74 - 86. 

6. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Marc A Patterson whose telephone number is 571-272-1497. 

The examiner can normally be reached on Mon - Fri 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Rena Dye can be reached on 571-272-1498. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 
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Page 5 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Marc A Patterson/ 
Primary Examiner, Art Unit 1794 
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Reexamination 
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Interview Summary 

Application No. 

11/348,150 

Examiner 

MARC A. PATTERSON 

All participants (applicant, applicant's representative, PTO personnel): 

(1) Marc Patterson. 

(2) Matt Eslami. 

Date of Interview: 16 June 2009. 

Type: a)[8J Telephonic b)D Video Conference 

(3) __ . 

(4) __ . 

c)D Personal [copy given to: 1 )0 applicant 2)0 applicant's representative] 

Exhibit shown or demonstration conducted: d)D Yes 
If Yes, brief description: __ . 

Claim(s) discussed: a// of the record. 

Identification of prior art discussed: a// of the record. 

e)[8J No. 

Applicant(s) 

CLEVELAND ET AL. 

Art Unit 

1794 

Agreement with respect to the claims f)D was reached. g)[8J was not reached. h)D N/A. 

Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached, or any other comments: The claimed invention vs the prior art of record. specifically if the claimed layers are 
disclosed by the prior art of record. 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS 
GIVEN A NON-EXTENDABLE PERIOD OF THE LONGER OF ONE MONTH OR THIRTY DAYS FROM THIS 
INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY FORM, WHICHEVER IS LATER, TO 
FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See Summary of Record of Interview 
requirements on reverse side or on attached sheet. 

/Marc A Patterson/ 
Primary Examiner, Art Unit 1794 I 

U.S. Patent and Trademark Office 

PTOL-413 (Rev. 04-03) Interview Summary PaperNo.20091029 
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Summary of Record of Interview Requirements 

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record 
A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the 
application whether or not an agreement with the examiner was reached at the interview. 

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews 
Paragraph (b) 

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as 
warranting favorable action must be filed by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1.111, 1.135. (35 U.S.C. 132) 

37 CFR §1.2 Business to be transacted in writing. 
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and 
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to 
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt. 

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself 
incomplete through the failure to record the substance of interviews. 

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless 
the examiner indicates he or she will do so. It is the examiner's responsibility to see that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability. 

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the 
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction 
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing 
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the 
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required. 

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the 
"Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the 
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant's correspondence address 
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other 
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication. 

The Form provides for recordation of the following information: 
- Application Number (Series Code and Serial Number) 

Name of applicant 
Name of examiner 
Date of interview 

- Type of interview (telephonic, video-conference, or personal) 
Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 

- An indication whether or not an exhibit was shown or a demonstration conducted 
- An identification of the specific prior art discussed 
- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 

attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does 
not restrict further action by the examiner to the contrary. 

- The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action) 

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It 
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview 
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the 
substance of the interview. 

A complete and proper recordation of the substance of any interview should include at least the following applicable items: 
1) A brief description of the nature of any exhibit shown or any demonstration conducted, 
2) an identification of the claims discussed, 
3) an identification of the specific prior art discussed, 
4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the 

Interview Summary Form completed by the Examiner, 
5) a brief identification of the general thrust of the principal arguments presented to the examiner, 

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not 
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the 
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general indication of any other pertinent matters discussed, and 
7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by 

the examiner. 
Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and 

accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, "Interview Record OK" on the 
paper recording the substance of the interview along with the date and the examiner's initials. 
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Interview Summary 

Application No. 

11/348,150 

Examiner 

MARC A. PATTERSON 

All participants (applicant, applicant's representative, PTO personnel): 

(1) Marc Patterson. 

(2) Matt Eslami. 

Date of Interview: 22 January 2010. 

Type: a)[8J Telephonic b)D Video Conference 

(3)Mark Fagan. 

(4) __ . 

c)D Personal [copy given to: 1 )0 applicant 2)0 applicant's representative] 

Exhibit shown or demonstration conducted: d)D Yes 
If Yes, brief description: __ . 

Claim(s) discussed: al/I of the record. 

Identification of prior art discussed: a// of the record. 

e)[8J No. 

Applicant(s) 

CLEVELAND ET AL. 

Art Unit 

1794 

Agreement with respect to the claims f)D was reached. g)[8J was not reached. h)D N/A. 

Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached, or any other comments: The claimed invention vs the prior art of record. specifically whether the prior art of 
record discloses a degradable polymer as defined by Applicant's invention. 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS 
GIVEN A NON-EXTENDABLE PERIOD OF THE LONGER OF ONE MONTH OR THIRTY DAYS FROM THIS 
INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY FORM, WHICHEVER IS LATER, TO 
FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See Summary of Record of Interview 
requirements on reverse side or on attached sheet. 

/Marc A Patterson/ 
Primary Examiner, Art Unit 1794 I 

U.S. Patent and Trademark Office 

PTOL-413 (Rev. 04-03) Interview Summary Paper No. 20100122 
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Summary of Record of Interview Requirements 

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record 
A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the 
application whether or not an agreement with the examiner was reached at the interview. 

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews 
Paragraph (b) 

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as 
warranting favorable action must be filed by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1.111, 1.135. (35 U.S.C. 132) 

37 CFR §1.2 Business to be transacted in writing. 
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and 
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to 
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt. 

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself 
incomplete through the failure to record the substance of interviews. 

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless 
the examiner indicates he or she will do so. It is the examiner's responsibility to see that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability. 

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the 
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction 
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing 
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the 
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required. 

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the 
"Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the 
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant's correspondence address 
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other 
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication. 

The Form provides for recordation of the following information: 
- Application Number (Series Code and Serial Number) 

Name of applicant 
Name of examiner 
Date of interview 

- Type of interview (telephonic, video-conference, or personal) 
Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 

- An indication whether or not an exhibit was shown or a demonstration conducted 
- An identification of the specific prior art discussed 
- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 

attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does 
not restrict further action by the examiner to the contrary. 

- The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action) 

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It 
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview 
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the 
substance of the interview. 

A complete and proper recordation of the substance of any interview should include at least the following applicable items: 
1) A brief description of the nature of any exhibit shown or any demonstration conducted, 
2) an identification of the claims discussed, 
3) an identification of the specific prior art discussed, 
4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the 

Interview Summary Form completed by the Examiner, 
5) a brief identification of the general thrust of the principal arguments presented to the examiner, 

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not 
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the 
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general indication of any other pertinent matters discussed, and 
7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by 

the examiner. 
Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and 

accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, "Interview Record OK" on the 
paper recording the substance of the interview along with the date and the examiner's initials. 
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Docket No.: FDS-029388-US 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

IN RE APPLICA TlON OF: 

CLEVELAND, et al. 

SERIAL NO: 11/348, 150 

FILED: February 06, 2006 

GROUP ART UNIT: 1794 

EXAMINER: PATTERSON, MARC A 

CONFIRMATION#: 5681 

FOR: BIODEGRADABLE PAPER-BASED LAMfNATE WITH OXYGEN AND 
MOISTURE BARRIER PROPERTIES AND METHOD FOR MAKING 
BIODEGRADABLE PAPER-BASED LAMINATE 

RESPONSE 

COMMISSIONER FOR PATENTS 
UNITED ST A TES PATENT AND TRADEMARK OFFICE 
PO BOX 1450 
ALEXANDRIA VA 22313-1450 

Dear Commissioner: 

Responsive to the Office Action mailed on October 28, 2009, please accept the 

following Amendment and Remarks in response thereto. 

Amendments to the claims begin on page 2 of this paper. 

Remarks/Arguments begin on page 5 of this paper. 

-1-
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Amendments to the Claims: 

Listing of claims will replace all prior versions, and listings, of claims in the application: 

Listing of Claims: 

Claims 1-58. (Canceled) 

Claims 59-73. (Canceled) 

74. (Previously presented) A laminate for forming moisture barriers, comprising: 

a substrate having an interior surface for contacting products; and 

a moisture protectant layer disposed on said interior surface of said substrate and 

comprising at least one degradable polymer selected from the group consisting of a 

degradable polyolefin, a polyhydroxyalkanoate, polylactic acid, and a degradable polyester. 

75. (Previously presented) The laminate according to claim 74, wherein the moisture 

protectant layer has a thickness of from 5 to 30 lbs/3000 ft2
. 

76. (Previously presented) Tne laminate according to Claim 74, further comprising a second 

moisture protectant layer disposed on an exterior surface of said substrate and comprising at 

least one degradable polymer selected from the group consisting of a degradable polyolefin, a 

polyhydroxyalkanoate, polylactic acid, and a degradable polyester. 

77. (Previously presented) The laminate according to Claim 76, wherein the second 

moisture protectant layer further comprises at least one filler. 

-2-
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78. (Previously presented) The laminate according to Claim 76, wherein the second 

moisture protectant layer further comprises at least one member selected from the group 

consisting of calcium carbonate, starch, clay kaolin, talc, cellulose fibers, and diatomaceous 

earth. 

79. (Previously presented) The laminate according to claim 76, wherein the second moisture 

protectant layer has a thickness of from 5 to 30 lbs/3000 ft:2. 

80. (Previously presented) The laminate according to Claim 76, wherein the second 

moisture protectant layer further comprises at least one member selected from the group 

consisting of calcium carbonate and starch. 

81. (Previously presented) The laminate according to Claim 74, wherein the moisture 

protectant layer further comprises at least one filler. 

82. (Previously presented) The laminate according to Claim 74, wherein the moisture 

protectant layer further comprises at least one member selected from the group consisting of 

calcium carbonate, starch, clay kaolin, talc, cellulose fibers, and diatomaceous earth. 

83. (Previously presented) The laminate according to Claim 74, wherein the moisture 

protectant layer further comprises at least one member selected from the group consisting of 

calcium carbonate and starch. 

84. (Previously presented) The laminate according to Claim 74, wherein the substrate 

-3-
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comprises paperboard; and the moisture protectant layer has a thickness of from 5 to 30 

lbs/3000 ft2 and comprises polylactic acid and at least one member selected from the group 

consisting of calcium carbonate and starch. 

85. (Previously presented) A cup, comprising the laminate according to Claim 84. 

86. (Previously presented) A cup, comprising the laminate according to Claim 74. 

-4-
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Remarks/Arguments 

Claims 74•86 are currently pending. Favorable reconsideration is respectfully 

requested in I ight of the following remarks. 

1. Interview Acknowledgment 

Applicants thank Examiner Patterson for the courtesies extended to Applicant's 

representatives during January 22, 20 IO telephonic interview. During the interview, claim 74 

was discussed and it was understood that the term ''degradable polyolefin'' is defined within 

the scope of the description and therefore defines pa tenable subject matter over the cited 

references in the Office Action. The substance of the interview is summarized in the 

following remarks. 

2. Claims 74. 76, 79 and 84-86 are rejected under 35 U.S.C. § 103 (a) as being 

unpatentable over Andersson et al (U.S. Patent Publication No. 2005/0008800 Al) in 

view of Reich et al (USP #3,984,940) 

Claim 74 of the present invention recites: 

"a moisture protectant layer disposed on said interior surface of said substrate and 
comprising at least one degradable polymer selected from the group comisting of a 
degradable polyole/in, a polyhydroxyalkanoate, polylactic acid, and a degradable po~vester." 
(Emphasis added) 

The term degradable polyolefin is defined on paragraph [0031] as follows: 

"A degradable polyolefin (dPE) is a blend of a tramition metal carboxylate catalyst with 
po(vethylene and polypropylene. Examples of transition metals used in the catalyst may include: 
iron, cadmium, cobalt, and manganese. Two commercial suppliers of this additive are 
Environmental Plastics, Inc. (EPI) and Wi/fow Ridge Plastics, Inc. " 

Clearly, the present invention as defined by claim 74 is directed to a degradable polymer 

selected from the group consisting of a degradable polyolefin, a polyhydroxyalkanoate, poly lactic 
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acid, and degradable polyester. This aspect of the invention is neither taught nor suggested by 

Andersson et al. The Andersson patent is directed to the use of normal, non-degradable polyolefins 

such as polyethylene, linear low-density polyethylene, and polypropylene. These are general classes 

ofpolyolefins. The present invention uses the degradable versions of these polymers. Andersson's 

patent is directed to a retortable packaging container that is intended principally for particularly 

perishable and oxygen gas-sensitive products such as juices and other foodstuffs. (Please see 

paragraph [0040]). Moreover, Andersson's patent, as described in paragraph [0037], is directed to: 

''the liquid-tight coating 32 consists of a copolymer of propylene and ethylene which is sufficiently moisture and 
heat-resistant to withstand extreme moisture and temperature stresses which occur in a normal heat treatment for 
extending shelf-life which is carried out in a retort."(Emphasis added) 

On the other hand, the present invention is directed to a laminate (Claim 74), particularly for 

a disposable cup as recited claims 85, and 86, made of degradable or compostable/renewable­

resource-based materials that include polylactic acid (PLA) and polyhydroxyalkanoates. The 

moisture protectant layer of claim 74 comprises linear low density polyethylene (Please see Spec., 

Paragraph 0034), therefore a degradable polyethylene. High density, low density, and linear low 

density describe different types of polyethylene. Each is defined by the amount and type of 

branching from the polymer backbone. The inventors of the present invention claim the use of a 

degradable polyethylene or polypropylene. Regular polyethylene is not considered to be degradable. 

Therefore, the Andersson et al. patent neither teaches nor suggested the claimed invention. 

With respect to Reich, the reference is directed to plastic articles that can be disposed 

of merely by outdoor exposure to sunlight so that they do not require incineration, burial, or 

dumping for disposal. Reich primarily teaches materials and methods in which the 

polypropylene can be made to interact better with the sunlight to achieve certain results. 

Reich teaches that polymers degrade in sunlight and discloses different ways one can 

stabilize polymers in sunlight. Reich further teaches how to make a film for agricultural 
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stabilize polymers in sunlight. Reich further teaches how to make a film for agricultural 

purposes that degrades in sunlight using modified polymers. The polymer (polypropylene) in 

Reich is so unstable to the sunlight that one is required to incorporate the disclosed chemicals 

in the recited polymer to stabilize it in predictable and reliable way so that when one returns 

to plant the next year, the film is degraded and one does not have to manually going into the 

ground to remove the polymer film. 

Further, Applicants would argue that one ordinarily skilled in the art would not be 

motivated to combine the teachings of Andersson et al. (liquid container) with Reich (plastic 

article exposed to sun light) will to arrive at the present invention as claimed. Quite simply, 

there is little to no need to provide a liquid container with a polymer coating that degrades at 

a predictable or stable rate when exposed to solar or other types of radiation. Applicants 

would argue that biodegradability or compostability are more desirable characteristics for a 

liquid container. Conversely, biodegradability would not be desirable to use in the material 

of Reich, at least according to the desired characteristics set out in the reference. Applicant 

would further argue that Reich, in fact, teaches away from the instant invention, namely one 

would not use materials that accelerate or even moderate the rate of degradation of the 

polymer of the instant invention. Finally, irrespective of what Reich teaches with respect to 

film degradation, the failure of Andersson as a primary reference negates the combination of 

Andersson in view of Reich as a basis for rejection of claims 74-76, 79 and 84-86 of the 

present invention. Applicants respectfully request withdrawal of this rejection. 

3. Claims 77-78 and 80-83 are rejected under 35 U.S.C. § 103 (a) as being 

unpatentable over Andersson ct al (U.S. Patent Publication No. 2005/0008800 Al) in 
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view of Reich et al (USP #3,984,940) and further in view of Gen (USP 6,949, 254). 

Andersson in view of Reich is discussed hereinabove and thus will not be repeated to 

avoid redundancy. With respect to Gen, this reference is related to the treatment of 

biodegradable polymer composition that has sufficiently mild properties so that it is suitable 

for medical treatment of parts of the body and their environment, while maintaining its shape 

and properties for a necessary period. ft should be obvious to one even slightly skilled in the 

art, that the teaches of Geo are not remotely related to the present invention as claimed and 

thus not applicable to making the rejection. Nonetheless, claims 77-78 and 80-83 are all 

dependent directly/indirectly on the claim 74 and therefore inherit each and every element of 

their parent claim and any intervening claim(s) and thus define a patentable subject matter. 

Applicants respectfully request withdrawal of this rejection. 

It is respectfully submitted that none of the references of record, including those 

applied in rejecting the claims, whether considered individually or in combination, teaches 

the claimed invention and it would not be obvious to combine the references to produce the 

claimed invention. 

Concluding remarks: 

It is respectfully submitted that while it is possible that the various modifications, or 

at least some of them, as proposed by the examiner could be made to the Andersson' s patent 

by selecting them piecemeal from the various prior art references, all the elements of the 

Applicants' claims are not found in the combination of the cited references, there is no 

teaching, suggestion or motivation for making them and the proposed modifications are not 

obvious in the context of 35 USC I 03. Moreover, Andersson 's patent in view Reich in fact 

teaches away from a degradable polymer selected from the group consisting of a degradable 
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polyolefin, a polyhydroxyalkanoate, polylactic acid, and degradable polyester. 

In detennining the differences between the prior art and the claims, the question under 

35 U.S.C. 103 is not whether the differences themselves would have been obvious, but 

whether the claimed invention as a whole would have been obvious. Stratoflex, Inc. v. 

Aeroquip Corp., 713 F.2d 1530, 218 USPQ 871 (Fed. Cir. 1983). 

As reiterated by the Supreme Court in KSR International Co. v. Teleflex Inc. (KSR), 

550 U.S.~' 82 USPQ2d 1385 (2007), the framework for the objective analysis for 

determining obviousness under 35 U.S.C. I 03 is stated in Graham v. John Deere Co., 383 

U.S. 1, 148 USPQ 459 ( 1966). Obviousness is a question of law based on underlying factual 

inquiries. Although the Supreme Court in KSR cautioned against an overly rigid application 

of the teaching, suggestion, motivation (TSM) rationale, it also recognized that TSM was one 

of a number of valid rationales that could be used to determine obviousness. 

A prior art reference must be considered in its entirety, i.e., as a whole, including 

portions that would lead away from the claimed invention. W.L. Gore & Associates, Inc. v. 

Garlock, Inc., 721 F.2d 1540, 220 USPQ 303 (Fed. Cir. 1983), cert denied, 469 U.S. 851 

(] 984). 

The mere fact that a worker in the art could rearrange the parts of the reference device 

to meet the tem1s of the claims is not by itself sufficient to support a finding of obviousness. 

The prior art must provide a motivation or reason for the worker in the art, without the 

benefit of appellant's specification, to make the necessary changes in the reference device. 

Ex parte Chicago Rawhide Mfg. Co., 223 USPQ 351, 353 (Bd. Pat. App. & Inter. 1984). 

A statement that modifications of the prior art to meet the claimed invention would 

have been ·"well within the ordinary skill of the art at the time the claimed invention was 

made'" because the references relied upon teach that all aspects of the claimed invention 
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were individually known in the art is not sufficient to establish a prima facie case of 

obviousness without some objective reason to combine the teachings of the references. Ex 

parte Levengood, 28 USPQ2d 1300 (Bd. Pat. App. & Inter. 1993). 

If proposed modification would render the prior art invention being modified 

unsatisfactory for its intended purpose, then there is no suggestion or motivation to make the 

proposed modification. In re Gordon, 733 F.2d 900, 221 USPQ 1125 (Fed. Cir. 1984). 

If the proposed modification or combination of the prior art would change the 

principle of operation of the prior art invention being modified, then the teachings of the 

references are not sufficient to render the claims prima facie obvious. In re Ratti, 270 F.2d 

810, 123 USPQ 349 (CCPA 1959). 
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CONCLUSION 

Based upon the foregoing, Applicants respectfully submit that claims 74-86 

particularly define and patentably distinguish the present invention over the cited references. 

Accordingly, reconsideration of the rejection and allowance of all claims are earnestly 

requested. However, should the Examiner have any remaining questions and the attending to 

of which would expedite such action, the Examiner is invited to contact the undersigned at 

the telephone number listed below. 

No month extension of time is believed to be required. However, the Commissioner is 

authorized to charge any fees associated with this or any other communication, or credit any 

over payment, to Deposit Account No. 09-0525. 

Date: January 28, 20 I 0 

-11-

Respectfully Submitted, 

Matthew M. Eslami 
Reg. No. 45,488 
Patent Agent for Applicant 
International Paper Company 
6285 Tri-Ridge Boulevard 
Loveland, Ohio 45140 
Tel: (513) 248-6193 
Fax: (513) 248-6455 
e-mail: matt.eslami@ipaper.com 
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Office Action Summary 

Application No. 

11/348,150 

Examiner 

MARC A. PA HERSON 

Applicant(s) 

CLEVELAND ET AL. 

Art Unit 

1782 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ;l_ MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)1Zl Responsive to communication(s) filed on 1/28/10. 

2a)IZ! This action is FINAL. 2b)0 This action is non-final. 

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims 

4)[8J Claim(s) 74-86 is/are pending in the application. 

4a) Of the above claim(s) __ is/are withdrawn from consideration. 

5)0 Claim(s) __ is/are allowed. 

6)[8J Claim(s) 74-86 is/are rejected. 

7)0 Claim(s) __ is/are objected to. 

8)0 Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on __ is/are: a)O accepted or b)O objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

11 )0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PT0-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some* c)O None of: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. __ . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17 .2(a)). 

*Seethe attached detailed Office action for a list of the certified copies not received. 
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Application/Control Number: 11 /348, 150 

Art Unit: 1782 

DETAILED ACTION 

REPEATED REJECTIONS 

Page 2 

1. The 35 U.S.C. 103(a) rejection of Claims 74 - 76, 79 and 84 - 86 as being unpatentable 

over Andersson et al. (U.S. Patent Publication No. 2005/0008800) in view of Reich et al (U.S. 

Patent No. 3,984,940), ofrecord on page 2 of the previous Action, is repeated. 

2. The 35 U.S.C. 103(a) rejection of Claims 77 - 78 and 80 - 83 as being unpatentable over 

Andersson et al. (U.S. Patent Publication No. 2005/0008800) in view of Reich et al (U.S. Patent 

No. 3,984,940) and further in view of Gen (U.S. Patent No. 6,949,254 B2), of record on page 2 

of the previous Action, is repeated. 

ANSWERS TO APPLICANT'S ARGUMENTS 

3. Applicant's arguments regarding the 35 U.S.C. 103(a) rejection of Claims 74 - 76, 79 and 

84 - 86 as being unpatentable over Andersson et al. (U.S. Patent Publication No. 2005/0008800) 

in view of Reich et al (U.S. Patent No. 3,984,940) and 35 U.S.C. 103(a) rejection of Claims 77 -

78 and 80 - 83 as being unpatentable over Andersson et al. (U.S. Patent Publication No. 

2005/0008800) in view of Reich et al (U.S. Patent No. 3,984,940) and further in view of Gen 

(U.S. Patent No. 6,949,254 B2), ofrecord in the previous Action, have been carefully considered 

but have not been found to be persuasive for the reasons set forth below. 

Applicant argues, on page 5 of the remarks dated January 28, 2010, that the degradability 

taught by Reich et al is not the same as the degradability disclosed in the specification, which is 

biodegradability. 
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However, the claimed invention is not limited to the definition of the specification, or 

biodegradability. Furthermore, Applicant does not argue that the only reasonable definition of 

'degradable' is biodegradable, instead of the degradability taught by Reich et al. 

Applicant also argues, on page 6, that Andersson et al disclose non - degradable 

polyolefins. 

However, Andersson et al does not limit the polyolefin to one that is non - degradable. 

Applicant also argues on page 6 that Reich et al teach a film and the use of the film for 

agriculture. 

However, Reich et al also teach the film for making a container. 

Applicant also argues on page 6 that there is little need to provide a liquid container with 

a coating that degrades in sunlight, and that biodegradability is more desirable. 

However, Applicant does not state why degradation in sunlight is not needed, contrary to 

the teaching of Reich et al of using the polymer in containers. 

4. Applicant's amendment necessitated the new ground(s) ofrejection presented in this 

Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 

Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 

MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 

MONTHS of the mailing date of this final action and the advisory action is not mailed until after 

the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 

will expire on the date the advisory action is mailed, and any extension fee pursuant to 3 7 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 

however, will the statutory period for reply expire later than SIX MONTHS from the date of this 

final action. 

5. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Marc A Patterson whose telephone number is 571-272-1497. 

The examiner can normally be reached on Mon - Fri 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Rena Dye can be reached on 571-272-1498. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Marc A Patterson/ 
Primary Examiner, Art Unit 1782 
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Docket No.: FDS-029388-US 

IN THE UNITED ST ATES PATENT & TRADEMARK OFFICE 

IN RE APPLICATION OF: 

CLEVELAND, et al. 

SERIAL NO: 11/348, 150 

FILED: February 06, 2006 

GROUP ART UNIT: 1782 

EXAMINER: PATTERSON, MARC A 

CONFIRMATION#: 5681 

FOR: BIODEGRADABLE PAPER-BASED LAMINATE WITH OXYGEN AND 
MOISTURE BARRIER PROPERTIES AND METHOD FOR MAKING 
BIODEGRADABLE PAPER-BASED LAMINATE 

AMENDMENT AFTER FINAL REJECTION PURSUANT TO 37 CFR § 1.116(b) 

United States Patent and Trademark Office 
Customer Service Window, Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

In response to the Office Action (made FINAL) mailed May 12, 2010, the period for 

response which is set to expire August I 2. 20 I 0, please amend the above-captioned 

application, without prejudice or disclaimer as follows, as well as consider the follm.ving 

remarks. Applicants submit there are good and sufficient reasons, in accordance with 37 

CFR § l. I I 6(b ), for entering these amendments. In particular, it is believed these 

amendments will put the above application in better condition for allovvance or appeal. 

Applicants respectfully request prompt issuance of a Notice of Allowance or an 

Advisory Action by the Examiner, as the present amendment is being timely filed on or 

before two months of the mailing date of the Final Action (i.e .. on or before July 12, 2009). 

See MPEP § 706.07(f). Applicants' representative, Matt M. Eslami, also respectfully 

reque~J~ a telephone_confer~_nce in_ the eve!Jt the. Examiner has any questions, coll}_ments _Qf 

suggestions that would place any pending claim not in allowable form in better condition for 

allowance. Applicant's representative may be reached directly at 513-248-6193. 

Amendments to the Specification begin on page 2 of this paper. 

Amendments to the Claims begin on page 3 of this paper. 

Remarks/Arguments begin on page 6 of this paper. 
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IN THE SPECIFICATION 

Docket No. FDS-029388-US 
Application No. 11/348.150 

Page 2 of l 5 

Please replace paragraph [0014] at page 4, with the following rewritten paragraph: 

With the objects of the invention in view, there is also provided a method for making 

biodegradable paper products with barrier properties. The method includes providing a 

substrate having a surface and extruding a barrier layer onto the surface of the substrate. The 

barrier layer includes a degradable material such as polyvinyl alcohol, polylactic acid or 

polyhydroxyalkanoate polyhydroxyalkonoate. The coatweight of the degradable material is 

within a range from 8 to 20 pounds per three-thousand square feet. A second barrier layer can 

be extruded on an opposing side of the substrate. 
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IN THE CLAIMS 

Docket No. FDS-029388-US 
Application No. 11/3+8, 150 

Pug<' 3 or 15 

The I isting of claims will replace all prior versions, and listings, of claims in the application: 

Listing of Claims: 

Claims 1-73. (Canceled). 

74. (Currently Amended) A laminate for fonning moisture barriers, comprising: 

a substrate having an interior surface for contacting products; and 

a moisture protectant layer disposed on said interior surface of said substrate and 

comprising at least one degradable polymer selected from the group consisting of a 

degradable polyolefin, a polyhydroxyallcanoate, polylactic acid, and a biodegradable 

degradable polyester polymer. 

75. (Currently Amended) The laminate according to claim 74, wherein the moisture 

protectant layer has a coat weight thickness of from 5 to 30 lbs/3000 tt2. 

76. (Currently Amended) The laminate according to Claim 74. further comprising a second 

moisture protectant layer disposed on an exterior surface of said substrate and comprising at 

least one degradable polymer selected from the group consisting of a degradable polyoiefin, a 

p,elyhydroxya-!kanoate, polylactt€ acid, and-a biodegradable-BegF~ polyester polymer. 

77. (Currently Amended) The laminate according to Claim 88 14, wherein the second 

moisture protectant layer further comprises at least one fi Iler. 

78. (Currently Amended) The laminate according to Claim 77 1-,6, wherein the second 

moisture protectant layer ffifthef comprises at least one filler member selected from the group 

consisting of calcium carbonate, starch, clay kaolin, talc, cellulose fibers, and diatomaceous 

earth. 

79. (Currently Amended) The laminate according to claim 76, wherein the second moisture 
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protect.ant layer has a coat weight thickness of from 5 to 30 lbs/3000 ft2
. 

80. (Previously Presented) The laminate according to Claim 76, wherein the second 

moisture protectant layer further comprises at least one member selected from the group 

consisting of calcium carbonate and starch. 

81. (Currently Amended) The laminate according to Claim 87 ;4, wherein the moisture 

protectant layer further comprises at least one filler. 

82. (Currently Amended) The laminate according to fil. ;4, wherein the moisture protectant 

layer fut1hef comprises at least one filler member selected from the group consisting of 

calcium carbonate, starch, clay kaolin, talc, cellulose fibers, and diatomaceous earth. 

83. (Previously Presented) The laminate according to Claim 74, wherein the moisture 

protectant layer further comprises at least one member selected from the group consisting of 

calcium carbonate and starch. 

84. (Currently Amended) The laminate according to Claim 74, wherein the substrate 

comprises paperboard; and the moisture protectant layer has a coat weight thickness of from 

5 to 30 lbs/3000 ft2 and comprises polylactic acid and at least one member selected from the 

group consisting of calcium carbonate and starch. 

85. (Previously Presented) A cup, comprising the laminate according to Claim 84. 

86. (Previously presented) A cup, comprising the laminate according to Claim 74. 

87. (New) The laminate according to claim 74, wherein the at least one biodegradable 

polyester polymer is selected from the group consisting of compostable poly lactic acid and a 

compostable polyhydroxyalkanoate, 
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88. (New) The laminate according to claim 76. wherein the second moisture protectant layer 

comprises at least one biodegradable polyester polymer selected from the group consisting of 

compostable polylactic acid and a compostable polyhydroxyalkanoate. 
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REMARKS/ARGUMENTS 

A. Status of Claims 

Docket No. FDS-029388-US 
Application No. 11/348, 150 

Page 6 ol' 15 

Favorable reconsideration of this application, as presently amended, is respectfully requested. 

Claims 1-73 have previously been cancelled. New Claims 87-88 have been added. Claims 

74-88 are currently pending. 

B. Amendments to Specification and Claims 

A typographical error in paragraph [0014] at page 4 of the above application has been 

corrected. 

Claim 74 has been amended to recite that the moisture protectant layer disposed on 

the interior surface of the substrate comprises at least one biodegradable-polyester polymer. 

Support for these amendments to Claim 74 may be found in, for example, paragraphs [0030], 

[0032]-[0033], [0035], and [0040] of the above application. 

Claim 76 has been similarly amended to recite that the second moisture protectant 

layer disposed on the exterior surface of the substrate comprises at least one biodegradable 

polyester polymer. Support for these amendments to Claim 76 may also be found in, for 

example, paragraphs [0030], f0032]-[0033), [0035}, and [0040) of the above application. 

Claims 75, 79, and 84 have been amended to change "thickness'' to "'coat weight." 

Support for this amendment to Claims 75, 79, and 84 may also be found in, for example, 

paragraph [0030] of the above application. 

New Claims 87 and 88 have been added. New Claim 87 recites that the moisture 

protectant layer comprises at least one biodegradable polyester polymer selected from the 

group consisting of compostable polylactic acid and a compostable 

polvhydroxyalkanoate, while new Claim 88 similarly recites that the second moisture 

protect.ant layer comprises at least one biodegradable polyester polymer selected from the 

group consisting of compostable polylactic acid and a compostable 

polyhydroxyalkanoate. Support for new Claims 87 and 88 may be found in, for example, 

paragraphs f 0009], [0012]-[0013), [0033 ], [0035]. and [0040] of the above application. 

Claim 77 has been amended to depend from new Claim 88, while Claim 78 has been 

amended to depend from amended Claim 77, as well as to recite that the second moisture 

protect.ant layer comprises at least one filler selected from the group consisting of calcium 
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carbonate, starch, clay kaolin, talc, cellulose fibers, and diatomaceous earth. Support for this 

amendment to Claim 78 may be found in, for example, paragraph [0051] of the above 

application. 

Similar to Claim 77, Claim 81 has been amended to depend from new Claim 87, 

while Claim 82 (similar to amended Claim 78) has been amended to depend from amended 

Claim 81, as well as to recite that the moisture protectant layer comprises at least one filler 

selected from the group consisting of calcium carbonate, starch, clay kaolin, talc, cellulose 

fibers, and diatomaceous earth. Support for this amendment to Claim 82 may be found in, for 

example, paragraph [0051 J of the above application. 

C. Response to Rejection of Claims under 35 U.S.C. § 103{a) as Being Un patentable 

over Andersson, in view of Reich 

At pages 2-3 of the Final Office Action ("Final Action''), Claims 74-76, 79, and 84-86 

have been rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. Pat. Appln. No. 

2005/0008800 to Andersson et al (hereafter referred to as "Andersson"), in view of U.S. Pat. 

No. 3,984,940 to Reich et al (hereafter referred to as ''Reich''), referring also to page 2 of the 

previous October 28, 2009 Office Action (hereafter referred to as "October 28, 2009 Office 

Action"). This rejection is respectfully traversed with respect to these Claims, as 

amended or as currently presented, for at lea<;t the following reasons. 

In support of the rejection of Claims 74-76, 79, and 84-86 under 35 U.S.C. § 103(a) as 

being unpatentable over Andersson, in view of Reich, the Final Action makes the following 

allegations: 

Allegation 1: Applicant argues, on page 5 of the remarks dated January 28, 
2010 that the degradabi lity taught by [Reich] is not the same as the 
degradability disclosed in the specification, which is biodegradability. 1 

Allegation 2: Hmvever, the claimed invention is not limited to the 
definition of the specification, or biodegradability. Furthermore, 
Applicant does not argue that the only reasonable definition of ''degradable' 
is biodegradable, instead of the degradability taught by [Reich].2 

1 See page 2 of the Final Action {emphasis added}. 
c See page 2 of the Final Action (emphasis added). 
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Responsive to Allegations I and 2, Claim 74 has been amended to recite that the moisture 

protectant layer disposed on the interior surface of the substrate comprises at least one 

biodegradable-polyester polymer. Similarly, Claim 76 (which depends from amended 

Claim 74) has been amended to recite that the second moisture protectant layer disposed 

on the exterior surface of the substrate comprises at least one biodegradable-polyester 

polymer. In other words, each of these respective moisture protectant layers of amended 

Claims 74 and 76 comprise a biodegradable (polyester) polymer. By contrast, Reich only 

teaches polymers of polypropylene which are degraded by sunlight,3 i.e., arc not 

biodegradable (polyester) polymers according to amended Claims 74 and 76. 

The October 28, 2009 Office Action also admits that ''[Andersson] fail[sJ to disclose 

a polypropylene that is degradable."4 In fact, Andersson fails to teach that any of the 

polymers disclosed in this reference are "biodegradable" according to amended Claims 74 

and 76. Accordingly, Allegations I and 2 no longer establish that all features of amended 

Claims 74 and 76 are taught by the references (i.e., Andersson and Reich) relied upon in 

rejecting these Claims. In determining patentability under 35 U.S.C. § I 03(a) over the art 

(i.e., the references relied upon in Allegations I and 2), all of the claim limitations (e.g., 

claim elements, features, etc.) must be considered.5 All of the features of amended Claims 

74 and 76 are not taught or suggested by Andersson and Reich because: (a) Andersson 

does not teach any of the polymers disclosed in this reference are biodegradable; and (b) 

Reich only teaches polypropylene polymers which arc degraded by sunlight, i.e., are not 

biode2,radable polymers according to amended Claims 74 and 76. Put differently, this 

rejection of amended Claim 74, as well as amended Claim 76, under 35 U.S.C. § I 03(a) over 

Andersson, in view of Reich, now fai Is to satisfy at least one of the criteria for obviousness. 

namely that the prior art references must teach or sug2.est all the claim limitations (e.g., 

elements, features, etc.). 

Claims 75 and 84-86, as amended or as currently presented, depend ( directly or 

indirectly) from amended Claim 74. Accordingly, Claims 75 and 84-86 are patentable over 

Andersson, in view of Reich, for at least the same reasons amended Claim 74 is patentable 

3 
See abstract of Reich. See also page 2 of October 28, 2009 Offlca;- Action which alleges the following: 

••jReich] leachresl a polypropylene {column 11. lines 54-61) that is degradable, for the purpose of ohtaining a 
nlm that can be degraded by solar radiation ( column 12, lines I 0-14) ( emphasis addedJ." 

--1 Se1; page 2 of October 28, 2009 Office t\ction. 
' See In re Luw,y, 32 !JSPQ2d 103 I, I 034 { Fed. Cir. 1994) 
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over these references. Similarly. Claims 79, as amended, depends from amended Claim 76. 

Accordingly, Claim 79 is patentable over Andersson, in view of Reich, for at least the same 

reasons amended Claim 76 is patentable over these references. 

In further support of the rejection of Claims 74-76, 79, and 84-86 under 35 U.S.C. s 
l0J(a) as being unpatentable over Andersson, in view of Reich. the Final Action makes the 

following additional allegations: 

Allegation 3: Applicant argues. on page 6 [of the remarks dated January 28, 
20 IO] that there is little need to provide a liquid container with a coating 
that degrades in the sunlight, and that biodegradability is more 
desirable.6 

Allegation 4: However, Applicant does not state why degradation in 
sunlight is not needed, contrary to the teaching of [Reich] of using the 
[polypropylene] polymer in containers.7 

What Allegations 3 and 4 assert also do not support the rejection of Claims 74-76, 79, and 

84-86, as amended or as currently presented, as being unpatentable over Andersson, in view 

of Reich, for at least the following reasons The asserted basis in the October 28, 20 IO Office 

Action for combining Reich with Andersson is that "[i]t would have been obvious for one of 

ordinary skill in the art at the time Applicant's invention was made to have provided for a 

degradable polypropylene in order to provide a film that degrades by solar radiation as 

taught by [ AnderssonJ.'"8 But this assertion in the October 28, 20 IO Office Action amounts 

to an impermissible "conclusory statement" without any "rational underpinning" as to why 

one of ordinary skill in the art would combine the teachings of Reich with those of 

Andersson, especially in view of what is now defined in amended Claim 74. "Rejections on 

obviousness grounds cannot be sustained by mere conclusory statements; instead there must 

be some articulated reasoning with some rational underpinning to support the legal 

conclusion of obviousness."9 

''Seepage 3 of the Final Action (emphasis added). 
7 See page 3 of the Final Action (emphasis added). 
8 See pages 2-3 of October 28, 2009 Office Action (emphasis added). 
9 See e.g, in re Kahn, 78 U.S.P.Q.2d at 1336 (emphasis added}. cited with approval in the Supreme Court's 
decision in KSR !nrernotiona! Co. v. Teleflex, Inc .. 550 U.S. 398, 418 (200h fn KSR lnfenwliuna/, the 
Supreme Court also observed •"in formulating a rejection under 35 U.S.C. § 103(a) based upon a combination of 
prior art clements, it remain~ necessary to identify the reason why a person of ordinary ski I I in the art \vould 
have combined the prior art elements in the manner claimed." Id See also In re /"aidvanmhan (Fed. Cir. 
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As asserted in the October 28, 2010 Office Action, 10 Allegations 3 and 4 rely upon the 

sunlight-degradable polypropylene of Reich to allegedly replace polypropylene layer 32 of 

Andersson. 11 But Allegations 3 and 4 impcrmissibly ignore the recitation in amended 

Claim 74 that the moisture protectant layer comprising the biodegradable polyester 

polymer ls ·'disposed on [the] interior surface of I the l substrate'' for contacting products. 

If Reich is relied upon by Allegations 3 and 4 to teach a ''[polypropylene] film that degrades 

by solar radiation," there would be no ''motivation" for a person of ordinary skill in the art to 

replace such a film on the interior surface of a substrate which is not going to be exposed 

( or is at least unlikely to be exposed) to sunlight. In other words, Allegations 3 and 4 provide 

no factually supported ·'rational underpinning" for replacing the polypropylene layer 32 of 

Andersson with the sunlight-degradable polypropylene film of Reich, 12 much less to 

suggest that, based on the teachines of these references, one of ordinary skill in the art 

would be ''motivated" to use a biodegradable (polyester) polymer in a moisture protectant 

layer "disposed on [the] interior surface of (the) substrate'' according to amended Claim 74 

(from which Claims 75-76, 79, and 84-86 also ultimately depend). 

For at least the foregoing reasons, Claims 74-76, 79, and 84-86, as amended or as 

currently presented, are patentable over Andersson, even in view of Reich. Accordingly, the 

rejection of these Claims under 35 U.S.C. § l03(a) over this combination of references 

should now be withdrawn. 

D. Response to Rejection of Claims 77-78 and 80-83 under 35 U.S.C. § 103(a) as 

Being Unpatentable over Andersson, in view of Reich 

At pages 2-3 of the Final Office Action (''Final Action"), Claims 77-78 and 80-83 

have been rejected under 35 U.S.C. § 103(a) as being unpatentable over Andersson, in view 

of Reich, and further in view of U.S. Pat. No. 6,949,254 to Gen (hereafter referred to as 

20 l 0)(non-precedential)(slip opinion at 17): '"Obviousness is determined as a matter of foresight, not hindsight. 
[Citations to KSR International and Graham v. John Deere Co. omitted]. KSR [lntemationa/J did not free the 
PTO's examination process from explaining its reasoning. In making an obviousness rejection. tht examiner 
should not rely on conclusory statements that a particular feature of the invention would have been 
obvious or was well known. Instead, thr examiner should elaboratt:. discussing the evidence or reasoning 
that leads the examiner to such a conclusion (emphasis added). 
16 See pages 2.3 of October 28. 2009 Office Actiun (cm phasis added). 
11 See FIG. 3, as well as paragraphs 1003 l] and [0036]. of Andersson. 
12 Also, and unlike the biodegradable polyester polymers of amended Claims 74 and 76, the polypropylene of 
Andersson and Reich are polyolefins. 
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"'Gen''), referring also to page 2 of the October 28, 2009 Office Action. This rejection is 

respectfully traversed with respect to these, as amended or as currently presented, for at 

least the following reasons. 

In support of the rejection of Claims 77-78 and 80-83 under 35 U.S.C. § l03(a) as 

being unpatentable over Andersson, in view of Reich, and further in view of Gen, the Final 

Action relies upon the following allegations made in the October 28, 2009 Office Action: 

Allegation 5: [Andersson] and [Reich] disclose a laminate as discussed 
above. The laminate comprises polyester (paragraph 0024). With regard to 
Claims 77-78 and 80-83, [Andersson} and [Reich] fail to disclose 
polylactic acid and a filler comprising starcb. 13 

Allegation 6: [Gen] teaches a polyester comprising polylactic acid (column 
l, lines 30-3 l) and starch (column I, lines 30-31) for the purpose of using a 
polymer having good resistance to thermal decomposition. One of 
ordinary skill in the art would therefore have recognized the advantage of 
providing for the polylactic acid and starch of{Gen] in [Andersson] and 
{Reich], which comprises a polyester, dependin, on the desired resistance 
to thermal decomposition of the end product_ I· 

A/legation 7: It therefore would have been obvious for one of ordinary ski II 
in the art at the time Applicant's invention was made to have provided for 
polylactic acid and starch in [Andersson] and [Reich] in order to obtain 
good resistance to thermal decomposition as taught by [Gen]. • 

What Allegations 5-7 assert do not support the rejection of Claims 77-78 and 80-83, as 

amended or as currently presented, as being unpatentable over Andersson, in view of Reich, 

and further in view of Gen, for at least the following reasons. First, for at least the reasons 

presented above in response to Allegations 1-4, amended Claims 74 and 76 are patentable 

over Andersson, in view of Reich. Allegations 5-7 rely upon Gen only to teach the use of 

starch and polylactic acid to replace the alleged polyester in the alleged laminate of 

Andersson and Reich, but not to supply those features (i.e .. biodegradable polyester 

polymer which is disposed on the interior surface of the substrate) which are missing 

from the teachin2s of Andersson and Reich. Claims 77-78 and 80-83 also depend ( directly 

or indirectly) from amended Claims 74 or 76. and are therefore patentable over Andersson. 

1
' See page 3 of the October 28, 2009 OJfo:e Actlun (emphasis added). 

14 See pages 3-4 of the October 28, 2009 Office Action (ernpha,is added). 
15 See puge 4 orthe October 28. 2009 Office Action (emphasis added). 
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in view of Reich, even further in view of Gen, for at least the same reasons amended Claims 

74 and 76 are patentable over this combination of references. 

Second, Claims 77-78 and 80-83 now also depend (directly or indirectly) from new 

Claims 87 and 88. New Claim 87 depends from amended Claim 74, while new Claim 88 

depends from amended Claim 76. Accordingly, new Claims 87 and 88 are patentable over 

Andersson, in view of Reich, even further in view of Gen, for at least the same reasons 

amended Claims 74 and 76 are patentable over this combination ofreferenccs. 

Third, new Claim 87 recites that the moisture protectant layer comprises at least one 

biodegradable polyester polymer selected from compostable polylactic acid or a 

compostable polybydroxyalkanoate, while new Claim 88 similarly recites that the second 

moisture protectant layer comprises at least one biodegradable polymer selected from 

compostable polylactic acid or a compostable polybydroxyalkanoate. Nowhere do 

Allegations 5-7 assert that Andersson, Reich, and/or Gen teach: (l) a compostable 

polyhydroxyalkanoate according to new Claims 87 or 88; or (2) at least with regard to 

Andersson and Reich, that polylactic acid is compostable according to new Claims 87 or 

88. In fact, as conceded by Allegation 5, Andersson and Reich fail to teach polylactic acid, 

or any other biodegradable or compostable polymer according to new Claims 87 and 88. 

As pointed out above in response to Allegations 3 and 4, the Final Action 

impermissibly relies upon the sunlight-degradable polypropylene of Reich to allegedly 

replace polypropylene layer 32 of Andersson to assert that it would be obvious to dispose a 

biodegradable (polyester) polymer on the interior surface of the substrate according to 

amended Claim 74. In addition, by suggesting that the alleged polyester of the alleged 

laminate of Andersson and Reich can be replaced with the combination of polylactic acid 

and starch (as a filler) allegedly taught by Gen, Allegations 5-7 (especially Allegations 6-7) 

also assert an impermissible "conclusory statement" without any ''rational underpinning" 

which is factually unsupported by the references relied up with respect to new Claims 87 

and 88. In particular, that Gen may allegedly teach "a polymer having good resistance to 

thermal decomposition" is irrelevant with respect to disposing on the interior surface of 

substrate a blode2radable polyester polymer which is compostable polylactic acid (or a 

compostable polyhydroxyalkanoate) according to new Claims 87 and 88. For at least the 

same reasons, this com bi nation of references asserted by Allegations 5-7 is also 
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impermissible with respect to Claims 77-78 and 80-83 which depend (directly or indirectly) 

from new Claims 87 or 88. 

Fourth, what Allegations 5-7 assert, as well as suggest, miscbaracterize what Gen 

fairly teaches with respect to Claims 77-78 and 80-83. Implicit in what Allegations 5-7 assert 

is that Gen teaches the combination of polylactic acid and starch (as a filler) according to 

Claims 77-78 and 80-83. But contrary to what Allegations 5-7 impliedly assert. Gen docs 

not teach combining polylactic acid with starch as a filler according to Claims 77-78 and 

80-83. The portions of Gen relied upon in Allegation 5 for the teachings of polylactic acid 

and starch do not suggest that these two materials may be combined, and in fact come from 

different, unre1ated sections in this reference. In particular, the portion of Gen relied upon 

for teaching starch comes from the Background section of this reference, while the portion of 

Gen relied upon for teaching polylactic acid comes from the Detailed Description of the 

Invention section. Accordingly, Allegations 5-7 provide no factually supported basis in 

Gen for combining polylactic acid with starch (as a filler) according to Claims 77-78 and 80-

83. 

If the Examiner still maintains that Claims 77-78 and 80-83, as amended or as 

currently presented, are unpatentablc over Andersson, in view of Reich, and further in view 

of Gen, for the reasons presented in Allegations 5-7, then Applicants assert that this rejection 

under 35 U.S.C. § I 03(a) appears to be based, at least partially, on facts within the 

Examiner's personal knowledge which have not been provided to Applicants. 

Accordingly, if the Examiner wishes to persist in this rejection of Claims 77-78 and 80-83, as 

amended or as currently presented, under 35 U.S.C. § l03(a) as unpatentable over 

Andersson, in view of Reich, and further in view of Gen, for the reasons presented in 

Allegations 5-7, Applicants respectfully request that he provide an affidavit/declaration 

under 3 7 CFR § l. l 04( d)(2) 16 because th is rejection appears to be based, at least partially, on 

r,, See 37 CFR § l.104(d){2} which states: '"When a rejection in an application is based on facts within the 
personal knowledge of an employee of the Office, the data shall be as specific as possible. and the reference 
must he supported. when called for by the applicant, by the amctavit of such employee, and such affidavit shall 
be subjel:t to contradiction or explanation by the atlidavits of the applicant and other persons." Applicants note 
that in the unpublished case of In re Sun, 31 USPQ2d 1451, 1455 (Fed. Cir. 1993), the USPTO argued '"the 
procedures established by 37 CFK Section L107(b) (1993) [now 37 CFR § L104(d)(2)) express(r entil/e an 
Applicant, on mere requesi, to an examiner affidavit that provides [citations that support the Examim:r's 
a%erted level of skill in the artf' (empha,is added). Furthermore. in In re Sun, the Federal Circuit, held that 
'"this procedure, so readily available, helps save the lack of citation in an office action from possible 
constitutional infirmity in denying reasonable notice and hence due process." See 31 USPQ2d at 1455. Set' 
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facts within the Examiner's personal knowledge which have not been provided to Applicants, 

and which are not fairly taught or suggested by Andersson, Reich, or Gen, or any other 

verifiable evidence provided by the Examiner. 

For at least the foregoing reasons, Claims 77-78 and 80-83, as amended or as 

currently presented, are patentable over Andersson, in view of Reich, and even further in 

view of Gen. Accordingly, the rejection of these Claims under 35 US.C. § l03(a) over this 

combination of references should now be withdrawn. 

E. Conclusion 

Claims 74-86, as amended, as well as new Claims 87-88, are patentable over the art 

relied upon in the Final Office Action. Accordingly, Claims 74-88 are in condition for 

allowance, and favorable action is earnestly solicited thereon. 

Should the Examiner feel that there are any issues outstanding after consideration of 

this response, the Examiner is invited to contact Mr. Mat1 M. Es lam i at 513-248-6 l 93 to 

expedite prosecution of the above application. 

also /11 re I 'aidFanathan (Fed. Cir. 20 I 0)(non-prcccdential)(slip opinion at 18): "If it is not possible for the 
e;,;._am iner to provide this type of information, the examiner might choose instead to provide an affidavit 
detailing the examiner's own personal knowledge (as a person approximating one of ordinary skill in the ;irt) 

of the technology in question (citing 37 CFR § l.104(d)(2}} (emphasis addt'.d):· 
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No extension of time is believed to be required. However, the Commissioner is 

hereby authorized by this paper to charge any fees due under 37 C.F.R. §§ 1.16 and 1.17 

which may be required, including any required extension of time fees, or credit any 

overpayment, to Deposit Account No. 09-0525. This paragraph is intended to be a 

CONSTRUCTIVE PETITION FOR EXTENSION OF TIME in accordance with 37 

C.F.R. § l.136(a)(3) if needed. 

Date: June 15, 2010 

Respectfully Submitted, 

By: Lfb! L .1.L. 
Matthew M. Eslami 
Reg. No. 45,488 
Patent Agent for Applicant 
International Paper Company 
6285 Tri-Ridge Boulevard 
Loveland, Ohio 45140 
Tel: (513) 248-6 I 93 
Fax: (513) 248-6455 
e-mail: matt.eslami@ipaper.com 

Clearwater Paper Corp. - EX1002 
Clearwater Paper Corp. v. Graphic Packaging International LLC 

Page 357 of 1179



Electronic Acknowledgement Receipt 

EFSID: 7818222 

Application Number: 11348150 

International Application Number: 

Confirmation Number: 5681 

Title of Invention: 
Biodegradable paper-based laminate with oxygen and moisture barrier 
properties and method for making biodegradable paper-based laminate 

First Named Inventor/Applicant Name: Christopher S. Cleveland 

Customer Number: 01726 

Filer: Matthew M. Eslami/Michele McRoy 

Filer Authorized By: Matthew M. Eslami 

Attorney Docket Number: FDS-029388-US 

Receipt Date: 15-JUN-2010 

Filing Date: 06-FEB-2006 

Time Stamp: 16:13:37 

Application Type: Utility under 35 USC 111 (a) 

Payment information: 

Submitted with Payment I no 

File Listing: 

Document 
Document Description File Name 

File Size(Bytes)/ Multi Pages 
Number Message Digest Part /.zip (if appl.) 

361477 

1 
100615_rsptofinaloffact_fds02 

yes 15 
9388us.pdf 

cl 42cd9f33b38dc84ec1 9812325aff487082 
9015 

Clearwater Paper Corp. - EX1002 
Clearwater Paper Corp. v. Graphic Packaging International LLC 

Page 358 of 1179



Multipart Description/PDF files in .zip description 

Document Description Start End 

Amendment Aher Final 1 1 

Specification 2 2 

Claims 3 5 

Applicant Arguments/Remarks Made in an Amendment 6 15 

Warnings: 

Information: 

Total Files Size (in bytes) 361477 

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents, 
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a 
Post Card, as described in MPEP 503. 

New A~~lications Under 35 U.S.C. 111 
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR 
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this 
Acknowledgement Receipt will establish the filing date of the application. 

National Stage of an International A~~lication under 35 U.S.C. 371 
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35 
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a 
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course. 

New International A~~lication Filed with the USPTO as a Receiving Office 
If a new international application is being filed and the international application includes the necessary components for 
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number 
and of the International Filing Date (Form PCT/RO/1 OS) will be issued in due course, subject to prescriptions concerning 
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of 
the application. 

Clearwater Paper Corp. - EX1002 
Clearwater Paper Corp. v. Graphic Packaging International LLC 

Page 359 of 1179



PTO/SB/06 (07-06) 
Approved for use through 1/31/2007. 0MB 0651-0032 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid 0MB control number. 

PATENT APPLICATION FEE DETERMINATION RECORD Application or Docket Number Filing Date 

Substitute for Form PTO-875 11/348,150 02/06/2006 □ To be Mailed 

APPLICATION AS FILED - PART I OTHER THAN 

(Column 1) (Column 2) SMALL ENTITY 0 OR SMALL ENTITY 

FOR NUMBER FILED NUMBER EXTRA RATE($) FEE($) RATE($) FEE($) 

0 BASIC FEE N/A N/A N/A N/A 
(37 CFR 1.16(a), (b), or (c)) 

□ SEARCH FEE 
(37 CFR 1.16(k), (i), or (m)) 

N/A N/A N/A N/A 

□ EXAMINATION FEE 
(37 CFR 1.16(0), (p), or (q)) 

N/A N/A N/A N/A 

TOTAL CLAIMS 
* X $ = OR X $ = (37 CFR 1.16(i)) minus 20 = 

INDEPENDENT CLAIMS 
* X $ = X $ = (37 CFR 1.16(h)) minus 3 = 

If the specification and drawings exceed 100 

□APPLICATION SIZE FEE 
sheets of paper, the application size fee due 
is $250 ($125 for small entity) for each 

(37 CFR 1.16(s)) 
additional 50 sheets or fraction thereof. See 
35 U.S.C. 41 (a)(1)(G) and 37 CFR 1.16(s). 

□ MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16U)) 

* If the difference in column 1 is less than zero, enter "0" in column 2. TOTAL TOTAL 

APPLICATION AS AMENDED- PART II 
OTHER THAN 

(Column 1) (Column 2) (Column 3) SMALL ENTITY OR SMALL ENTITY 

CLAIMS HIGHEST 

06/15/2010 REMAINING NUMBER PRESENT 
RATE($) 

ADDITIONAL 
RATE($) 

ADDITIONAL 
I- AFTER PREVIOUSLY EXTRA FEE($) FEE($) 
z AMENDMENT PAID FOR w 

Total (37 CFR ~ 1.16(i)) • 15 Minus ** 73 = 0 X $ = OR X $52= 0 
0 Independent z * 1 Minus ···13 = 0 X $ = OR X $220= 0 w 137 CFR 1.16/h\\ 

~ D Application Size Fee (37 CFR 1.16(s)) 
<( 

□ FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j)) OR 

TOTAL TOTAL 
ADD'L OR ADD'L 0 
FEE FEE 

(Column 1) (Column 2) (Column 3) 

CLAIMS HIGHEST 
REMAINING NUMBER PRESENT 

RATE($) 
ADDITIONAL 

RATE($) 
ADDITIONAL 

AFTER PREVIOUSLY EXTRA FEE($) FEE($) 

I- AMENDMENT PAID FOR 

z Total (37 CFR * Minus ** = X $ = OR X $ = w 1.16(i\\ 

~ Independent 
* Minus *** = X $ = OR X $ = 

0 (37 CFR 1.16(hll 

z D Application Size Fee (37 CFR 1.16(s)) w 
~ 
□ FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j)) <( OR 

TOTAL TOTAL 
ADD'L OR ADD'L 
FEE FEE 

* If the entry in column 1 is less than the entry in column 2, write "0" in column 3. Legal Instrument Examiner: 
** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20". /BRENDA L. TURNER/ 
*** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3". 

The "Highest Number Previously Paid For" (Total or Independent) is the highest number found in the appropriate box in column 1. 

This collection of information Is required by 37 CFR 1.16. The information Is required to obtain or retain a benefit by the public which Is to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, 
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you 
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. 
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing the form, ca/11-800-PTO-9199 and select option 2. 

Clearwater Paper Corp. - EX1002 
Clearwater Paper Corp. v. Graphic Packaging International LLC 

Page 360 of 1179



UNITED STA IBS p A IBNT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE 

11/348,150 02/06/2006 

1726 7590 06/28/2010 

INTERNATIONAL PAPER COMPANY 
6285 TRI-RIDGE BOULEVARD 
LOVELAND, OH 45140 

FIRST NAMED INVENTOR 

Christopher S. Cleveland 

UNITED STA TES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria., Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

FDS-029388-US 5681 

EXAMINER 

PATTERSON, MARC A 

ART UNIT PAPER NUMBER 

1782 

MAIL DATE DELIVERY MODE 

06/28/2010 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

PTOL-90A (Rev. 04/07) 

Clearwater Paper Corp. - EX1002 
Clearwater Paper Corp. v. Graphic Packaging International LLC 

Page 361 of 1179



Application/Control Number: 11 /348, 150 

Art Unit: 1782 

ADVISORY ACTION 

Acknowledgement of Applicant's Amendments 

Page 2 

1. The amendment made in Claim 74 in the After Final Amendment filed June 15, 2010 has 

not been entered because the amendment raises a new issue. Claim 74, prior to amendment, was 

not directed to a polyester that is biodegradable. The application also did not include Claims 87 -

88. The amendment therefore raises issues which would require further search and consideration 

to be fully considered, and the amendment has therefore not been entered. 

ANSWERS TO APPLICANT'S ARGUMENTS 

2. Applicant's arguments regarding the 35 U.S.C. 103(a) rejection of Claims 74 - 76, 79 

and 84 - 86 as being unpatentable over Andersson et al. (U.S. Patent Publication No. 

2005/0008800) in view of Reich et al (U.S. Patent No. 3,984,940) and 35 U.S.C. 103(a) rejection 

of Claims 77 - 78 and 80 - 83 as being unpatentable over Andersson et al. (U.S. Patent 

Publication No. 2005/0008800) in view of Reich et al (U.S. Patent No. 3,984,940) and further in 

view of Gen (U.S. Patent No. 6,949,254 B2), ofrecord in the previous Action, have been 

carefully considered but have not been found to be persuasive for the reasons set forth below. 

Applicant argues, on page 8 of the remarks dated June 15, 2010, that Andersson et al do 

not disclose a biodegradable polyester. 

However, as stated above, Claim 74, prior to amendment, was not directed to a polyester 

that is biodegradable. The amendment therefore raises issues which would require further search 

and consideration to be fully considered, and the amendment has therefore not been entered. 
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Applicant also argues, on page 12, that Gen does not teach the combination of polylactic 

acid with starch as a filler, because polylactic acid and starch are taught in different sections of 

the reference. 

However, both polylactic acid and starch are taught by Gen, although in different parts of 

the reference. It therefore would have been obvious for one of ordinary skill in the art to have 

provided for a polymer having good resistance to thermal decomposition. 

3. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Marc A Patterson whose telephone number is 571-272-1497. 

The examiner can normally be reached on Mon - Fri 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Rena Dye can be reached on 571-272-1498. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Marc A Patterson/ 
Primary Examiner, Art Unit 1782 

Clearwater Paper Corp. - EX1002 
Clearwater Paper Corp. v. Graphic Packaging International LLC 

Page 363 of 1179



Advisory Action 
Before the Filing of an Appeal Brief 

Application No. 

11/348, 150 

Examiner 

MARC A. PATTERSON 

Applicant(s) 

CLEVELAND ET AL. 

Art Unit 

1782 

--The MAILING DA TE of this communication appears on the cover sheet with the correspondence address -­

THE REPLY FILED 15 June 2010 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
1. [8J The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of this 

application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which places the 
application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or (3) a Request 
for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following time 
periods: 

a) D The period for reply expires __ months from the mailing date of the final rejection. 

b) C8] The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 
no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 
Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO 
MONTHS OF THE FINAL REJECTION. See MPEP 706.07(1). 

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as 
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, 
may reduce any earned patent term adjustment. See 37 CFR 1.704(b). 
NOTICE OF APPEAL 
2. D The Notice of Appeal was filed on __ . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date of 

filing the Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. Since a 
Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 

AMENDMENTS 

3. 1:8:J The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 
(a) 1:8:J They raise new issues that would require further consideration and/or search (see NOTE below); 
(b)O They raise the issue of new matter (see NOTE below); 
(c) D They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 
(d)0 They present additional claims without canceling a corresponding number offinally rejected claims. 

NOTE: __ . (See 37 CFR 1.116 and 41.33(a)). 

4. D The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. D Applicant's reply has overcome the following rejection(s): __ . 

6. D Newly proposed or amended claim(s) __ would be allowable if submitted in a separate, timely filed amendment canceling the 
non-allowable claim(s). 

7. 1:8:J For purposes of appeal, the proposed amendment(s): a) [8J will not be entered, orb) D will be entered and an explanation of 
how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 
Claim(s) allowed: none. 
Claim(s) objected to: none. 
Claim(s) rejected: 74-86. 
Claim(s) withdrawn from consideration: none. 

AFFIDAVIT OR OTHER EVIDENCE 
8. D The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and 
was not earlier presented. See 37 CFR 1.116(e). 

9. D The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 
entered because the affidavit or other evidence failed to overcome ;ill rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1 ). 

10. D The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 
11. D The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

12. D Note the attached Information Disclosure Statement(s). (PTO/SB/08) Paper No(s). __ 
13. [8J Other: See attached. 

U.S. Patent and Trademark Office 
PTOL-303 (Rev. 08-06) 

/Marc A Patterson/ 
Primary Examiner, Art Unit 1782 
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Docket No.: FDS-029388-US 

IN THE UNITED ST ATES PATENT & TRADEMARK OFFICE 

IN RE APPLICATION OF: 

CLEVELAND, et al. 

SERIAL NO: 11/348, 150 

FILED: February 06, 2006 

GROUP ART UNIT: 1782 

EXAMINER: PATTERSON, MARC A 

CONFIRMATION#: 5681 

FOR: BIODEGRADABLE PAPER-BASED LAMINATE WITH OXYGEN AND 
MOISTURE BARRIER PROPERTIES AND METHOD FOR MAKING 
BIODEGRADABLE PAPER-BASED LAMINATE 

AMENDMENT AFTER FINAL REJECTION PURSUANT TO 37 CFR § 1.116(b) 
Do not enter 

iM.P./ 

06i23/2010 

United States Patent and Trademark Office 
Customer Service Window, Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

In response to the Office Action (made FINAL) mailed May 12, 2010, the period for 

response which is set to expire August I 2. 20 I 0, please amend the above-captioned 

application, without prejudice or disclaimer as follows, as well as consider the follm.ving 

remarks. Applicants submit there are good and sufficient reasons, in accordance with 37 

CFR § l. I I 6(b ), for entering these amendments. In particular, it is believed these 

amendments will put the above application in better condition for allovvance or appeal. 

Applicants respectfully request prompt issuance of a Notice of Allowance or an 

Advisory Action by the Examiner, as the present amendment is being timely filed on or 

before two months of the mailing date of the Final Action (i.e .. on or before July 12, 2009). 

See MPEP § 706.07(f). Applicants' representative, Matt M. Eslami, also respectfully 

reque~J~ a telephone_confer~_nce in_ the eve!Jt the. Examiner has any questions, coll}_ments _q_r 

suggestions that would place any pending claim not in allowable form in better condition for 

allowance. Applicant's representative may be reached directly at 513-248-6193. 

Amendments to the Specification begin on page 2 of this paper. 

Amendments to the Claims begin on page 3 of this paper. 

Remarks/Arguments begin on page 6 of this paper. 
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Doc code: RCEX PTO/SB/30EFS (07-09) 
Doc description: Request for Continued Examination (RCE) Approved for use through 07/31/2012. 0MB 0651-0031 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless ii contains a valid 0MB control number. 

REQUEST FOR CONTINUED EXAMINATION{RCE)TRANSMITTAL 
{Submitted Only via EFS-Web) 

Application 
11/348,150 

I 
Filing I 2006-02-06 

Docket Number 
FDS-029388-US 

I 
Art 

11782 Number Date (if applicable) Unit 

First Named 
Christopher S. Cleveland 

Examiner 
Patterson, Marc A. 

Inventor Name 

This is a Request for Continued Examination (RCE) under 37 CFR 1.114 of the above-identified application. 
Request for Continued Examination (RCE) practice under 37 CFR 1.114 does not apply to any utility or plant application filed prior to June 8, 
1995, or to any design application. The Instruction Sheet for this form is located at WWW.USPTO.GOV 

SUBMISSION REQUIRED UNDER 37 CFR 1.114 

Note: If the RCE is proper, any previously filed unentered amendments and amendments enclosed with the RCE will be entered in the order 
in which they were filed unless applicant instructs otherwise. If applicant does not wish to have any previously filed unentered amendment(s) 
entered, applicant must request non-entry of such amendment(s). 

~ 
Previously submitted. If a final Office action is outstanding, any amendments filed after the final Office action may be considered as a 
submission even if this box is not checked. 

□ Consider the arguments in the Appeal Brief or Reply Brief previously filed on 

Applicant submitted an amendment under Rule 116 on 6/15/2010. The Examiner did not enter the amendment 

~ Other due to raising new issues in the amendment that require the Examiner to conduct a new search. The attached 
BCE sbo11ld cemolle !be fi □ alilll of !be 08 = 

~ Enclosed 

□ Amendment/Reply 

~ Information Disclosure Statement (IDS) 

□ Affidavit( s )/ Declaration( s) 

□ Other 

MISCELLANEOUS 

□ 
Suspension of action on the above-identified application is requested under 37 CFR 1.103(c) for a period of months 
(Period of suspension shall not exceed 3 months; Fee under 37 CFR 1.17(i) required) 

□ Other 

FEES 

The RCE fee under 37 CFR 1.17(e) is required by 37 CFR 1.114 when the RCE is filed. 

~ The Director is hereby authorized to charge any underpayment of fees, or credit any overpayments, to 
Deposit Account No 090525 

SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT REQUIRED 

~ Patent Practitioner Signature 

□ Applicant Signature 

EFS - Web 2.1.15 
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Doc code: RCEX PTO/SB/30EFS (07-09) 
Doc description: Request for Continued Examination (RCE) Approved for use through 07/31/2012. 0MB 0651-0031 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless ii contains a valid 0MB control number. 

Signature of Registered U.S. Patent Practitioner 

Signature /Matthew M. Eslami/ Date (YYYY-MM-00) 2010-07-16 

Name Matthew M. Eslami Registration Number 45488 

This collection of information is required by 37 CFR 1.114. The information is required to obtain or retain a benefit by the public which is to 
file (and by the US PTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is 
estimated to take 12 minutes to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time 
will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or suggestions for 
reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, 
P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing the form, ca/11-800-PTO-9199 and select option 2. 
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Privacy Act Statement 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the 
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be 
advised that: (1) the general authority for the collection of this information is 35 U .S.C. 2(b)(2); (2) furnishing of the information 
solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office 
is to process and/or examine your submission related to a patent application or patent. If you do not furnish the requested 
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may 
result in termination of proceedings or abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information 
Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the 
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records. 

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a 
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement 
negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a 
request involving an individual, to whom the record pertains, when the individual has requested assistance from the 
Member with respect to the subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need 
for the information in order to perform a contract. Recipients of information shall be required to comply with the 
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records 
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, 
pursuant to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of 
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, 
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to 
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and 
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make 
determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of 
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may 
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an 
application which became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspections or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law 
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation. 
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Doc code: IDS PTOISB/08a (01-10) 

Doc description: Information Disclosure Statement (IDS) Filed Approved for use through 07/31/2012. 0MB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid 0MB control number. 

Application Number 11348150 

Filing Date 2006-02-06 
INFORMATION DISCLOSURE First Named Inventor I CLEVELAND, cs 
STATEMENT BY APPLICANT 

Art Unit 1782 
( Not for submission under 37 CFR 1.99) 

Examiner Name I Patterson, Marc A. 

Attorney Docket Number FDS-029388-US 

U.S.PATENTS I Remove I 

Examiner Cite Kind Name of Patentee or Applicant 
Pages,Columns,Lines where 

Initial* No 
Patent Number Code1 Issue Date 

of cited Document 
Relevant Passages or Relevant 
Figures Appear 

1 5883199 1999-03-16 McCarthy et al. 

If you wish to add additional U.S. Patent citation information please click the Add button. I Add I 

U.S.PATENT APPLICATION PUBLICATIONS I Remove I 

Examiner Publication Kind Publication Name of Patentee or Applicant 
Pages,Columns,Lines where 

Initial* 
Cite No 

Number Code1 Date of cited Document 
Relevant Passages or Relevant 
Figures Appear 

1 

If you wish to add additional U.S. Published Application citation information please click the Add button.I Add I 

FOREIGN PATENT DOCUMENTS IRemovel 

Name of Patentee or 
Pages,Columns,Lines 

Examiner Cite Foreign Document Country Kind Publication 
Applicant of cited 

where Relevant T5 
Initial* No Number3 Code2 i Code4 Date 

Document 
Passages or Relevant 
Figures Appear 

1 □ 

If you wish to add additional Foreign Patent Document citation information please click the Add button I Add I 

NON-PATENT LITERATURE DOCUMENTS IRemovel 

Examiner Cite 
Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the item 

Initials* No 
(book, magazine, journal, serial, symposium, catalog, etc), date, pages(s), volume-issue number(s), T5 
publisher, city and/or country where published. 

EFSWeb2.1.17 
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Application Number 11348150 

Filing Date 2006-02-06 
INFORMATION DISCLOSURE First Named Inventor I CLEVELAND, cs 
STATEMENT BY APPLICANT 

Art Unit 1782 
( Not for submission under 37 CFR 1.99) 

Examiner Name I Patterson, Marc A. 

Attorney Docket Number FDS-029388-US 

1 □ 

If you wish to add additional non-patent literature document citation information please click the Add button I Add I 

EXAMINER SIGNATURE 

Examiner Signature I I Date Considered I 
*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through a 
citation if not in conformance and not considered. Include copy of this form with next communication to applicant. 

1 See Kind Codes of USPTO Patent Documents at www.USPTO.GOV or MPEP 901.04. 2 Enter office that issued the document, by the two-letter code (WIPO 
Standard ST.3). 3 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. 
4 Kind of document by the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. 5 Applicant is to place a check mark here i 

English language translation is attached. 

EFSWeb2.1.17 
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Application Number 11348150 

Filing Date 2006-02-06 
INFORMATION DISCLOSURE First Named Inventor I CLEVELAND, cs 
STATEMENT BY APPLICANT 

Art Unit 1782 
( Not for submission under 37 CFR 1.99) 

Examiner Name I Patterson, Marc A. 

Attorney Docket Number FDS-029388-US 

CERTIFICATION STATEMENT 

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection(s): 

That each item of information contained in the information disclosure statement was first cited in any communication 
D from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the 

information disclosure statement. See 37 CFR 1.97(e)(1 ). 

OR 

That no item of information contained in the information disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification 
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to 

D any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure 
statement. See 37 CFR 1.97(e)(2). 

D See attached certification statement. 

D Fee set forth in 37 CFR 1.17 (p) has been submitted herewith. 

~ None 
SIGNATURE 

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the 
form of the signature. 

Signature /Matthew M. Eslami/ Date (YYYY-MM-DD) 2010-07-16 

Name/Print Matthew M. Eslami Registration Number 45488 

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the 
public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 
1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed 
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you 
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. 
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND 
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, 
VA 22313-1450. 
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Privacy Act Statement 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the 
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised 
that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited 
is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office is to 
process and/or examine your submission related to a patent application or patent. If you do not furnish the requested 
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may 
result in termination of proceedings or abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act 
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the 
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records. 

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a 
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement 
negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a 
request involving an individual, to whom the record pertains, when the individual has requested assistance from the 
Member with respect to the subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for 
the information in order to perform a contract. Recipients of information shall be required to comply with the 
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records 
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant 
to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of 
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or 
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to 
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and 
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make 
determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of 
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record 
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in 
an application which became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspections or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law 
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation. 
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Electronic Patent Application Fee Transmittal 

Application Number: 11348150 

Filing Date: 06-Feb-2006 

Title of Invention: 
Biodegradable paper-based laminate with oxygen and moisture barrier 
properties and method for making biodegradable paper-based laminate 

First Named Inventor/Applicant Name: Christopher S. Cleveland 

Filer: Matthew M. Eslami/Michele McRoy 

Attorney Docket Number: FDS-029388-US 

Filed as Large Entity 

Utility under 35 USC 111 (a) Filing Fees 

Description Fee Code Quantity Amount 
Sub-Total in 

USO($) 

Basic Filing: 

Pages: 

Claims: 

Miscellaneous-Filing: 

Petition: 

Patent-Appeals-and-Interference: 

Post-Allowance-and-Post-Issuance: 

Extension-of-Time: 

Clearwater Paper Corp. - EX1002 
Clearwater Paper Corp. v. Graphic Packaging International LLC 

Page 373 of 1179



Description Fee Code Quantity Amount 
Sub-Total in 

USO($) 

Miscellaneous: 

Request for continued examination 1801 1 810 810 

Total in USD ($) 810 
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Electronic Acknowledgement Receipt 

EFSID: 8035866 

Application Number: 11348150 

International Application Number: 

Confirmation Number: 5681 

Title of Invention: 
Biodegradable paper-based laminate with oxygen and moisture barrier 
properties and method for making biodegradable paper-based laminate 

First Named Inventor/Applicant Name: Christopher S. Cleveland 

Customer Number: 01726 

Filer: Matthew M. Eslami/Michele McRoy 

Filer Authorized By: Matthew M. Eslami 

Attorney Docket Number: FDS-029388-US 

Receipt Date: 16-JUL-2010 

Filing Date: 06-FEB-2006 

Time Stamp: 17:32:18 

Application Type: Utility under 35 USC 111 (a) 

Payment information: 

Submitted with Payment yes 

Payment Type Deposit Account 

Payment was successfully received in RAM $810 

RAM confirmation Number 3948 

Deposit Account 090525 

Authorized User 

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows: 

Charge any Additional Fees required under 37 C.F.R. Section 1.16 (National application filing, search, and examination fees) 

Charge any Additional Fees required under 37 C.F.R. Section 1.17 (Patent application and reexamination processing fees) 
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Charge any Additional Fees required under 37 C.F.R. Section 1.19 (Document supply fees) 

Charge any Additional Fees required under 37 C.F.R. Section 1.20 (Post Issuance fees) 

Charge any Additional Fees required under 37 C.F.R. Section 1.21 (Miscellaneous fees and charges) 

File Listing: 

Document 
Document Description File Name 

File Size(Bytes)/ Multi Pages 
Number Message Digest Part /.zip (if appl.) 

39386 

1 
Request for Continued Examination 

100716_rce 1 _fds029388us.pdf no 3 
(RCE) 

6b 18d9242bf7ccc7051 a035c9380916a71 b 
ef619 

Warnings: 

This is not a USPTO supplied RCE SB30 form. 

Information: 

612258 

2 
Information Disclosure Statement (IDS) 100716_suppids_fds029388us. 

no 4 
Filed (SB/08) pdf 

ef5f6fa58077f2a4ebeeb742ee1047 cef874e 
e80 

Warnings: 

Information: 

30389 

3 Fee Worksheet (PTO-875) fee-info.pdf no 2 
b28de1 5d91307 ee91684490388b928b763 

7fddd7 

Warnings: 

Information: 

Total Files Size (in bytes) 682033 

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents, 
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a 
Post Card, as described in MPEP 503. 

New A~~lications Under 35 U.S.C. 111 
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR 
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this 
Acknowledgement Receipt will establish the filing date of the application. 

National Stage of an International A~~lication under 35 U.S.C. 371 
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35 
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a 
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New International A~~lication Filed with the USPTO as a Receiving Office 
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the application. 

Clearwater Paper Corp. - EX1002 
Clearwater Paper Corp. v. Graphic Packaging International LLC 

Page 376 of 1179



PTO/SB/06 (07-06) 
Approved for use through 1/31/2007. 0MB 0651-0032 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid 0MB control number. 
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Docket No.: FDS-029388-US 

IN THE UNITED STATES PATENT &TRADEMARK OFFICE 

IN RE APPLICATION OF: 

CLEVELAND. et al. 

SERIAL NO: 11/348,150 

Ff LED: February 06, 2006 

GROUP ART UNIT: 1782 

EXAMINER: PATTERSON, MARC A 

CONflRMATJON #: 5681 

FOR: BIODEGRADABLE PAPER-BASED LAMINATE WITH OXYGEN AND 
. MOISTURE BARRIER PROPERTIES AND METHOD FOR MAKING 

BIODEGRADABLE PAPER-BASED LAMINATE 

AMENDMENT AFTER FINAL REJECTION PURSUANT TO 37 CFR § l.116(b) 

United States Patent and Trademark Office 
Customer Service Window, Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

In response to the Office Action (made FINAL) mailed May 12, 2010, the period for 

response which is set to expire August 12. 2010, please amend the above-captioned 

application, without prejudice or disclaimer as follows, as well as consider the following 

remarks. Applicants submit there are good and sufficient reasons, in accordance with 37 

CFR § l. I 16(b ), for entering these amendments. In particular, it is believed these 

amendments will put the above application in better condition for allowance or appeal. 

Applicants respectfully request prompt issuance of a Notice of Allowance or an 

Advisory Action by the Examiner, as the present amendment is being timctr filed on or 

before two months of the mailing date of the Final Action (i.e .. on or before July 12, 2009}. 

See MPEP § 706.07(f). Applicants' representative. Matt M. Eslami. also respectfully 

requests a telephone conference in the event the Examiner has any questions, comments or 

suggestions that would place any pending claim not in allowable form in better condition for 

allowance. Applicant's representative may be reached directly at 513-248-6193. 

Amendments to the Specification begin on page 2 of this paper. 

Amendments to the Claims begin on page 3 of this paper. 

Remarks/Arguments begin on page 6 of this paper. 
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UNITED STA IBS p A IBNT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE 

11/348,150 02/06/2006 

1726 7590 09/15/2010 

INTERNATIONAL PAPER COMPANY 
6285 TRI-RIDGE BOULEVARD 
LOVELAND, OH 45140 

FIRST NAMED INVENTOR 

Christopher S. Cleveland 

UNITED STA TES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria., Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

FDS-029388-US 5681 

EXAMINER 

PATTERSON, MARC A 

ART UNIT PAPER NUMBER 

1782 

MAIL DATE DELIVERY MODE 

09/15/2010 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

PTOL-90A (Rev. 04/07) 
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Office Action Summary 

Application No. 

11/348,150 

Examiner 

MARC A. PA HERSON 

Applicant(s) 

CLEVELAND ET AL. 

Art Unit 

1782 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ;l_ MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )IZI Responsive to communication(s) filed on 06 July 2010. 

2a)0 This action is FINAL. 2b)[8J This action is non-final. 

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims 

4)[8J Claim(s) 74-88 is/are pending in the application. 

4a) Of the above claim(s) __ is/are withdrawn from consideration. 

5)0 Claim(s) __ is/are allowed. 

6)[8J Claim(s) 74-88 is/are rejected. 

7)0 Claim(s) __ is/are objected to. 

8)0 Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on __ is/are: a)O accepted or b)O objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

11 )0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PT0-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some* c)O None of: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. __ . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17 .2(a)). 

*Seethe attached detailed Office action for a list of the certified copies not received. 

Attachment(s) 

1) [8J Notice of References Cited (PTO-892) 

2) 0 Notice of Draftsperson's Patent Drawing Review (PTO-948) 

4) 0 Interview Summary (PTO-413) 
Paper No(s)/Mail Date. __ . 

5) 0 Notice of Informal Patent Application 3) [8J Information Disclosure Statement(s) (PTO/SB/08) 
Paper No(s)/Mail Date 7/16/10. 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 

6) 0 Other: __ . 

Office Action Summary Part of Paper No./Mail Date 20100826 
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Application/Control Number: 11 /348, 150 

Art Unit: 1782 

DETAILED ACTION 

WITHDRAWN REJECTIONS 

Page 2 

1. The 35 U.S.C. 103(a) rejection of Claims 74 - 76, 79 and 84 - 86 as being unpatentable 

over Andersson et al. (U.S. Patent Publication No. 2005/0008800) in view of Reich et al (U.S. 

Patent No. 3,984,940), ofrecord on page 2 of the previous Action, is withdrawn. 

2. The 35 U.S.C. 103(a) rejection of Claims 77 - 78 and 80 - 83 as being unpatentable over 

Andersson et al. (U.S. Patent Publication No. 2005/0008800) in view of Reich et al (U.S. Patent 

No. 3,984,940) and further in view of Gen (U.S. Patent No. 6,949,254 B2), of record on page 2 

of the previous Action, is withdrawn. 

NEW REJECTIONS 

Claim Rejections-35 USC§ 102(b) 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 

the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 74, 76 - 78, 80 - 83 and 85 - 88 are rejected under 35 U.S.C. 102(b) as being 

anticipated by Doane et al. (U.S. Patent No. 6,040,063) 

With regard to Claims 74 and 76, Doane et al discloses a laminate comprising substrate 

comprising a substrate ( column 4, lines 32 - 39) and an interior moisture protective layer 
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Application/Control Number: 11 /348, 150 

Art Unit: 1782 

Page 3 

( coating '16' in Figure 2; column 4, lines 29 - 31) comprising biodegradable polyester ( column 4, 

line 52) 

With regard to Claims 77 - 78, 80 - 83 and 87 - 88, Doane et al discloses polyester 

comprising polyhydroxyalkanoate ( column 10, line 42) and a filler comprising calcium carbonate 

(column 9, line 41). 

With regard to Claims 85 - 86, the laminate is a cup (tray; column 4, lines 10 - 13). 

Claim Rejections-35 USC§ 103(a) 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 75, 79 and 84 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Doane et al. (U.S. Patent No. 6,040,063). 
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Application/Control Number: 11 /348, 150 

Art Unit: 1782 

Page 4 

Doane et al disclose a laminate as discussed above. With regard to Claims 75, 79 and 84, 

Doane et al fail to disclose a polymeric protectant layer, moisture protective layer and product 

contact layer having a thickness of from five to thirty pounds per three thousand feet. However, 

Doane et al discloses layers comprised in a tray (column 4, lines 10 - 13), as discussed above. It 

therefore would have been obvious for one of ordinary skill in the art to have provided for a 

desired coat weight of polymeric protectant layer, moisture protective layer and product contact 

layer depending on the desired weight of the package. 

ANSWERS TO APPLICANT'S ARGUMENTS 

7. Applicant's arguments regarding the 35 U.S.C. 103(a) rejection of Claims 74 - 76, 79 and 

84 - 86 as being unpatentable over Andersson et al. (U.S. Patent Publication No. 2005/0008800) 

in view of Reich et al (U.S. Patent No. 3,984,940) and 35 U.S.C. 103(a) rejection of Claims 77 -

78 and 80 - 83 as being unpatentable over Andersson et al. (U.S. Patent Publication No. 

2005/0008800) in view of Reich et al (U.S. Patent No. 3,984,940) and further in view of Gen 

(U.S. Patent No. 6,949,254 B2), ofrecord in the previous Action, have been considered and have 

been found to be persuasive. The rejections are therefore withdrawn. The new rejections above 

are directed to amended Claims 74 - 88. 

8. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Marc A Patterson whose telephone number is 571-272-1497. 

The examiner can normally be reached on Mon - Fri 8:30 AM - 5:00 PM. 
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Application/Control Number: 11 /348, 150 

Art Unit: 1782 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Rena Dye can be reached on 571-272-1498. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 

Page 5 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Marc A Patterson/ 
Primary Examiner, Art Unit 1782 
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Application/Control No. Applicant(s)/Patent Under 
Reexamination 

11/348,150 CLEVELAND ET AL. 
Notice of References Cited 

Examiner Art Unit 

MARC A. PA HERSON 1782 
Page 1 of 1 

U.S. PATENT DOCUMENTS 

* 
Document Number 

Country Code-Number-Kind Code 
Date 

MM-YYYY Name Classification 

* A US-6,040,063 03-2000 Doane et al. 428/532 

B US-
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*A copy of this reference 1s not being furnished with this Office action. (See MPEP § 707.05(a).) 
Dates in MM-YYYY format are publication dates. Classifications may be US or foreign. 

U.S. Patent and Trademark Office 

PT0-892 (Rev. 01-2001) Notice of References Cited Part of Paper No. 20100826 
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Doc code: IDS 
Doc description: Information Disclosure Statement (IDS) Filed 

PTO/SB/08a (01-10) 
Approved for use through 07/31/2012. 0MB 0651-0031 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid 0MB control number. 
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Application Number 11348150 

Filing Date 2006-02-06 

IN FORMATION DISCLOSURE First Named Inventor I CLEVELAND, cs 
STATEMENT BY APPLICANT 

Art Unit 1782 
( Not for submission under 37 CFR 1.99) 

Examiner Name I Patterson, Marc A. 

Attorney Docket Number FDS-029388-U S 

1 □ 

If you wish to add additional non-patent literature document citation information please click the Add button I Add I 
EXAMINER SIGNATURE 

Examiner Signature I /Marc Pattersoni I Date Considered I 
09/1Oi2010 

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through a 
citation if not in conformance and not considered. Include copy of this form with next communication to applicant. 

1 See Kind Codes of USPTO Patent Documents at www.USPTO.GOV or MPEP 901.04. 2 Enter office that issued the document, by the two-letter code (WIPO 
Standard ST.3). 3 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. 
4 Kind of document by the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. 5 Applicant is to place a check mark here i1 
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UNITED STA IBS p A IBNT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE 

11/348,150 02/06/2006 

1726 7590 12/03/2010 

INTERNATIONAL PAPER COMPANY 
6285 TRI-RIDGE BOULEVARD 
LOVELAND, OH 45140 

FIRST NAMED INVENTOR 

Christopher S. Cleveland 

UNITED STA TES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria., Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

FDS-029388-US 5681 

EXAMINER 

PATTERSON, MARC A 

ART UNIT PAPER NUMBER 

1782 

MAIL DATE DELIVERY MODE 

12/03/2010 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

PTOL-90A (Rev. 04/07) 
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Interview Summary 

Application No. 

11/348,150 

Examiner 

MARC A. PATTERSON 

All participants (applicant, applicant's representative, PTO personnel): 

(1) Marc Patterson. (3)Tom Ryan. Matt Eslami. 

(2) Eric Guttag. Rick Tedford. ( 4 )Rena Dye. 

Date of Interview: 11/29//10. 

Type: a)[8J Telephonic b)D Video Conference 
c)D Personal [copy given to: 1 )0 applicant 2)0 applicant's representative] 

Exhibit shown or demonstration conducted: d)D Yes 
If Yes, brief description: __ . 

Claim(s) discussed: a// of the record. 

Identification of prior art discussed: a// of the record. 

e)[8J No. 

Applicant(s) 

CLEVELAND ET AL. 

Art Unit 

1782 

Agreement with respect to the claims f)D was reached. g)[8J was not reached. h)D N/A. 

Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached, or any other comments: The claimed invention vs the prior art of record. specifically whether the structural 
limitations of the claimed invention are disclosed by the prior art of record. 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS 
GIVEN A NON-EXTENDABLE PERIOD OF THE LONGER OF ONE MONTH OR THIRTY DAYS FROM THIS 
INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY FORM, WHICHEVER IS LATER, TO 
FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See Summary of Record of Interview 
requirements on reverse side or on attached sheet. 

/Marc A Patterson/ 
Primary Examiner, Art Unit 1782 I 

U.S. Patent and Trademark Office 

PTOL-413 (Rev. 04-03) Interview Summary Paper No. 20101202 
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Summary of Record of Interview Requirements 

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record 
A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the 
application whether or not an agreement with the examiner was reached at the interview. 

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews 
Paragraph (b) 

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as 
warranting favorable action must be filed by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1.111, 1.135. (35 U.S.C. 132) 

37 CFR §1.2 Business to be transacted in writing. 
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and 
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to 
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt. 

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself 
incomplete through the failure to record the substance of interviews. 

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless 
the examiner indicates he or she will do so. It is the examiner's responsibility to see that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability. 

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the 
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction 
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing 
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the 
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required. 

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the 
"Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the 
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant's correspondence address 
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other 
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication. 

The Form provides for recordation of the following information: 
- Application Number (Series Code and Serial Number) 

Name of applicant 
Name of examiner 
Date of interview 

- Type of interview (telephonic, video-conference, or personal) 
Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 

- An indication whether or not an exhibit was shown or a demonstration conducted 
- An identification of the specific prior art discussed 
- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 

attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does 
not restrict further action by the examiner to the contrary. 

- The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action) 

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It 
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview 
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the 
substance of the interview. 

A complete and proper recordation of the substance of any interview should include at least the following applicable items: 
1) A brief description of the nature of any exhibit shown or any demonstration conducted, 
2) an identification of the claims discussed, 
3) an identification of the specific prior art discussed, 
4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the 

Interview Summary Form completed by the Examiner, 
5) a brief identification of the general thrust of the principal arguments presented to the examiner, 

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not 
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the 
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general indication of any other pertinent matters discussed, and 
7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by 

the examiner. 
Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and 

accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, "Interview Record OK" on the 
paper recording the substance of the interview along with the date and the examiner's initials. 
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Docket No.: FDS-029388-US 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

IN RE APPLICATION OF: 

CLEVELAND, et al. 

SERIAL NO: 11/348,150 

FILED: February 06, 2006 

GROUP ART UNIT: 1794 

EXAMINER: PATTERSON, MARC A. 

CONFIRMATION#: 5681 

FOR: BIODEGRADABLE PAPER-BASED LAMINATE WITH OXYGEN AND 
MOISTURE BARRIER PROPERTIES AND METHOD FOR MAKING 
BIODEGRADABLE PAPER-BASED LAMINATE 

AMENDMENT 

United States Patent and Trademark Office 
Customer Service Window, Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

In response to the Office Action (non-final) mailed September 15, 2010, the period 

for response which is set to expire December 15, 2010, please amend the above-identified 

application as follows, as well as consider the following remarks. 

Amendments to/Listing of the Claims begin on page 2 of this paper. 

Remarks/Arguments begin on page 5 of this paper. 
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The listing of claims will replace all prior versions, and listings, of claims in the application: 

Listing of Claims: 

Claims 1-73. (Canceled). 

74. (Currently Amended) A laminate for forming~ moisture barrier [barriers], comprising: 

a substrate having aa a separate interior product contacting surface [ for contacting 

products] and a separate exterior surface; and 

a moisture protectant layer disposed solely on said interior surface of said substrate 

and comprising at least one biodegradable polyester polymer. 

75. (Previously Presented) The laminate according to claim 74, wherein the moisture 

protectant layer has a coat weight of from 5 to 30 lbs/3000 ft2
. 

76. (Currently Amended) [The] A laminate for forming moisture barriers [according to 

Claim 74], [further] comprising;_ 

a substrate having a separate interior product contacting surface and a separate 

exterior surface; 

a first moisture barrier layer disposed on said interior surface of said substrate; and 

a second moisture protectant layer disposed on aa said exterior surface of said 

substrate and comprising at least one biodegradable polyester polymer.,_ wherein the 

second moisture barrier layer is separate from the first moisture barrier layer disposed 

on said interior surface of said substrate. 

77. (Previously Presented) The laminate according to Claim 88, wherein the second 

moisture protectant layer further comprises at least one filler. 

78. (Previously Presented) The laminate according to Claim 77, wherein the second 

moisture protectant layer comprises at least one filler selected from the group consisting of 
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calcium carbonate, starch, clay kaolin, talc, cellulose fibers, and diatomaceous earth. 

79. (Previously Presented) The laminate according to claim 76, wherein the second moisture 

protectant layer has a coat weight of from 5 to 30 lbs/3000 ft2
. 

80. (Previously Presented) The laminate according to Claim 76, wherein the second 

moisture protectant layer further comprises at least one filler selected from the group 

consisting of calcium carbonate and starch. 

81. (Previously Presented) The laminate according to Claim 87, wherein the moisture 

protectant layer further comprises at least one filler. 

82. (Previously Presented) The laminate according to 81, wherein the moisture protectant 

layer comprises at least one filler selected from the group consisting of calcium carbonate, 

starch, clay kaolin, talc, cellulose fibers, and diatomaceous earth. 

83. (Previously Presented) The laminate according to Claim 74, wherein the moisture 

protectant layer further comprises at least one member selected from the group consisting of 

calcium carbonate and starch. 

84. (Previously Presented) The laminate according to Claim 74, wherein the substrate 

comprises paperboard; and the moisture protectant layer has a coat weight of from 5 to 30 

lbs/3000 ft2 and comprises polylactic acid and at least one member selected from the group 

consisting of calcium carbonate and starch. 

85. (Previously Presented) A cup, comprising the laminate according to Claim 84. 

86. (Previously presented) A cup, comprising the laminate according to Claim 74. 
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87. (Previously Presented) The laminate according to claim 74, wherein the at least one 

biodegradable polyester polymer is selected from the group consisting of compostable 

poly lactic acid and a compostable polyhydroxyalkanoate. 

88. (Previously Presented) The laminate according to claim 76, wherein the second moisture 

protectant layer comprises at least one biodegradable polyester polymer selected from the 

group consisting of compostable poly lactic acid and a compostable polyhydroxyalkanoate. 
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A. Status of Claims 
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Favorable reconsideration of this application is respectfully requested. Claims 1-73 

have previously been cancelled. Claims 74-88 are currently pending. 

B. Procedural Matters 

Applicants gratefully acknowledge the Examiner's statements at pages 2 and 4 of the 

present Office Action that the prior rejection of Claims 74-76, 79, and 84-86 under 35 U.S.C. 

§ 103(a) as being unpatentable over U.S. Pat. Appln. No. 2005/0008800 to Andersson et al 

(hereafter referred to as "Andersson"), in view of U.S. Pat. No. 3,984,940 to Reich et al 

(hereafter referred to as "Reich") has been withdrawn in view of the persuasiveness of 

Applicants' arguments in their prior amendment of July 6, 2010. 

Applicants also gratefully acknowledge the Examiner's statements at pages 2 and 4 of 

the present Office Action that the prior rejection of Claims 77-78 and 80-83 have been 

rejected under 35 U.S.C. § 103(a) as being unpatentable over Andersson, in view of Reich, 

and further in view of U.S. Pat. No. 6,949,254 to Gen (hereafter referred to as "Gen") has 

been withdrawn in view of the persuasiveness of Applicants' arguments in their prior 

amendment of July 6, 2010. 

Applicants further gratefully acknowledge the courtesy of the telephone interview of 

November 29, 2010 (hereafter referred to as ''November 29, 2010 Interview") extended by 

Primary Examiner Patterson and Supervisory Primary Examiner (SPE) to Applicants' 

representatives, Matthew M. Eslami, Thomas W. Ryan, and Eric W. Guttag, where the 

following issues were discussed: (1) the rejection Claim 74 under 35 U.S.C. § 102(b) as 

being anticipated by U.S. Pat. No. 6,040,063 to Doane et al. (hereafter "Doane"); and (2) the 

rejection of Claims 77-78 and 80-83 as also under 35 U.S.C. § 102(b) as being anticipated by 

Doane. Applicants also gratefully acknowledge the courtesy of the follow up telephone 

interview of December 7, 2010 (hereafter referred to as "December 7, 2010 Interview") 

extended by Primary Examiner Patterson to Applicants' representative, and Eric W. Guttag, 

where proposed amendments to Claims 74 and 76 were discussed for distinguishing over the 

Doane reference. The substance of these two telephonic interviews is discussed further 

below, as appropriate. 

Clearwater Paper Corp. - EX1002 
Clearwater Paper Corp. v. Graphic Packaging International LLC 

Page 395 of 1179



C. Amendments to Claims 

Docket No. FDS-029388-US 
Application No. 11/348,150 

Page 6 of 12 

Claim 74 has been amended to recite a laminate for forming .f!. moisture barrier which 

comprises a substrate having a separate interior product contacting surface and a separate 

exterior surface, wherein the moisture protectant layer is disposed solely on the interior 

surface of the substrate. Support for the amendments to Claim 74 may be found in, for 

example, FIG. 6 and paragraph [0048] of the present application. 

Claim 76 has been amended to be in independent form and to recite a laminate for 

forming moisture barriers, comprising: a substrate having a separate interior product 

contacting surface and a separate exterior surface; a first moisture barrier layer 

disposed on said interior surface of said substrate; and a second moisture protectant layer 

disposed on said exterior surface of said substrate and comprising at least one biodegradable 

polyester polymer, wherein the second moisture barrier layer is separate from the first 

moisture barrier layer disposed on said interior surface of said substrate. Support for 

the amendments to Claim 76 may be found in, for example, FIG. 7 and paragraph [0049] of 

the present application. 

D. Response to Rejection of Claims 74, 76-78, 80-83, and 85-88 under 35 U.S.C. § 

102(b) as Being Anticipated by Doane 

At pages 2-3 of the present Office Action, Claims 74, 76-78, 80-83, and 85-88 have 

been rejected under 35 U.S.C. § 102(b) as being anticipated by U.S. Pat. No. 6,040,063 to 

Doane et al (hereafter referred to as "Doane"). This rejection is respectfully traversed 

with respect to these Claims, as currently presented, for at least the following reasons. 

In support of the rejection of Claims 74 and 76 as being anticipated by Doane, the 

present Office Action makes the following allegation: 

Allegation 1: [Doane] discloses a laminate compnsmg [a] substrate 
( column 4, lines 32-39) and an interior moisture protective layer ( coating 
'16' in Figure 2; column 4, lines 29-31) comprising [a] biodegradable 
polyester ( column 4, line 52).1 

Responsive to what Allegation 1 asserts, and especially in view of the how Examiner 

Patterson has construed what Doane teaches at the November 29, 2010 and December 7, 

1 See pages 2-3 of the present Office Action (emphasis added). 
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2010 Interviews with respect to relationship of layer 16 and structure 12 in tray 10 shown in 

FIGS. 1 and 2 of Doane, Claims 74 and 76 have been amended. Claim 74 has been amended 

to recite that the substrate has a separate interior product contacting surface and a 

separate exterior surface, wherein the moisture protectant layer is disposed solely on the 

interior surface of the substrate. Claim 76 has been amended to recite that the substrate also 

has a separate interior product contacting surface and a separate exterior surface; a first 

moisture barrier layer disposed on said interior surface of said substrate; and a second 

moisture protectant layer disposed on said exterior surface of said substrate, wherein the 

second moisture barrier layer is separate from the moisture barrier layer disposed on said 

interior surface of said substrate 

As construed by Examiner Patterson at the November 29, 2010 Interview, and as 

asserted by Allegation 1, Examiner Patterson considers coating layer 16 to be the "interior 

moisture barrier layer" with respect to structure (substrate) 12 and tray 10. But, as was 

pointed out at the December 7, 2010, coating layer 16, in fact, forms one continuous and 

surrounding exterior layer with respect to structure 12, with structure 12 having one 

continuous and exterior surface. By contrast, Claim 74, as amended, now recites ~ 

separate interior product contacting surface on which the moisture protectant layer is 

disposed, as well as a separate exterior surface. In addition, coating layer 16 surrounds 

structure 12 of Doane, but is not is disposed on structure 12. By contrast, the moisture 

barrier layer is disposed on the interior substrate surface in amended Claim 74. 

Following up on suggestions made by Applicants' representative that were discussed 

during the December 7, 2010 Interview, Claim 74 has been further amended to recite that the 

moisture barrier layer is disposed solely on the separate interior product contacting surface. 

In other words, the moisture barrier layer does not form one continuous layer that is 

disposed on both the interior and exterior surface of the substrate, and is thus unlike 

Doane's coating layer 16 which forms one continuous and surrounding exterior layer 

with respect structure 12. At the December 7, 2010 Interview, Examiner Patterson also 

agreed that having Claim 74 recite that the moisture barrier layer is disposed solely on the 

separate interior product contacting surface would distinguish Claim 7 4 over what is taught 

by Doane. 

As was discussed at the December 7, 2010 Interview, amended Claim 76 1s also 
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distinguishable over Doane in now reciting that the second moisture barrier layer disposed on 

the exterior substrate surface is separate from the first moisture barrier layer disposed on 

the interior substrate surface. In other words, amended Claim 76 recites two separate and 

distinct moisture barrier layers, one each disposed on the interior and exterior surface 

of the substrate. By contrast, coating layer 16 of Doane forms only one continuous and 

surrounding exterior layer with respect structure 12. 

In support of the rejection of Claims 77-78, 80-83, and 87-88 as being anticipated by 

Doane, the present Office Action makes the following allegation: 

Allegation 2: [Doane] discloses [a] polyester compnsmg 
polyhydroxyalkanoate ( column 10, line 42) and a filler comprising calcium 
carbonate (column 9, line 41).2 

What Allegation 2 asserts also does not support the rejection of Claims 77-78, 80-83, and 87-

88 as being anticipated by Doane. Claims 81-83 and 87 depend, directly or indirectly, from 

amended Claim 74, while Claims 77-78 and 88 depend, directly or indirectly, from amended 

Claim 76. Accordingly, Claim 77-78, 80-83, and 87-88 are patentable over Doane for at 

least the same reasons presented above in response to Allegation 1, as well as during the 

December 7, 2010 Interview for why amended Claims 74 and 76 are patentable over this 

reference. 

In addition, Claims 77-78 and 80-83 are further distinguishable over Doane in 

reciting that the moisture protectant layer comprises at least one filler which may be calcium 

carbonate (see Claims 78, 80, and 82). First, Allegation 2 has mischaracterized what is 

fairly taught by Doane with regard to the use of calcium carbonate. Contrary to what 

Allegation 2 asserts, Doane does not teach that calcium carbonate is being used as a filler 

according to Claims 77-78 and 80-83. Instead, Doane teaches that calcium carbonate is 

being used as a "nucleating agent" for a foamable composition. 3 

Second, these "nucleating agents" are taught by Doane for use in preparing natural 

polymer foams for structure 12,4 and not hydroxyfunctional polyester layer 14 which is 

self-adhered to the exterior surface of structure 12. In other words, and contrary to what 

2 See page 3 of the present Office Action (emphasis added). 
3 See column 9, lines 33-41, of Doane. 
4 See, for example, column 7, lines 53-56, and column 9, lines 4-6, of Doane. 
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Allegation 2 asserts, Doane does not teach inclusion of calcium carbonate ( or any other 

disclosed "nucleating agent") in its hydroxyfunctional polyester layer 14 ( or layer 16), much 

less the moisture protectant layers of Claims 77-78 and 80-83. In fact, Examiner Patterson 

agreed at the November 29, 2010 Interview that Doane does not teach inclusion of calcium 

carbonate or any other "filler" in the moisture protectant layers of Claims 77-78 and 80-83. 

In support of the rejection of Claims 85-86 as being anticipated by Doane, the present 

Office Action makes the following allegation: 

Allegation 3: The laminate is a cup ( column 10, line 42). 5 

What Allegation 3 asserts does not support the rejection of Claims 85-86 as being anticipated 

by Doane. Claims 85-86 depend, directly or indirectly, from amended Claim 74. 

Accordingly, Claim 85-86 are patentable over Doane for at least the same reasons presented 

above in response to Allegation 1, as well as during the December 7, 2010 Interview for why 

amended Claim 74 is patentable over this reference. In addition, Claims 85-86 are further 

distinguishable over Doane in reciting a cup that comprises the laminate of Claim 84 or 

amended Claim 74. Contrary to what Allegation 3 asserts, one of ordinary skill in the art 

would understand that the "tray" taught by Doane is not the "cup" recited in Claims 85-86. 

In fact, nowhere does Doane teach that its laminates may be used in cups. 

For at least the foregoing reasons, Claims 74, 76-78, 80-83, and 85-856, as amended 

or as currently presented, are patentable over Doane. Accordingly, the rejection of these 

Claims under 35 U.S.C. § 102(b) based on this reference should be withdrawn. 

E. Response to Rejection of Claims 75, 79, and 84 under 35 U.S.C. § 103(a) as Being 

Unpatentable over Doane 

At pages 3-4 of the present Office Action, Claims 75, 79, and 84 have been rejected 

under 35 U.S.C. § 103(a) as being unpatentable over Doane. This rejection is respectfully 

traversed with respect to these Claims, as currently presented, for at least the following 

reasons. 

In support of the rejection of Claims 75, 79, and 84 under 35 U.S.C. § 103(a) as being 

unpatentable over Doane, the present Office Action makes the following allegation: 

5 See page 3 of the present Office Action (emphasis added). 
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Allegation 4: [Doane] discloses a laminate as discussed above. With 
regard to Claims 75, 79 and 84, [Doane] fails to disclose a polymeric 
protectant layer, moisture protective layer and product contact layer having 
a thickness of from five to thirty pounds per three thousand feet. However, 
[Doane] discloses layers comprised in a tray ( column 4, lines 10-13), as 
discussed above. It therefore would have been obvious for one of 
ordinary skill in the art to have provided for a desired coat weight of 
polymeric protectant layer, moisture protective layer and product 
contact layer depending on the desired weight of the package. 6 

What Allegation 4 asserts does not support the rejection of Claims 75, 79, or 84 as being 

unpatentable over Doane, for at least the following reasons. First, for at least the reasons 

presented above in response to Allegation 1, amended Claims 74 and 76 are patentable over 

Doane. Allegation 4 does not assert that those features (i.e., in the case of amended Claim 

74, a moisture barrier layer which is disposed only on the interior product contacting 

surface of the substrate, and in the case of amended Claim 76, the second moisture barrier 

layer disposed on the exterior substrate surface is separate from the firest moisture barrier 

layer disposed on the interior substrate surface) which were asserted to be missing from 

the teachings of Doane are now taught by that reference. Claims 75, 79, and 84 also depend 

directly from either amended Claims 74 or 76, and are therefore patentable over Doane for at 

least the same reasons presented above, as well as during the December 7, 2010 Interview for 

why amended Claims 74 and 76 are patentable over this reference. 

Second, Allegation 4 concedes that the coat weights ( not thickness as asserted by 

Allegation 4) recited in Claims 75, 79, or 84 are not taught by Doane. Instead, Allegation 4 

asserts that it "would be obvious . . . to have provided for a desired coat weight of polymeric 

protectant layer, moisture protective layer and product contact layer depending on the desired 

weight of the package." That assertion amounts to an impermissible "conclusory statement" 

without any "rational underpinning" which is factually unsupported by Doane, the 

reference relied upon in rejecting Claims 75, 79, and 84. "Rejections on obviousness grounds 

cannot be sustained by mere conclusory statements; instead there must be some articulated 

reasoning with some rational underpinning to support the legal conclusion of 

obviousness."7 Allegation 4 points to absolutely nothing in Doane ( or any other verifiable 

6 See page 4 of the present Office Action (emphasis added). 
7 See e.g., In re Kahn, 78 U.S.P.Q.2d at 1336 (emphasis added), cited with approval in the Supreme Court's 
decision in KSR International Co. v. Teleflex, Inc., 550 U.S. 398, 418 (2007). In KSR International, the 
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