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Simultaneous with the filing of Patent Owner’s (“PO”) opening 

discretionary denial brief, a stay of the parallel district court case was issued. 

Nevertheless, fairness and settled expectations strongly favor denial of institution. 

Petitioner would be time-barred from filing this Petition if not for its joinder 

motion. The Director’s recent decision in Realtek Semiconductor Corp. v. 

ParkerVision, Inc., Nos. IPR2025-00324 & IPR2025-00325, Paper 11 (Jun. 25, 

2025) emphasizes that petitions by time-barred parties should proceed only in 

exceptional circumstances. No such circumstance exists here. For the reasons 

discussed below and in PO’s opening brief, the Director should deny institution. 

 PETITIONER’S STATEMENTS CONCERNING TIMING OF THE 
STAY ORDER IN THE PARALLEL DISTRICT COURT 
PROCEEDING ARE MISLEADING. 

In its opening brief, PO stated that “[t]here is presently no stay of 

proceedings in the district court case.” Paper 12 (“PO Brief”), 11. Petitioner 

characterizes this statement as “an overt misrepresentation regarding the parallel 

litigation.” Paper 16 (“Pet. Brief”), 1. Although the district court has now stayed 

the case, Petitioner’s assertion is highly misleading and omits the near-

simultaneous timing of the district court stay and the filing of PO’s opening brief. 

The stay order in the district court proceeding issued at 5:45 PM Eastern 

Time on Friday, June 18, after close of business and a mere 30 minutes before 

PO’s brief was submitted to the Patent Office. EX2033, 1. By that time, all filing 
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documents had been uploaded to the Patent Trial and Appeal Case Tracking 

System (P-TACTS) and were in process of being filed by supporting paralegals. 

The facts set forth in PO’s brief were accurate when counsel instructed supporting 

paralegals to file the brief, and PO had no intention to misrepresent those facts. 

PO agrees that the stay alters the analysis of Fintiv factors 1 and 2. Pet. 

Brief, 3-4. Although the stay order pauses the parties’ claim construction briefing, 

Patent Owner’s analysis regarding Fintiv factor 3 remains the same, as does its 

analysis regarding Fintiv factors 5 and 6, each favoring denial. PO Brief, 12-16. 

And regardless of the Fintiv factors, the Director should exercise discretion to deny 

institution based on fairness considerations and settled expectations. Sandisk 

Techs. Inc. v. Polaris PowerLED Techs., LLC, IPR2025-00515, Paper 15 at 2 

(PTAB Jul. 16, 2025) (denying institution based on settled expectations despite a 

stay in the parallel litigation). 

 FAIRNESS CONSIDERATIONS AND SETTLED EXPECTATIONS 
STRONGLY FAVOR DENIAL OF INSTITUTION. 

PO explained that instituting this IPR would unjustly deprive PO and 

Exclusive Licensee of their reasonable and settled expectation that they may rely 

on their property rights in the ’823 patent, as well as unfairly enable an otherwise 

time-barred party to take over the IPR if the lead parties settle their dispute. PO 

Brief, 8-10. Petitioner alleges that PO’s arguments are “contrary to recent 

precedent.” Pet. Brief, 6. Not so. None of Petitioner’s cited decisions are 
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precedential, most are almost a decade old, and the Director’s recent decision in 

Realtek directly contradicts Petitioner’s cited “authority.” Pet. Brief, 6-7. 

First, Petitioner argues that 35 U.S.C. § 315 “clearly permits joinder under 

the present circumstances and the Board has granted joinder under these same 

circumstances on numerous occasions.” Pet. Brief, 7. That the statute permits 

joinder of otherwise time-barred petitioners does not mean that the Board should 

do so here. See PO Brief, 8-10. Petitioner cites two cases: AT&T Services, Inc. v. 

Convergent Media Solutions, LLC, IPR2017-01237, Paper 10 (PTAB May 10, 

2017); Qualcomm Inc. v. Bandspeed, Inc., IPR2015-00314, Paper 21 (PTAB Nov. 

16, 2015). Both of those cases—neither of which are precedential—are almost a 

decade old and run contrary to the Director’s recent Realtek decision. 

In Realtek, the petitioner similarly waited until its one-year time limit under 

§ 315(b) expired, filing its copycat petition three months later with a motion to join 

an already-instituted IPR. Realtek, Paper 11 at 2; see also Realtek, Paper 8 at 5. In 

denying institution, the Director explained that “[p]etitions filed by time-barred 

parties should proceed only in exceptional circumstances,” and “Realtek does not 

present an exceptional circumstance here.” Realtek, Paper 11 at 3 (emphasis 

added). The Director thus held that “ParkerVision’s persuasive fairness arguments 

due to Realtek being a time-barred party favor exercising discretion to deny 

institution.” Id. 
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Petitioner does not identify any exceptional circumstances that would 

warrant joinder of its otherwise time-barred Petition. Pet. Brief, 6-10. Nor is there 

any such circumstance here. As in Realtek, Petitioner’s choice not to file an IPR 

petition within the statutory time limit and waiting for institution of another IPR 

does not provide an “exceptional circumstance” that warrants institution. Realtek, 

Paper 11 at 3. Indeed, the Board has previously explained that “[b]roadly 

exercising the discretion granted to the Director in § 315(c) could effectively 

circumvent the time limitation in § 315(b) in many cases,” and “when an otherwise 

time-barred petitioner requests same party and/or issue joinder, the Board will 

exercise this discretion only in limited circumstances.” Proppant Express 

Investments, LLC, et al., v. Oren Technologies, LLC, IPR2018-00914, Paper 38 at 

18-19 (PTAB Mar. 13, 2019) (PTAB Jul. 24, 2023). Petitioner’s joinder strategy 

here is an attempt to “game the system,” id., 19, and the Petition should be denied 

for the same reasons as Realtek. 

Second, Petitioner argues that “the Director has rejected discretionary denial 

requests based on ‘settled expectations’ arguments for patents much older than the 

patent-at-issue here.” Pet. Brief, 7 (citing, Cambridge Indus. USA, INC. v. Applied 

Optoelectronics, Inc., Nos. IPR2025-00434, IPR2025-00436, IPR2025-00437, 

Paper 11, 2-3 (PTAB June 26, 2025)). Cambridge, however, did not concern a 

time-barred petitioner, like here. Cambridge, Paper 11 at 2-3. Moreover, each 
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patent in Cambridge (U.S. Patent Nos. 10,379,301, 10,313,024, and 10,788,690) 

was the first U.S. patent to be filed in its respective family. Id. In contrast, the ’823 

patent in this proceeding is a continuation of U.S. Patent No. 8,533,350, published 

on May 10, 2007. EX1001, Cover (63). Thus, Petitioner has been on notice of the 

subject matter claimed in the ’823 patent for over 18 years, and its delay in seeking 

review of the ’823 patent favors denial. PO Brief, 8-9; Dabico Airport Solutions 

Inc., v. AXA Power ApS, IPR2025-00408, Paper 21 at 3 (PTAB June 18, 2025). 

Finally, Petitioner argues that Exclusive Licensee RavenWhite Licensing 

LLC’s voluntary dismissal of its original district court complaint somehow 

diminishes the settled expectations related to the ’823 patent. Pet. Brief, 6 (“If a 

Patent Owner and its licensee cannot even determine who properly owns a patent, 

there are hardly any ‘settled expectations’ related to that patent.”). Not so. 

Petitioner ignores that Exclusive Licensee refiled its complaint on August 21, 

2024—before Petitioner was time-barred from filing an IPR petition—with no 

changes to either the plaintiff or defendants. See EX2034. Yet, Petitioner still 

decided to let its one-year time limit expire, underscoring PO’s expectation that 

Petitioner would not pursue an IPR challenge against the ’823 patent. 

 CONCLUSION 

For at least the foregoing reasons and the reasons in PO’s opening 

discretionary denial brief, the Director should discretionarily deny institution.  
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Respectfully submitted, 
 
STERNE, KESSLER, GOLDSTEIN & FOX PLLC 

/Steven M. Pappas/ 

Steven M. Pappas 
Registration No. 73,904 
Counsel for Patent Owner 

Date: July 28, 2025 

1101 K Street, NW, 10th Floor  
Washington, DC 20005  
(202) 371-2600 
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