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I. PATENT OWNER ADVANCED AN INCORRECT ARGUMENT WHICH
IT FAILED TO CORRECT FOR A MONTH

Patent Owner concedes that its Fintiv argument based on the status of the
Eastern District Case was incorrect when Patent Owner submitted its brief. Given
the importance of this representation to a Fintiv discretionary analysis (it is the first
Fintiv factor and impacts many others), Petitioner necessarily called out this
misrepresentation. While Patent Owner suggests that all work had already been
submitted to paralegals when the Stay Order was entered (Paper 17 at 2), that does
not change this inaccurate submission, nor excuse the party/counsel’s duty of candor
and correction to the Board. See, e.g., 37 CFR §§ 11.303 and 42.11. Indeed, § 11.303
includes an ongoing requirement to “correct a false statement of material fact or law
previously made to the tribunal by the practitioner” which Patent Owner never did
during the month period between Patent Owner’s Brief and Petitioner’s Response.
This failure to correct this important misrepresentation should not be taken lightly.

II. PATENT OWNER’S “SETTLED EXPECTATIONS AND EFFICIENCY”
ARGUMENTS MISS THE MARK

Rather than addressing the issue date of the ’823 Patent — which is
insufficiently short to support “settled expectations” under Petitioner’s cited
authority in Cambridge — Patent Owner now changes its analysis to focus on other
patents which are not subject to the IPR and were not asserted in the earlier Eastern

District Case. That is not the proper framework for this analysis and recent decisions
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counsel against this argument including the Cambridge decision which focused on
issue dates, not purported priority dates. Patent Owner’s argument is misplaced.

In Amgen, Inc. v. Bristol-Myers Squibb Co., the Director analyzed whether
“the patent challenged in [the IPR] has [] been in force for a significant amount of
time” based on the issue date of that specific patent. See Nos. IPR2025-00601,
[PR2025-00602, IPR2025-00603, Paper 9 at 2 (July 24, 2025). There, the Director
granted institution of a patent that was three years old because “Patent Owner has
not demonstrated that it has developed strong settled expectations that favor
discretionary denial for the patent challenged [in the IPR].” Id. at 2-3. Neither the
priority date nor the familial relationship of other patents factored in this analysis.
Aside from the infancy of the subject patent, Patent Owner does not even attempt to
suggest that it has spent an “extraordinary amount of investment, time, and resources
dedicated to research, development, trials, and regulatory approval [which]
correlates to settled expectations” which the Director required in Amgen. Id. at 2.

III. PATENT OWNER’S RELIANCE ON REALTEK IS DISTINGUISHABLE

Patent Owner’s final argument relies on the recent Realtek discretionary
denial based on a lack of “exceptional circumstances” and “fairness” which Patent
Owner argues favor denial. Setting aside the overall strength of Petitioner’s

arguments weighing against discretionary denial—specifically every Fintiv factor
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favoring institution as well as the recency of the challenged patent—this is clearly
an “exceptional” case and “fairness” favors institution unlike in Realtek because:

o Petitioner here was unfairly subjected to 11+
months of baseless litigation (taking the vast majority of
the one-year statutory window) by Patent Owner’s
licensee, which eventually required dismissal based on
acknowledged standing issues regarding patent ownership
(Paper 16 at 6, citing EX1030 at 3). Fairness clearly favors
Petitioner’s understudy joinder in this exceptional instance,
which lacked “settled expectations” about fundamental
issues including patent ownership;’

o The Eastern District Case has been stayed pending
resolution of both IPRs (Home Depot’s and Petitioner’s)
based on Petitioner’s Sotera stipulation and thus Petitioner
should be given a fair opportunity to participate in an
“understudy role”;

o Patent Owner actually requested that the court in the
Eastern District Case “consolidate this [Walmart] case
with [the Home Depot case] to alleviate burden on the
Court” but now suggests that [PR consolidation with
Home Depot will result in more burden (EX1031 at 2);

o Petitioner immediately filed its Petition and joinder
motion within four business days of Institution whereas
the petitioner in Realtek waited a month; and

o Petitioner has not been accused of any
“gamesmanship” like the petitioner in Realtek, which
weighed against the “fairness” issue for the Realtek
petitioner.

! Patent Owner did not provide a timely response to Petitioner’s joinder motion
pursuant to 37 C.F.R. § 42.25(a)(1).
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