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I. INTRODUCTION 

While Intas maintains that it is the proper RPI and Jina was properly identified 

as only a party who may have an interest, Jina has agreed to be added as an RPI to 

resolve any dispute or need for further discovery and Intas has agreed to add Jina. 

Thus, there is no need for further discovery, as Intas has already agreed to the relief 

any such discovery could lead to. 

Atossa’s real goal is to file a motion to terminate this proceeding. But 

precedential Board decisions make clear that a party cannot continue to insist on RPI 

discovery and seek termination once a party has agreed to add the alleged RPI if the 

RPI does not implicate time-bar issues. There is no dispute or allegation that Jina is 

time barred, and thus no basis for unnecessary discovery. 

II. BACKGROUND 

Intas Pharmaceuticals and its wholly owned subsidiary Accord are a 

manufacturer and seller of pharmaceuticals throughout the world, including the 

United States. Intas currently sells an endoxifen product in India under the trade 

name Zonalta®. Jina Pharmaceuticals is a pharmaceutical development company 

who partnered with Intas to develop Zonalta. See Ex. 2020; see also Ex. 1011; Ex. 

1012. Jina and Intas have also partnered in bringing endoxifen to the United States 

market and conducting clinical trials. See Ex. 2019 at 3. 
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Intas has never hidden Jina in this proceeding, identifying Jina as a party who 

may have an interest. See Paper 2 and 2; Paper 13 at 3; see also PGR2023-00043 

Paper 2 (doing same in previous proceeding challenging related patent). Indeed, 

Intas had no reason to hide Jina as Jina is not time barred or subject to estoppel.  

Intas did not identify Jina as the real party in interest because Intas does not 

believe Jina is the real party in interest—Intas has funded and controlled this petition 

and stands to benefit from it, as it would be Intas that markets endoxifen in the United 

States (through its subsidiary, Accord, which is identified as a real party in interest) 

if the collaboration is successful. Nevertheless, to avoid any further dispute, Intas is 

willing to modify its mandatory notices to explicitly identify Jina as a real party in 

interest and Jina is willing to assume the estoppel effects of being named. 

III. DISCOVERY IS UNNECESSARY AS PETITIONER HAS AGREED 
TO ADD JINA AS AN RPI 

While discovery would show only that Intas has reasonably communicated 

with its development partner about the ongoing proceedings that serve Intas’ own 

interests, which Intas submits does not render Jina an RPI,1 Petitioner has agreed to 

add Jina as an RPI, which moots any need for discovery.  

 
 
1 See, e.g., Wi-Fi One, LLC v. Broadcom Corp., 887 F.3d 1329, 1340 (Fed. Cir. 
2018) (affirming that D-link was not an unnamed RPI because “[w]hile Wi-Fi has 
speculated that Broadcom may have been serving the interests of the D-Link 
defendants when it sought inter partes review, Broadcom clearly has an interest of 
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Notably, Patent Owner does not allege any relevance to RPI discovery given 

that Petitioner has agreed to add Jina. See Garmin Int'l, Inc. v. Cuozzo Speed Techs. 

LLC, IPR2012-00001, Paper 26, at *3 (P.T.A.B. Mar. 5, 2013) (Precedential) (“the 

requester of information” must show “that something useful will be uncovered…  

‘Useful’ in that context does not mean merely ‘relevant’ and/or ‘admissible….’ 

‘useful’ means favorable in substantive value to a contention of the party moving for 

discovery.”). Patent Owner does not cite a contention for which such discovery 

would be useful given that Intas has agreed to add Jina, as Patent Owner 

acknowledges. Paper 20 at 3, 5 

Patent Owner references Corning Optical Commc’ns RF, LLC v. PPC 

Broadband Inc., IPR2014-00440, Paper 68 (P.T.A.B. Aug. 18, 2015) but provides 

no explanation of how it applies here, noting only that it was recently granted 

Precedential status. See Paper 20, at *2-3. Corning terminated a proceeding because 

the missing RPI was time-barred and the party had refused to add it as an RPI. 

Corning, at *25. 

Though Patent Owner never acknowledges it, it is clear its only interest in 

seeking discovery is to file a motion to terminate. However, precedential decisions 

of the Board make clear that where a party agrees to add a non-time barred RPI, the 

 
 
its own in challenging the '215 patent, based on its manufacture of the assertedly 
infringing chips”). 
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Board may retain the original filing date without terminating the proceeding. See 

Proppant Express Investments, LLC v. Oren Techs., LLC, IPR2017-01917, Paper 

86, at *7 (P.T.A.B. Feb. 13, 2019) (precedential) (denying motion to terminate post-

institution based on updated mandatory notices because the “Board may, under 35 

U.S.C. § 312(a), accept updated mandatory notices as long as the petition would not 

have been time-barred under 35 U.S.C. § 315(b) if it had included the real party in 

interest.”).2 

This was not a new practice. See id. at *8 (citing eight decisions accepting 

updated mandatory notices); see also Zte (Usa) Inc. v. Fundamental Innovation Sys. 

Int’l LLC, IPR2018-00425, 2019 WL 469486, at *2 (P.T.A.B. Feb. 6, 2019) 

(distinguishing Corning). And it has been approved of by the Federal Circuit. Wi-Fi 

One, LLC v. Broadcom Corp., 878 F.3d 1364, 1374 n. 9 (Fed. Cir. 2018) (en banc) 

(“the Director can, and does, allow the petitioner to add a real party in interest”) 

(citing cases). 

Several panels since have applied Proppant to deny motions to terminate 

where there is no time bar issue. See, e.g., One World Techs., Inc. v. Chervon (Hk) 

Ltd., No. IPR2020-00884, 2021 WL 5192891, at *19 (P.T.A.B. Nov. 3, 2021) 

(“Because we grant this motion, we need not determine if Techtronic Industries Co. 

 
 
2 Petitioner identified the Proppant decision to Patent Owner in the parties’ 
discussions, yet Patent Owner chose to ignore it in filing its motion. Ex. 2024 at 1. 



Petitioner’s Opposition to Patent Owner’s Motion for Discovery 

5 

Ltd., Techtronic Industries North America, Inc., and Homelite Consumer Products, 

Inc. are actually real parties-in-interest.”); Banilla Games, Inc. v. Savvy Dog Sys., 

LLC, CBM2020-00014, 2020 WL 6685563, at *2-3 (P.T.A.B. Nov. 10, 2020); 

Lifecore Fitness, LLC v. Woodway Usa, Inc., IPR2024-00083, 2024 WL 2242665, 

at *5 (P.T.A.B. May 17, 2024). 

To the extent good cause is required,3 Intas submits that the Board has good 

cause to maintain the filing date. Not only was Jina not time barred at the time of 

filing of the Petition, there is no ongoing litigation and Jina is not time barred now 

either. Conducting discovery, motion practices, and even terminating and requiring 

Intas to refile the Petition naming Jina as an RPI would not “secure the just, speedy, 

and inexpensive resolution of every proceeding.” 37 C.F.R. § 42.1(b). It would only 

delay the proceedings and add unnecessary costs for the parties to end up in the same 

position as they are currently in. 

Because there is no basis to terminate even if Jina were an RPI, and Petitioner 

has agreed to add Jina as an RPI, such discovery is unwarranted. See Adello 

Biologics LLC v. Amgen Inc., PGR2019-00001, Paper 11, at *5 (P.T.A.B. Feb. 14, 

2019) (precedential) (denying leave to file a motion for discovery because “Given 

 
 
3 Even Corning acknowledges that the Board was not required to terminate as it 

could have waived the requirements for good cause. Id., at *25.  
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that Amneal LLC is now disclosed as an RPI and is subject to the relevant statutory 

restrictions, such discovery appears to have little, if any, substantive relevance.…”); 

BlueCatBio MA Inc. v. Yantai Ausbio Labs. Co., PGR2020-00051, Paper 21, at *11 

(P.T.A.B. Sep. 30, 2020) (“We agree with Petitioner that adding the identified parties 

(Mann, Heimberg, BCB GmbH, HTI, and Micronix) as RPIs moots Patent Owner’s 

motion for additional discovery.”); Dispersive Networks, Inc. v. Nicira, Inc., 

PGR2018-00063, 2018 WL 4191543, at *2 (P.T.A.B. Aug. 30, 2018) (“In light of 

our decision to allow Petitioner to amend its RPI disclosure to add Dispersive 

Technologies without changing the filing date, we deny as moot the Motion for 

Additional Discovery.”). 

IV. CONCLUSION 

For the above reasons, Patent Owner’s Motion for Additional Discovery 

should be denied.  

Respectfully submitted, 
 
McANDREWS, HELD & MALLOY, LTD. 
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