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I. The ’768 Patent is Not Patentably Distinct from a Patent Found ‘Likely 
Unpatentable’ and is from a Family of ‘Likely Unpatentable’ Patents. 

The ’768 patent comes from a family of “likely unpatentable” patents. Paper 

10 (“Opposition”) at 5-8. Patent Owner alleges “the claims of the ’768 Patent 

differ materially from those of the cited family members.” Paper 11 at 3. This is 

incorrect. For example, the ’768 patent’s parent (US8,676,877 (“’877 patent”)) was 

found likely unpatentable. See IPR2021-00108. And, during prosecution of the 

’768 patent, Patent Owner filed a terminal disclaimer over the ’877 patent, which 

“is a strong clue that a patent examiner and, by concession, the applicant, thought 

the claims … lacked a patentable distinction.” See SimpleAir, Inc. v. Google 

LLC, 884 F.3d 1160, 1168 (Fed. Cir. 2018); Ex.1002, 105-106. The ’768 patent, by 

virtue of Patent Owner’s terminal disclaimer, is not patentably distinct from the 

likely unpatentable ’877 patent.  

Additionally, Patent Owner alleges that Petitioner ignored the Board’s denial 

of institution of prior IPRs. Paper 11 at 2. This is incorrect. Petitioner’s Opposition 

explained how the “claim limitations determined to be missing from the earlier 

filed IPRs are specifically taught by the prior art in this Petition.” Paper 10 at 8-11.  

Especially notable here is that Patent Owner’s technical arguments do not 

use the claim limitations considered to be relevant in the prior IPRs to distinguish 

over the prior art in this proceeding. See generally Papers 8, 9, and 11. In the prior 

IPRs, the Board determined that the prior art did not teach claim limitations that 
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required “a precise order of operation” where a “third node will receive a result 

from the second node, perform a second mathematical evaluation and 

communicate the result of the second mathematical evaluation to the first node.” 

Ex.1041, 26. However, in each of its Discretionary Denial Brief (Paper 8), Patent 

Owner Preliminary Response (Paper 9), and Reply in Support of Discretionary 

Denial (Paper 11), Patent Owner never uses these claim limitations to 

overcome the prior art in this IPR. Nor could it–the noted precise order of 

operations is directly taught by the prior art relied on in the Petition. Paper 3 at 12 

and 51-53; Ex.1003, ¶¶194-201; Paper 10 at 8-11. 

II. The ’768 Patent Was Less Than Six Years Old at the Time the Petition 
Was Filed and There Are No Settled Expectations. 

The ’768 patent issued on June 25, 2019, less than six years before the 

filing date (March 28, 2025) of the Petition. Accordingly, when Petitioner filed its 

petition, the ’768 patent had not been in force long enough to create settled 

expectations. Paper 10 at 17.  

Patent Owner attempts to distinguish “the facts surrounding the ’768 Patent 

… from the 2019 patents at issue in Cambridge” because “the Cambridge patents 

[] had not previously been asserted in district court.” Paper 11 at 6. This is not 

accurate. One of the 2019 patents, US10,379,301B2, was previously asserted in 

district court (Applied Optoelectronics, Inc., vs. Molex, LLC, No. 3:23-cv-04787, 

Dkt. no. 8 (N.D.Cal.)), against a party that was different than the petitioner 
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(Cambridge Industries). That is the same fact pattern as this IPR, where the ’768 

patent was previously asserted against a party different than this Petitioner. Just as 

in Cambridge, the ’768 patent was less than six years old at the time of filing of the 

Petition and there are no settled expectations. 

III. There are Compelling  Economic And National Security Interests and 
Patent Owner Asks the Director to Ignore Them. 

Patent Owner asserts there is “no authority suggesting that commercial 

importance shields a patent challenge from discretionary denial.” Paper 11 at 4. 

This is incorrect. The Director’s Memorandum specifically notes that “compelling 

economic … or national security interests” are important when considering 

discretionary denial. Ex.1077, 2.  

As detailed in Petitioner’s Opposition, Patent Owner’s infringement 

allegations implicate and imperil a broad swath of U.S. economic interests, from 

millions of jobs to billions in economic activity. Paper 10 at 11-15. Patent Owner 

responds by arguing that “the Board has routinely denied institution in cases 

involving high-profile, widely used technologies,” such as “Apple’s watches.” 

Paper 11 at 4. Patent Owner, however, confuses marketplace popularity with 

national economic impact. High profile or widely used consumer retail products, 

such as watches, pose a different question than Intel’s Xeon processors, which 

power data centers throughout the country and are used heavily in national defense. 

Paper 10 at 13-17.  
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Patent Owner is effectively arguing that the Director should not consider 

economic interests or national security when determining whether a review of the 

’768 patent is worth the resources of the Patent Office. Here, the ’768 patent is 

being used to seek an injunction against semiconductors that power billions of 

dollars of economic growth throughout the country, where “California, Texas, 

Florida, New York, Georgia, Illinois, Washington, Pennsylvania, Virginia and 

New Jersey have emerged as leading beneficiaries.” Ex.1047, 28. Here, the ’768 

patent is being used to seek an injunction against semiconductors used by the NSA, 

Air Force, Department of Energy, and Department of Defense and that are 

“essential to the nation.” Paper 10 at 16-17 (citing Ex.1054, 2). Patent Owner is 

wielding the over-broad claims of the ’768 patent to cast a pall on these economic 

and national security interests—a review of the ’768 patent is worth the resources 

of the Patent Office.  

Patent Owner’s argument about the U.S. being shielded from liability under 

28 U.S.C. § 1498 misses the point. The question is whether the ’768 patent 

implicates national security sufficiently to justify the resources of the Patent 

Office. Under Patent Owner’s theory, the Director’s national security factor should 

be treated as moot and have no bearing on discretionary denial. Petitioner 

respectfully submits that the Director’s national security factor is relevant and 

should be considered. 
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Respectfully submitted, 

 
Date: July 30, 2025   /Andrew S. Ehmke/   

Andrew S. Ehmke 
HAYNES AND BOONE, LLP  Lead Counsel for Petitioner 
2801 N. Harwood Street, Ste 2300 Registration No. 50,271 
Dallas, Texas 75201 
Customer No. 27683 
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Response to Patent Owner’s Reply in Support of Discretionary Denial 
IPR2025-00794 (U.S. Patent 10,333,768) 

12 

Ex.1065  Claim Construction Order, AlmondNet, Inc. v. Amazon.com, Inc., et 
al., No. 6:21-cv-00898-ADA (WDTX)  
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