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Pursuant to the Board’s email of November 10, 2025, Petitioner submits this 

reply to Patent Owner’s (“PO”) Preliminary Response (“POPR”; Paper 8), in 

which PO argues that U.S. Patent No. 10,764,803 (the “’803 patent”) should be 

entitled to an effective filing date before September 21, 2012. PO’s attorney 

argument ignores the intrinsic record. 

I. PO’S WRITTEN DESCRIPTION ARGUMENTS ARE INCORRECT 

In arguing that the challenged claims are entitled to an earlier priority date, 

POPR 8–15, PO ignores that the ’803 patent makes no mention of carrier 

aggregation, which PO contends the challenged claims cover. See, e.g., EX1020 

(Plaintiff’s infringement contentions in related litigation); Pet. 9–12 (discussing 

same). The written description requirement ensures that a patentee does not 

“attempt to preempt the future before it has arrived.” Fiers v. Revel, 984 F.2d 1164, 

1171 (Fed. Cir. 1993). PO has failed to demonstrate where the parent priority 

applications describe carrier aggregation, as PO now contends is covered by the 

challenged claims. See Dynamic Drinkware, LLC v. Nat’l Graphics, Inc., 800 F.3d, 

1375, 1379–80 (Fed. Cir. 2015) (holding patent owner must demonstrate 

entitlement to a priority date when the patent owner relies on that priority date to 

overcome an anticipation or obviousness argument); EX1003, ¶¶ 113–114; Pet. 9–

12 (discussing EX1020). 
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PO relies on a description of “soft handover” from the ʼ803 specification to 

argue that “configuration information” is found in the following passage: “once the 

RNC 1006 selects cells for the active set, the RNC 1006 sends messages to the 

NBode-Bs 1004a, 1004b and the WTRU 1002 to inform the selected cells for the 

active set.” POPR 13 (quoting EX1001, 9:66–10:2). PO omits the remainder of the 

sentence, which explains that this action is “to support soft handover for EU.” 

EX1001, 10:2. For this case, the specification teaches that the “WTRU 402 

establishes a separate connection with at least two cells controlled by different 

Node- Bs 404a, 404b in an active set.” EX1001, 7:39–41. “Configuration 

information” is not mentioned at all, much less in the context of carrier 

aggregation. 

By contrast, the challenged claims of the ʼ803 patent require “configuration 

information” in the context of “softer handover” for a single primary node.  The 

claims require “a primary cell is associated with a wireless network node and one 

or more non-primary cells are associated with the wireless network node.” 

EX1001, 10:42–45; see also 11:12–13 (emphasis added). Two cells from a same 

Node-B are used for “softer handover,” see, e.g., EX1001, 8:44–46, which is 

different from “soft handover” relied on by PO. POPR 13; see EX1001, 9:49–51 

(“FIG. 10 is a diagram of a system 1000 for transferring information among 

network entities during soft handover.”). PO’s reliance on the teachings in the 
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specification do not show possession of “configuration information” in the context 

of the challenged claims.   

PO makes the unsupported argument that “any POSITA would know that 

‘establish[ing] connections with more than one cell [] which are controlled by the 

same Node-B’ (’803 Patent at 8:42-52) requires receiving configuration 

information for those cells.” POPR 13. PO relies on teachings of the ʼ803 patent 

relating to “timing offset between the transmission[s]” from a primary cell and 

non-primary cell. See EX1001, 9:10–14. Nowhere does the specification disclose 

that a “timing offset” of a primary and non-primary cell of a single Node-B 

qualifies as “configuration information,” or that such timing offset shows 

possession of the subject matter now contended by PO to have invented. 

PO’s reliance on EX1006 (TS 25.331) to show a POSITA’s knowledge of 

Radio Resource Control (RRC) procedures for coordinating active sets of cells is 

also misplaced. See POPR 14. PO does not explain how EX1006 shows possession 

by the inventors of the claimed subject matter—including the claim limitation of 

“receiv[ing] configuration information for the primary cell and the one or more 

non-primary cells”—within the patent specification itself.  
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II. PETITIONER ARGUED ALL CHALLENGED CLAIMS LACK 

WRITTEN DESCRIPTION  

Contrary to PO’s argument (see POPR 10, n.2), Petitioner argued that all 

challenged claims—including method claims 7, 8, 11, and 12—lack written 

description in the priority applications. See, e.g., Pet. 9 (“[t]he challenged ʼ803 

patent claims lack written description.”). Claims 1 and 7 share the same claim 

features which the Petition explains lack written support in the parent priority 

applications, namely the “[receive/receiving] configuration information.”  

Compare EX1001, 10:41–47 (claim 1: “the transceiver and the processor are 

configured to cause the [wireless transmit/receive unit (WTRU)] to, while a 

primary cell is associated with a wireless network node and one or more non-

primary cells are associated with the wireless network node[,] … receive 

configuration information for the primary cell and the one or more non-primary 

cells”) with id. at 11:11–16 (claim 7: “receiving , by a wireless transmit / receive 

unit (WTRU), configuration information for a primary cell and one or more non-

primary cells, wherein the primary cell is associated with a wireless network node 

and the one or more non-primary cells are associated with the wireless network 

node”). The Petition makes clear the priority date discussion is applicable to all 

challenged claims, see Pet. 9–12 at 12 (“The earliest date in the ’803 patent family 

history that the claim requirement of ‘receiving of configuration information’ for 
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primary cells and non-primary cells is the filing of the ’320 application, namely 

August 6, 2019.”), and further explains how claims 7, 8, 11, and 12 are 

unpatentable. Id. at 31–33, 57–59, 67.   

III. CONCLUSION 

The priority date of the ʼ803 patent is no earlier than August 6, 2019.  

Institution of trial is warranted.   
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