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First, fatal to TSMC’s opposition is its failure to dispute that, under the very 

unusual facts here, institution coupled with a stay would violate AICP’s due process 

rights. TSMC does not dispute that Wu is necessary to Ground 1 of the Petition, 

earlier invention date evidence could eliminate that ground, and the PTAB (unlike 

the district court) cannot secure this discovery because it is in Japan, which is not a 

signatory to the Hague Convention.  

Instead, TSMC pivots to misstatements and speculation. The local Patent 

Rule TSMC quotes requires disclosure of a “priority date” for priority claims “to an 

earlier application,” not an earlier invention date, as TSMC implies. Opp. at 52 

(quoting E.D. Tex. P.R. 3-1(e)). Even if that were required, amendments are 

permitted for “good cause,” E.D. Tex. P.R. 3-6(b), such as discovery of new 

relevant evidence. See Coopervision, Inc. v. CIBA Vision Corp., 480 F. Supp. 2d 

884, 889 (E.D. Tex. 2007). Moreover, TSMC itself has already sought this evidence 

in the district court, reflecting its significant relevance. See EX2031 at 4; EX2032 at 

3, 17. TSMC’s failure to mention this, while faulting AICP for supposed inaction, 

Opp. at 52, is misleading if not dishonest. And TSMC’s remaining arguments 

amount to mere speculation that foreign third-party discovery will be unproductive. 

Second, TSMC delayed filing its new stipulation until a month after AICP’s 

discretionary denial brief, contravening guidance to file such a stipulation “as soon 

as practicable, so that a patent owner may address [its] impact [in its brief].” 
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EX2033 at 5. Given its vaunted experience filing IPRs, see, e.g., Opp. at 42, 54–55, 

TSMC surely knew how to draft a stipulation that eliminated the risk of duplicative 

litigation. Instead, it filed a narrow stipulation with its Petition, Pet. at 111, and 

switched to a broader stipulation (in coordination with fellow IPR petitioner UMC) 

only after reviewing AICP’s Fintiv arguments. EX1083; EX1084.  

The timing and the coordination together reveal TSMC’s attempt to game the 

outcome of the discretionary denial process. This defeats the purpose of timely 

filing stipulations, i.e., promoting efficiency (both here and in the district court). 

Indeed, TSMC’s “strategy” has already reduced the efficiency of the bifurcated 

discretionary denial process by requiring additional briefing. Giving the stipulation 

full weight at this late stage will only encourage TSMC and other parties to 

similarly ignore USPTO guidance and delay their stipulations. Such gamesmanship 

should instead be discouraged, and the stipulation should be given little weight. 

Further, the late-breaking stipulation is carefully limited in scope to 

“pending” litigation, EX1083 at 2, meaning that TSMC can seek to avoid its effect 

in the event of any future litigation involving the ’425 patent (e.g., if AICP files a 

future patent infringement suit or TSMC files a declaratory judgment suit). 

Third, Factor 2 weighs in favor of discretionary denial, and TSMC’s contrary 

argument relies on data and analysis inconsistent with the USPTO’s guidance, 

which notes the Board may consider “median time-to-trial statistics.” EX2034 at 3 
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(emphasis added). As explained in AICP’s brief in a related IPR, the scheduled June 

22, 2026 trial date is consistent with evidence that Judge Gilstrap had a median time 

to trial last year of about 22 months. See EX2035 at 1; IPR2025-00828, Paper 8 at 

22. TSMC addresses the median for the district as a whole—which is less accurate 

than the metric for the presiding judge—but then pivots without explanation to 

discussing the average time to trial in Judge Gilstrap’s court. Opp. at 7, 17–19; 

EX1056 (average statistics). TSMC relies on DocketNavigator, EX1056, yet even 

DocketNavigator suggests a median time to trial of 24 months for TSMC’s time 

range (further supporting an earlier district court trial date). EX2036. Furthermore, 

TSMC’s discussion of other factors that might delay trial is mere speculation, and is 

in any event baked into the median time-to-trial statistics. See Opp. at 16–22.  

Fourth, TSMC’s Petition omitted any argument that the Examiner made a 

material error during prosecution, and TSMC fails to show such an error now. The 

Examiner found a limitation missing from the prior art that the Examiner applied 

during prosecution—Sell and Fujimoto. EX1002 at 29–31, 57. TSMC does not rely 

on either of those references to support the Grounds in the Petition. Pet. at 1. The 

Petition alleges that the limitation missing from Sell and Fujimoto is present in the 

combinations of references cited in the Petition, see Pet. at 36, 66, 102, but it makes 

no attempt to show that “this feature was conventional.” Opp. at 47. It is irrelevant 

that AICP “[did] not dispute” a fact that TSMC never alleged. Id. Moreover, even if 
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the Petition art discloses the limitation found missing from Sell and Fujimoto by the 

Examiner, Petitioner does not attempt to show a reason for combining the two sets 

of references, as required for obviousness. Id. at 46–49; see, e.g., L.A. Biomed. Res. 

Inst. at Harbor-UCLA Med. Ctr. v. Eli Lilly & Co., 849 F.3d 1049, 1064 (Fed. Cir. 

2017). Accordingly, there is no evidence the Examiner made a material error in 

allowing claim 1 over Sell and Fujimoto. 

Fifth, TSMC fails to support its claim of “settled expectations” to continue 

infringing the ’425 patent, let alone that this trumps AICP’s settled expectations 

regarding validity. Opp. at 37–38. TSMC cites Intel Corp. v. Proxsense LLC, 

IPR2025-00327, Paper 12 (June 26, 2025), but omits text that lists 

“commercializ[ing]” as one of the ways in which a patent may be “applied.” Id. at 

2. TSMC admits the accused technology was commercialized in October 2011. 

Opp. at 37. Thus, the situation envisioned by Intel is absent. The fact that TSMC 

began manufacturing the accused products between the filing and issuance of the 

’425 patent affords TSMC no “settled expectation” to keep selling infringing goods. 

See id. TSMC also suggests AICP should not be entitled to the benefit of its 

predecessors’ settled expectations based on TSMC’s pejorative description of 

AICP’s business model. Id. at 38–39. But a patentee may legitimately derive value 

by selling its patent for enforcement. Treating patent purchasers (like AICP in this 

case) as inferior to sellers undermines the market value of patents, weakening the 
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incentive to innovate.  

Sixth, TSMC’s alleged significance to U.S. interests, broadly, is irrelevant to 

this specific case. TSMC never supports its claim that the accused products are 

“furthering vital U.S. national interests and Administration policies.” Opp. at 54. 

Rather, TSMC touts the billions it has recently invested in advanced facilities, id. at 

55–57, while saying the accused technology “went into volume production by 

October 2011,” id. at 37, with “a new generation of technology [] brought to market 

every two years, id. at 53. There is no evidence that the old, accused technology has 

any significance to the national interest, and the ’425 patent presents no risk of 

disruption because AICP will not seek injunctive relief. What TSMC requests 

here—namely, special treatment for large foreign companies accused of infringing 

U.S. patents based solely on those companies’ size, influence, and products—would 

not only open the floodgates to similar arguments by numerous foreign products 

manufacturers who are infringing American intellectual property rights but also 

undermine domestic investment in the development of new technologies.  The 

patent system best serves national interests by encouraging innovation, not (as 

TSMC suggests) by giving special treatment to politically connected infringers. 

Opp. at 53–55.  
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Dated: July 28, 2025 Respectfully submitted, 
 

  By: / Russell A. Chorush /  
  Russell A. Chorush (Reg. No. 55,689) 
 Attorney for Patent Owner 
 Advanced Integrated Circuit Process, LLC 
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