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As authorized by the Board via email (Exhibit 3001) on April 28, 2025, and 

pursuant to 37 C.F.R. §§ 42.5(a) and/or 42.74, Petitioner Stanley Black & Decker, 

Inc. respectfully moves to dismiss its Petition (Paper 1) and this proceeding 

without prejudice pursuant to the parties’ confidential settlement agreement 

(Exhibit 1011). Petitioner conferred with Patent Owner, and Patent Owner does not 

oppose this motion.  

The Petition was filed on February 28, 2025, and accorded a filing date as of 

April 14, 2025. See Paper 5. Patent Owner has not filed a Preliminary Response 

and the Board has not instituted trial. No substantive action has been taken by the 

Board. The requested dismissal would relieve the Board of the substantial time and 

resources required to consider the merits, issue an institution decision, and proceed 

through trial (if instituted). The requested dismissal would also relieve Patent 

Owner of the substantial expense in preparing responses, presenting expert 

testimony, and participating in an oral hearing. Granting this motion will thus 

preserve the Board’s and parties’ resources while epitomizing the Patent Office’s 

policy of “secur[ing] the just, speedy, and inexpensive resolution” to the above-

captioned IPR proceeding. 37 C.F.R. § 42.1(b); see also Wells Fargo Bank, N.A. v. 

United Servs. Automobile Ass’n, CBM2019-00002, Paper 16 at 2 (PTAB April 26, 

2019) (dismissing petition at the “preliminary stage” in which the Board “has not 

considered the merits of the Petition”). 
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Petitioner does not seek dismissal under 35 U.S.C. § 317, and does not rely 

on a settlement agreement as the statutory basis for termination. Instead, Petitioner 

requests discretionary dismissal without prejudice pursuant to 37 C.F.R. §§ 42.5(a) 

and/or 42.74, consistent with the Board’s authority to manage proceedings 

efficiently and equitably, particularly at the pre-institution stage. See, e.g., 

Celltrion, Inc. v. Cenetech, Inc., IPR2015-01733, Paper 12 (PTAB October 6, 

2015) (granting unopposed motion to dismiss IPR petition without prejudice before 

institution); Wells Fargo, CBM2019-00002, Paper 16 at 3 (granting unopposed 

motion to dismiss CBM petition without prejudice before institution). 

The parties’ confidential settlement agreement (Exhibit 1011) is being 

contemporaneously filed solely out of an abundance of caution, to address the 

Board’s position in Biofrontera Inc., v. DUSA Pharmaceuticals, Inc., IPR2022-

00056, Paper 7 (PTAB. December 28, 2021), which suggested that a settlement 

agreement may need to be filed pursuant to 37 CFR § 42.74 even where the 

proceeding is pre-institution and § 317 is not invoked. But see Samsung Elecs. Co. 

v. Telefonaktiebolaget LM Ericsson, IPR2021-00446, Paper 7 at 4-5 (PTAB Aug. 

3, 2021) (dismissing petition before institution without requiring filing of 

settlement agreement because “for preliminary proceedings, the regulations 

provide for ‘dismissal’ of a petition without specifically requiring that parties file 
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settlement agreements”). The parties also contemporaneously file a request that the 

settlement agreement be treated as business confidential information and be kept 

separate pursuant to 37 C.F.R. § 42.74. 

Petitioner respectfully requests that the Board exercise its discretion under 

37 C.F.R. §§ 42.5(a) and/or 42.74 and dismiss the Petition (or terminate this 

proceeding if deemed appropriate) without prejudice. 

     Respectfully submitted, 
 
April 29, 2025   /Jack S. Barufka/ 
     Jack S. Barufka (Reg. 37,087) 
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Certificate of Service  

Pursuant to 37 C.F.R. § 42.6(e), the undersigned hereby certifies that 

the above document was served on April 29, 2025, by filing this document through 

the P-TACTS system as well as delivering a copy via electronic mail upon the 

following attorneys of record for the Parties: 

• Paul J. Filbin (pfilbin@leydig.com) 
 

• Jeremy M. Jay (jjay@leydig.com) 
 

• Michael J. Schubert (mschubert@leydig.com) 

• VikingArm_665IPR@leydig.com 

 

April 29, 2025 /Jack S. Barufka/  
 Jack S. Barufka (Reg. 37,087) 
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