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! Patent Owner argues that Exhibit 1049 does not comply with 37 C.F.R.
§ 42.63(b) because a certified translation was not provided. Petitioner intends to
rely on a certified translation post-institution but can provide it now to the Director

if needed. Regardless, Patent Owner does not dispute the outcome of the judgment.
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Although Patent Owner requested a reply specifically to address the Korean
High Court’s invalidity judgment, it largely rehashes the same flawed arguments
made in the Request. DD Reply, 1; DD Request, 26-27. Patent Owner’s only new
argument—i.e., that the age of the 731 patent settled expectations—was previously
forfeited (DD Opposition, 37-38) and has nothing to do with the Korean judgment
that Patent Owner claimed it needed a reply to address. See PO’s Reply Request.
This improper attempt to backdoor a forfeited argument disguised as a response to
the Korean judgment circumvents the procedural rules and violates the Director’s
clear instruction that the reply must be limited to the Korean judgment. Ex. 3101.

In any event, the *731 patent was only about 7.5 years old when the Petition
was filed and, to the extent minimal settled expectations arose during that time, they
are outweighed by the Examiner’s material error. See DD Opposition, 38; Anthony
Inc. v. ControlTec, LLC, IPR2025-00559, Paper 12 at 2 (July 16, 2025) (“Although
the challenged patents have been in force for approximately eighteen and seventeen
years, Petitioner appears to show a material error by the Office, and it is an
appropriate use of Office resources to review the potential error.”). As Petitioner
explained in its Opposition, the Examiner materially erred by allowing the claims
despite certain references cited in the IDS (e.g., Tamura and Chung) and by failing
to locate others (e.g., Yokokura). See DD Opposition, 20-21.

Further, as explained in the Opposition, the Korean Court’s ruling dissolved



any semblance of settled expectations as to validity. See DD Opposition, 5, 23.
Petitioner’s immediate challenge to the Korean counterpart and the Korean Court’s
subsequent invalidation of the substantially similar claims in the Korean counterpart
evinces the Office’s error and, at a minimum, demonstrates that reviewing the error
and reconsidering the 731 patent’s validity is an efficient use of Office resources.
Patent Owner argues that because Petitioner challenged the validity of the
Korean counterpart rather than the *731 patent itself, Petitioner must have had settled
expectations about the validity of the 731 patent. DD Reply, 3. Not so. The now-
invalidated Korean counterpart and the ’731 patent share substantially-similar
claims, and Petitioner has always considered them equally invalid. Petitioner
refrained from challenging the *731 patent because it did not believe that it could be
reasonably sued for patent infringement in the United States given the absence of
any domestic importation or sales. See DD Opposition, 36. The repeated dismissals
of Patent Owner’s district court complaints have confirmed this belief. /d., 36-37.
Patent Owner’s misplaced focus on Petitioner’s actions fails to address Patent
Owner’s own expectations, particularly in view of the prior art and the invalidation
of the Korean counterpart. Tellingly, Patent Owner’s actions reflect a lack of settled
expectations. As explained in the Opposition, Patent Owner has never asserted the
>731 patent before, Intel Corp. v. Proxense LLC, IPR2025-00327, Paper 12 at 3 (June

26, 2025), and silently sat on its purported patent rights for three years after sending



Petitioner a list of miscellaneous patent numbers, including the 731 patent.
Following the prolonged silence, Patent Owner began repeatedly filing complaints
lacking any viable claims for relief, and then agreed to stay the district court
litigation pending a fourth motion to dismiss. These are not the actions of a patent
owner that truly believes it is asserting a valid patent against an alleged infringer.
Rather, they reflect a disgruntled competitor.

Despite Patent Owner’s last-ditch effort to detract from the relevant inquiry
by attempting to reframe the Korean Court’s reasons for invalidation (DD Reply, 2—
3), the fact remains that Korean counterpart was invalidated based on the same prior
art presented in the Petition. That the Korean Court found the claims indefinite
alternatively and in addition to lacking an inventive step (i.e., obvious), does not
help Patent Owner. See Ex. 1049, 29 (“Even assuming that the meaning of the term
‘same structure’ of Claim 1 1s definite, the claimed invention lacks an inventive
step.”). Nor does the Korean Court’s agreement with the Examiner’s view that the
“strength retention rate” limitation is inherent in the prior art support discretionary
denial. Contrary to Patent Owner’s mischaracterizations, Petitioner’s arguments
fully comport with the Korean Court’s view. Indeed, Petitioner similarly argued that
“the claimed characteristics and measurement ranges ... are obvious result-effective
variables obtained through routine optimization.” Petition, 13.

For the foregoing reasons, the Director should not deny institution.
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