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I. INTRODUCTION 

Pursuant to the Board’s November 19, 2025 email authorizing the filing of 

this Motion, and pursuant to 35 U.S.C. § 315(d) and 37 C.F.R. §§ 42.3(a) and 

42.122(a), Petitioner Microsoft Corporation (“Petitioner”) moves to stay Ex Parte 

Re-examination No. 90/019,948 (the “’948 Reexam”) pending resolution of the 

instant instituted IPR involving the identical patent -- U.S. Patent No. 11,695,823 

(the “’823 Patent”).  See also Notice Regarding Options for Amendments by Patent 

Owner Through Reissue or Reexamination During a Pending AIA Trial 

Proceeding, 84 Fed. Reg. 16,654, 16,657 (Apr. 22, 2019) (the “Notice”) (outlining 

factors the Board may consider in AIA trials in deciding whether to stay a parallel 

reexamination involving the same patent).  Petitioner and Patent Owner have 

conferred, and Patent Owner has indicated, including in a November 20, 2025 

email to the Board, that it does not oppose this Motion.  

Based on consideration of each of the Notice factors, and for the reasons 

detailed below, Petitioner submits that there is good cause to stay the ’948 Reexam 

pending resolution of the instant instituted IPR.   

II. GOOD CAUSE EXISTS TO STAY THE ’948 REEXAM 

A. Background of the Parallel Office Proceedings Involving the ’823 
Patent 

On February 17, 2025, Petitioner filed a petition for inter partes review of 

claims 1-5, 7-8, 12-15 and 18-19 of the ’823 Patent in IPR2025-00618 (the “’618 
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IPR”).  On July 31, 2025, after the parties filed competing briefs, the Director 

denied Patent Owner’s Request for Discretionary Denial of this Petition and 

referred this Petition to the Board.  Paper 13.  On September 30, 2025, the Board 

granted institution of the ’618 IPR (Paper 14) and issued a Scheduling Order 

(Paper 15) in which, among other deadlines, the Board set a deadline of December 

23, 2025 for Patent Owner to file its Patent Owner Response or a Motion to 

Amend the ’823 Patent, and a deadline of June 30, 2026 for Oral argument (if 

requested).   

On May 6, 2025, Unified Patents, LLC filed a Request for Ex Parte 

Reexamination of claims 1-4, 8, 15 and 19 of the ’823 Patent in the ’948 Reexam.  

EX1084 at 445-476.  On July 22, 2025, a USPTO examiner issued an order 

granting the Request in the ’948 Reexam.  EX1084 at 4-20.  As of today’s date, the 

USPTO examiner has not issued an Office Action in the ’948 Reexam.   

B. Notice Factor 1: Whether the claims challenged in the AIA 
proceeding are the same as or depend directly or indirectly from 
claims at issue in the concurrent parallel Office proceeding  

Every claim challenged in the ’948 Reexam is challenged in the ’618 IPR, 

and the instant ’618 IPR involves an additional five (5) dependent claims of the 

’823 Patent.  Accordingly, this factor weighs in favor of a stay of the ’948 Reexam.  

See, e.g., Resmed Corp. v. Cleveland Medical Devices, Inc., IPR2025-00159, Paper 

14 (August 6, 2025) at 2; Apple Inc. v. Smith Interface Technologies, LLC, 
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IPR2024-01115, Paper 18 (April 8, 2025) at 3-4; Apple Inc. v. Proxense, LLC, 

IPR2024-00232, Paper 27 (March 27, 2025) at 2, 4.   

C. Notice Factor 2: Whether the same grounds of unpatentability or 
the same prior art are at issue in both the IPRs and the 
Reexamination 

The grounds of unpatentability in the instant ’618 IPR and in the ’948 

Reexam are both based on obviousness, but none of the prior art references in the 

’618 IPR grounds – Vasell, Alves, Hall, and Rellermeyer – were relied upon in the 

’948 Reexam, as noted by the USPTO examiner.  EX1084 at 15-16.  Accordingly, 

because different prior art is applied in different obviousness grounds between the 

instant ’618 IPR and the ’948 Reexam, this factor weighs against a stay.   

D. Notice Factor 3: Whether the concurrent parallel Office 
proceeding will duplicate efforts within the Office 

Because all of the claims at issue in the ’948 Reexam are at issue in the 

instant ’618 IPR, allowing the ’948 Reexam to proceed concurrently with the 

instant ’618 IPR would duplicate efforts within the Office.  Accordingly, this 

factor weighs in favor of a stay of the ’948 Reexam.  See, e.g., Resmed, IPR2025-

00159, Paper 14 at 2-3; Smith Interface, IPR2024-01115, Paper 18 at 4, 6-7.  
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E. Notice Factor 4: Whether the concurrent parallel Office 
proceeding could result in inconsistent results between 
proceedings (e.g., whether substantially similar issues are 
presented in the concurrent parallel Office proceeding)  

Because all of the claims-at-issue in the ’948 Reexam are at issue in the 

instant ’618 IPR, and an additional five (5) dependent claims are at issue in the 

instant ’618 IPR, allowing the ’948 Reexam to proceed concurrently with the 

instant ’618 IPR could result in inconsistent results between proceedings.  For 

example, the Patent Owner (or the USPTO examiner) could propose amendments 

to the ’823 Patent independent claims, or other commonly challenged claims, 

during the ’948 Reexam which in turn, absent a stay, could change the scope of the 

claims while the Board is conducting its review of those same claims during the 

’618 IPR.  See, e.g., Proxense, IPR2024-00232, Paper 27 at 2-4; CBS Interactive 

Inc. v. Helferich Patent Licensing, LLC, IPR2013-00033 (November 6, 2012), 

Paper 15 at 2.  Accordingly, this factor weighs in favor of a stay of the ’948 

Reexam.  Id. 

F. Notice Factor 5: Whether amending the claim scope in one 
proceeding would affect the claim scope in another proceeding  

Because all of the claims at issue in the ’948 Reexam are at issue in the 

instant ’618 IPR, and because the Patent Owner may propose amendments to the 

scope of the claims in either proceeding, the Patent Owner (or the USPTO 

examiner) could propose amendments to the ’823 Patent independent claims, or 
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other commonly challenged claims, during the ’948 Reexam which in turn, absent 

a stay, could change the scope of the claims while the Board is conducting its 

review of those same claims during the ’618 IPR.  See, e.g., Proxense, IPR2024-

00232, Paper 27 at 2-4; CBS Interactive, IPR2013-00033, Paper 15 at 2.  

Accordingly, this factor weighs in favor of a stay of the ’948 Reexam.  Id.   

G. Notice Factor 6:  The respective timeline and stage of each 
proceeding  

The Board instituted the instant ’618 IPR on September 30, 2025 (Paper 14) 

and, pursuant to the statutory deadline requiring, absent a good cause extension, a 

final written decision within one year of institution (i.e., by September 30, 2026), 

the Board set a deadline of December 23, 2025 for Patent Owner to file its Patent 

Owner Response or a Motion to Amend the ’823 Patent, and a deadline of June 30, 

2026 for Oral argument (if requested).  Paper 15; 35 U.S.C. § 316(a)(11). 

In the ’948 Reexam, the USPTO examiner has not yet issued a first Office 

Action and, although ex parte reexaminations are required to be “conducted with 

special dispatch,” they are not subject to a specific deadline.  See EX1084; 35 

U.S.C. § 305.  Moreover, although the USPTO’s official reexamination statistics 

have not yet been published for quarters after March 2025, the number of 

reexaminations filed in the second half of 2025 is widely expected to have risen, 

which could result in reexaminations of even longer duration than the USPTO-
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published 25.7 month average as of September 30, 2024.  See, e.g., 

https://www.uspto.gov/sites/default/files/documents/ex_parte_historical_stats_.pdf 

(viewed November 21, 2025); https://www.rpxcorp.com/data-byte/reexams-rose-

as-discretionary-denial-changes-constrained-iprs/.   

Accordingly, this factor weighs in favor of a stay of the ’948 Reexam.  See, 

e.g., Toshiba Memory Corporation v. Anza Technology, Inc., IPR2018-01598, 

Paper 35 (July 10, 2019); Cf. Resmed, IPR2025-00159, Paper 14 at 4; Smith 

Interface, IPR2024-01115, Paper 18 at 3, 8.    

H. Notice Factor 7:  The statutory deadlines of the respective 
proceedings  

The instant ’618 IPR is subject to a statutory deadline that requires a final 

decision within one year of institution, absent a good cause extension.  35 U.S.C. § 

316(a)(11).  The ’948 Reexam is required to be “conducted with special dispatch,” 

but is not subject to a specific deadline. 35 U.S.C. § 305.  Accordingly, this factor 

weighs in favor of a stay of the ’948 Reexam.  See, e.g., Resmed, IPR2025-00159, 

Paper 14 at 4.   

I. Notice Factor 8:  Whether a decision in one proceeding would 
likely simplify issues in the concurrent parallel Office proceeding 
or render it moot  

Because all of the claims at issue in the ’948 Reexam are at issue in the 

instant ’618 IPR, a final written decision in this IPR will likely simplify issues in, 
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or render moot, the ’948 Reexam.  Accordingly, and also given the current stages 

of the proceedings and the statutory deadline for the instant ’618 IPR (see Notice 

Factors 6-7 supra), this factor weighs in favor of a stay of the ’948 Reexam.  See, 

e.g.,  Resmed, IPR2025-00159, Paper 14 at 4; Proxense, IPR2024-00232, Paper 27 

at 4-5; Cf. Smith Interface, IPR2024-01115, Paper 18 at 3, 9.   

III. CONCLUSION 

For the foregoing reasons, Petitioner submits that, because Notice factors 1 

and 3-8 weigh in favor of a stay of the ’948 Reexam and only Notice factor 2 

weighs against a stay, good cause exists for staying the ’948 Reexam pending 

resolution of the instant ’618 IPR.  See also Notice, 84 Fed. Reg. at 16,656 (“Good 

cause for staying a case may exist if, for example, an ongoing AIA proceeding, 

which is subject to statutory deadlines, is addressing the same or overlapping 

claims of a patent at issue in a parallel Office proceeding.”).  
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