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Some people who received this message don't often get email from ashaw@goodwinlaw.com. Learn why this is
important

Counsel,

Attached for service are Initial and Additional Disclosures of Samsung Electronics Co. Ltd. and
Samsung Electronics America, Inc.

Samsung’s document production bearing Bates numbers SAM-MDT-0000001-SAM-MDT-
0094830 is available at the Box link below. A free Box.com account will need to be created if
one is not associated with your email address.

The password to the document production will follow in a separate email.

Regards,
Alex

Alexander P. Shaw
Senior Paralegal

Goodwin Procter LLP
100 Northern Avenue
Boston, MA 02210
o +1 617 570 3963
f   +1 617 801 8823
AShaw@goodwinlaw.com
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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 


MARSHALL DIVISION 
 


MOBILE DATA TECHNOLOGIES LLC, 


Plaintiff, 


v. 


SAMSUNG ELECTRONICS CO. LTD., and 
SAMSUNG ELECTRONICS AMERICA, 
INC.,  


Defendants. 


§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
 


Case No. 2:24-CV-0435-JRG-RSP 


JURY TRIAL DEMANDED 
 


 


INITIAL AND ADDITIONAL DISCLOSURES OF SAMSUNG ELECTRONICS CO. 
LTD. AND SAMSUNG ELECTRONICS AMERICA, INC. 


 Pursuant to Fed. R. Civ. P. 26(a)(1), the Local Rules, the Patent Rules, and the Discovery 


Order (Dkt. No. 24), Defendants Samsung Electronics Co. Ltd. (“SEC”) and Samsung Electronics 


America, Inc. (“SEA”) (“Samsung” or “Defendants”), by and through their undersigned attorneys, 


provide the following initial disclosures and additional disclosures to Plaintiff Mobile Data 


Technologies LLC (“MDT” or “Plaintiff”). 


Samsung’s Initial Disclosures are based on information that is reasonably available to 


Samsung at this time and at this stage of the proceedings.  Therefore, the individuals and 


documents disclosed herein may not be exhaustive of who and/or what Samsung may identify as 


discovery progresses.  By making these disclosures, Samsung does not represent that it has 


identified every witness, document, data compilation, or tangible thing that it may use to support 


its claims or defenses.  Rather, these disclosures represent a good-faith effort from Samsung to 


identify information presently reasonably available to it that falls within the scope of Fed. R. Civ. 
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P. 26(a)(1), the Local Rules, the Patent Rules, and the Discovery Order.  For example, these 


disclosures do not include information that may be used solely for impeachment purposes. 


Samsung expressly reserves the right to supplement or amend these Initial Disclosures and 


Additional Disclosures if it learns of the existence of additional information that may be relevant 


to the claims or defenses of this action, and to rely on witnesses or documents not expressly 


described herein.  These Initial Disclosures and Additional Disclosures are made without prejudice 


or waiver of any right to present any evidence or witness at trial, object to any witnesses or the 


admissibility of any evidence, and/or to take discovery in accordance with the Federal Rules of 


Civil Procedure.  Further, Samsung provides these disclosures without waiving any claim of 


privilege or work-product immunity. 


These Initial Disclosures and Additional Disclosures are organized to correspond to the 


categories set forth in the Discovery Order.  All of the disclosures set forth below are made subject 


to the above qualifications. 


I. INITIAL DISCLOSURES 


a. Correct Names Of The Parties To The Lawsuit 


Plaintiff: Upon information and belief, Mobile Data Technologies LLC is the correct 


name of the Plaintiff in this action. 


Defendants: Samsung Electronics Co. Ltd. and Samsung Electronics America, Inc. are 


the correct names of the Defendants in this action. 


b. Name, Address, And Telephone Number Of Any Potential Parties 


Samsung is not presently aware of any additional potential parties to this lawsuit. 
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c. Legal Theories And General Factual Bases Of Party’s Claims Or 
Defenses 
 


In its Complaint, Plaintiff alleges that Samsung directly and indirectly infringes certain 


claims of U.S. Patent Nos. 8,825,801 (the “’801 Patent”), 9,032,039 (the “’039 Patent”), 9,619,578 


(the “’578 Patent”), 9,922,348 (the “’348 Patent”), and 8,793,336 (“the “’336 Patent”) 


(collectively, “Patents-in-Suit”).  


In response to these allegations, Samsung incorporates by reference any affirmative 


defenses already raised in Samsung’s Answer (Dkt. No. 26).  The below statements are examples 


only and Samsung reserves the right to assert additional legal theories in defense of this action 


and/or provide additional facts and information relevant to any affirmative defenses to be raised 


and to specific defenses identified below as discovery progresses, as it becomes aware of additional 


information or legal theories, or as the posture of the case changes.   


Pursuant to the disclosure requirements, Samsung hereby makes the following additional 


disclosures: 


 Non-infringement of the Patents-in-Suit.  Samsung does not infringe and has not infringed 


any asserted valid and enforceable claim of the Patents-in-Suit under any theory of 


infringement.  Plaintiff bears the burden of proving infringement by a preponderance of the 


evidence.  The accused Samsung products are missing and/or do not perform one or more 


elements or steps required by any valid asserted claims, or an equivalent of such elements or 


steps.  Samsung does not contribute to or induce another’s infringement or have any intent to 


induce any alleged infringement.  Facts and evidence relating to these defenses include but are 


not limited to the Patents-in-Suit, the file histories, and the accused products.  


 Invalidity of the Patents-in-Suit.  All asserted claims of the Patents-in-Suit are invalid for 


failure to satisfy one or more of the conditions of patentability under the patent laws of the 
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United States, 35 U.S.C. §§ 100, et seq., including §§ 101, 102, 103, 112, and/or 116.  Samsung 


will provide invalidity contentions and prior art, and expert reports on invalidity, in the time 


and manner provided in the Local Patent Rules and the Court’s Docket Control Order. 


 Prosecution History Estoppel and/or Disclaimer.  Plaintiff’s claims for relief are barred, in 


whole or in part, by prosecution history estoppel and/or prosecution history disclaimer to the 


extent Plaintiff sufficiently alleges infringement under the doctrine of equivalents for a 


limitation for which it surrendered claim scope.   


 Failure to state a claim.  Plaintiff’s Complaint fails to state a claim upon which relief can be 


granted because Samsung has not infringed any valid or enforceable patent or other rights 


belonging to Plaintiff.   


 No willful infringement.  Plaintiff is not entitled to a finding of willful infringement because 


Plaintiff has failed to meet, and cannot meet as a matter of law, the requirements for willful 


infringement.  


 No attorneys’ fees.  Plaintiff’s claim for an award of fees and costs against Samsung pursuant 


to 35 U.S.C. § 285 has no basis in fact or law and should be denied. 


 Limitation on patent damages and failure to mark.  To the extent Plaintiff is entitled to any 


damages, Plaintiff’s claims for damages are limited by 35 U.S.C. § 286 to damages arising 


from acts committed six years or more prior to the filing of this lawsuit.  Plaintiff’s claims for 


damages are further limited by 35 U.S.C. § 287, for failure to comply with the marking 


requirements, to damages occurring only after this lawsuit was filed.  In particular, Plaintiff 


fails to identify any facts or allegations that could establish that Plaintiff or its licensees 


complied with the marking requirements of 35 U.S.C. § 287 for any practicing products, and 


therefore Plaintiff is not entitled to seek damages any earlier than the date it can establish actual 
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notice for the alleged infringement.  Plaintiff also cannot show that it is entitled to costs 


associated with this action pursuant to 35 U.S.C. § 288 or any other ground.   


 Substantial non-infringing uses.  Any and all products or actions accused of infringement 


have substantial uses that do not infringe and do not induce or contribute to the alleged 


infringement of the claims of the Patents-in-Suit.  


 Equitable doctrines.  Plaintiff’s claims are barred, in whole or in part, by the equitable 


doctrines of waiver, estoppel, acquiescence, patent misuse, inequitable conduct, and/or unclean 


hands.   


 Extraterritoriality.  Plaintiff is not entitled to relief or its relief is limited to the extent that 


Plaintiff’s claims are directed to acts occurring outside the United States, under 35 U.S.C. § 


271 et seq. 


 Standing.  Plaintiff’s claims for patent infringement are barred in whole or in part to the extent 


Plaintiff lacks standing.  


 Ensnarement.  To the extent Plaintiff sufficiently alleges infringement of the Patents-in-Suit 


under the doctrine of equivalents, its claims are barred under the ensnarement doctrine to the 


extent that Plaintiff’s allegation encompasses, or “ensnares,” prior art.   


 No injunctive relief.  Plaintiff’s claims for injunctive relief are barred because there exists an 


adequate remedy at law and Plaintiff’s claims otherwise fail to meet the requirements for such 


relief. 


 Divided infringement.  Samsung does not infringe one or more of the claims of the Patents-


in-Suit because there is no single entity that practices all of the elements of any particular 


claim, and Samsung does not perform, direct, or control every element of such claims.  
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Samsung seeks a judgment declaring that Samsung does not infringe the Patents-in-Suit, 


and that the claims of the Patents-in-Suit are invalid.  Additionally, Samsung seeks an order that 


Plaintiff’s Complaint be dismissed with prejudice, and judgment entered in favor of Samsung; 


denial of all relief from Samsung requested by Plaintiff in its Complaint; entry of judgment in 


favor of Samsung and against Plaintiff on Samsung’s Counterclaims; a declaratory judgment that 


Samsung does not and has not infringed, contributed to the infringement of, or induced 


infringement of any valid and enforceable claim of the Patents-in-Suit; entry of a declaratory 


judgment that the claims of the Patents-in-Suit are invalid; award all reasonable attorneys’ fees, 


experts’ fees, and costs to Samsung; and grant to Samsung such further relief as the Court deems 


proper and just. 


d. Persons Having Relevant Knowledge / Brief Statement 


Samsung identifies the following individuals who are likely to have discoverable, non-


privileged information that Samsung may use to support its claims or defenses, unless such use is 


only for impeachment.  In making these disclosures, Samsung does not concede that each person 


will in fact have information relevant to the claims at issue in this case, or that such information is 


in fact subject to discovery in this matter.  In making these disclosures, Samsung also does not 


waive the right to object to any deposition or trial testimony of any of the individuals listed below. 


All contact with any current or former employee of Samsung should be made only through counsel 


for Samsung.  Samsung also does not waive its right to object to discovery of information from 


such individuals on the basis of attorney-client privilege, work-product immunity, or any other 


applicable privilege or immunity.  Samsung is still in the process of identifying additional 
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individuals with knowledge relevant to this case, and accordingly reserves its right to supplement 


or amend this disclosure as necessary.   


Name Contact Information Subjects of Knowledge 


Yoonchan Choi 
 
Samsung Electronics Co. Ltd. 


To be contacted only through 
Samsung’s counsel of record.  


Design, development, and 
function of Samsung 
Members Application.  


Jinho Lim 
 
Samsung Electronics Co. Ltd. 


To be contacted only through 
Samsung’s counsel of record.  


Current design and 
functionality of Samsung 
Members Community. 


Yong Choi 
 
Samsung Electronics 
America, Inc. 


To be contacted only through 
Samsung’s counsel of record. 


SEA’s financial data relating 
to accused products sold in 
the United States.  


Andrew Domorski 
 
Samsung Electronics 
America, Inc. 


To be contacted only through 
Samsung’s counsel of record. 


SEA’s product management 
and marketing for accused 
products sold in the United 
States. 


David Walker Harper Bay Shore, NY Information related to the 
Patents-in-Suit and issues 
relating thereto, including:  
the alleged conception, 
reduction to practice, sale, 
offer to sell, and/or use of the 
alleged invention, ownership, 
licensing, and/or making or 
commercialization of the 
Patents-in-Suit; prior art; 
prosecution of the Patents-in-
Suit; and allegations of 
invalidity, unenforceability, 
non-infringement and/or 
claim scope of the Patents-in-
Suit; prior litigation of related 
patents.  Damages issues, 
including licenses and patent 
values concerning the 
Patents-in-Suit.  


Jason James Sabella Coram, NY Information related to the 
Patents-in-Suit and issues 
relating thereto, including:  
the alleged conception, 
reduction to practice, sale, 
offer to sell, and/or use of the 
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alleged invention, ownership, 
licensing, and/or making or 
commercialization of the 
Patents-in-Suit; prior art; 
prosecution of the Patents-in-
Suit; and allegations of 
invalidity, unenforceability, 
non-infringement and/or 
claim scope of the Patents-in-
Suit; prior litigation of related 
patents.  Damages issues, 
including licenses and patent 
values concerning the 
Patents-in-Suit. 


William Henry Munch Tampa, FL Information related to the 
Patents-in-Suit and issues 
relating thereto, including:  
the alleged conception, 
reduction to practice, sale, 
offer to sell, and/or use of the 
alleged invention, ownership, 
licensing, and/or making or 
commercialization of the 
Patents-in-Suit; prior art; 
prosecution of the Patents-in-
Suit; and allegations of 
invalidity, unenforceability, 
non-infringement and/or 
claim scope of the Patents-in-
Suit; prior litigation of related 
patents.  Damages issues, 
including licenses and patent 
values concerning the 
Patents-in-Suit. 


Current and former 
employees, officers, directors, 
agents and representatives of 
Mobile Data Technologies 
LLC 


Unknown Licensing of the Patents-in-
Suit or the underlying 
technology described and 
claimed in the same; assertion 
of infringement of the 
Patents-in-Suit; settlement of 
any lawsuits related to the 
Patents-in-Suit; prior art to 
the Patents-in-Suit; 
inventorship of the Patents-
in-Suit; relevant information 
about secondary 
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considerations of non-
obviousness upon which 
MDT will rely; and 
prosecution of the Patents-in-
Suit. 


Current and former 
employees, officers, directors, 
agents and representatives of 
Engagelogic Corporation 


Unknown Conception and reduction to 
practice of the Patents-in-
Suit; assignment of the 
Patents-in-Suit; licensing of 
the Patents-in-Suit or the 
underlying technology 
described and claimed in the 
same; settlement of any 
lawsuits related to the 
Patents-in-Suit; inventorship 
of the Patents-in-Suit; and 
prosecution of the Patents-in-
Suit.  


Current and former 
employees, officers, directors, 
agents and representatives of 
Wireless Ink Corporation 


Unknown Conception and reduction to 
practice of the Patents-in-
Suit; assignment of the 
Patents-in-Suit; licensing of 
the Patents-in-Suit or the 
underlying technology 
described and claimed in the 
same; settlement of any 
lawsuits related to the 
Patents-in-Suit; inventorship 
of the Patents-in-Suit; and 
prosecution of the Patents-in-
Suit.  


All individuals identified in 
the Initial Disclosures served 
by MDT in this litigation. 


See Initial Discloses of MDT.  See Initial Disclosures of 
MDT.  


 
Additionally, other individuals associated with Plaintiff as well as its predecessors-in-


interest and/or related companies, or any predecessors in interest in the Patents-in-Suit whose 


identities are not specifically known to Samsung at this time, may have discoverable information 


relating to the Patents-in-Suit.  Furthermore, there may be third parties who have information 


relevant to certain Samsung claims and defenses, including but not limited to individuals with 


knowledge regarding prior art, who are not specifically known to Samsung at this time and 
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including individuals with knowledge of licenses or settlement agreements regarding the Patents-


in-Suit.  


Samsung further incorporates by reference all persons identified in disclosures served by 


Plaintiff or any other party; all persons identified by any party in answers to interrogatories; all 


witnesses deposed in this litigation; all expert witnesses designated by any party; and all persons 


referred to in documents produced in this litigation.  


e. Settlement Agreements 


Samsung states that it is not currently aware of any settlement agreements directly relevant 


to the subject matter of this action. 


f. Statement Of Any Party To Litigation 


Samsung states that it is currently unaware of any statements of the parties that are relevant 


to the subject matter of this Action. 


II. ADDITIONAL DISCLOSURES 


a. Additional Disclosures 3(a) 


Samsung intends to serve its P.R. 3-3 disclosures on Plaintiff by November 20, 2024. 


b. Additional Disclosures 3(b) 


Samsung will produce or permit inspection of relevant and non-privileged documents, 


electronically stored information, and tangible things in their possession, custody, or control, 


pursuant to a reasonable search, including but not limited to documents and things relating to the 


accused products and prior art.  Samsung is continuing the investigation into documents, data 


compilations, or tangible things that are likely to be relevant to any claims or defenses in this case.  
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c. Additional Disclosures 3(c) 


Samsung reserves the right to seek recovery of attorneys’ fees and costs in amounts to be 


determined at an appropriate stage.  Plaintiff has yet to set forth or produce analysis and 


documentation to support a damages computation.  Samsung reserves the right to rely on a 


damages expert at the time for expert disclosures, who may examine a computation of damages 


provided by Plaintiff.  Samsung reserves the right to supplement, modify or add to this response 


as circumstances dictate and in accordance with the Federal Rules and order issued by the Court.   


 


Dated: October 16, 2024 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
  


Respectfully submitted, 
 
/s/ Douglas J. Kline 
Melissa R. Smith  
TX Bar No. 24001351 
melissa@gillamsmithlaw.com  
GILLAM & SMITH, LLP 
303 South Washington Ave. 
Marshall, Texas 75670 
Telephone: (903) 934-8450 
Facsimile: (903) 934-9257 
 
Douglas J. Kline 
Srikanth K. Reddy  
Harrison C. Gunn 
GOODWIN PROCTER LLP 
100 Northern Avenue 
Boston, MA 02210 
Tel.:  (617) 570-1000 
Fax:  (617) 523-1231 
DKline@goodwinlaw.com 
SReddy@goodwinlaw.com 
HGunn@goodwinlaw.com 
 
Darryl M. Woo 
GOODWIN PROCTER LLP 
Three Embarcadero Center 
San Francisco, CA 94111 
Tel.:  (415) 733-6000 
Fax:  (415) 677-9041 
DWoo@goodwinlaw.com 
 







 


12 


Patrick J. McCarthy  
GOODWIN PROCTER LLP 
1900 N Street, N.W. 
Washington, D.C. 20036 
Tel.:  (202) 346-4000 
Fax:  (202) 346-4444 
PMcCarthy@goodwinlaw.com 
 
Naomi L. Birbach  
Christine Potkay  
GOODWIN PROCTER LLP 
The New York Times Building 
620 Eighth Avenue 
New York, NY 10018 
Tel.:  (212) 813-8800 
Fax:  (212) 355-3333 
NBirbach@goodwinlaw.com 
CPotkay@goodwinlaw.com  
 
Attorneys for Defendants Samsung 
Electronics Co. Ltd. and Samsung 
Electronics America, Inc. 
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CERTIFICATE OF SERVICE 


The undersigned hereby certifies that on October 16, 2024 a true and correct copy of the 


foregoing document was served on all counsel of record via email. 


 


/s/ Douglas J. Kline 
Douglas J. Kline 
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