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Annotations
‘The court denied without prejudice defendant's unopposed motion to stay pending inter partes review. "Third parties . . . have
filed a petition for inter partes review of the [patents-in-suit]. ... [Tlhe PTAB proceeding is at an even earlier stage than this
litigation — it will take the PTAB up to three months from now to determine whether or not to institute the inter partes review
at all. Whether a stay will simplify the issues in question and trial of the case is wholly unpredictable, if not completely
speculative, at this time. . . . Even assuming the PTAB does institute the inter partes review, that [defendant] is not a party to
the PTAB proceeding casts doubt on the extent, if any, a stay will simplify the issues in this case by way of the estoppel effect
of the administrative proceeding."

‘The court granted the parties' joint motion to stay pending inter partes review. "The Court, having considered the relevant
factors, is hesitant to stay this case. Discovery is complete. ... A firm trial date is set. Although a stay could simplify issues for
trial in the abstract and on paper, it does so at the expense of delaying the speedy and efficient adjudication of the other
issues in controversy. [Defendant] filed its IPR petitions roughly nine months after [plaintiff] filed its complaint. Given the
fairly predictable timelines in this Court and the statutory timelines at the PTAB, [defendant] could have anticipated that
institution decisions would occur in the shadow of pre-trial briefing, with the potential date for final written decisions from
the PTAB far exceeding the scheduled trial date in this Court. ... In fact, it is increasingly common for the PTAB to decline to
institute inter partes review in view of parallel district court proceedings if the district court will reach trial on the merits more
efficiently and expeditiously. ... But for the parties' agreement on the Motion, the Court would likely have denied this
Motion."

‘The court denied defendant’s unopposed motion to stay pending inter partes review without prejudice to resubmission if both
defendants agree to be bound by IPR estoppel. "The Court notes that by filing the IPR petitions, [Defendant 1] has agreed to
be bound by the ful statutory estoppel provision of 35 U.S.C. § 315(e) based on any ground actually raised or that reasonably
could have been raised as part of its IPR proceeding. . . . [Defendant 2] has ot joined in the IPRs, nor has it expressly agreed
to be bound by the full statutory estoppel provision of 35 U.S.C. § 315(e). [Defendant 2's] failure to submit itself to the full
statutory estoppel leaves [Defendant 2] the ability to advance altogether new invalidity theories after the conclusion of
[Defendant 1s] IPRs. . .. Should [Defendant 2] irrevocably agree to be bound by the full statutory estoppel provision of 35
U.S.C. § 315(e), including any ground that reasonably could have been raised as part of [Defendant 1's] IPRs, then Defendants
are permitted leave to resubmit their Motion within fourteen (14) days of this Order."

‘The court granted the parties' renewed joint motion to stay pending inter partes review after all defendants agreed to IPR
estoppel. "The Parties previously submitted a motion asking the Court to stay this case pending resolution of the last of the
Final Written Decisions for the IPR proceedings instituted on claims of [the patents] that Plaintiff asserts against Defendants.
After reviewing that motion, the Court found that Defendants had not made it clear in their motion whether [all Defendants]
‘would be bound by the full statutory estoppel provision of 35 U.S.C. § 315(e). ... Defendants have since renewed their Motion
and irrevocably agreed to be 'estopped to the full extent of 35 U.S.C. § 315, including any ground that reasonably could have
been raised as part of [the] IPRs, and to be estopped to the same extent [as Petitioners].”





