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L. Petitioners’ Challenge to the Director’s Bifurcated Process

The AIA grants the Director authority to “interpret[] [] statutes related to the
Patent Office’s decision to initiate inter partes review.” Thryv, Inc. v. Click-To-Call
Techs., LP, 590 U.S. 45 (2020). This authority includes the discretion to determine
whether to institute an IPR trial. 35 U.S.C. §314(a). Petitioners’ challenge to the
Director’s interim process therefore amounts to a challenge “regarding how to
exercise” this very institution discretion. Cf. Apple Inc. v. Vidal, 63 F.4th 1, 13
(Fed.Cir.2023) (discussing appellate review of institution decision).

II.  Petitioners’ Inconsistent Ranking and General Plastic Arguments

Inconsistent Ranking: Petitioners’ claim their inconsistent ranking is

justified, R. 17, misses the point. Petitioners’ arguments for all challenged claims,
including claims not challenged by Meta, are a copy-and-paste of Meta’s arguments.
Ex.2011. For example, Petitioners recycle Meta’s argument against claim 19 for
claim 1, which Meta did not challenge. Compare Paper 4 (“P4”), 9-40, with Ex.2034,
12-43. Petitioners’ “additional investment” argument (R.17) therefore fails.

General Plastic: Factor 1. Petitioners’ attempt to distance themselves from

the Meta-MDT-IPRs is disingenuous. First, in the ‘535-IPR, Petitioners recycled
Meta’s arguments even for claims not challenged by Meta. Compare P4, 9-40, with
Ex.2034, 12-43. Petitioners advance Meta’s interests by asserting Grounds 3-4

solely to account for Meta’s claim constructions in the MDT-Meta-Litigation.
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Petition, 67. Petitioners have thus tied their interests to Meta’s and their after-the-
fact attempt to untie them, by suggesting the Board need not consider Grounds 3-4
(R.36), should not be rewarded. Finally, a significant relationship exists between
Petitioners and Meta as both are members of Unified Patents LLC, a company that
files ex parte reexam requests for its members. Ex.2046, 1 n.2; Ex.2047, 492-3. Like
Meta and Petitioners, Unified attempted to invalidate the ‘336 Patent (the great-
grandparent of the ‘039 Patent) but failed. Ex.2045, 341-42.

Factor 2, Petitioners claim they did not attempt joinder to the Meta-MDT-
IPRs because they did not have “an adequate opportunity to analyze PO’s patent
infringement claims.” R.23. Petitioners’ IPR positions, however, are not guided by
PO’s infringement contentions because Petitioners challenge several claims from the
‘039 Patent not asserted by PO in the EDTX-Litigation.

Factor 3, Petitioners’ claim that they are not using PO’s filings in the Meta-
MDT-IPRs to “shift ... the prior art asserted and the related arguments in [their]
follow-on petition” is untrue. R.23-24. For example, Petitioners expressly use PO’s
arguments in the Meta-MDT-IPRs to add Ausems to the Neibauer Grounds. R.33-
34, DD, 16. Petitioners are, thus, improperly using PO’s arguments as a roadmap.

Factors 4-5, Petitioners’ claim that “they were concerned with the possibility
that PO would propose different constructions in the MDT-Meta-Litigation and in

the Meta-MDT-IPR” and thus delayed filing of the ‘535-IPR rings hollow. R. 25.
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Petitioners’ Ranking Notice claims that the ‘536-IPR, not the ‘535-IPR, addresses
PO’s Meta-MDT-IPR constructions.! Paper 3 (“P3”), 4. Accordingly, Petitioners
need not have waited for PO’s Meta-MDT-IPR constructions to file the ‘535-IPR,
and thus their 8-month delay in filing the ‘535-IPR is unjustified. Even if it were,
PO filed its Meta-MDT-IPR Response on October 1, 2024, and Petitioners still do
not explain their additional 4-month delay to file the ‘535-1PR.

Factors 6-7, Petitioners’ reliance on Micron Tech. is misplaced. R.27. The
‘535-IPR is not “the only IPR before the Board.” Further, Petitioners’ Ranking
Notice cited PO’s allegedly different constructions for “mobile device” to justify
parallel petitions. P3, 4. Petitioners cannot change positions now by stating PO
proposed different constructions for “application-based information channel.” R.7.

III.  Petitioners’ Advanced Bionics Arguments

Neibauer/Cheng/Squibbs were cited during prosecution of the ‘039 patent, as
Petitioners admit. R.28. Further, they were raised in a reexam of the great-
grandparent of the ‘039 Patent, the ‘5,801 reexam. The Examiner of the ‘039 Patent
considered the record of that proceeding while examining the ‘039 Patent. Ex.1022,
197. In the ‘336 Patent reexam, Unified cited the same Neibauer disclosures

Petitioners use in the ‘535-IPR. Ex.2045, 65. The Examiner of the ‘336 reexam

! Petitioners do not rebut advancing identical claim constructions in both petitions.



IPR2025-00535 - Patent 9,032,039

considered these arguments and confirmed the ‘336 patent’s patentability. Ex.2045,
341-42. The Board should not disturb the determinations of two Examiners.
Petitioners wrongly claim the Board’s earlier institution of an IPR on the ‘039
Patent demonstrates material error. R. 30. While the standard for patentability is
preponderance of evidence, the standard for institution is lower: ‘“reasonable
likelihood of success as to one claim.” Under Petitioners’ theory “the reasonable
likelihood standard of §314(a) and the second part of the Advanced Bionics
framework (‘material error’) would collapse into one.” Vital Connect, Inc. v. Bardy
Diagnostics, Inc., IPR2023-00381, Paper 7, 20 (P.T.A.B. July 11, 2023).

IV. Petitioners’ Yahoo! System Invalidity Contention

Petitioners do not dispute the ‘535 Petition has been repackaged as system art
in the district court invalidity contentions. They argue, however, they “have not
decided what prior art they will ultimately pursue.” R.48-49. This situation,
however, exemplifies the problem Petitioners created in this case. Petitioners’
admission that estoppel does not apply under Ingenico, even with their stipulation,
only underscores the insufficiency of their stipulation to mitigate any concerns of
duplicative efforts. Even more relevant, however, is that at 10:30 AM on the very
day this Reply was filed, Petitioners served an eleventh-hour stipulation materially
different from the one PO addressed in its DD brief. Ex.2048. Petitioners have done

so despite representing to the Board “Petitioners will file an exact copy of the [April
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18, 2025] Sotera stipulation” just 4 days ago. R.48 n.7. Petitioners had PO’s Sotera
arguments for 40 days and could have addressed them in their Response. Their delay
should not be rewarded; the late stipulation must be rejected. Further, Petitioners
should have filed their late stipulation “as soon as practicable” and before PO filed
its DD brief. FAQ #14. To allow PO to address the late stipulation, Petitioners
request additional briefings. If the Director decides this request is proper given the
deadline for DD decision, PO will show this new stipulation is inadequate. If the
Director decides otherwise, PO requests Petitioners’ late stipulation be stricken.

V.  Petitioners Invite the Board to Speculate About the PO-Meta Settlement

Petitioners’ contention that PO and Meta terminated Meta’s IPRs “on the eve
of oral argument” (R.9, 53) is untrue. PO/Meta jointly informed the Board of the
settlement on February 21, 2025, before the deadline for motions to exclude and well
before the oral argument date. Ex.2042. PO did not even file a sur-reply. Settling is
not gamesmanship. CTPG, 86. Petitioners’ argument that “it is reasonable to infer
that PO settled...because it knew that Meta’s arguments were strong on the merits
and that it settled to avoid an adverse [FWD]” is mere speculation. Petitioners made
this same argument in the EDTX-Litigation to de-designate the MDT-Meta
settlement agreement so they could use it in this IPR, and the court rejected it
(Ex.2040). PO had a settled expectation of the Asserted Patents’ strength, because

the ‘336 Patent survived the reexam initiated by Petitioners’ proxy, Unified.
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