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Petitioner Zepp Health Corporation (“Petitioner”) and Patent Owners 

Worcester Polytechnic Institute and The Research Foundation for The State 

University of New York (“Patent Owners”) (collectively “the Parties”) have entered 

into a confidential agreement (the “Agreement”) that resolves all underlying disputes 

between the Parties involving U.S. Patent No. 9,713,428 (“the ’428 Patent”).  In an 

email dated June 23, 2025, the Board authorized the Parties to file (a) a joint motion 

to terminate and (b) a joint request to treat the Agreement as business confidential 

information. 

As authorized, and pursuant to 35 U.S.C. § 317, 37 C.F.R. § 42.74, and the 

PTAB’s guidance, the Parties hereby jointly request termination of the above-

captioned inter partes review proceeding in its entirety. The inter partes review 

proceeding is currently pending before institution. There are no other petitioners or 

parties involved in the proceeding. 

On June 24, 2025, the District Court granted the Parties’ Joint Motion to 

Dismiss the litigation related to the ’428 Patent—The Research Foundation for The 

State University of New York et al v. Xiaomi Corporation et al, 2:23-cv-00353-RWS-

RSP (E.D. Tex.) (Dkt. 84.) To be clear, there are no currently pending district court 

litigations involving the ’428 Patent. The Parties are not aware of any related 

proceedings currently before the Office. 



 
 

Good cause exists to terminate these proceeding because (1) the Agreement 

executed by the Parties is a written settlement agreement that resolves all disputes 

in these matters and (2) the Board has not determined the merits of the proceedings. 

Indeed, the Board has not yet rendered a decision on institution. Terminating this 

proceeding thus serves the interests of judicial economy as well as the mutual 

interests of the Parties. 

Pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(b), a true and correct 

copy of the Agreement is being filed concurrently herewith1. The Parties are also 

filing concurrently herewith a joint request under 35 U.S.C. § 317(b) and 37 C.F.R. 

§ 42.74(c) to treat the Agreement as business confidential information and keep it 

separate from the files of the IPR proceedings and their respective subject patents. 

The Parties certify that there are no other agreements or understanding, oral or 

written, between the Parties made in connection with, or in contemplation of, the 

termination of this proceeding.  

Dated:  June 30, 2025 Respectfully submitted, 

 
1 The agreement is being filed via the Patent Trial and Appeal Board Case Tracking 

System (PTACTS) system with access to the “Board only.” 
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