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I. INTRODUCTION

The Director should deny Petitioner’s request for Director review of the
Decision Denying Institution of Infer Partes Review (“IPR”) (“Decision”).!
Petitioner’s disagreement with the Decision is not a basis for Director Review.

Petitioner argues that the dismissal without prejudice of the challenged patents
from the parallel district court action supports overturning the Decision. In taking
this position, Petitioner fails to mention that shortly before the district court stayed
the parallel action, Micron filed an unopposed motion to reinstate those patents.
Indeed, in its initial Opposition (Paper 8) (“Opp.”) to Patent Owner’s request for
discretionary denial, Petitioner advances arguments in which it assumes that the
challenged patents will be reasserted and tried in the district court case. Opp. at 16-
17. Petitioner’s request also does not mention that Micron’s dismissal in district
court resulted from Petitioner’s discovery deficiencies and misrepresentations.
Specifically, Petitioner had (a) improperly withheld discovery from Micron showing

that Petitioner had made infringing sales, and (b) made misrepresentations to the

I “Decision” refers to Paper 11 in each of IPR2025-00498 and IPR2025-00499
(“-498 TPR” and “-499 IPR”) for US 8,803,214 (*’214 patent”), Paper 10 in
IPR2025-00500 (“-500 IPR”) for US 10,475,737 (*°737 patent”), and Paper 10 in

IPR2025-00501 (“-501 IPR”) for US 10,373,974 (“°974 patent”).



court about its sales and shipment activity in the U.S.

Next, Petitioner incorrectly portrays the claims of the challenged patents as
“substantially similar” to claims of other patents over which the PTAB has instituted
IPR proceedings. Rather, as Petitioner acknowledged in its Opposition, the claims
merely have some “overlap in claimed subject matter.” Similarly, Petitioner argues
that the Examiner erred by “overlooking” Petitioner’s prior art during prosecution
of the challenged patents. Paper 11 (“Request”) at 7-9. But Petitioner’s argument
faults the Examiner for not discovering the prior art, not for the evaluation of the art
of record. See id.; Opp. at 9-15. At bottom, Petitioner is asking the Director to
perform a merits analysis based solely on attorney allegations. This request, which
directly contravenes the Stewart Memo’s bifurcated process, should be rejected.?

Finally, Petitioner argues in cursory fashion that the new interim process
violates the APA and Petitioner’s due process rights. Petitioner had several chances
to brief these alleged violations—including in its initial Opposition—but chose not

to. Petitioner waived these arguments.

2 March 26, 2025, Interim Processes for PTAB Workload Management (available at

https://www.uspto.gov/sites/default/files/documents/InterimProcesses-

PTABWorkloadMgmt-20250326.pdf) (“Stewart Memo™)




Because Petitioner has not set forth any grounds warranting review of the
Decision, the Director should deny Petitioner’s Request.

II. ARGUMENT

A. The Decision’s Reliance On Settled Expectations Is Consistent With
Other Director Decisions, And Other Factors Do Not Weigh In Favor
Of Institution

Petitioner’s Request fails for a host of reasons, including that it
mischaracterizes the Decision, relies on misleading or incomplete information, and
merely rehashes unsuccessful and improper arguments from its Opposition.

At the outset, Petitioner incorrectly states that the Decision relied only on
“‘strong settled expectations’ for Patent Owner alone to deny institution.” Request
at 2. The Decision states that it was “based on a holistic assessment of all of the
evidence and arguments presented.” Decision at 2-3. The Decision notes that
“[s]Jome factors counsel against discretionary denial” and provided an example. /d.,
2. The Deputy Chief found that Petitioner failed to “provide persuasive reasoning
why an inter partes review is an appropriate use of Board resources.” 1d.

If the Director were to reconsider “settled expectations” or the parties’ other

arguments, the Director also should consider other arguments in Micron’s Briefing,

including: (1) Petitioner is not a statutorily authorized “person” entitled to file an



IPR petition;* (2) Petitioner failed to identify the Chinese Government as a real
party-in-interest; and (3) institution should be denied under § 314(a) based on
significant foreign policy and national security concerns. See Paper 6.*

1. Petitioner’s “No Parallel Litigation” Argument Only Amplifies
Its Prior Misrepresentations

Petitioner asserts that “there is no parallel litigation here concerning these
challenged patents,” thus eliminating any risk of inconsistent outcomes. See Request
at 2-4.°> This assertion is misleading at best and ignores that Petitioner did not
oppose Micron’s motion to reassert the challenged patents in district court.
Petitioner’s current argument cannot be squared with its own representation to the
Board that “the case schedule will likely be further extended to accommodate those
additional *737 patent claims.” Opp. at 18. Petitioner even assumed that a trial will

occur on the *737 patent in its prior arguments in this proceeding. Id. at 16-18.

3 Return Mail, Inc. v. U.S. Postal Service, 587 U.S. 618 (2019).

4 IPRs over patents related to the *214 and >737 patents are stayed pending director
review of the Board’s Institution Decision related to these issues. See Yangtze
Memory Techs. Co., Ltd. v. Micron Tech., Inc., IPR2025-00098, Paper 29 (Aug. 28.
2025); Yangtze Memory Techs. Co., Ltd. v. Micron Tech., Inc., IPR2025-00099,
Paper 28 (Aug. 28. 2025).

5> All emphasis is from the original document unless otherwise noted.



The district court temporarily dismissed the challenged patents from the case
as a result of Petitioner’s discovery violations and misleading representations. Ex.
2057. Under the district court’s local rules, Petitioner had a duty to produce sales
information for the accused products. However, Petitioner failed to produce any
information on its post-complaint sales. What’s more, Petitioner told the District
Court that it had made no post-complaint sales: “Micron knows that YMTC/YMTI
are not selling the accused 3D NAND products in the U.S.” Ex. 2058 at 1. As a
result, the district court dismissed Micron’s claims under the challenged patents
without prejudice, and Micron—relying upon Petitioner’s representations—did not
include the challenged patent in its Second Amended Counterclaims. See Ex. 2057.
Later, however, Micron discovered that Petitioner had produced incomplete sales
information and that Petitioner’s statements to the Court about its sales were false—
it had made post-complaint sales. Accordingly, Micron filed a motion to reassert
the challenged patents. See Ex. 2059 at 3-6. Petitioner then filed a statement in
district court that it “does not oppose Micron’s motion.” Ex. 2060. The district
court’s stay order merely mooted, for the time being, Micron’s unopposed motion to
reassert the challenged patents. Petitioner recognizes that Micron will renew its
motion and that there will be parallel litigation over the *737 patent. Opp. at 16-18.

Petitioner’s entire “no parallel litigation” argument fails because it omits two

key facts regarding inevitable parallel litigation. First, given Petitioner’s non-



opposition to Micron reasserting the challenged claims, it is highly like that the
district court will allow Micron to reassert the challenged claims—a fact Petitioner
elsewhere admits (see supra). Second, Petitioner omits that it told the Director
elsewhere that it intends to move the court to lift the stay. [PR2025-00244, DD Brief
(Paper 14), 17; ID (Paper 27) (denying institution). Lifting the stay would create a
significant risk of inconsistent outcomes if the Board institutes this IPR.

At all events, the caselaw on which Petitioner relies to support its position is
inapposite. Unlike Arm Ltd. et al. v. Daedalus Prime LLC, where the court dismissed
the parallel litigation with prejudice, the district court here dismissed Patent Owner’s
claims without prejudice. IPR2025-00207, Paper 14 at 2 (Aug. 6, 2025) (Director).
Given that the case was in its early stages when the court entered the stay (Ex. 2061),
the court dismissed Patent Owner’s claims without prejudice, and Petitioner does
not oppose Micron’s motion to reassert the claims, it is extremely likely that the
court will grant Micron’s motion to re-assert the patents when the stay is lifted.
Petitioner assumes this will happen. See Opp. at 16-18. Am. Airlines, Inc. et al. v.
Intellectual Ventures I LLC is inapposite because the petitioner stipulated not to
“pursue in the District Court Litigation any ground raised or that could have been
reasonably raised in an IPR.” 1PR2025-00785, Paper 1 at 45 (Apr. 10, 2025). Here,
Petitioner only stipulated not to “pursue the same grounds of invalidity.” Paper 1 at

84 n.14.



2. The Institution of IPRs over Related Patents Does Not Favor
Institution Because the Claims Are Not Substantially Similar

Petitioner argues that the Director should refer the *214 patent (the -498
and -499 1PRs) and the °737 patent (the -500 IPR) to the Board to institute IPR
because the Board instituted IPRs of patents in the same family. Request at 4-7. The
Director should reject this argument because it relies on a mischaracterization of
Petitioner’s Opposition and the patents’ claims. Petitioner argued in its Opposition
that there is merely “overlap in claimed subject matter” between the challenged
claims and the claims at issue in IPR2025-00098 and IPR2025-00099. See Opp. at
5. Now, Petitioner changes tack and argues that the claims are “substantially
similar” in their entirety. See Request at 4-7. But a claim is not “substantially

29

similar” if it merely has some “overlap in claimed subject matter.” The authority
that Petitioner cites confirms this. See id. at 4-6 (citing e.g., IPR2025-00680, DD
Decision (Paper 18) at 3) (relying on claims being “substantially similar’).

Petitioner’s argument also fails because it does not specify how the claims
allegedly overlap. Petitioner does not recite any claim language, nor does it compare
the specific language of one claim to another. Instead, its Request merely cites to
the non-specific statements in its Opposition that the claimed subject matter of one
patent overlaps with another. See Request at 4-7.

Petitioner no doubt relies on generalities because the specifics—that is, the

claims themselves—undermine its position. For example, Claim 1 of the *903 patent



99 ¢¢

recites “conductive pillars,” “memory cell strings,” and a “conductive channel.” Ex.
2062, Claim 1. None of these terms appears in Claim 1 of the *214 patent. Ex. 2063,
Claim 1. Conversely, Claim 1 of the *214 patent contains a final clause directed to
“data lines,” but the term “data lines” is not in Claim 1 of the 903 patent. Compare
Ex. 2063, Claim 1 with Ex. 2062, Claim 1.

Comparing Claim 1 of the 996 patent to Claim 1 of the 737 fares no better.
As an initial matter, Claim 1 of the 996 patent is directed to a “method of forming
circuitry components,” whereas Claim 1 of the ’737 patent is directed to an
“integrated circuity” structure “comprising” various elements. Compare Ex. 1001,
Claim 1 with Ex. 1011, Claim 1. The *996 patent recites elements, e.g., “removing
at least some sacrificial material,” not present in Claim 1 of the *737 patent. Id.
Conversely, Claim 1 of the *737 patent recites terms, e.g., “gate lines,” that are not
present in Claim 1 of the 996 patent. Ex. 1001, Claim 1.

As Petitioner noted in its Opposition brief, there is merely some “overlap in
claimed subject matter” and some overlapping terminology, but the analysis above
demonstrates that there are many material differences between the patents’ claims.
See Opp. at 5. This is a far cry from the cases that Petitioner cites in which the claims
are virtually identical. See, e.g., Nintendo Co., Ltd. et al v. Resonant Sys., Inc.,

IPR2025-00680, Paper 15 at 4-7 (Aug. 14, 2025) (the challenged patent’s claims are

“patentably indistinct” from (a) claims in a related patent that Patent Owner



disclaimed, and (b) claims in a related patent for which the Board instituted IPR).
3. Petitioner’s Broad Arguments About Examiner Error Are
Unsupported and Improperly Seek to Convert the

Discretionary Denial Phase into a Full-Blown Merits Analysis
Based on Attorney Allegations

Petitioner repeats the argument from its Opposition briefs that the Examiner
erred by “overlooking” Petitioner’s prior art during prosecution of the challenged
patents. Request at 7-9. But the Examiner did not “overlook™ anything, and saying
so mischaracterizes the file history. The Examiner simply did not have before it the
prior art that Petitioner cites. See Ex. 1002.

Petitioner essentially argues that the Examiner erred in not discovering the
Jeong reference during prosecution of the challenged patent, which Petitioner alleges
discloses “vertical contacts.” See Request at 9. Jeong is the primary reference in
Grounds 4 and 5 in the -500 IPR. But Petitioner provides nothing more than attorney
argument suggesting Jeong discloses the limitation. See Opp. at 9-13; Request at 7-
9.

The authority Petitioner cites does not support finding Examiner error based
on attorney argument alone. In Microsoft, the Examiner allowed the patent after
initially rejecting its claims as anticipated by a prior art reference (“Lippert”).
Microsoft Corp. v. ParTec AG f/k/a Partec Cluster Competence Ctr. GmBH,
IPR2025-00318, Paper 9 at 3 (June 12, 2025) (Director). There, the Petition

leveraged the Examiner’s work and relied on grounds combining Lippert with prior



art allegedly disclosing what the Examiner said Lippert does not disclose. See Id.;
id., Paper 1 at 2. Here, Petitioner presents new grounds not based in the Examiner’s
work. In Anthony, the Examiner allowed the patent in a first office action with no
rejections. Anthony Inc. v. Controltec LLC, IPR2025-00559, Paper 12 at 2 (July 16,
2025) (Director). Here, in contrast, the challenged patent faced rigorous
examination and rejection before being allowed. See Ex. 1002. Petitioner has made
no attempt to explain how the allegedly overlooked art is not cumulative of the art
on which the Examiner relied during prosecution. In Ensung, the Examiner stated
that although a prior art reference (“Karasiuk™) was pertinent, it did not rely on it in
a rejection. Eunsung Glob. Corp. v. HydraFacial LLC, IPR2025-00445, Paper 14
at 3 (July 10, 2025) (Director). In IPR proceedings, the patent owner admitted that
the Examiner had not identified Karasiuk’s most relevant disclosures. /d., Paper 12
at 17-21. Here, Patent Owner has not made any such admission. Finally, in Xencor,
the Petitioner successfully argued that the Examiner overlooked disclosures in prior
art cited in an IDS based on applicant’s misrepresentations about what the art
discloses. Xencor, Inc. v. Merus N.V., IPR2025-00604, Paper 12 at 3 (July 17, 2025)
(Director); see also id., Paper 8 (Petitioner’s arguments) at 2-3, 10, 14-17. Here,

Petitioner does not identify any such misrepresentations.
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B. Petitioner Waived Any Argument That The Decision Violates The
APA, Due Process, Or The “Accardi Doctrine”

Petitioner argues that “retroactively” applying the Director’s new interim
process in this proceeding violates the APA, Petitioner’s due process rights, and the
so-called “Accardi doctrine.” Request at 12-15. But Petitioner waived these
arguments because it had several opportunities to brief them but chose not to do so.
Petitioner first could have requested authorization from the Board to address the
interim process (see Stewart Memo), but it did nothing. Petitioner then could have
made these arguments in the Opposition brief it filed pursuant to the interim process.
But nowhere in its more than 30-page Opposition does Petitioner challenge the
interim process. See generally Opp. Only after the Deputy Chief discretionarily
denied institution did Petitioner raise these arguments.

1. CONCLUSION

For the foregoing reasons, Micron respectfully requests denial of Petitioner’s

Request for Director Review.
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Respectfully submitted,

ORRICK, HERRINGTON & SUTCLIFFE LLP
Dated: September 22, 2025, /Jeremy Jason Lang/

Jeremy Jason Lang

Lead Counsel for Patent Owner

Reg. No. 73,064

1000 Marsh Road

Menlo Park, CA 94025-1015

T: (650) 614-7400

F: (650) 614-7401

Email: PTABDocketJJL2@orrick.com

Attorneys for Patent Owner Micron
Technology, Inc.
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Jiayu (Mandy) Song mandy.song@bayes.law
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Bayes PLLC

8260 Greensboro Drive, Suite 625
McLean, VA 22102

/Karen Johnson/
Karen Johnson
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