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I. INTRODUCTION

The PTAB is best suited to consider the patentability of *510 Patent. Much
like the multi-patent litigation at issue in Tesla, Inc. v. Intellectual Ventures I LLC,
the 510 Patent at issue here is part of “complex and diverse” multi-patent litigation
spanning multiple patent families and numerous diverse technologies. IPR2025-
00217, Paper 9 at 2-3 (Jun. 13, 2025). As explained in more detail in §II below,
Headwater is a patent assertion entity that has sequentially filed five lawsuits against
Samsung over the last 2.5 years asserting 21 patents directed to a broad range of
complex wireless and computing technologies. The *510 Patent is among those 21
asserted patents. EX1158, 2-4.2 Samsung, by contrast, is a technology leader that
has invested billions of dollars in new and ongoing economic activity in the United
States—i.e., activity that Headwater seeks to disrupt through its aggressive litigation
campaign. See §11.C.6; EX1155, -1156, -1157.

Numerous factors weigh in favor of an adjudication on the merits. Not only
is the PTAB well-equipped to address the complex and diverse technologies at issue

in the parties’ dispute, but the PTAB has already proven to be essential in helping

2 This case and patent count does not include Headwater Research LLC v. Sam-
sung Electronics Co., Ltd. et al., 2-22-cv-00467 (included in EX1076), which was

dismissed shortly after filing.
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the parties narrow their dispute and conserve resources. See infra, §11. For example,
after the PTAB instituted IPRs on 6 of 9 patents asserted in Headwater’s first litiga-
tion, Headwater dropped from that litigation each of the patents that were subject of
the instituted IPRs. The parties also later settled the instituted IPRs thereby conserv-
ing Board resources, and the first litigation went to trial on only 1 of the 9 originally
asserted patents. Similarly, in Headwater’s second litigation, the PTAB instituted
Samsung’s petitions on 2 of the 3 asserted patents. The parties settled one of the
instituted IPRs and Headwater dropped the patent corresponding to the settled IPR
from the litigation. In Headwater’s third lawsuit, the PTAB instituted Samsung’s
petitions on all 4 asserted patents, but the parties again reached a resolution in which
they have already settled one of the instituted IPRs and Headwater dropped the cor-
responding patent from the litigation. All told, PTAB institution decisions on the
merits have already contributed to resolution and settlement of the parties’ disputes
over more than half a dozen patents. This history demonstrates that the PTAB is
working in this complex, multi-patent litigation and institution decisions on the mer-
its are likely to help narrow issues in the co-pending litigation, ultimately conserving
resources of the parties, the judiciary, and the Board.

Moreover, Samsung diligently prepared and filed petitions requesting IPR of
all claims of the 510 Patent months ahead of the statutory deadline. Headwater

argues that the District Court in the Eastern District of Texas—where the litigation



Proceeding No. IPR2025-00483
Attorney Docket No: 39843-01831P1

involving the ’510 Patent is pending (“the Texas litigation”)—is best suited to re-
solve patentability of the claims of the *510 Patent. Headwater’s brief, however,
ignores the District Court’s Order, which confirms that the District Court will not
address the patentability of a vast majority of claims of the 510 Patent. See EX2002,
5 (“no more than 5 claims”). Upon Headwater’s final election of at most five claims
for assertion from the 510 Patent, at least fourty-three (43) claims will be left
unaddressed by the District Court—i.e., approximately 90% of the 510 Patent’s
claims. Samsung’s two petitions on the *510 patent, including the petition in this
proceding and in IPR2025-0484, collectively challenge all fourty-eight (48) claims
of the ’°510 Patent. The interests of efficiency and promoting a strong patent system
are best served by maintaining Samsung’s challenges at the PTAB so that the
patentability of all claims of the 510 Patent can be properly addressed. This is
particularly important given that Headwater retains the ability to threaten Samsung
with suit based on the remaining 43 claims in later district court actions, but Samsung
would be statutorialy barred under 35 U.S.C. § 315(b) from filing any further IPRs
on the ’510 Patent.

The merits of the Petition are also strong and well-supported by competent
expert testimony and contemporaneous third-party evidence, including dozens of
patents and printed publications that corroborate the obviousness of the claimed sub-

ject matter. Tellingly, Headwater identified no substantive deficiency in the merits
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of the Petition’s prior art challenges at all. This is unsurprising in light of plentiful
evidence cited in the Petition that well establishes how the claims are directed to
conventional features well-known in the field of art long before the *510 Patent. Not
only Samsung, but the public broadly, share an interest in ensuring that all claims of
the *510 Patent receive proper scrutiny from the PTAB—particularly as Headwater
continues to mount an aggressive litigation campaign against multiple defendants
through dozens of lawsuits in the last 2-3 years alone.

Finally, to extinguish any concerns of potential overlap between this IPR and
the co-pending Texas litigation, Samsung has submitted a strong stipulation that is
far more sweeping than a Sotera stipulation and that further estops Samsung (in the
event institution is granted) from relying on combinations of the prior art asserted in
this proceeding with unpublished system prior art (or any other type of prior art).
EX1104; see Motorola Solutions, Inc. v. Stellar, LLC, IPR2024-01205, IPR2024-
01206, IPR2024-01207 & IPR2024-01208, Paper 19 (PTAB Mar. 28, 2025)).

Thus, under the facts of this case and given the present record, Samsung re-
spectfully requests that the Director decline Headwater’s request to discretionarily
deny institution of this IPR and refer Samsung’s Petition for a determination on the

merits.
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II. THE PETITION SHOULD NOT BE DENIED ON DISCRETIONARY
GROUNDS

Headwater seeks to shield the 510 Patent from an adjudication on the merits
by requesting discretionary denial of this IPR proceeding. Headwater purports that
an assessment of the Fintiv factors and three additional considerations recited in Di-
rector Stewart’s Memorandum of March 26, 2025 counsels in favor of discretionary
denial.> EX1160; Discretion Briefing (DB), 6-26. Contrary to Headwater’s conten-
tions, however, and as explained below, a holistic evaluation of the Fintiv factors
and the additional considerations in the Stewart Memorandum confirm that discre-
tionary denial of the Petition is not warranted.

A.  The Complexity and Diverse Technology of the Asserted Patents
Favors Institution

3 Headwater does not address any considerations or argue for discretionary denial
under General Plastic, Advanced Bionics, or parallel Petition guidelines. See gen-
erally DB. Samsung in turn does not address such considerations in this paper but
reserves the right to do so if Headwater later raises such issues. Samsung notes that
it has described the basis for two petitions addressing all 48 of Headwater’s origi-
nally asserted claims in its ranking paper that was submitted with the Petition. See
also Paper 3 (Petitioner’s Notice Ranking Petitions in [IPR2025-00483 and IPR2025-

00484).
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Headwater’s assertion of a “large number and vast scope of [] patents” di-
rected toward “a diverse range of subject matter” in the parallel district court pro-
ceeding is the precise situation for which “the Board is better suited to review” issues
of validity, just as was the case in Tesla, Inc. v. Intellectual Ventures Il LLC
[PR2025-00217, Paper 9 at 2-3 (Jun. 13, 2025). The *510 Patent challenged in this
proceeding is but one of 21 patents that Headwater has asserted against Samsung
across five litigations in the last 2.5 years alone. EX1158. Against this barrage of
lawsuits, Samsung has asked the Office to apply much-needed scrutiny to Headwa-
ter’s patents and has filed a total of 26 IPR petitions on the same. While the pro-
ceedings inspired by some of these petitions have since terminated, 11 petitions re-
main pending, of which 5 are already instituted and 6 await decisions on discretion
or institution.* Samsung’s pending petitions alone seek review of 10 different pa-
tents and span a broad range of technologies and claim scope in the general areas of

computing devices and wireless networks, including:

4 Samsung’s petitions in IPR2025-00426 IPR2024-00341, IPR2024-01337,
[PR2024-01396, [PR2024-01407 are currently instituted. Additional petitions in
IPR2025-00481, IPR2025-00482, IPR2025-00483, IPR2025-00484, IPR2025-

00932, and IPR2025-00963 are pending decisions on discretion or institution.
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e “[A] services policy communication system and method. In some em-
bodiments, a communications device stores a set of device credentials for
activating the communications device for a service on a network; and sends
an access request to the network, the access request including the set of de-
vice credentials.” (U.S. Patent No. 11,096,055, Abstract)

o “[IImplementing a service profile executed at least in part in a secure
execution environment of a processor of a communications device for assist-
ing control of the communications device use of a service on a wireless net-
work, in which the service profile includes a plurality of service policy set-
tings, and wherein the service profile is associated with a service plan that
provides for access to the service on the wireless network.” (U.S. Patent No.
11,405,429, Abstract)

e “Devices, systems, and non-transitory computer-readable storage me-
dia for updating wireless device credentials][.] ...[O]btain an indication of a
user request to replace a particular credential with a target credential, detect
a network-provisioning state change, determine that the particular credential
does not match the target credential, initiate a programming session with a
network element over a wireless access network, obtain an updated creden-
tial from the network element, and assist in storing the updated credential in

memory.” (U.S. Patent No. 9,609,510, Abstract)
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e “Enterprise and consumer billing allocation for wireless communica-
tion device service usage activities is provided. In some embodiments, enter-
prise and consumer billing allocation for wireless communication device ser-
vice usage activities includes monitoring a service usage activity of a wire-
less communication device, and determining an enterprise and consumer
billing allocation for the monitored service usage activity.” (U.S. Patent No.
10,080,250, Abstract)

o “A wireless end-user device has a wireless wide-area network
(WWAN) modem and multiple execution environments. Applications exe-
cute in an application execution partition. A kernel execution partition exe-
cutes processes for classifying, by application, traffic passing between the
WWAN modem and the applications, measuring per-application traffic, and
applying per-application traffic policies to the traffic.” (U.S. Patent No.
10,028,144, Abstract)

e “[A] service control device link agent receives an encrypted agent
message from the service control server link element over the secure service
control link, uses an encryption key to obtain a decrypted agent message

comprising a particular agent identifier and message content for delivery to
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the particular device agent, and, based on the particular agent identifier, de-
livers the message content to the particular device agent over the agent com-
munication bus.” (U.S. Patent No. 8,406,733, Abstract)

e “[A] communications device implements a service policy for assisting
billing for the communications device use of a service on a network; and
monitors use of the service based on the service policy, in which a local ser-
vice usage is synchronized with a network based service usage.” (U.S. Pa-
tent No. 8,588,110, Abstract)

e “A wireless end-user device has a wireless modem, a network stack
configurable to receive and transmit data via the modem and a wireless net-
work, and two Application Programming Interfaces (APIs) available to de-
vice applications. The first API allows applications to open and use data
flows via the network stack. The second API allows applications to make
data transfer requests for media objects associated with network resource
identifiers.” (U.S. Patent No. 9,647,918, Abstract)

o “A wireless end-user device has wireless wide-area network
(WWAN) and wireless local-area network (WLAN) modems. One or more
processors apply a WWAN-specific differential traffic control policy to In-
ternet data service provided using the WWAN modem.” (U.S. Patent No.

9,179,359, Abstract)
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As illustrated by the examples above, even just the subset of Headwater’s as-
serted patents that are the subject of pending IPRs cover a broad array of complex
subject matter including wireless link quality estimation, mobile device credential
provisioning, secure execution and processing environments, enterprise and con-
sumer billing allocation, wireless modem architectures, traffic monitoring and meas-
urement, encryption methodologies, application programming interfaces (APIs), and
traffic control policies. Such diverse and complex technology strongly favors insti-
tution. Tesla, IPR2025-00217, Paper 9 at 2-3. As was the case in Tesla, “the Board
is better suited to review a large number of patents involving diverse subject matter.”
Id. Moreover, Samsung’s IPR challenges on 4 other patents in Headwater’s multi-
patent litigation have already been instituted and remain pending. See IPR2025-
00426, IPR2024-00341, IPR2024-01337, IPR2024-01396, IPR2024-01407. Inter-
ests of efficiency, justice, and the promotion of a strong patent system favor contin-
ued PTAB review of Headwater’s patents, including referring the present Petition
for adjudication on the merits.

As noted above, the PTAB has also proven to be essential in helping the par-
ties narrow their dispute and conserve resources. For example, after the PTAB in-
stituted IPRs on 6 of 9 patents asserted in Headwater’s first litigation, Headwater
dropped from that litigation each of the patents that were subject of the instituted

IPRs. EX1168; IPR2023-1157, -1226, -1250, -1336, -1337, -1360. The parties

10
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also later settled the instituted IPRs thereby conserving Board resources and the
first litigation went to trial on only 1 of the 9 originally asserted patents. Similarly,
in Headwater’s second litigation, the PTAB instituted Samsung’s petitions on 2 of
the 3 asserted patents. EX1172; IPR2024-00010, -00341. The parties settled one
of the instituted IPRs and Headwater dropped the patent corresponding to the set-
tled IPR from the litigation. In Headwater’s third lawsuit, the PTAB instituted
Samsung’ petitions on all 4 asserted patents, but the parties again reached a resolu-
tion in which they have already settled one of the instituted [PRs and Headwater
dropped the corresponding patent from the litigation. EX1173; IPR2024-01051, -
01337, -01407, -01396. All told, PTAB institution decisions on the merits have al-
ready contributed to resolution and settlement of the parties’ disputes over more
than half a dozen patents. This history demonstrates that the PTAB is working in
this complex, multi-patent litigation and institution decisions on the merits are
likely to help narrow issues in the co-pending litigation, ultimately conserving re-
sources of the parties, the judiciary, and the Board.

B. Discretionary Denial is Not Warranted Under Fintiv

Headwater urges discretionary denial based on incomplete facts about the co-

pending District Court litigation and a misguided application of the Fintiv factors.

11
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As explained below, a majority of the Fintiv factors weigh strongly against discre-
tionary denial. See Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 5-6 (PTAB
Mar. 20, 2020) (precedential) (“Fintiv I”’).

1. Factor 1: No Stay Has Been Requested

Fintiv Factor 1 looks to “whether the court granted a stay or evidence exists
that one may be granted if a proceeding is instituted.” This factor is neutral given
that no litigation stay has been requested and no evidence clearly establishes how
the district court would resolve such a request even if a stay were requested upon
institution.

As a starting point, neither party has requested a stay of the litigation. Head-
water does not dispute this fact. See DB, 7-13. Still, attempting to tilt this factor in
its favor, Headwater starts by citing various cases from the Eastern District of Texas
where a motion to stay was filed in the co-pending litigation prior to institution in
the IPR and the motion was denied. However, the critical inquiry under this factor
is whether “evidence exists” that a stay will be “granted if a proceeding is insti-
tuted.” See Luminati Networks Ltd. v. Teso LT, UAB, No. 2:19-CV-00395-JRG,
2020 WL 6803255, at *1 (E.D. Tex. Oct. 30, 2020); Trover Grp., Inc. v. Dedicated
Micros USA, No. 2:13-CV1047-WCB, 2015 WL 1069179, at *6 (E.D. Tex. Mar. 11,
2015) (Bryson, J.); Viavi Sols. Inc. v. Zhejiang Crystal-Optech Co., No. 2:21-CV-

00378-JR@G, 2022 WL 16856099, at *5 (E.D. Tex. Nov. 10, 2022).
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Headwater cites no case that precludes the possibility of a stay being granted
in the Eastern District of Texas after institution. On the contrary, Headwater
acknowledges, as it must, that EDTX does not automatically deny stays after insti-
tution, although Headwater still paints a misleading picture that the outcome of any
stay requested after institution here would almost certainly be denied. Indeed, Head-
water omits the fact that Judge Gilstrap and Magistrate Judge Payne have granted
post-institution motions for stay where the defendant/petitioner has made a strong
stipulation to be bound by IPR estoppel—exactly as Samsung has done here with a
stipulation (EX1104) that is far broader than even the IPR estoppel provisions. See
e.g., EX1164; EX1165. Magistrate Judge Payne has also explained that stays in
patent cases do not unduly prejudice plaintiffs that do not produce a product (e.g.,
litigation entities like Headwater) because a “mere delay in collecting ... damages
does not constitute undue prejudice.” EX1165 (citing Uniloc USA, Inc. v. Acronis,
Inc., No. 615-cv-1001-RWS-KNM, 2017 WL 2899690, at *2 (E.D. Tex. Feb. 9,
2017)). Headwater’s own data likewise shows an increase in the number of stays
granted in the district over the last three years with at least twenty percent of cases

stayed last year alone.> DB, 9; EX2001.

> The Docket Navigator statistics presented in Headwater’s EX-2001 are also mis-

leading insofar as they do not distinguish between stays requested before and after
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Despite its denials, Headwater’s brief ultimately wades into impermissible
speculation on how “likely” it is for the District Court to grant a stay of the co-
pending litigation. DB, 4-6. But motions to stay invoke fact- and case-specific con-
siderations, and it would be highly prejudicial to Samsung for adverse inferences to
be drawn from rulings on stay motions being denied in different and unrelated cases.
Indeed, for these reasons, the Board has repeatedly refused to “attempt to predict”
how a District Court will rule on such stay motions. See, e.g., Hulu, LLC v. SITO
Mobile R&D IP, LLC, IPR2021-00298, Paper 11 at 10-11 (May 19, 2021) (because
“neither party has produced evidence that a stay has been requested[,]” “[w]e decline
to infer, based on actions taken in a different case with different facts, how the Dis-
trict Court would rule should a stay be requested by the parties in the parallel case
here.”) (partially quoting Fintiv); Sand Revolution I, LLC v. Continental Intermodal

Group-Trucking LLC, IPR2019-01393, Paper 24 at 7 (June 16, 2020) (informative).

IPR institution, or even provide any indication that these stays were with respect to
a co-pending IPR. Among decisions made in EDTX last year on motions to stay
that were brought after institution, an even higher 28 percentage of these motions
were granted (i.e., 7 of 25 cases). EX-1167. To date in 2025, EDTX has granted

37 percent of post-institution motions to stay (i.e., 6 of 16 cases). Id.
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2. Factor 2: The Court’s Trial Date is Speculative and the Trial
will Not Address Patentability of a Majority of Claims Chal-
lenged in Samsung’s Diligently Filed Petition

Fintiv Factor 2 looks to “proximity of the court’s trial date to the Board’s
projected statutory deadline for a final written decision” as part of a holistic evalua-
tion of fairness and efficiency, which includes considering which forum will assess
the patentability of the challenged claims. See Fintiv I, at 5-6; see also Apple Inc. v.
Fintiv, Inc., IPR2020-00019, Paper 15 at 7-17 (PTAB May 13, 2020) (informative)
(“Fintiv II”) (explaining that, in evaluating the Fintiv factors, the Board “takes a
holistic view of whether efficiency and integrity of the system are best served by
denying or instituting review”); [llumina, Inc. v. Natera, Inc.,IPR2019-01201, Paper
19 at 6 (PTAB Dec. 18, 2019) (“We have considered the positions of the parties and
find that, on this record, considerations of efficiency, fairness, and the merits of the
grounds in the Petition do not weigh in favor of denying the Petition.”). This factor
weighs against discretionary denial or at worst, is neutral.

As a starting point, trial dates routinely change, as Headwater concedes. DB,
6. Further, such trial date changes are common in the Eastern District of Texas.
Indeed, in two prior Headwater suits filed against Samsung, the actual trial occurred
3-5 months after the originally-scheduled trial date. EX1150; EX1151; EX1152;
EX1153. The Office has likewise recognized that “scheduled trial dates are unreli-

able and often change.” EX1101, 8. Thus, while the District Court trial is currently
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scheduled (February 9, 2026) to occur before the Board’s expected deadline (Octo-
ber 16, 2026) to issue a Final Written Decision, that time difference is likely to be
reduced significantly if history is a guide. Moreover, the median time-to-trial for
civil cases in EDTX has increased to 25.9 months according to current statistics,
which would project trial to begin in June 2026—months after the currently sched-
uled date. EX1174, 35.

To be sure, the prospect of the currently scheduled trial date being delayed is
significant given that Judge Gilstrap currently has fifteen trials simultaneously
scheduled to start jury selection on February 9, 2026, only one of which is the Head-
water litigation. EX1162, 2-8; EX1165. Twelve of the fifteen cases involve com-
plex patent disputes. /d. By advocating for discretionary denial based on the sched-
uled jury selection date, Headwater assumes without basis that Judge Gilstrap will
prioritize Headwater’s litigation over the fourteen other cases scheduled to begin
jury selection on the same day. Even if no one of the fifteen cases were favored over
the others, the likelihood that Headwater’s litigation would be the one selected to
start jury selection on February 9, 2026 is small—less than 7% (i.e., 1/15).

Headwater also fails to acknowledge the significant amount of time required
to reach a final judgment ripe for any appeal—after the resolution of post-trial mo-
tions. A recent analysis of cases before Judge Gilstrap shows that post-trial motions

are not resolved on average for 6.9 months after a jury trial. EX1163, 2. Even if
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jury selection for trial in the Headwater litigation did begin on February 9, 2026, the
“final resolution” (if it occurs at all) would likely not occur until sometime after
September 2026. In the more likely event that trial in EDTX is delayed such that
jury selection does not begin until well after February 9, 2026, the final resolution
of the EDTX proceeding likely will not occur until after the Board’s Final Written
Decision that is expected to issue by October 16, 2026.°

Contrary to Headwater’s assertion, Samsung was diligent in filing petitions in
this and a related proceeding (IPR20245-00484) that collectively challenge all 48
claims of the ’510 patent about two months before the statutory deadline—despite
the fact that Samsung was simultaneously managing multiple district court cases and

at least ten other IPRs on various patents asserted by Headwater. See IPR2025-

6 Note that the Petition was filed on February 10, 2025, although the Board’s No-
tice According a Filing Date (NAFD) to the Petition was not received for more
than two months until April 16, 2025. See Paper 4. This is markedly longer than
the average time between Petition filing and issuance of the NAFD, although the
parties have no control over when the NAFD issues. It stands to reason that, had
the NAFD issued a month or more earlier, the Board’s FWD in this IPR would is-
sue with corresponding more time before post-trial motions are likely to be re-

solved in the EDTX proceeding.
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00963, -00962, -00484, -00481, -00482, -00426, -01396, -01407, -01337, 00341.
Headwater also argues, incorrectly, that an earlier District Court trial date
(even assuming arguendo that date does not change) means “the question of
patentability of [sic] will already be resolved by the District Court” prior to the Final
Written Decision. DB, 14. Not true. The District Court will never resolve the
patentability of a vast majority of the claims of the 510 Patent in the current EDTX
litigation. Indeed, as Headwater is aware, the District Court has required Headwater
to limit its election of asserted claims to just five claims per patent. In other words,
while Headwater initially asserted all 48 claims of the *510 Patent against Samsung,
the District Court’s trial will at most address the validity of only the selected five or

fewer claims.

Secondary Election of Asserted Claims

July 15, 2025 N/A Plamtiff shall serve a Secondary Election of
Asserted Claims, identifying no more than 5
claims per asserted patent.

EX2002, 5. What’s more, the above-referenced order does not foreclose Headwater
from asserting the other claims in a future litigation against Samsung (at which time,
Samsung will no longer have the ability to file an IPR). Thus, efficiency and fairness
dictate a resolution of the patentability as to all claims, which is only possible at the
PTAB through consideration of Samsung’s petitions.

In summary, Fintiv factor 2 weighs against discretionary denial because the
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District Court’s trial date is speculative and because the District Court will not
address the patentability of ~90% of the 510 Patent’s claims, which Samsung
challenged in the Petitions that it diligently filed nearly two months ahead of the
one-year statutory deadline.

3. Factor 3: Limited Resources Would Have Been Expended by
the Time of the Decision on Institution

Fintiv factor 3—which considers the “amount and type of work already com-
pleted in the parallel litigation by the court and the parties at the time of the institu-
tion decision”—also favors institution.

As of the Petition’s filing, the parties had only exchanged infringement and
invalidity contentions. See EX1102; EX2002. As of the filing of this paper, while
claim construction briefing has progressed, the case has not otherwise advanced
much since the filing of the Petition, e.g., no depositions have been scheduled or
have occurred. Moreover, Headwater’s assertions of the “significant resources” that
would be invested in the District Court as of the Decision on Institution are mislead-
ing. See DB, 14-16. For example, while claim construction briefing will have com-
pleted and the claim construction hearing will have occurred before the decision on

institution (expected around mid-to-late August)’, expert discovery and dispositive

7 As noted above, the Petition was filed on February 10, 2025, although the Board’s
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motion briefing will not yet have concluded. See EX1011, 3; EX2002, 3. Moreover,
Headwater has recently requested an extension of deadlines in the litigation, thus
leaving the actual dates that these deadlines will fall uncertain at best and likely to
be delayed further. EX1170.

By the time a Decision on Institution is entered in this proceeding, far more

Notice According a Filing Date (NAFD) to the Petition was not received for more
than two months until April 16, 2025. See Paper 4. This is markedly longer than
the average time between Petition filing and issuance of the NAFD, although the
parties have no control over when the NAFD issues. Had the NAFD issued earlier,
the institution decision would be expected around the same time as the claim con-
struction hearing in the EDTX proceeding, before most depositions would have oc-
curred during fact discovery, and before any expert reports would have been due in
the litigation. The Court’s Order does not specify when the claim construction order
will be issued. See EX1166; EX2002. By contrast, Samsung’s Petition on a separate
Headwater patent asserted in the same EDTX litigation was filed only two weeks
before the present Petition, but was accorded a filing date seven weeks before the
NAFD issued in this proceeding. See IPR2025-00482, Paper 6. Samsung should
not be held accountable for additional investment in the litigation resulting from the

unusually long pendency of this Petition before the NAFD issued.
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investment will remain in the litigation. This further counsels against discretionary
denial, or at worst, renders Factor 3 neutral.

4. Factor 4: No Overlap Between This IPR and the District Court
Proceeding

Fintiv factor 4—which considers overlap between issues raised in the Petition
and in the parallel proceeding—strongly favors institution. As described above, the
grounds raised in this and Samsung’s co-pending petition in [IPR2025-00484 collec-
tively address all 48 claims of the *510 patent—a substantial majority of which will
not be adjudicated in the co-pending litigation (i.e., at least 43 claims will not be
adjudicated after Headwater makes its final election of at most five asserted claims
from the *510 patent). Samsung’s broad stipulation—even more sweeping than So-
tera—further eliminates any potential overlap between the proceedings relating to
the minority subset of claims that Headwater may assert at trial. See EX1104.

In more detail, Headwater’s contention that complete overlap exists between
the claims asserted in District Court and the claims challenged in Samsung’s peti-
tions is false. See DB, 17. As explained above, while Headwater’s initial infringe-
ment contentions asserted all 48 claims of the 510 Patent, the District Court has
ordered Headwater to make a final election of no more than five asserted claims per
patent. EX1011; EX2002, 5 (“no more than 5 claims”).

Thus, the extent of any perceived overlap is limited to at most five of the 48

claims in the 510 Patent—not all claims, as Headwater implies. In other words, at
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least 43 of the patent’s claims will go unaddressed in the District Court, particularly
as the case advances through discovery and to trial. Therefore, Headwater’s state-
ment—*“if the Board were to grant institution in this proceeding, it would be consid-
ering the same claims of the ’510 Patent whose validity would have been previously
tried before the District Court”—is untrue insofar as it fails to acknowledge that
~90% of the claims challenged in Samsung’s IPRs on the ’510 Patent ultimately
will not be adjudicated in District Court. DB, 22 (emphasis added).

Additionally, to eliminate any possible perception of overlap between the
PTAB and District Court, Samsung filed a stipulation (EX1104) providing that, if
the PTAB institutes review, Samsung will not pursue in District Court litigation:

e the specific grounds asserted in inter partes review in IPR2025-00483
and IPR2025-00484, or any other ground that could have been reason-
ably raised in these proceeding (i.e., any ground that could have been
raised under §§102 or 103 on the basis of prior art patents or printed
publications) (see Sotera Wireless, Inc. v. Masimo Corporation,
IPR2020-01019, Paper 12 (PTAB Dec. 1, 2020)); and

e combinations of the prior art asserted in whichever proceeding(s) are
instituted with unpublished system prior art (or any other type of prior
art) (see Motorola Solutions, Inc. v. Stellar, LLC, TPR2024-01205,

IPR2024-01206, [PR2024-01207 & 1PR2024-01208, Paper 19 (PTAB
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Mar. 28, 2025)).

Headwater’s attempt to dismiss Samsung’s stipulation as a mere “Sotera-
type” stipulation that “is no longer sufficient to determine that Fintiv Factor 4 weighs
in favor of institution” misrepresents the scope of Samsung’s stipulation. DB, 19-
20. Samsung’s stipulation here is far more sweeping than a traditional Sofera stip-
ulation and goes further to allay the concerns raised in the Director’s Motorola de-
cision (see id.) by additionally precluding Samsung’s reliance (upon institution) on
combinations of art asserted in the proceeding with unpublished system art or any
other type of prior art for that matter.®

To be clear, Samsung’s stipulation here is likewise more robust than the So-
tera stipulation addressed in Moforola. Samsung’s stipulation guarantees that, if
instituted, none of the prior art asserted in the Petition will be used in the District
Court proceeding—even in combination with unpublished system art. For example,

Samsung’s Petition relies on Salmela (EX1004) as the primary prior art reference to

8 Headwater also argues that Samsung’s stipulation permits a subsequent ex parte
reexamination on grounds that could have been raised in the Petition. DB, 12-13.
This argument is speculative and also incorrect because, if an IPR is instituted here
and proceeds to a Final Written Decision, Samsung would be estopped from using

the grounds used in the Petition in a subsequently-filed ex parte reexamination.
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address a majority of limitations in independent claims 1 and 47 of the *510 Patent.
If the Petition is instituted, Samsung has agreed through its stipulation to forego
reliance on Salmela in the EDTX litigation altogether, whether on its own, in com-
bination with other patents or printed publications that could have been reasonably
raised in IPR, or even in combination with unpublished system art that could not
have been raised in IPR in the first instance. Samsung’s stipulation provides the
same guarantees for each of the prior art references applied in both this proceeding
and related IPR2024-00584. Samsung’s stipulation thus addresses the specific con-
cern expressed in Motorola that “Petitioner’s invalidity arguments in the district
court ... include combinations of the prior art asserted in these proceedings with
unpublished system art.” Motorola, 4.

Headwater’s brief also glosses over a significant fact, namely that Samsung
has never included Rishy-Maharaj (EX1005) in its invalidity contentions in Dis-
trict Court. See EX2004. Yet, Samsung relies on Rishy-Maharaj in all grounds and
against all claims of the *510 Patent in both this proceeding and related IPR2025-
00484. Pet., 1-2. There is accordingly no possibility of Samsung raising the same
set of prior art or the same grounds in District Court as those raised in the IPR peti-
tions, whether the IPR petitions are instituted or not. Accordingly, even from the
earliest stages of the litigation and the IPRs, Samsung has pursued alternative and

non-overlapping invalidity grounds in each forum. Headwater’s citation to the SAP
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America case is thus inapt because, unlike the situation in SAP America, it is not true
that the same “work that would be done [in the IPR] will also be required in the
litigation regardless of whether we institute review.” SAP America, Inc. v. Cyandia,
Inc., IPR2024-01496, ID at 6; DB, 20.

Finally, Headwater’s argument that the Director should exercise discretion to
deny institution because “Petitioner’s stipulation still permits subsequent ex parte
reexamination petitions on grounds that could have been raised in the Petition” has
no merit. DB, 21. As an initial matter, Factor 4 concerns overlap between the IPR
and a parallel proceeding, but no parallel ex parte reexamination exists in this case.
This is because Samsung has never filed a request for ex parte reexamination on the
’510 Patent. Headwater’s objection is thus speculative at best. Headwater’s con-
cerns are also drastically overplayed because if IPR is instituted and proceeds to a
Final Written Decision, Samsung would be estopped from using the Petition
grounds, or any other grounds that could have been reasonably raised in an IPR, in
an ex parte reexamination. 35 U.S.C. § 315(e)(1). Moreover, the Office already

enforces various other policies to protect patent owners against abusive reexamina-

? Samsung’s stipulation in this IPR is also stronger than the Sotera stipulation that

the Board found deficient in SAP America.
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tion filings. For example, if another proceeding is filed at the Office during pen-
dency of an IPR, the Director (or the Board by delegation) “determine[s] the manner
in which the [IPR] or other proceeding or matter may proceed, including providing
for stay, transfer, consolidation, or termination of any such matter or proceeding.”
35 U.S.C. § 315(d). The Office has also dismissed ex parte reexamination requests
that were deemed abusive or that were otherwise based on substantially the same
prior art or arguments previously presented to the Office under § 325(d). See 35
U.S.C. § 325(d); In re Vivint, Inc., 14 F.4th 1342 (Fed. Cir. 2021).

In sum, there will be virtually no overlap between this proceeding and the
parallel District Court litigation if IPR is instituted. The District Court will not ad-
dress at least 43 of the 48 claims challenged in Samsung’s petitions, Samsung’s pe-
titions are based on prior art combinations that have never even been raised in Dis-
trict Court (e.g., combinations based on Rishy-Maharaj), and Samsung’s stipulation
is even more expansive than Sotera thus ensuring that the Office’s goals of “effi-
ciency and integrity” will be achieved by “not duplicating efforts” and “resolving
materially different patentability issues.” Apple, Inc. v. SEVEN Networks, LLC,
IPR2020-00156, Paper 10, 19 (June 15, 2020); Sand Revolution II, LLC v. Conti-
nental Intermodal Group-Trucking LLC, IPR2019-01393, Paper 24, 12 (June 16,
2020); Google LLCv. Flypsi, Inc., IPR2023-00360, Paper 9, 36-39 (August 2,2023).

Therefore, Fintiv factor 4 strongly favors institution.
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5. Factor 5: The Same Parties are in the Co-Pending Litigation

Fintiv Factor 5—The parties are in this IPR are also parties in the co-pending
Texas litigation.

6. Factor 6: Headwater’s Identified “Other Circumstances” Lack
Merit and Do Not Weigh in Favor of Discretionary Denial

As explained below, Headwater’s arguments regarding “other circumstances
that impact the Board’s exercise of discretion” lack merit and do not counsel in favor
of discretionary denial.

First, Headwater asserts that “Petitioner waited nearly an entire year to file its
Petition, all but ensuring that the validity of the *510 patent claims would be decided
in the District Court litigation months prior to any Final Written Decision in these
proceedings.” DB, 23 This assertion fails for at least two reasons: (i) the Petition
was filed nearly two months ahead of the one-year statutory deadline, not “nearly an
entire year,” as Headwater contends, and (i1) as described above, the District Court
will not consider the patentability of at least 43 of the 48 claims (i.e., ~90% of the
claims) challenged in Samsung’s petitions on the *510 Patent.

Second, Headwater makes a baseless assertion that “the Petition fails to pre-
sent any compelling merits of unpatentability.” DB, 23. Tellingly, however, Head-
water was unable to identify, let alone allege, even a single deficiency in the Peti-

tion’s analysis of the prior art grounds or their relevance to the ’510 Patent claims.
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Headwater’s argument is entirely superficial and based on: (i) a meaningless obser-
vation that the Petition does not present any anticipation grounds; and (ii) a specu-
lative promise to highlight specific deficiencies “in its POPR merit-based briefing.”
See DB, 23-24. Neither reason supports discretionary denial. Headwater’s first as-
sertion ignores that obviousness has long been recognized as a basis for unpatenta-
bility and was expressly identified by Congress as a statutory basis for IPRs. See
Graham v. John Deere Co. of Kan. City, 383 U.S. 1, 3-4 (1966) (obviousness “was
intended to codify judicial precedents embracing the principle long ago announced
by this Court in Hotchkiss v. Greenwood, 52 U.S. 248 (1850)”); 35 U.S.C. §311(b).
The Board has consistently instituted IPRs on obviousness grounds, and Headwater
has failed to identify a single instance in which the Board found that reliance on
obviousness alone undermined the merits of a Petition. Headwater also cannot seri-
ously urge discretionary denial based on merits considerations when Headwater ei-
ther could not or would not identify any substantive deficiency in the Petition at all.

Third, Headwater asserts that “‘additional conditions’ weigh in favor of dis-
cretionary denial, including the Petition’s over-reliance on expert testimony to gap-
fill holes in the prior art, as well as the length of time the challenged claims have
been in effect.” DB, 23-24. This argument also lacks merit. The cited expert testi-
mony is not used to “gap-fill holes in the prior art,” and tellingly, Headwater did not

identify even a single example of alleged gap filling. See generally DB.
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Headwater also makes much of the fact that the exhibit containing Dr. Tray-
nor’s expert declaration is 216 pages in length. But Headwater fails to acknowledge
that this page count includes 48 pages of an appendix for Dr. Traynor’s curriculum
vitae (CV) and at least 15 pages of preliminary testimony (e.g., an introduction, an
overview of Dr. Traynor’s background/qualifications, list of materials considered,
and applied legal standards). Further, Dr. Traynor submitted just a single, combined
declaration that addresses issues for both this proceeding and related IPR2024-
00484, thereby addressing all 48 claims of the 510 Patent in one document. Head-
water conveniently ignores this context. Petitioner addresses the expert declaration
in further detail below in Section I1.C.

In summary, a holistic evaluation of the Fintiv factors strongly counsel against
discretionary denial at least because this PTAB proceeding will allow a just and ef-
ficient resolution of the patentability of all claims of the *510 Patent (unlike the Dis-
trict Court litigation), while significantly ameliorating overlapping or duplicative
functions being performed in the co-pending litigation.

C. Additional Considerations in the Stewart Memorandum Also
Counsel Against Discretionary Denial

The Stewart Memorandum dated March 26, 2025, titled “Interim Process for

PTAB Workload Management,” identified additional considerations that may be
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evaluated when addressing discretionary issues. EX1160. These considerations in-

clude:

[

. Whether the PTAB or another forum has already adjudicated the valid-
ity or patentability of the challenged patent claims;
2. Whether there have been changes in the law or new judicial precedent
issued since issuance of the claims that may affect patentability;
3. The strength of the unpatentability challenge;
4. The extent of the Petition's reliance on expert testimony;
5. Settled expectations of the parties, such as the length of time the claims
have been in force;
6. Compelling economic, public health, or national security interests; and
7. Any other considerations bearing on the Director's discretion.
Headwater’s briefing only addresses considerations numbered 2 — 5 above.
See DB, 24-26. As explained below, however, a proper consideration of these con-
siderations confirms that discretionary denial is not warranted, and that conclusion
is only reinforced by the other considerations recited in the Stewart Memorandum
that Headwater omitted from its analysis.

1. Whether the PTAB or another forum has already adjudicated
the validity or patentability of the challenged patent claims

No other forum has already adjudicated the validity of the challenged claims.

And, as explained in §11.B supra, the District Court will not address the validity of
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a vast majority of the 510 Patent’s claims and will not consider overlapping prior
art if institution is granted, leaving the PTAB as the only forum to resolve these
issues.

2. Whether there have been changes in the law or new judicial

precedent issued since issuance of the claims that may affect
patentability

As explained in the Petition and as further confirmed by this brief, the strong
merits of the Petition demonstrate that the 510 Patent’s claims are unpatentable in
view of the prior art and grounds—which grounds were not previously before the
Patent Office during the examination. There has been no change in law or judicial
precedent, particularly as it relates to obviousness under Section 103, that would
alter a determination of unpatentability of these claims. Headwater identifies noth-
ing to the contrary.

3. The strength of the unpatentability challenge

The Petition presents a straightforward, two-reference obviousness ground
that is especially strong on the merits. As noted above (supra, §I1.B (Factor 6)),
Headwater’s discretionary denial brief identifies no substantive deficiency in the
obviousness ground at all. Moreover, the *510 Patent received limited scrutiny
during original examination, having been allowed following the applicant’s response
to just a single prior art rejection—despite Headwater citing an overwhelming

1,500+ references to the Examiner. EX1001, Cover; Pet., 4; generally EX1002.

31



Proceeding No. IPR2025-00483
Attorney Docket No: 39843-01831P1

Rishy-Maharaj was not among the cited references, and indeed, there is no indication
in the file history that the Examiner ever considered Rishy-Maharaj or the Salmela-
Rishy-Maharaj combination that forms the basis of the Petition’s obviousness
challenge during original examination of the *510 Patent. See EX1159, 30-40, 47-
48 (explaining that post grant proceedings were designed to serve the goal of
improving patent quality by enabling efficient challenges to patents that should not
have been issued in the first instance).

4. The extent of the Petition’s reliance on expert testimony

The Petition is supported by the expert declaration of Dr. Patrick Traynor. See
EX1003. Dr. Traynor’s declaration includes testimony, which is not only guided by
years of education and experience, but is further corroborated by ample documentary
evidence including dozens of additional exhibits that confirm and amplify the posi-
tions and unpatentability arguments advanced in the Petition.

While identifying no instance where the expert declaration relied on bare tes-
timony to fill a gap in the art, Patent Owner nonetheless points to the fact that the
expert declaration exhibit (EX1003) is 216 pages long. DB, 25-26.!° As noted

above, however, Headwater fails to acknowledge that this page count includes 48

101n its page count, Headwater misleadingly includes Dr. Traynor’s experiences,

CV, POSITA definition, and understanding of legal standards.
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pages of an appendix for Dr. Traynor’s curriculum vitae (CV) and at least 15 pages
of preliminary testimony (e.g., an introduction, an overview of Dr. Traynor’s back-
ground/qualifications, list of materials considered, and applied legal standards). Fur-
ther, Dr. Traynor submitted just a single declaration for both this proceeding and
related IPR2024-00484 to address all 48 claims of the 510 Patent in one document.
Much of Dr. Traynor’s analysis in the declaration pertains exclusively to claims
challenged only in the -00484 proceeding and is therefore not relevant to the overall
page count.

As the PTAB further clarified in its “FAQs for Interim Processes for PTAB
Workload Management,” “[i]t is most helpful if an expert is providing focused tes-
timony, for example to provide helpful context or to explain terms of art.” EX1160,
6. Consistent with this guidance, Dr. Traynor’s expert declaration provides such
context and explanations. For example, Dr. Traynor provides corroborated testi-
mony describing the state of the art of user interfaces by the Critical Date of the *510
Patent (EX1003, 996 (citing corroborating exhibits EX1014, EX1015, EX1016));
corroborated testimony regarding the conventional use of memory in wireless de-
vices by the Critical Date of the *510 Patent (EX1003, 9102 (citing corroborating
exhibits EX1014, EX1015, EX1016)); corroborated testimony regarding the state of
the art related to the use of subscription credentials in wireless devices by the Critical

Date of the *510 Patent (EX1003, 4113 (citing corroborating exhibit EX1027)); and
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corroborated testimony regarding conventional components of cellular networks that
commonly implemented as of the Critical Date of the 510 Patent (EX1003, 9136
(citing corroborating exhibits EX1017, EX1018)). Additionally, Dr. Traynor’s pro-
vides detailed technical explanations supporting the Petition’s proposed obviousness
combinations and motivations to combine. EX1003, 9932-89. Dr. Traynor’s robust
testimony is confirmed and corroborated by more than two dozen third-party refer-
ences. See generally EX1003, q15; EX1004-EX1024, EX1026-EX1033.

In short, the Petition advances strong and meritorious grounds that are sup-
ported by Dr. Traynor’s focused and corroborated expert testimony. This factor fa-
vors institution.

5. Settled expectations of the parties, such as the length of time the
claims have been in force

Samsung’s settled expectations far outweigh Headwater’s in this case. The
’510 Patent issued approximately eight years ago but Headwater submitted no evi-
dence that the claimed technology was ever previously “commercialized, asserted,
marked, licensed, or otherwise applied in a petitioner’s particular technology space.”
Intel Corp. v. Proxense LLC, IPR2025-00327, Paper 12, pp. 2-3. This is unsurpris-
ing as Headwater is a patent assertion entity that does not produce any real products.
Indeed, the *510 Patent is but one of twenty-one different patents that Headwater has
asserted against Samsung across multiple litigations in recent years. This fact alone

counsels against discretionary denial. /d.
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Moreover, Headwater has only recently become litigious. Its first patent law-
suit was not brought until October 2022—years after the 510 Patent issued in 2017.
See EX1168; EX1169. It has since filed some 39 district court complaints against
defendants across the industry including not just Samsung but also Verizon Wireless,
T-Mobile, AT&T, Amazon, Google, Sprint, and Motorola. See EX1169. The par-
allel litigation at issue here is the first and currently only suit involving the *510
Patent. Samsung could not have been expected to challenge the 510 Patent even
earlier under these circumstances.

Further, Headwater provided no notice to Samsung about the 510 Patent be-
fore it launched its litigation action in the Eastern District of Texas in April 2024.
There was no reason to expect that Headwater would assert the *510 Patent at that
time given that a year and a half had already passed since Headwater had initiated
its suit against Samsung in October 2022. But even if arguendo Samsung had been
made aware of the 510 Patent at an earlier time, Samsung would have had no rea-
sonable basis to perceive the patent as a threat to its products—and certainly not a
threat meriting the substantial expense and resources needed to prepare and file an
earlier IPR or PGR. This is because multiple claims of the 510 Patent—including
independent claims 1 and 47—prominently recite limitations directed to a “target

credential,” even though the term “target credential” is never once mentioned in the
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background, the drawings, the brief description of the drawings, or the detailed de-
scription of the *510 Patent.!! See generally EX1001. For example, limitation [1d]
refers to a “target credential” stored in memory of the wireless device, limitation [ 1{]
refers to “a user request to replace a particular credential ... with the target creden-
tial,” and limitation [ 1h] requires that the processor(s) “determine that the particular
credential does not match the target credential.” Pet., vi; EX1001, 20:15-41. Inde-
pendent claim 47 similarly includes multiple limitations involving a “target creden-
tial.” Pet., xii-xiii; EX1001, 24:20-39.

Despite the purported significance of a “target credential” to the techniques
claimed in the 510 Patent, Headwater provided no notice to the public of what a
“target credential” actually is. Headwater instead chose to claim using terms that
find no support in the specification while also providing no clear boundaries between
what constitutes a “credential,” a “particular credential,” an “updated credential,” or

a “target credential”—all terms used in independent claims 1 and 47. Samsung and

' OQutside of the claims, the only mention of a “target credential” in the entire
specification of the *510 Patent is in the Abstract. But the Abstract largely mirrors
the claims and offers no further insight to the scope or meaning of “target creden-

tial” than the claims. See EX1001, Abstract.
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the public could only speculate how Headwater might view these differences or in-
terpret the term “target credential.”

Given the absence of any specific guidance as to the scope of “target creden-
tial” in the specification of the *510 Patent, Samsung could not reasonably have ex-
pected the claims of the ’510 Patent to be relevant to Samsung products. For exam-
ple, Headwater has taken liberty in interpreting the claims to accuse infringement
based on Samsung’s use of eSim technology in products such as Samsung Galaxy
phones and tablets. EX1100, EX1171. But Samsung did not even begin incorporat-
ing eSim into its phones until 2019-2020—years after issuance of the *510 Patent.
EX1175. Samsung would have had little reason to challenge the patent in these early
years before the accused functionality was part of its phones, for example. Headwa-
ter also had not previously enforced its patents until October 2022, but even so, and
even after Samsung began incorporating eSim technology in 2020, Headwater’s con-
fusing claim strategy—including its choice to use one set of terms in the specifica-
tion and another in the claims—deprived Samsung and the public of any reasonable
basis to understand how the claims would possibly be relevant to eSim technology
or the accused products. Headwater should not be rewarded for such tactics.

Against this background, it is also notable that Headwater also offers no ex-
planation why it could not have brought its lawsuit against Samsung years sooner

(when the patent would have been even younger), especially as Headwater was in
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the best position—not Samsung—to understand how it might interpret terms like
“target credential” that are never described in the *510 Patent. The fact that Head-
water did not bring its suit earlier would only reinforce settled expectations that the
’510 Patent was not relevant to Samsung’s products.

If anything, Headwater intentionally delayed asserting the *510 Patent to max-
imize litigation pressure on Samsung. Indeed, three separate actions were filed and
20 separate patents asserted by Headwater against Samsung before the 510 Patent
was ultimately asserted—each action an opportunity to assert the 510 Patent.
EX1158, EX1169, EX1168, EX1172, EX1173. Despite multiple opportunities,
Headwater inexplicably waited to assert the 510 Patent, timing the suit to maximize
litigation costs and pressure on Samsung. This reeks of gamesmanship—tactics that
should not be rewarded with discretionary denial at the PTAB.

The PTAB’s very “purpose and design,” as reiterated by the Supreme Court,
is fulfilled by addressing the merits of the prior art here, not by shunning this much-
needed review before it starts. Thryv, Inc. v. Click-To-Call Techs., LP, 590 U.S. 45,
54 (2020) (“By providing for inter partes review, Congress, concerned about over-
patenting and its diminishment of competition, sought to weed out bad patent claims
efficiently”); Cuozzo Speed Techs., LLC v. Lee, 579 U.S. 261, 279-80 (2016) (de-

b 13

scribing the PTAB’s basic “purpose” and the public’s “paramount interest in seeing
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that patent monopolies ... are kept within their legitimate scope’). Headwater’s at-
tempt to evade review based solely on the (still relatively young) age of the patent
should not be condoned, especially where this age is the result of Headwater’s own
actions in (i) obfuscating the claimed subject matter through claim terms never de-
scribed in the specification and (i1) delaying assertion of the 510 Patent for years
after issuance (and even delaying for a year and a half after Headwater filed its first
suit against Samsung in October 2022) while the public was still deprived of any
clear basis for understanding key claim terms such as “target credential,” and (iii)
delaying the asserting of the *510 Patent as part of a litigation strategy. Moreover,
as was the case in Tesla, the “complex and diverse litigation” between the parties—
involving Headwater’s assertion of 21 patents against Samsung over the last 2.5
years and Samsung’s 11 pending IPRs—further “tip[s] the balance against discre-
tionary denial” even if the age of the patent (8 years) were a concern. See Tesla,
IPR2025-00219, -00222, 00339, Paper 9 (PTAB June 13, 2025) (denying requests
for discretionary denial based on patents aged 8, 9, and 14 years, respectively); su-
pra, SILA.

6. Compelling economic, public health, or national security inter-
ests

Samsung is responsible for substantial and sustained investments and eco-

nomic activity in the United States. For example, Samsung’s investment in the US

39



Proceeding No. IPR2025-00483
Attorney Docket No: 39843-01831P1

totals $47 billion since 1978 (EX1154), and Samsung proposes $191 billion in fur-
ther investment, largely in Texas. EX1155. Further, “[s]ince 1996, Samsung Sem-
iconductor has invested $18 billion in operating two fabs at its Austin, Texas, cam-
pus—making it one of the largest direct foreign investments in United States his-
tory.” EX1156 (emphasis added). Additionally, Samsung’s investment is ongoing,
with “President Trump Say[ing] Samsung Is Planning a ‘Massive Investment’ In
The US.” EX1157. Thus, Samsung’s massive and ongoing investment presents a
compelling economic interest, and Samsung’s investment (e.g., in US-made semi-
conductors) supports the US’s national security interests.

Such considerations weigh heavily against discretionary denial and Samsung
respectfully requests an opportunity for the strong grounds presented in its Petitions
on the ’510 Patent to be considered at the PTAB. In this regard, Samsung seeks
efficient resolution at the PTAB of the patentability of the challenged claims of yet
another patent asserted against it by a highly-litigious and non-practicing entity that
is actively pursuing multi-patent litigation campaigns against Samsung, and other
entities. EX1158, 2-4 (over 5 different suits, Headwater has asserted 21 patents
against Samsung); EX1158, 1-7 (Headwater has sued multiple other entities, includ-
ing Verizon, T-Mobile, Google, and AT&T, over claims of infringement of over 70

patents).
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III. CONCLUSION

For the foregoing reasons, a holistic evaluation of the complex and diverse
litigation between the parties, the Fintiv factors and the additional considerations
laid out in the Stewart Memorandum strongly weigh against discretionary denial.
Petitioner therefore respectfully requests that this case proceed to an institution de-

termination on the merits.

Respectfully submitted,

Dated 07/16/2025 /Nicholas W. Stephens/
W. Karl Renner, Reg. No. 41,265
Jeremy J. Monaldo, Reg. No. 58,680
Nicholas Stephens, Reg. No. 74,320
Cameron A. Ubel, Reg. No. 77,081
Fish & Richardson P.C.
60 South Sixth Street, Suite 3200
Minneapolis, MN 55402
T: 202-783-5070
F: 877-769-7945

Attorneys for Petitioner
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CERTIFICATION UNDER 37 CFR §42.24
Under the provisions of 37 CFR § 42.24(d), the undersigned hereby certifies
that the word count for the foregoing Petitioner’s Opposition to Patent Owner’s Dis-
cretionary Denial Brief totals 9,051 words, which is less than the 14,000 words al-

lowed under 37 CFR § 42.24.
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that on July 16, 2025, a complete and entire copy of this Petitioner’s Opposition to
Patent Owner’s Request for Discretionary Denial of Institution and Accompanying
Exhibits were provided by email to the Patent Owner by serving the

correspondence email address of record as follows:

Reza Mirzaie
Marc A. Fenster
Dale Chang
James A. Milkey
Neil Rubin
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Wilshire Blvd. 12th Floor
Los Angeles, CA 90025

Email: rak_headwater(@raklaw.com
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Diana Bradley
Fish & Richardson P.C.
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Minneapolis, MN 55402
bradley@fr.com
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